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1801 Basic PCT Principles [R-5]
MAJOR CONCEPTS

The Patent Cooperation Treaty (PCT) is an international
agreement to which the United States of America is a party,
which provides for the filing of patent applicatiotis on the same
invention in a number of countries. The PCT enables the U.S.
applicant to file one application, “an international application”,
in a standardized format in English in the >U.S.< Receiving
Office (the U.S. Patent and Trademark Office), and have that
application acknowledged as aregular national filing in as many
member countries to the PCT as the applicant “designates” that
is, names, as countries in which patent protection is desired. In
the same manner, >the< PCT enables foreign applicants to file
a PCT application designating the United States of America in
their home language in their home patent office and have the
applicatici acknowledged as aregular U.S. national filing, The
PCT also provides that the application will be subjected to a
search for published disclosures which are capable of assisting
in the determination of whether the invention disclosed in the
application is new and unobvious. Upon payment of national
fees and the furnishing of a translation, usually some twenty
months after the filing of *>any priority< application for the
invention >or the international filing date if no priority is
claimed<, the application will be subjected to national proce-
dures in each of the designated countries, >If a Demand for an
International Preliminary Examination is filed within 19
months of the priority date, the period for entering the national
stage is extended to thirty months from the priority date.<

The PCT offers an alternative route to filing patent applica-
tions directly in those countries which are members of the PCT.
It does not preclude taking advantage of the priority rights and
other advantages provided under the Paris Convention (PCT
Article 1), The PCT provides an additional and optional foreign
filing route to United States and foreign applicants.

PCT Anicle 1
Establishment of & Union

(1) The States party 1o this Treaty (hereinafter called “the Contracting
States™) constitute a Union for cooperation in the filing, searching, and exami-
nation, of applications for the proteciion of inventions, and for rendering special
technical services, The Union shall be known as the Intemational Patent
Cooperation Union,

(2) No provision of this Treaty shall be interpreted as diminishing the
rights under the Paris Convention forthe Protection of Industrial Property of any
national or resident of any country party to that Convention,

The PCT has also substantially harmonized the formal re-
quirements of applications for the member countries and the
European Patent Convention (EPC),

The PCT also provides new filing and scarching procedures
whereby much of the processing and transmittal of papers is
done for the applicant by the various national patent offices
which act as international authorities and the International
Burcau (IB) of the World Intellectual Property Organization
(WIPO) in Geneva, Switzerland, which administers the Treaty.

The filing and scarch procedures are set forth in Chapter |
of the PCT. Additional procedures for a preliminary examina-
tion of PCT international applications are set forth in PCT
Chapter I1,%#
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Basic Flow »of PCT Chapter <

To understand the PCT, it is important to know the basic
flow of an international application under the PCT. This flow is
illustrated on the next page.

In most instances a U.S. national application (NA) is filed
first. An international application for the same subject matter
will then be filed subsequently within the priority year provide
by the Paris Convention and claim the priority benefit of the
U.S. national application filing date.

RECEIVING OFFICE (RO)

The international application (JA) must be filed in a
Receiving Office (RO), (PCT Article 10). The United States
Patent and Trademark Office will act as a Receiving Office for
United States residents and nationals (35 U.S.C. 361(a)). The
Receiving Office functions as ihe filing and formalities review
organization for international applications. International appli-
cations must contain upon filing the designation of those coun-
tries in which patent protection is desired and must meet certain
standards for completeness and formality (PCT Articles 11(1)
and 14(1)).

Where a priority claim is made, the date of the carlier filed
national application is used as the date for determining the
timing of internaiional processing, including the various trans-
mittals, the payment of certain international and national fees,
and publication of the application, Where no priority claim is
made, the international filing daic will be considered to be the
“priority date” for timing purposes (PCT Article 2(xi)).

The international application is subject to the payment of
certain fees upon filing >or within one month thereafter< and at
the expiration of 12 months{roimn the priority date >or within one
month thercafter< (PCT Article 11(3) and 35 U.S.C. 361). The
Receiving Office will grant an international filing date to the
application, collect fees, handle informalities by direct commu-
nication with the applicant, and monitor all corrections (35
U.S.C. 361(d)). By 13 months from the priority date, the
Receiving Office should prepare and transmit a copy of the
international application, called the Search Copy (SC), to the
International Scarching Authority (ISA); and > forward the
original <* copy, called the Record Copy (RC), to the Interna-
tional Burcau (PCT Rules 22.1 and 23). A >second<* copy of
the international application, the Home Copy (HC), remains in
the Receiving Gffice (PCT Article 12(1)). Once the Receiving
Office has transmitied copies of the application, the Interna-
tional Scarching Authority becomes the focus of international
processing,

INTERNATIONAL SEARCHING AUTHORITY (ISA)

Thebasic function of the International Scarching Authority
(ISA) is to conduct a prior art search of inventions claimed in
international applications; it docs thisby searching inatleast the
minimum documentation defined by the Treaty (PCT Articles
15and 16 and PCT Rule 34), Atthe option of the U.S. applicant,
either the U.S. Patent and Trademark Office or the European
Patent Office acts as an International Searching Authority for
U.S. residents and nationals, The International Scarching Au-
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thority isalsoresponsible for checking the content of the title and
abstract (PCT Rules 37.2 and 38.2). An International Search
Report (SR) will normally be issued by the International Search-
ing Authority within three months from the receipt of the Search
Copy (usually about 16 months after the priority date)(PCT Rule
42). Copies of the International Search Reportand prior art cited
will be sent to the applicant and the International Bureau (PCT
Rules 43 and 44.1). The Search Report will contain a listing of
those documents found tobe relevani and will identify the claims
in the application to which they are pertinent; however, no
judgments or statements as to patentability wili be made (PCT
Rule43.9). The applicant will alsoreceive without charge acopy
of the cited prior art from the U, S. Patent and Trademark Office
as an International Searching Authority. Once the International
SearchReport hasbeen completed and transmitted, international
processing continues before the International Bureau.

INTERNATIONAL BUREAU (IB)

_ 'The basic functions of the International Bureau (IB) are to
maintain the master file of all international applications and to
act as the publisher and ceniral coordinating body under the
Treaty. The World Intellectual Property Organization
>(WIPO)< in Geneva, Switzerland performs the duties of the
International Bureau.

If the applicant has not filed a certified copy of the priority
document in the Receiving Office with the international applica-
tion, or requested upon filing that the Receiving Office prepare
and transmit to the International Bureau a copy of the prior U. S.
national application, the priority of which is claimed, the appli-
cant must submit such a document directly to the International
Bureau or the Receiving Office not later than 16 months after the

priority date (PCT Rule 17).

The applicant has normally two months from the date of
transmittal of the International Search Report to amend the
claims by filing an amendment directly with the Intemnational
Bureau (PCT Article 19 and PCT Rule 46). The International
Bureau will then normaily publish (P) the international appli-
cation along with the Search Report and any amendment
(Amdt) at the expiration of 18 months from the priority date
(PCT Article 21). The international publication is in pamphlet
form with a front page containing bibliographical data, the
abstract, and a figure of the drawing (PCT Rul> 48). The
pamphlet also contains the search report and any amendments
to the claims submitted by the applicant. If the application is
published in a language other than English, the search report
and abstract are also published in English. The International
Bureau also publishes a > PCT< Gazette in the French and
English languages which contains information similar to that
on the front pages of international applications, as well as
various indexes, and announcements (PCT Rule 86). The
International Bureau also transmits copies of the international
application to all the Designated Offices (PCT Article 20 and
PCT Rule 47).

DESIGNATED OFFICE (DO)

>If no Demand for International Preliminary Examination
has been filed within 19 months of the priority date ,<** the
applicant must send to each Designated Office any required
translations and the appropriate national or regional filing fees
>within twenty months from the priority date of the interna-
tional application,< unless the individual Designated Office
grants additional time (PCT Axticle 22), The applicant also has
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Basic Flow under PCT Chapter ||
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the right to amend the application within one month from the
fulfillment of the requirements under Article 22. After this
month has expired (PCT Article 28 and PCT Rule 52), each
Designated Office will make its own determination as to the
patentability of the application based upon its own specific
national or regional laws (PCT Article 27(5)).

>Basic Flow of PCT Chapter II

PCT Anicle 33
The Intemational Preliminary Examination

(1) The objective of the international preliminary examination is to
formulate a preliminary and non-binding opinion on the questions whether the
claimed invention appears to be novel. to involve inventive step (1o be non-

obvious), and to be industrially applicable.
fdd £ 1

The basic flow of PCT Chapter Il isillustrated in the above
diagram. If the applicant desires to obtain the benefit of delay-
ing the entry into the national stage until the 30th month, a
demand for international preliminary examination must be
filed with an appropriate International Preliminary Examining
Authority within 19 months of the priority date. Those States in
which the Chapter II procedure is desired must be “elected” in
the demand.

A copy of the demand is forwarded to the International
Burcau by the International Preliminary Examining Authority.
The International Bureau then notifics the various elected
Offices that the applicant has entered Chapter II and that the
application should not be considered withdrawn for failure to
enter the national stage within 20 months of the priority date.

The examiner of the International Preliminary Examining
Authority may comment on lack of unity of invention, note
errors, and issue a written “opinion” as to whether each claim is
“novel”, involves an “inventive step”, and is “industrially
applicable”. If a writter: “opinion” is issued by the cxaminer, the
applicant may respond to the opinion by arguments and amend-
ments within the time period set for response. The examiner will
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then issue the “International Preliminary Examination Report”
which presents the examiner’s final position as to whether each
claim is “novel”, involves an “inventive step”, and is “industri-
allyapplicable” by the 27th month after the priority date. A copy
of the “International Preliminary Examination Report” is sent to
the applicant and to the International Bureau. The International
Bureauthen communicates acopy of the “International Prelimi-
nary Examination Report” to each “Elected Office”,

The applicant must complete the requirements for entering
the national stage by the expiration of the 30th month from the
priority date in order to avoid any question of withdrawal of the
application as to that elected Office.

In accordance with the agreement between the United
States Patent and Trademark Office (USPTO) and the Interna-
tional Bureau (PCT Article 34), the USPTO will act as an Inter-
national Preliminary Examining Autk-i:. {IPEA) for interna-
tional applications filed by residents aid r2::onals of the United
States and for those applications of other western hemisphere
countries which have been searched by the USPTO as an
International Searching Authority.,

Upon filing of a proper demand and the payment of the
necessary fees, the international application shail be the subject
of an international preliminary examination,

An international preliminary examination will be carried
out only on those inventions for which an International Search
Report has been established since the International Preliminary
Examining Authority must take into consideration the docu-
ments cited in the International Search Report. (PCT Article
33(6)).

The International Scarching Authority has the responsibil-
ity of initially detcr+uining whether or not unity of invention
exists in an internatic nal application, However, since searching
authorities may differ on the question of unity of invention and
since an applicant has the right to amend the application subse-
quent to the receipt of the International Search Report, the
international application isagain reviewed by the examiner with
respect to the question of unity of invention at the onset of the
international preliminary examination,

1800-4
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The primary purpose of international preliminary examina-
tion is to render a nonbinding opinion on the question of whether
the subject matter of the international application meets the
criteria set out in PCT Article 33(1), i.e., whether the claimed
invention appears to be novel, to involve inventive step (to be
non-obvious) and to be industrially applicable. Form PCT/
IPEA/408 is provided for use by the examiner to notify applicant
of any negative aspects of the applicationin the form of a written
opinion.

Afier an opportunity to repond, final rest!ts of the interna-
tional preliminary examination are set forth in an International
Preliminary Examination Report on Form PCT/IPEA/409. This
report takes into consideration any amendments that may have
been filed by the applicant in response to the written opinion.<

1802 PCT Definitions [R-§]

PCT Articie 2
Definitions
For the purposes of this Treaty and the Regulations and unless expressly
stated otherwise:

(i) “application” means an applicetion for the proiection of an invention;
references to an “application” shall be construed as references to applications for
patents for inventions, inventors® certificates, utility cenificates, wility models,
patents or cenificates of addition, inventors’ certificates of addition, and utility
centificates of addition;

(ii) references to a “patent” shall be construed as references to patents for
inventions, inventors’ certificates, utility certificates, utility models, patents or
centificates of addition, inventors’ centificates of addition, and utility cenificates
of addition;

(iii) “national patent” means a patent granted by a national authority;

(iv) “regional patent” means & patent granted by a national or an intergov-
emmental zuthority having the power to grant patenis effeciive in more than one
State;

(v) “regional application" means an application for a regional patent;

(vi) references 1o a “national application” shall be construed as references
to applications for national patents and regional patents, other than applications
filed under this Treaty;

(vii) * ‘intemational application” means an application filed under this
Treaty;

(viii) references to an “application” shall be construed as references tc
interational applications and national applications;

(ix) references to a “patent” shall be construed as references to national
patents and regional patents;

(x) references to “national law” shall be construed as references to the
national law of a Contracting State or, where a regional application or a regional
patent is involved, to the treaty providing for the {iling of regional applications
or the granting of regional patents;

(xi) “priority date,” for the purpose of computing time limits, means:

(a) where the intemational application contains a priority claim under
Anticle 8, the filing date of the application whose priority is so claimed,;

(b) where the international application contains several priority claims
under Anticle 8, the filing date of the earliest application whosc priority is so
claimed;

(c) where the intemational application does not contain any priority
claim under Anicle 8, the international filing date of such application;

(xii) “national Office” means the government authority of a Contracting
State entrusied with the granting of patents; references to a “national Office”
shall be construed as referring also to any intergovernmentsl authority which
several States have entrusted with the task of granting regional patents, provided
that at least one of those States is 8 Contracting State, and provided that the said
States have authorized that authority to assume the obligations and exercise the
powers which this Treaty and the Regulations provide for in respect of national
Offices;

(xiii) “designated Office” means the national Office of or acting for the
State designated by the applicant under Chapter I of this Treaty;

(xiv) “elected Office"” means the national Office of or acting for the State
clected by the applicant under Chapter II of this Treaty;

1800-5

(xv) “receiving Office” means the nationsl Office or the intergovern-
mental organization with which the intemational application has been filed;

(xvi) “Union* means the International Patent Cooperation Union;

(nvii) “Assembly” means the Assembly of the Union;

(nviii) “Organization" means the World Intellectual Properiy Organiza-
tion;

(xix) “International Bureau” means the Intemational Bureau of the Or-
ganization and , as long as it subsists, the United Intemational Burcaux for the
Protection of Intellectual Property (BIRPI);

(xx)"“Director General" means the Director General of the Organization
and, as long as BIRPI subsists, the Director of BIRPL

PCT Rule 2
Interpretailon of Certain Words
2.1 “Applicant”

Whenever the word “applicant” is used, it shall be construed as meaning
alsothe agent or other representative of the applicant, except where the contrary
clearly follows from the wording or the nature of the provision; or the context
in which the word is used, such as, in particular, where the provision refers to
the residence or nationality of the applicant,

2.2 “Agent”

Whenever the word “agent” is used, it shall be construed as meaning any
person who has the right to practice before international authorities as defined
in Article 49 and, unless the contrary clearly follows from the wording or the
nature of the provision, or the context in which the word is used, also the
common representative referred to in Rule 4.8,

2.3 “Signature”

Whenever the word “signature” is used, it shall be understood that, if the
national law applied by the receiving Office or the competent International
Searching or Preliminary Examining Authority requires the uss of a seal instead
of a signature, the word, for the purposes of that Office or Authority, shallmean
scal,

35 U.8.C. 351 Definitions,

When used in this pant unless the context otherwise indicates—

(a) The term “treaty” means the Patent Cooperation Treaty done at
Washington, on June 19, 1970 **,

(b) The term “Regulations”, when capitalized, means the Regulations
underthe treaty **, done at W ashington on the same date as the treaty. The term
“regulations”, when not capitalized, means the regulations established by the
Commissioner under this title.

(c) The term “intemational application” means an application filed under
the treaty.

(d) The term “intemnational application originating in the Unitzd States"
means an international application filed in the Patent and Trademark Office
whenit is acting as a Receiving Office under the treaty, irrespective of whether
or not the United States has been designated in that intemational application.

(e) The term “intemnational application designating the United States”
means an intemational application specifying the United States as a country in
which a patent is sought, regardless where such intemational application is
filed.

() The term “Receiving Office” means a national patent office or inter-
govemmental organization which receives and processes intemational applica-
tions as prescribed by the treaty and the Regulations.

(g) The terms “Intemational Searching Authority” >and"Intemational
Preliminary Examining Authority'mean<* a national patent office orintergov-
emmental organization as appointed under the treaty which processes intema-
tional applications as prescribed by the treaty and the Regulations,

(h) The term “Intemational Bureau' means the intemational intergovern-
mental organization which is recognizcd as the coordinating body under the
treaty and the Regulations.

(i) Terms and expressions not defined in this pari are to be taken in the
sense indicated by the treaty and the Regulations,

37 CFR 1.401 Definitions of terms under the Patent Cooperatlon
Treaty.

(a) The sbbreviation “"PCT" and the term “Treaty” meen the Patent
Cooperation Treaty.

(b) “International Bureau” means the World Intellectual Propeity Or-
ganization located in Geneva, Switzerland,

(c) “Administrative Instructions” means that body of instructions for
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operaling under the Patent Cooperation Treaty referred to in PCT Rule 89,

(d) “Request”, when capitalized, means that element of the intemational
application described in PCT Rules 3 and 4.

(e) “Intemational application", as used in this subchapter is defined in §
1.9(b).

(f) “Priority date” for the purpose of computing time limits under the
Patent Cooperation Treaty ig defined in PCT An. 2(xi). Note also § 1.465.

(g) >"Demand,” when capitalized, means that document filed with the
International Preliminary Examining Authority which requests an intemational
preliminary examination.

(h) “Anncxes” means amendments made to the claims, description or the
drawings before the Intemational Preliminary Examining Authority.

(i)< Other terms and expressions in this Subpart C not defined in this
section are to be taken in the sense indicated in PCT An. 2 and 35 U.S.C. 351.

1803 Reservutions Under the PCT Taken by the
United States of America [R-5§]

PCT Article 64
Reservations

(1)(a) Any Suate may declare that it shall not be bound by the provisions
of Chapter II.

(b) Sthtes making a decleration under subparagraph () shall not be bound
by the provigions of Chapter II and the cosmresponding provisions of the
Regulations.

(2)(a) Any Statenot having made a declaration under paragraph(1)(a) may
declaie that:

(i) it shall not be bound by the provisions of Anticle 39(1) with respect to
the fumishing of a copy of the intemational application and a translation thereof
(as prescribed),

(ii) the obligation to delay national processing, as provided for under
Article 40, shall not prevent publication, by or through its national Office, of the
intemnational application or a translation thereof, it being understood, however,
that it is not exempted from the limitations provided for in Articles 30 and 38.

(b) States making such & declaration shall be bound accordingly.

(3)(a) Any State may declare that, as far as it is concerned, international
publication of intemational applications is not required.

(b) Where, at the expiration of 18 months from the priority date, the
internationsl application contains the designation only of such States s have
made declarations under subparagraph (a), the international application shall
not be published by virtue of Aricle 21(2).

(c) Where the provisions of subparagraph (b) apply, the intemational
application shall nevertheless be published by the International Bureau:

(i) at the request of the applicant, as provided in the Regulations,

(ii) when a national application or a patent based on the international
application is published by or on behalf of the national Office of any designated
State having made s declaration under subparagraph (a), prompily after such
publication but not before the expiration of 18 months from the priority date.

(4)(a) Any State whose national law prov:des for prior an effect of its
patents a5 from a date before publication, but does not equate for prior art
purposes the priority date claimed under the Paris Convention for the Protection
of Industrial Property to the actual filing date in that State, may declare that the
filing outside that State of an intemational application designating that State is
not equated to an actual filing in that State for prior an purposes.

(b) Any State making a declaration nnder eubparagraph (a) shall to that
extent not be bound by the provisions cf ...uwue 11(3).

(¢) Any State making a declaration under subparagraph () shall, &t the
gametime, gtate in writing the date from which, and the conditions under which,
the prior ani effect of any internationa! application designating that Siate
becomes effective in that State, This statement may be modified at anytime by
noiification addressed to the Director General.

(5) Each State may declare that it does not consider itself bonnd by Article
59. With regard 10 any dispuie between any Contracting State having made such
a declaration and any other Contracting State, the provigions of Article 59 ghall
not apply.

(6)(a) Any declaration made under this Anticle shall be made in writing.
It may be made at the time of signing this Treaty, at the time of depositing the
instrument of ratification or accession, or, except in the case referred to in
paragraph (5), at any later time by notification addressed tothe Disector General.
In the case of the said notification, the declaration shall take effect gix months
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after the day on which the Director General has received the notification, and
shali not affect intemational applications filed prior to the expiration of the seid
six-month period,

(b) Any declaration made under this Anicle may be withdrawn at any time
by notification addressed 1o the Director General. Such withdrawal shall take
effect three months afterthe day on which the Director General has received the
notification and, in the case of the withdrawal of a declaration made under
paragraph (3), shall not affect intemational applications filed prior to the
expiration of the said three-month period.

(7) No reservations 10 this Treaty other than the reservations under
paragraphs (1) to (5) are permitted.

The United States of America >had originally<* declared
that it >was<* not bound by Chapter Il (Article 64 (1)),>buchas
now withdrawn that reservation effective July 1, 1987<.

It has also declared that, as far as the United States of
America is concerned, international publication is not required
(Article 64 (3)).

The ** United States of America >also< made >a reserva-
tion<** under Article 64(4) which relates to the prior art
effective daie of a U.S. patent issuing from an international
application, See 35 U.S.C. 102(e).

>1804 USPTO - WIPO Agreement [R-§]

Agreement between the UNITED STATES PATENT AND TRADE-
MARK OFFICE and THE INTERNATIONAL BUREAU OF THE WORLD
INTELLECTUAL PROPERTY ORGANIZATION conceming the functions
of the United States Patent and Trademark Office in the capacity of en
Intemational Searching and Preliminary Examining Authority appointed under
the Patent Cooperation Treaty.

Preamble
The United States Patent and Trademark Office and the Intemational
Bureau of the World Intellectual Propenty Organization agree to conclude the
following Agreement under Anicles 16(3)(b) and 32(3) of the Patent Coopere-
tion Treaty:

Article 1

Terminology Used in the Agreement

(1) For the purpose of this Agrecment:

(2) “Treaty” means the Patent Cooperation Treaty;

(b) “Regulations” mean the Regulations under the Treaty;

(¢) “Administrative Instructions” means the Administrative Instructiong
under the Treaty;

(d) “Article” (except where a specific reference is made to an Article of
this Agreement) means an Article of the Treaty;

(¢) “Rule” means a Rule of the Regulations;

() “Authority” refers to the United States Patent and Trademark Office
acting in the capacity of an Intemnational Searching and Preliminary Examining
Authority pureuant to this Agreement and appointed under the Treaty;

(g) “International Burcau” means the International Bureau a3 defined in
Article 2(xix); and

(h) “Gazente” means the publication referred to in Anticle 5§5(4).

Article 2
Basic Obligeations

(1) The Authority will, except in respect to subject matter which pursuans
to Article 6 of thiz Agreement the Autherity is not required to search or o
examine, carry out international searches and international preliminary exami-
netions and perform such other functions as are epecifically provided for by the
Treaty, the Regulations, this Agreement, and the Administrative Instructions. In
carrying out an intemational search #nd an intemational preliminary examina-
tion, the Authority shall be guided by the Guidelines for Intemationel Search
and for Intemational Preliminary Examination to be Carried Out under the
Patent Cooperation Treaty. ‘The Authority undertakes to apply and observe all
the common rules of intemational scarch and of intemational preliminary ex-
amination,
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(2) The Authoriv and the International Bureau shall, having regard to their
respective functions under the Treaty, the Regulations, this Agreement, and the
Administrative Instructions, each render, o the extent considered to be eppropri-
ate by both the Authority and the Intemational Bureau, assistance to the other in
relation to the performance, by the other, of its functions thereunder.

Article 3
Competence of the Authority

(1) Subject to Article 6 of this Agreement, the Authority undertakes to act
as an International Searching Authority for all international applications (i) filed
with the receiving Office of, or acting for, the States specified in Annex A of this
Agreement, and (ii) filed in or translated into the languages specified in Annex
A of this Agreement.

(2) Subject 10 Article 6 of this Agreement, the Authority undertakes to act
as an Intemational Preliminary Examining Authority for all international appli-
cations (i) filed with the receiving Office of, or acting for, the States specified in
Annex A of this Agreement, and (ii) filed in or translated into the languages
specified in Annex A of this Agreement.

Article 4
Minimum Personne] Requirements

(1) The Authority shall, for the purposes of carrying out intemational
search and intemational preliminary examination, make available the staff at its
disposal, 1o the extent required by the workload, having sufficient technical
qualifications to carry out such search and examination in all technical fields
except those referred to in Article 6 of this Agreement. The staff of the Authority
shall be maintained at a level exceeding the minimum requirernent as set out in
Rules 36.1(i) and 63.1(i).

(2) The Authority shall maintain, or otherwise secure assistance by, a staff
which has the language facilities to understand at least those languag es in which
the minimum documentation referred to in Rule 34 is written or is translated.

Article §
Documentation Facilities
The Authority shall maintain and use all documentation facilities ordinar-
ily at the disposal of the staff referred to in Anicle 4(1) of this Agreement for
search and exsmination purposes, and shall maintain and use for the said
purpoges at least the minimum documentation facilities prescribed by Rules
36.1(ii) and 63.1(ii).

Article 6
Subject Matter not required to be Searched
In accordance with Articles 17(2)(i) and 34(4)(a)(i), the Authority will not
be obligated to search orexamine any of the subject matter specified in Rule 39.1
or Rule 67.1 except for subject matter specified in Annex B of this Agreement.

Article 7
Fecs
. (1) A schedule of all fees charged by the Authority in relation to its
functions as an International Searching and Preliminz rv Examining Authority is
set out in Annex C of this Agrecment.
(2) The Authoniy shall, to the extent and under the conditions set out in
Annex C of this Agreement, refund the paid search fees in whole or in part.

Article 8
Review of Protest
The Commissioner of Patenis and Trademarks or his designee shall
examine protests in respect of additional fees where such additional fees are paid
under protest pursuant to Rule 40.2(c) or Rule 68.3(c).

Article 9
[Deleted)

Article 10
Classification
The Authority, in addition to applying the Intcrnational Patent Classifica-
tion to & particular subject matter, may also apply the United States Patent
Classification.

Article 11
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Language of Correspondence Used by the Authority
For pusposes of correspondence, including forms, the Authority shall
use the English language.

Article 12
Patent Information Services and Technical Assistance
The Authority shall cooperate with the International Bureau in providing
patent information services and such other contributions to the technical
assistance program under Chapter IV of the Treaty as are both practicable
within the facilities of the Authority and as may be agreed.

Article 13
Entry into Force of the Agreement
This Agreement <hall enter into force, after approval by the Assembly, on
the date of signature thereof. The Agreement together with an indication of the
date of its entry intoforce shall be published in the Gazette by the International
Bureau.

Article 14
Duration and Renewability of the Agreement
Subject to Article 16 of this Agreement, thiz Agreement shall remain in
force for a period of 10 years. It shall be renewable for a period of 10 years
subject tothe approval of, and the extension of the appointment of the Authority
for that period by, the Assembly.

Article 15
Amendment

(1) Without prejudice to paragraphs (2) and (4) below, amendments may
be made to this Agreement by agreement beiween the Authority and the
International Bureau and shall take effect on the date on which those amend-
ments are approved by the Assembly, or, if a later date is specified in the
amendments, on that Jater date.

(2) Annex A may be amended by the Authority at any time. Any
amendment adding a State or language will be made by notification from the
Authority to the Intemational Bureau and shall take effect one month from the
date of publication in the Gazette. Any amendment deleting & State or language
will be made by notification from the Authority to the Intemational Bureau and
shall take effect nine months from the date of publication in the Gazette.

(3) Annex B mey be amended by the Authority at any time. Any
amend.ent adding subject matter to that Annex will be made by notification
from the Authority to the Iniernational Bureau and shall take effect one month
from the date of publication in the Gazette. Any amendment deleting subject
matier from the Annex will be made by notification from the Authority 1o the
International Bureau and shall take effect nine months from the date of
publication in the Gazette.

(4) Annex C may be amended by the Authority at any time. Any
amendment may be made by notification from the Authority to the International
Bureau and shall take effect on a date specified by the Authority but not earlier
than one month afterthe publication of the notification in the Gazette. Nommally
Annex C shall not be amended during the first year after the entry into force of
this Agreement or thereafter at an interval of less than one year from a previous
amendment of the schedule.

(5) The Intemational Bureau shall publish promptly in the Gazette any
amendment of this Agreement agreed to by the Authority and the Intemational
Bureau and approved by the Assembly under paragreph (1) and any notifica-
tions received by the Intemational Bureau under paragraphs (2) 1o (4).

Article 16
Termination of the Agreement

(1) This Agreement shall terminate:

(a) if the Authority gives the Director General of the World Intellectual
Property Organization written notice to terminate this Agreement; or

(b) if the Director General of the World Intellectual Property Organiza-
tion, with the approval of the Assembly, gives the Authority written notice to
terminate this Agreement.

(2) The termination of this Agreement under paragraph (1) shall take
cffect one year after receipt of the netice by the other party, unless a longer
period is specified in such notice,

(3) Notwithstanding paragraph (2), if:

(a) notice to terminate this Agreement is given by whe Authority
under paragraph (1); and
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() at the same time all those Contracting States, whose receiving
Offices have specified the Authority under Atticles 16(2) and 32(2), not having
denounced the Treaty previously, made the denunciation under Article 66,
the notice to terminate this Agreement shall take effect at such time as the
denunciation of the Treaty becomes effective for all such States.

ANNEX A
COUNTRIES AND LANGUAGES UNDER ARTICLE 3 OF THIS
AGREEMENT
(1) The Authority will conduct international searches and prepare
international search reporis
(i) for the following countries:
United States of America, Brazil, Barbados
(ii) in the following languages:
English
(2) The Authority will conduct international prelir::inary examinations
and prepare intemnational preliminary examination reports
(i) for the following countries:
United States of America,
and where the Authority has prepared the international
search report, for Brazil and Barbados
(ii) in the following languages:
- English

ANNEX B
SUBJECT MATTER SPECIFIED UNDER ARTICLE 6 OF THIS
AGREEMENT

Subject matter which is searched or < samined in United States national
applications

ANNEX C
SCHEDULE OF FEES AND EXTENT AND CONDITIONS OF REDUC-
TIONS OR REFUNDS OF THE SEARCH AND EXAMINATION FEES
FOR THE PURPOSES OF ARTICLE 7 OF THE AGREEMENT

(a) Fees
Scarch fee
(i) where no corresponding prior United States national application
withbasic filing fee hasbeen filed ......vvvcevorrisnisinnsnecnsnsnnns coresrinssannas $520.00
(ii) where a corresponding prior United States national application
withbasicfiling feehasbeen filed ........c.covrvvinmervecns vovrvvsuersnserninnnss $350.00
Supplemental Search Fee (per additional invention)............. $140.00

Preparation of an intemational-type search report in a United States
national application ..........eeeenes

Preliminary examination fee

(i) where an international search fee has been paid on the intema-
tional application for the benefit of the United States Patent and Trademark
Office as an Intemational Searching Authority.... $570.00

(ii) where the International Searching Authority for the intemational
application was an authority other than the United States Patent and Trademark
OffICE vvsresrsrsveorssessssisessvecsrsssssssssssssassarsassossossossssssnsasesssoss sssssorsonserssasss $570.00

(2) additional preliminary examination fee (per additional inven-

tion)

(i) Where a supplemental search fec has been paid on the
international application to the United States Patent and Trademark Office as an
Intesnational Scarching Authority .......evieisienns renssrrens vrssessssenisrsssirens $125.00

(ii) Where the Intemational Searching Authority for the
international application was an authority other than the United Siates Patent
and Trademark OffICE c..ovuiressiissesiininsinssirvisensine sosmssssesnissssssissassessseseas $190.00

(b) Extent and Conditions of Refunds of the Scarch and Examination Fees

(i) Money paid for search and preliminary examination fees, where
paid by actual mistake or in excess will be refunded.

(ii) Refund of the supplemental scarch fce and additional prelimi-
nary examination fee will be made if such refund is determined to be warranted
by the Commissioner of Patents and Trademarks or his designee acting under
Rule 40.2(c) or Rule 68.3(c).
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(iii) The search fee will be refunded if the determination under
Article 11(1) iz negative.'<

1805 Who May File in the United States
Receiving Office [R-§]

PCT Article @
The Applicant

(1) Any resident or national of a Contracting State may file an interna-
tional application.

(2) The Assembly may decide to allow the residents and the nationals of
any country party to the Paris Convention for the Protection of Industrial
Property which is not party to this Treaty to file international applications.

(3) The concepts of residence and nationality, and the application of those
concepts in cases where there are several applicants or where the applicants are
not the same for all the desigr:.-:ed States, are defined in the Regulations.

(Editor’s Note: The PCT Assembly has not as yet allowed residents or nationals of
non-PCT member countries to file PCT intemational applications.)

PCT Ruie 18
The Applicant
18.1 Residence

(a) Subject to the provisions of paragraph (b), the question whether an
applicant is a resident of the Contracting State of which he claims to be resident
shall depend on the national law of that State and shall be decided by the
receiving Office.

(b) In any case, possession of a real and effective industrial or commer-
cial establishment in a Contracting State shall be considered residence in that
State.

18.2 Nationality

(a) Subject to the provisions of paragraph (b), the question whether an
applicantis anational of the Contracting State of which he claims to be anational
shall depend on the national law of that State and shall be decided by the
receiving Office.

(b) In any case, a legal entity constituted according to the national law of
a Contracting State shall be considered a national of that State.

18.3 Several Applicants: same for All Designated States

If all the applicants are applicanis for the purposes of all designated States,
the right to file an intemational application shall exist if at least one of them is
entitled to file an intemational application according to Article 9.
18.4 Several Applicants: Different for Different Designated States

(a) The international application may indicate different applicants forthe
purposes of different designated States, provided that, in respect of each
designated State, at least one of the applicants indicated for the purposes of that
State is entitled to file an intemational application according to Article 9.

(b) If the condition referred to in paragraph (a) is not fulfilled in respect
of any designated State, the designation of that State shall be consid-
ered not to have been made.

(c ) The Intemnational Bureau shall, from time to time, publish informa-
tion on the various national laws in respect of the question who is qualified
(inventor, successor in title of the inventor, owner of the invention, or other) to
file a national application and shall accompany such information by a waming
that the effect of the intemnational application in any designated State may
depend on whether the person designated in the intemational application ss
applicant for the purposes of that State is a person who, under the national law
of that State, is qualified to file a national application,

PCT Rule 19
The Competent Recelving Office
19.1 Where 10 File

(a) Subject to the provisions of paragraph (b), the intemational
application shall be filed, at the option of the applicant, with the national
Office of or acting for the Contracting Siate of which the applicant is a
resident or with the national Office of or acting for the Contracting State of
which the applicant is a national,

(b) Any Contracting State may agree with another Contracting State or
any intergovemmental organization that the national Office of the latter State or
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the intergovernmental organization shall, for all or some purposes, act instead of
the national Office of the former State as receiving Office for applicants who are
residents or national of that former State, Notwithstanding such agreement, the
national Office of the former State shall be considered the competent receiving
Office for the purposes of Arnicle 15(5).

{c) In conn.ution with any decision made under Article 9(2), the Assembly
shall appoint the national Office or the intergovernmental organization which
will act as receiving Office for applications of residents or nationals of States
specified by the Assembly. Such appointment shail require the previous consent
of the said national Office or intergovernmental organization.

19.2 Several Applicants

If there are several applicants, the requirements of Rule 19.1 shall be
considered to be met if the national Office with which the international applica-
tion is filed is the national Office of or acting for a Contracting State of which at
least one of the applicants is a resident or national.

19.3 Publication of Fact of Delegation of Duties of Receiving Office

(a) Any agreement referred to in Rule 19.1(b) shall be promptly notified
to the Interational Bureau by the Contracting State which delegates the duties
of the receiving Office to the national Office of or acting for another Contracting
State or an intergovemmental organization.

(b) The International Bureau shall, promptly upon receipt, publish the
notification in the Gazette.

PCT Administrative Instructions Section 317
Procedure in the Case of the Designation of a State Being
Considered Not To Have Been Made

Where the receiving Office finds that, under Rule 18.4(b), the designation
of a State is to be considered as not having been made, it shall indicate that fact
in the international application by enclosing the designation of that State within
square brackets and entering, in the margin, the words"CONSIDERED NOT TO
HAVE BEEN MADE" or their equivalent in the language of publication of the
international application, and shall promptly notify the applicant accordingly. If
the record copy has already been sent to the International Bureau, the receiving
Gifice shall also notify promptly that Bureau.

35 U.S.C. 361 Recelving Office.

(a) The Patent and Trademark Office shall act as a Receiving Office for
intemational applications filed by nationals or residents of the United States. In
accordance with any agrecment made between the United States and another
country, the Patent and Trademark Office may also act as a Receiving Office for
international applications filed by residents or nationals of such country who are
entitled to file international applications.

(b) The Patent and Trademark Office shall perform all acts connected with
the discharge of duties required of a Receiving Office, including the collection
of intematicnal fees and their transmittal to the Intemational Bureau.

(c) International applications filed in the Patent and Trademark Office
shall be in the English language.

(d) The ** intemational fec, and the transmittal and search fees prescribed
under section 376(a) of this part, shall either be paid on filing of an intemational
application or within **>such later time as may be fixed by the Commissiosier.<

35 U.S.C. 373 Improper Applicant.

An intemational application designating the United States, shall not be
accepted by the Patent and Trademark Office for the national stage if it was filed
by anyone not qualified under chapter 11 of this title to be an applicant for the
purpose of filing a national application in the United States, Such international
applications shall not serve as the basis for the benefit of an earlier filing date
under section 120 of this title in a subsequendly filed application, but may serve
ag the basis for a claim of the right of priority under section 119 of this title, if
the United States was not the sole country designated in such intcrnational
application,

37 CFR 1.421 Appiicant for international appiication.

(a) Only residents or nationals of the United States of America may file
international applications in the United States Receiving Office.

(b) Although the United States Receiving Office will accept intemational
applications filed by any resider - or national of the United States of America for
international processing, an intemational application designiting the Unites
States of America will be accepted by the Patent and Trademark Office for the
national stage only if filed by the inventor or as provided in §§1.422, 1.423 or
1.425.
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(c) Intemnational applications which do not designate the United States of
America may be filed by the assignee or owner.

(d) The attorney or agent of the applicant may sign the intemational ap-
plication Request and file the intemational application for the applicant if the
international application when filed is accompanied by a separate power of
attorzey to that attomey or agent from the applicant. The scparate powerof
attomey from the applicant may be submitted after filing if sufficient cause is
shown for not submitting it at the time of filing. Note that paragraph (b) of this
section requires that the applicant be the inventor if the United States of
America is designated.

(e) Any indication of different applicants for the purpose of different
Designated Offices must be shown on the Request portion of the intemational
application.

(f) Changes in the person, name, or address of the applicant of an intemnational
application shall be made in accordance with PCT Rule 18.5.

37 CFR 1.422 When the inventor is dead.

In case of the death of the inventor, the legal representative (executor,
administrator, etc.) of the deceased inventor may file an international applica-
tion which designates the United States of America.

37 CFR 1.423 When the inventor is insane or Iegally Incapacl-
tated.

In case an inventor is insane or otherwise legally incapacitated, the legal
representative (guardian, conservator, etc. ) of such inventor may file an
international application which designates the United States of America.

37 CFR 1.424 Joint inventors.

Joint inventors must jointly file an intemational application which
designates the United States of America; the signature ~¢ either of them alone,
or less than the entire number will be insufficient for an ir: vention invented by
them jointly, except as provided in § 1.425.

37 CFR 1.425 Fiiing by other than inventor.

(a) If a joint inventor refuses to join in an international application which
designates the United States of America or cannot be found or reached after
diligent cffort, the intemational application which designates the United States
of America may be filed by the other inventor on behalf of himself or herself
and the omitted inventor. Such an intemational application which designates
the United States of America must be accompanied by proof of the pertinent
facts and miust state the last known address of the omitted inventor. The Patent
and Trademark Office shall forward notice of the filing of the intemational
application to the omitted inventor at said address.

(b) Whenever an inventor refuscs to execute an intemnational application
which designates the United States of America, or cannot be found or reached
after diligent effort, a person to whom the inventor has assigned or agreed in
writing to assign the invention or who otherwise shows sufficient proprictary
interest in the matter justifying such action may file the intemational applica-
tion on behalf of and as agent for the inventor. Such an intemational application
which designates the United States of America, must be accompanied by proof
of the pertinent facts and a showing that such action is necessary to preserve the
rights of the parties or to prevent irreparable damage, and must state the last
known address of the inventor. The assignment, written agreement to assign or
other evidence of proprietary interest, or a verified copy thereof, must be filed
in the Patent and Trademark Office, The Office shall forward notice of the filing
of the application to the inventor at the address stated in the application.

Any resident or national of the United States of America
may file an intemational application in the United States Re-
ceiving Office (PCT Article 9(1) and (3), PCT Rule 19.1, 35
U.S.C. 361(a) and 37 CFR 1.412(a), 1.421). The concepts of
residence and nationality are defined in PCT Rules 18.1 and
18.2. For the purpose of filing an international application, the
applicant may be either the inventor or the successor in title of
the inventor (assignee or owner). See also>MPEP<§1820.02.

However, the laws of the various designated countries
regarding the requirements for applicants must also be consid-
ered when filing an international application. For example, the
patent law of the United States of America requires that, for the
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purposes of designating the United States of America, the
applicant{s) must be the inventor(s) (35 U.S.C. 373, PCT
Article 27 (3)).

Where there are different applicants for different desig-
rated States, at least one applicant named for each designated
State must be entitled to file an international application under
PCT Article 9, and PCT Rule 18.4. See >MPEP< §1820.09.

PCT Rule 19.2 relates to the situation where there are
several applicants for all the designated States.

1807 Agent or Common Representative
[R-2]

PCT Article 49
Right to Practice before International Authorities
Any attorney, patent agent, or other person, having the right to practice
before the national Office with which the intemational application was filed,
shall be entitled to practice before the Intemational Bureau and the competent
International Searching Authority and competent Intemational Preliminary
Examining Authority in respect of that application.

PCT Rule 2
Interpretation of Certain Words
2.1 "Applicant”

Whenever the word “ applicant” is used, it shall be construed as meaning
alsothe agent orother representative of the applicant, except where the contrary
clearly follows from the wording or the nature of the provision, or the context
in which the word is used such as in particular, where the provision refers to the
residence or nationality of the applicant.

22 “Agent”

Whenever the word “agent” is used, it shall be construed a2 meaning any
persor. who has the right to practice before intemational authorities as defined
in Anticle 49 and, unless the contrary clearly follows from the wording or the
nature of the provision, or the context in which the word is used, also the
common representative referred to in Rule 4.8,

2.3 “Signature”

Whenever the word “signature” is used, it shall be understood that, if the
national law applied by the receiving Office or the competent Interna-
tional Searching or Preliminary Examining Authority requires the use
of a sedl instead of a signature, the word, for the purposes of that Office
or Authority, shall mean seal.

PCT Rufe 83
Right to Practice before Internetional Authoritles

83.1 Proof of Right

The International Bureau, the competent Intemational Searching Author-
ity, and the competent International Preliminary Examining Authority, may
require the production of proof of the right to practice referred to in Article 49.
83.2 Information

(a) The national Office or the iniergovemmental organization which the
interested person is alleged to have a right to practice before shall, upon request,
inform the Intemational Bureau, the competent Intemational Searching Author-
ity, or the competent International Preliminary Examining Authority, whether
such person has the right to practice before it.

(b) Such information shall be binding upon the International Bureau, the
Intemational Searching Authority, or the Intemational Preliminary Examining
Authority, as the case may be,

BCT Ruile 90
Representation
90.1 Definitions
For the purposes of Rule 90.2 and Rule 90.3:
(i) “agert” means any of the persons referred to in Article 49;
(i) “comiaon representative” means the applicant referred to in Rule
4.8.
90.2 Effects
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(a) Any act by or in relation 1o an agent shall have the effect of an act by
or in relation o the applicant or applicants having appointed the agent.

(b) Any aci by or in relation to a common representative or his agent shall
have the effect of an act by or in relation to all the applicants.

(c) If there are several agents appointed by the same applicant or appli-
cants, any act by or in relation to any of the several agents shall have the effect
of en act by or in relation to the said applicant or applicants.

(d) The effects described in paragraphs (a), (b), and (c), shall apply to the
processing of the international application before the receiving Office, the
Intemationsl Bureau, the Internationsal Searching Authority, and the Interna-
tiona! Preliminary Examining Authority.

90.3 Appointment

(a) Appointment of any agent, or of any common representative within the
meaning of Rule 4.8(z), shall be effgcled by each applicant, at his choice, either
by signing the request in which the agent or common representative is desig-
nated or by a separate power of attomey (i.e., & document appointing an ~2gent
or common representative).

(b) The power of atiorney may be submitted to the receiving Office of the
Intemnational Bureau. Whichever of the two is the recipient of the power of
attomney submitted shall immediately notify the other and the interested Inter-
national Searching Authority and the interested International Preliminary
Examining Authority. '

(c) If the separate power of attomey is not signed or if the required separate
power of attomey is missing, or if the indication of the name or address of the
appointed person does not comply with Rule 4.4, the power of attomey shall be
congidered non-existent unless the defect is corrected.

(d) A general power of attorney may be deposited with the receiving
Office for purposes of the procesging of the intemational application as defined
in Rule 90.2 (d}. Reference may be made in the request to such general power
of attomey, provided that a copy thereof is attached to the request by the
applicant.

90.4 Revocation

(2) Any appointment may be revoked by the persons who have made the
appointment or their succesgsors in title.

(b) Rule 90.3 shall apply, mutatis mutandis, to the document contsining
the revocation.

37 CFR 1.455 Representation in International applications,

(a) Applicants of international applications may be represented by attor-
neys or agents licensed to practice before the Patent and Trademark Office or by
& common representative (PCT Art. 49, Rules 4.8 and 90 and §10,10).

(b) Appeintment of an agent, attomey or common representative (PCT
Rule 4.8) must be effected either in the Request form, signed by ail epplicants,
or in a separate power of attomey submitted either to the United States
Receiving Office or to the Intemational Bureau,

(c) Powers of sttomey and revocations thereof should be submitted to the
United States Receiving Office until the issuance of the intemational search
report.

(d) The eddressee for correspondence will be as indicated in Section 108
of the Administrative Instructions.

PCT Administrative Instructions Section 105
Representation

(a) In the case of seversl applicents, any agent appointed in accordance
with Rule 90.3 as an agent representing all the applicants shall be considered a
common agent.

(b) Where the international application is filed with reference to & general
power of attomey not signed by all the applicants, it shall be sufficient for the
purpose of appointment of 8 common agent under Rule 90.3, if the request or &
separate power of attomey is signed by the applicant, who did not sign the
general power of attorney,

(c) The appointment of an agent, or of a common representative within the
meening of Rule 4.8(z), shall, unless otherwise indicated by the persons who
make the appointment, be regarded as ihe revocetion of any earlier appointment
of any other agent, or of any other common representative, and shall be
considered as a request for recording & change in the person of the agent or
common representative under Rule 92bis. 1(a)(ii).

(d) Any document entailing the revocation of an appointment of an agent,
or of & common repregentative within the meening of Rule 4.8(a), may be
submitted to the receiving Office or the Intemational Bureau.

1800-10
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() Any agent, or any common representative within the meaning of Rule
4.8(s), may renounce his appointment through a notification signed by him and
addressed 10 the receiving Office or the International Bureau.

PCT Administrative Instructions Section 108
Correspondence Intended for the Appllcant

() Any correspondence from an Intemational Authority intended for the
applicant, or, in the case of several applicants, the applicants, shall be addressed
as follows:

(i) Where the applicant has designated or appointed one agent, correspon-
dence shall be addressed 1o that agent, Where, in the case of several applicants,
the spplicants are represented by a common representative or a common agent,
correspondence shall be addressed to that representative or th't agent.

(ii) Where the applicant has designated several agents in the request,
correspondence shall be addressed to the agent first mentioned therein. Where,
inthe case of several applicants, the applicants have designated several common
agents in the request, correspondence shall be addressed to the common agent
first mentioned therein.

(iii) Where the applicant has appointed several agents in one or more
geparate powers of attomey, correspondence shall be addressed to the agent first
mentioned in the earliest filed and still valid separate power of attomey. Where,
in the case of several applicants, the applicants have appointed several common
sgents in one or more separaie powers of attomey, correspondence shall be
eddressed to the common agent first mentioned in the earliest filed and still valid
gepérate power of attorney,

(b) Any correspondence from an International Authority to the applicant or
his agent shall be marked with the file reference, composed either of letters or
numbers, or both, of the applicant or the agent, if so indicated on the request
Form, provided this reference does not exceed ten characters,

Any act by or in relation to an agent has the effect of an act
by or in relation to the applicant or applicants who have desig-
nated the agent; any act by or in relation to a common represen-
tative has the effect of anact by or inrelation to all the applicants;
the foregoing applics to the international phase (37 CFR
1.421(d) and 1.435). Powers of Attorncy forms are found in
Annexes G1 and G2 of the PCT APPLICANT’S GUIDE.,

Any attorney or agent regictered to practice hefore the
United States Patent and Trademark Office may be appointed as
anagent under the Patent Cooperation Treaty to file applications
in the United States Receiving Office (PCT Articie 49 and PCT
Rule83) and toprosecute the application before the International
Authorities,

In the national (or regional) phase, other agents usually
smust<** be appointed (PCT Rule 90.2). The national laws of
the designaied states govern the appointment of agents or attor-
neys in the national stage.

" Powers of attorncy should be submitted to the United States
Receiving Office until the Scarch Report has issucd in order that
communications may be correctly addressed. After the Scarch
Report has issucd, powers of attorney should be submitted to the
International Burcau.

General powers of attorney are recognized for the purpose
of filing and prosccuting an international application before the
international authoritics. The original general power of attorney
should be deposited with the PCT Division in the Patent and
Trademark Office and any applications relying thereon must
include a copy thercof, A general power of attorney form is in
Annex G2 of the “PCT Applicant's Guide.”

Seealso > MPEP< §1820.04 for the power of attorney onthe
Request form,

1808 Revocation of the Appointment of an
Agent or a Common Representative [R-§]
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37 CFR 1.472 Changes in person, name, or address of applicants
and inveriors.

Al requests for a change in person, name or address of applicants and
inventor should be sent to the United States Receiving Office until the time of
issuance of the intemnational search report. Theres{ier requests forsuch changes
should be submitted to the Intemstional Bureau.

The document containing the revocation musi be signed by
the applicant or, where there are several applicants, by all the
applicants. It must be submitted to the Receiving Office or the
International Bureau (PCT Rule 90.4).

Revocations should be submitted to the United States Re-
ceiving Office until the time the Search Report has issued. After
the Search Report has issued, revocations should t< sent to the
International Bureau.

1810 Filing Date Requirements [R-5]

PCT Article 11
Filing Date and Effects of the International Application

(1) The receiving Office shall accord as the international filing date the
date of receipt of the international application, provided thet that Office has
found that, at the time of receipt:

(i) the applicant does not obviously lack, for reasons of residence or
nationality, the right to file an internaticnal application with the receiving
Office,

(ii) the international application is in the prescribed language,

(iii) the intemnational application contains at least the following elements:

(a) an indication that it is intended as an international application,

(b) the designation of at least one Centracting State,

(c) the name of the applicant, as prascribed,

(d) a part which on the face of it appears to be a description,

(e) a part which on the face of it appears to b e a claim or claims,

(2)(a) If the receiving Office finds that the intemnational application did
not, atthetime of receipt, fulfill the requirements listed in paragraph (1), it shall,
as provided in the Regulations, invite the applicant to file the required
cosrection,

(b) If the applicant complies with the invitation, as provided in the
Regulations, the receiving Office shall accord as the intemational filing date the
date of receipt of the required correction.

(3) Subject to Anicle 64(4), any intemational application fulfilling the
requirements listed in items (i) to (iii) of paragraph (1) and accorded an
international filing date shall have the effect of a regular national application
in each designated State as of the intemational filing date, which date shall be
considered to be the actual filing date in each designated State.

(4) Any international application fulfilling the requirements listed in
items (i) to (iii) of paragraph (1) shall be equivalent to a regular national filing
within the meaning of the Paris Convention for the Protection of Industrial
Propeny.

35 U.8.C. 363 International application designating the United
States: Effect.

An international application designating the United States shall have the
effect, from its internationel filing date under anicle 11 of the treaty, of a
national application fer patent regularly filed in the Patent and Trademark
Office except as otherwise provided in gection 102(c) of this title,

35 U.S8.C. 376 Fees.,

(8) The required payment of the internationsl fee >and the handling fee<,
which amounts* >are< specified in the Regulations, shall be paid in United
States currency. The Patent and Trademark Office may alto charge the
following fees:

(1) A wansmintal fee (sea gection 361(d));

(2) A sesrch fee (see section 361(d));

(3) A supplemental search fee (1o be paid when required);

(4) A national fee (see section 371(c));

(5) >A preliminary examinetion fee and any additional fees (see section
2b)N< |

>(6)< Such other fees ag established by the Commissioner.
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(b) The amounts of fees specified in subsection (a) of this section, except
the intemational fee »and the handling fee<, shall be prescribed by the
Commissioner. He may refund any sum paid by mistake or in excess of the fees
so specified, or if required under the treaty and the Regulaions. The Commis-
sioner may also refund any par of the search fee, >the preliminary examination
fee and any additional fees,< where he determines such refund to be warranted.

37 CFR 1.431 Internatlonal appilcation requirements,

(a) An international application shall contain, as specified in the Treaty
and the Regulations, a Request, a description, one or more claims, an abstract,
and one or more drawings (where required). (PCT Art. 3(2) and Section 207 of
the Administrative Instructions.)

_ (b) An intemational filing date will be accorded by the United States
Receiving Office. 2tthe time of receipt of the intemational application, provided
that:

(1) The applicant is 2 United States resident or national (35 U.S.C. 361(a),
PCT An. 11(1)(i)).

(2) The intemational application is in the English language (35 U.S.C.
361(c), PCT An. 11(1)(ii})).

(3) The intemational application conteins at least the following elements
(PCT An. 11Q1)(iti)):

(i) An indication that it is intended as an intemnational application (PCT
Rule 4.2); ,

(ii) The designation of at least one Contracting State of the International
Patent Cooperation Union;

(iii) The name of the applicant, as prescribed (note §§ 1.421-1.424),

(iv) A part which on the face of it appears to be a description; and

(v) A part which on the face of it appears to be a claim,

(c) Payment of the basic portion of the international fee (PCT Rule 15.2)
and the transminal and search fees (§ 1.445) may be made in full at the time the
international application papers required by paragraph (b) of this section are
deposited or within one month thereafter. Failure to make full payment within
one month of the deposit of the international application papers required by
paragraph (b) of this section will result in the fees being charged to the Intema-
liogal Bureau underthe provisions of paragraph (d) of this section and PCTRule
16°%,

(d) The United States Receiving Office will charge to the Intemational
Bureau in accordance with PCT Rule 16bis and will consider ag having been
timely paid:

(1) The transmittsl fee, the basic fee postion of the intemational fee, orthe
search fee where these fees have not been fully paid by the applicant within one
month of the date of deposit of the intemational application, and

(2) The designation fee, or the amount necessary to cover all the designa-
tions made in the request * >if not< paid by the applicant within one year from
the priority date >or within one month from the date of receipt of the intema-
tionel application if that month expires after the expiration of one year from the
priority date<.

() The Intemational Bureau will notify applicant of any amount charged
under paragraph (d) of this section and invite the applicant to pay directly to the
International Buscau within one metici from the date of the notification, the
amount charged, augmented by 2 surcharge of 50%, provided the surcharge will
not be less, and will not be more, than the amounts indicated in the Schedule of
Fees appended to the PCT Rules. If the payment needed to cover the transmittal
fees, the basic fee, one designation fee and the surcharge is not timely made to
the Intemational Bureau, the Intemational Bureau will notify the Receiving
Office which will declare the international application withdrawn under PCT
Article 14(3)(a). If the applicant makes timely payment of the fees referred to
in the previous gentence, but the amount paid is not sufficient to cover all
designation fees, the Receiving Office will declare any designation not paid
withdrawn under PCT Rule 14(3)(b) in accordance with PCT Rule 16bis, 2(c).

37 CFR 1.445 International application flling, processing snd
search fees.
(a) The followinng fees and charges for intemational applications are
established by the >Commissioner< under the suthority of 35 U.S,.C, 376:
(1) A transmitial fee (see 35 U.S,C. 361(d) and PCT Rule 14) == $170.00.
(2) A scarch fee (s22 35 U.S.C, 361(d) and PCT Rule 16) where:
(i) No corresponding prior United States national application with
>basic filing< fee has been filed, > $520.00<*,
(it) A corresponding prior United States national application with >basic
filing< fee has been filed. > $350.00<*,
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(3) A supplemental search fee when required, per additional
invention. $140, 00**
(b) The basic fee and designation fee portions of the international fee
shall be as prescribed in PCT Rule 15.

THE “INTERNATIONAL FILING DATE"

An international filing date is accorded on the date on
which the international application was received by the Receiv-
ing Office or— pursuant to the correction of defects——onalater
date (PCT Articles 11(1)and 11(2)(b) and PCTRules20.1,20.3,
20.4(a), 20.5, and 20.6): in the former case, the international
filing date will be the date oxi which the international application
was received by the Receiving Office; in the latier case, the
international filing date will be the date on which the correction
was received by the Receiving Office. Any correction
>must<** be submitted by the applicant within certain time
limits. Where all the sheets pertaining to the same international
application are not received on the same day by the Receiving
Office, in most instances, the date of receipt of the application
will be amended to reflect the date on which the last missing
sheets were received. As an amended date of receipt may cause
the priority claim to be forfeited, applicants shouid assure that
all sheets of the application are deposited with the Receiving
Office on the same day. For particulars see PCT Rule 20.2.

CONDITIONS THAT MUST BE FULFILLED FOR THE
INTERNATIONAL APPLICATION TO BE ENTITLED TO
AN “INTERNATIONAL FILING DATE”

An “international filing date” will be accorded to the inter-
national application by the United States Receiving Office if it
finds thatthe conditions of PCT Art. 11(1) and 37CFR 1.431 are
fuifilled.

NON-PAYMENT, INCOMPLETE PAYMENT OR LATE
PAYMENT OF FEES; EFFECT ON THE “INTERNA-
TIONAL FILING DATE”

The non-payment, incomplete or late payment of the fees
does not affect the filing date since the payment of fees isnotan
Article 11(1) requirement. However, non-payment or incom-
plete payment of fees due will result in the Receiving Office
declaring that the international application is considered with-
drawn (PCTAurticle 14(3)(a), PCT Rule 27.1(a) and 35 U.S.C.
361(d)). Although an international application which has not
received an international filing date and an international appli-
cation which is considered to be withdrawn are both excluded
from further processing in the international phase, an interna-
tional application which fulfills the requirements necessary for
being accorded an international filing date may be invoked asa
priority application under the Paris Convention (PCT Ar-
ticle11(4) (if the conditions set by that Convention ar e fulfilled)
even where it will be considered as withdrawn for non-payment
of fees or other reasons.

In order to assist applicants in the case of mistakes in fees
or delays in meeting deadlines for fee payment, PCT Rule 16bis
procedures may be used, See >MPEP< § 1827.01.

1812 Elements of the International Application
[R-2]
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PCT Article 3
The International Application

(1) Applications for the protection of inventions in any of the Contracting
States may be filed as international applications under this Treaty.

(2) An international application shall contain, as specified in this Treaty
and the Regulations, a request, & description, one or more claims, one or more
drawings (where required), and an abstract.

(3) The abstract merely serves the purpose of technical information and
cannot be taken into account for any other purpose, particularly not for the
purpose of interpreting the scope of the protection sought.

(4) The intemational application shall:

(i) be in a prescribed language;

(ii) comply with the prescribed physical requirements;

(iii) comply with the prescribed requirement of unity of invention;
(iv) be subject to the payment of the prescribed fees.

PCT Rule 9
Expressions, ¢tc., Not to be Used
9.1 Definition
The intemational application shall not contain:

(i) expressions or drawings contrary to morality;

(ii) expressions cr drawings contrary to public order;

(iii) statements disparaging the products or processes of any paricular
person otherthan the applicant, or the merits or validity of applications or patents
of any such person (mere comparisons with the prior an shall not be considered
disparaging per se);

(iv) any statement or nther matter obviously irrelevant or unnecessary
under the circumstances.

9.2 Noting of Lack of Compliance

The receiving Office and the Intemational Scarching Authority may note
lack of compliance with the prescriptions of Rule 9.1 and may suggest to the
applicant that he voluntarily correct his intemational application accordingly. If
the lack of compliance was noted by the receiving Office, that Office shall inform
the competent International Searching Authority and the Intemational Bureau;
ifthe Jack of compliance was noted by the International Searching Authority, that
Authority shall inform the receiving Office and the Intemational Burcau.
9.3 Reference 1 Article 21(6)

“Disparaging statements,” referred to in Anicle 21(6), shall have the
meanin g as defined in Rule 9.1(iii).

PCT Rule 10
Terminology and Signs
10.1 Terminology and Signs

(2) Units of weights and measures shall be expressed in terms of the metric
system, or also expressed in such terms if first expressed in terms of a different
system.

(b) Temperatures shall be expressed in degrees Celsius, or also expressed
in degrees Celsius, if first expressed in 2 different manner.

(c) (deleted)

_ (d) For indications of heat, energy, light, sound and magnetism, as well as
for mathematical formulac and clectrical units, the rules of intemational practice
shall be observed; for chemical formulae the symbols, atomnic weights, and
molecular formulae, in general use, shall be employed.

(¢) In general, only such technical terms, signs and symbols should be used
as arc generaliy accepied in the art.

(f) When the international application or its translation is in English or
Japancse, w.» beginning of any decimal fraction shall be marked by a period,
whereas, when the international application or its transiation is in a language
other than Liglish or Japancse, it shall be marked by a comma.

10.2 Consistency

The terminology and the signs shall be consistent throughout the interna-

tional application,

PCT Rule 12
Language of the International Application

12.1 Admitted Languages

(8) Any intemational application shall be filed in the language, or one of
the fanguages specified in the agreement concluded between the Intemnational
Burcau and the Intemational Searching Authority competent for the interna-
tional searching of that application, provided that, if the agreement specifies
several languages, the receiving Office may prescribe among the specified
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languages that language in which or those languages in cae of which the inter-
national application must be filed.

(b) If the intemational application is filed in a language other than the
langusge in which it is to be published, the request may, notwithstanding
paragraph (a), be filed in the language of pubiication.

(c)* Subject to paragraph (d), where the official language of the receiving
Office is one of the languages referred to in Rule 48.3(a) but is a language not
specified in the agreement referred to in paragraph (), the iniemational
application may be filed in the said official language. If the international
application is filed in the said official language, the search copy transmitted to
the Intemational Searching Authority under Rule 23.1 shall be accompanied by
a translation into the language, or one of the languages, specified in the
agreement referred 1o in paragraph (a); such translation shall be prepared under
the responsibility of the :eceiving Office.

(d)* Paragraph (c) shall apply only where the International Searching
Authority has declared, in a notification addressed to the Intemational Bureau,
that it accepts to search intemational epplications on the basis of the translation
referred to in paragraph (c).

12.2 Language of Changes in the International Application

Any changes in the intemational application, such as amendments and
corrections, shall, subject toRules 46.3 and 66.9, be in the same language as the
said application.

* Paragraphs (c) and (d) of Rule 12.1 will become appliceble at the same time
that the PCT will enter into force in respect of the country which, among he Spanish-
speaking countries, is the first to rutify or accede to the PLT.

PCT Administrative Instructions Section 207
Arrangement of Elements and Numbering of Sheets of the
International Application

(2) In effecting the sequential numbering of the sheets of the international
application in accordance with Rule 11.7, the elements of the intemnational
application shall be placed in the following order: the request, the description,
the claims, the abstract, the drawings.

(b) The sequential numbering of the sheets shall be effected by using three
separate series of numbering, the first series applying to the request only and
commencing with the first sheet of the request, the second series commencing
with the first sheet of the description and continuing through the claims until
the last sheet of the abstract, and the third series being applicable to the sheets
of the drawings only and commencing with the first sheet of the drawings. The
number of cach sheet of the drawings shall consist of two arabic numerals
separated by a slant, the first being the sheet number and the second being the
total number of sheets of drawings.

Any international application must contain the following
elements: Request, description, claim or claims, abstract and
onc or more drawings (where drawings are necessary for the
understanding of the invention (PCT Article 3(2) and PCT
Article 7(2)). The elements of the international application are
to be arranged in the following order: the Request, the descrip-
tion, the claims, the abstract, and the drawings (PCT Adminis-
trative Instructions, Section 207 (a)). All the sheets contained
in the international application must be numbered in consecu-
live arabic numerals by using three separate series of numbers;
the first applying to the Request, the second to the description,
claims and abstract, and the third to the drawings (PCT Rule
11,7 and PCT Administrative Instructions Section 207(b)).
Only one copy of the international application need be filed in
the United States Receiving Office (37 CFR 1.433(a)).

1815 Formal Requirements of an International
Application [R-2]

] PCT Rule 11
Physical Requirements of the Internatlonal Application
11.1 Number of Copies
(a) Subject to the provisions of paragraph (b), the international applica-
tion and each of the documents referred to in the check list (Rule 3.3(a)(ii)) shall
be filed in one copy.
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(b) Any receiving Office may require that the international epplication and
any of the documents referred to in the check list (Rule 3.3(a)ii)), except the
receipt for the fees paid or the chi.ck forthe payment of the fees, be filed in two
or three copies. In that cage, the receiving Office shall be responsible for
verifying the identity of the second and the third copies with the record copy.
11.2 Fitness for Reproduction

(a) All elements of the international application (i.e., the request, the
description, the claims, the drawings, and the abstract) shall be so presented as
10 admit of direct reproduction by photography, electrostatic processes, photo
offset, and microfilming, in any number of copies.

(b) All sheets shall be free from creases and cracks; they shall not be
folded.

(c) Only one side of each sheet shall be used.

(d) Subject 1o Rule 11.10(d) and Rule 11.13(j), each sheet shall be used in
&n upright pozition (i.e., the short sides &t the top and bottom).

11.3 Material 1o be Used

All elemnents of the intemational application shall be on paper which shatl
be flexible, strong, white, smooth, non-shiny, end durable,
11.4 Separate Sheeis, Etc.

(a) Each element (request, description, claims, drawings, abstract) of the
internations! application shall commence on & new sheet,

(b) All sheets of the intemnational application shall be so connected that
they can be easily tumed when consulted, and easily separated and joined again
if they have been separated for reproduction purposes.

11.5 Size of Sheets

‘The size of the sheets shall be A4 (29.7 cm. x 21 cm.). However, any
receiving Office may accept intemational applications on sheets of other sizes
provided that the record copy, as transmitted to the Intemnational Bureau, and,
if the competent Intemational Searching Authority so desires, the scaich copy,
shall be of A4 size.

11.6 Margins
(e) The minimum margins of the sheete containing the request, the descrip-
tion, the claims, and the abstract, shall be as follows:
— top: 2 cm.,
= left side: 2.5 cm.
- gight side: 2 cm.
— bottom: 2 cm.

(b) The recommended maximum, for the margius provided for in para-

graph (a), is as follows:
== top: 4 cm,
== left side: 4 cm,
- gight side: 3 cm.
~—= botiom: 3 cm.

(c)On shests containing drawings, the surface usable shall not exceed 26.2
em. X 17.0 cm. The sheets shall not contain frames around the usable or used
surface. The minimum margins shall be as follows:

—1op: 2.5 cm,

~ left side: 2.5 cm.
- sight side: 1.5 em,
= bottom: 1.0 cm,

(d) The margins referred toin paragraphs (s} o (c) apply to Ad-size sheets,
sothat, even if the receiving Office accepis other sizes, the Ad-size record copy
end, when so required, the Ad-size search copy shali leave the aforesaid
margins.

() The mergins of the internations application, when submitted, must be
completely blank.

§1.7 Numnbering of Sheets

(ay All the sheets conteined in the international application shall be
numbered in consecutive arabic numerals.

(b) The numbers shall be placed at the top of the sheet, in the middle, but
not in the margin,

11.8 Numbering of Lines

() It is strongly recommended to number every fifth line of each sheet of
the description, and of each sheet of claims.

(b) The numbers should appear on the lcft side, to the right of the margin.
11.9 Writing of Text Matter

(2) The request, the description, the claims and the abstract shall be typed
or printed.

(b) Only graphic symbols and charicters, chemical or mathematical
formulae, and certain characters in the Japanesc language may, when necessary
be written by hand or drawn,
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(c) The typing shall be 1 1/2 -spaced.

(d) All text m atier shall be in characiers the capital letiers of which are not
Jess than 0.21 cm. high, and shsll be in & dark, indelible color, satisfying the
requirements specified in Rule 11.2.

(e) As fur as the spacing of the typing and the size of the characicrs are
concemed, paragraphs (c) and (d) shall not apply to texts in the Japanese
language.

11.10 Drawings, Formulae , and Tables, in Text Matter

(a) The request, the description, the claims and the abstract shall not
contain drawings.

(b) The description, the claims and the akstract may contain chemical or
mathematical formulae.

(c) The description and the abstract may contain tables; any claim may
contain tables only if the subject matter of the claim makes the use of tables
desirable.

(d) Tables and chemica! or mathematical formulae may be placed side-
ways on the sheet if they cannot be presented satisfactorily in an upright position
thereon; sheats on which tables or chemical or mathematicel formulae are
presented sideways shall be so presented that the tops of the tables or formulae
are at the left side of the sheet.

11.11 Words in Drawings

(a) The drawings shall not contain text matter, except & single word or
words, when absolutely indispensable, such as “water,""steam,” “open,”
“closed,” “section on AB,” and, in the case of electric circuits and block
schematic or fluw sheet diagrams, a few short catch words indispensable for
understanding.

(b) Any words used shall be so placed that, if translated, they may be pasted
over without interfering with any lines of the drawings.

11.12 Alterations, Etc.

Each sheet shall be reasonably free from erasures and shall be free from
alterations, overwritings, and interlincations. Non-compliance with this Rule
may be authorized if the authenticity of the content is not in question and the
requirements for good reproduction are niot in jeopardy.

11.13 Special Requirements for Drawings

(a) Drawings shall be executed in durable, black, sufficienly dense and
dark, uniformly thick and well-defined, lines and strokes without colorings.

(b} Cross-sections shall be indicated by oblique hatching which should not
impede the clear reading of the reference signs and leading lines.

(c) The scale of the drawings and the distinctness of their graphical
execution shall be such thet a photographic reproduction with a linear reduction
in size to two-thirds would enable all details to be distinguished without
difficulty.

(d) When, in exceptional cases, the scale is given on a drawing, it shall be
represcnted graphically.

(c) All numbers, letters, and reference lines, appearing on the drawings,
shall be simple and clear. Brackets, circles orinverted commas shall notbe used
in association with numbers and letters.

(f) All lines in the drawings shall, ordinarily, be drawn with the aid of
drafting instruments.

() Each element of each figure shall be in proper proporiion to each of the
other elernents in the figure, except where the use of a different proportion is
indispensable for the clarity of the figure.

(h) The height of the numbers and letters shall not be less than 0,32 cin. For
the lettering of drawings, the Latin and, where customary, the Greek alphabets
ghall be used.

(i) The same sheet of drawings may contain severgl figures. Where figures
on two or more sheets form in effect a single complete figure, the figures on the
several sheets shall be so arranged that the complete figure can be assembled
withoutconcealing any part of any of the figures appearing on the various sheets,

(§) The different figures ghall be arranged on a sheet or sheets without
wasting space, preferably in an upright position, clearly separated from one
another, Where the figures are not arranged inan upright position, they shall be
presented sideways with the top of the figures at the left side of the sheet.

(k) The different figurcs shall be numbered in arabic numerals consecu-
tively and independently of the numbering of the sheets.

(1)Reference signs not mentioned in the description shall not appear in the
drawings, and vice versa.

(m) The same features, when denoted by reference signs, shall, through-
out the intemational application, be denoted by the same signs.

(n) If the drawings contain a large number of reference signs, it is strongly
recommended to attach a scparate shecet listing all veference signs and the
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features denoted by them.
11.14 Later Documents

Rules 10, and 11.1 to 11,13 also apply to any document — for exasnple,
carrected pages , amended claims — submitted after the filing of the intema-

tional application.
® oK % ¥ %

37 CFR 1.433 Physicai requirements of international application.

(a) The intemational application and cach of the documents that may be
referred to in the check list of the Request (PCT Rule 3.3(a)(ii)) shall be filed in
one copy cnly.

(5) All sheets of the interational application must be on A4 size paper
(21.0x 29.7 om.).

(c) Other physical requirements for intemational applications are set forth
in PCT Rule 11 and Scctions 201-207 of the Administrative Instructions.

The international application must comply with certain
physicalrequirements, e.g., requirements concerning: fitness for
reproduction (PCT Rule 11.2), the size of the sheets (PCT
Rule11.5,) the margin sizes (PCT Rule 11.6), the numbering of
the lines in the description and claims (PCT Rule 11.8), the
writing of text materials (PCT 11.9), cte. The specifics of cach
of these requirements are set forth in PCT Rule 11; however, two
mijor requirements in application format are to be especially
noted. The first requircment is that all papers in the international
applications be “A4” size, which is 29.7 cm. by 21 cm. (PCT
Rule 11.5) (approximately 11 11/16 inches by 8 1/4 inches), and
the second is the requirement that the typing in the application be
at 1 1/2 spacing (PCT Rule 11.9(c)). The international applica-
tion must also be drafted to satisfy certain other formal require-
ments. It must not contain matter contrary to morality or public
order, disparaging statements, or obviously irrelevant or unnec-
essary matter (PCT Rule 9). Units of weights, measures and
density should be expressed in terms of the metric system, and
temperatures in terms of degrees Celsius (PCT Rule 10). The
general rule with respect to terminology and signs is: only such
technical terms, signs and symbols should be used as are genei-
ally accepted in the art. An international application filed in the
United States Recciving Office must be in the English language
(PCT Rule 12.1 and 35 U.S.C. 361(c)). Intcrnational applica-
tions which comply with the PCT formal rcquirements arc
acceptable by all PCT member States (PCT Article 27(1)).

1820 The Request [R-2]

PCT Articie 4
The Request

(1) The request shall contain:

(i) a petition to the effect that the international application be processed
according to this Treaty;

(ii) the designation of the Contracting State or States in which protection
for the invention is desired on the basis of the international application ("desig-
nated States™); if for any designated State a regional patent is available and the
applicant wishes to obtain a regional patent rather than g national patent, the
request shgll so indicate ; if, under a treaty concerning a regional patent, the
gpplicant cannot limit his application to certain of the States party to that treaty,
designation of one of those States and the indication of the wish to obtain the
regional patent shallbe treated as designation of all the States party tothat treaty;
if, under the natjonal law of the designated State, the designation of that State has
the effect of an application for a regional patent, the designation of the said State
ghall be treated as an indication of the wish to obtain the regional patent;

(iii) the name of and other prescribed data conceming the applicant and the
agent (if any);

(iv) the title of the invention;

(v) the name of and other prescribed data concerning the inventor wherethe
national law of at least one of the designated States requires that these indications
be fumished at the time of filing a national application. Otherwise, the said

1800-15

indications may be fumished cither in the request or in scparate notices
addressed 1o each designated Office whose national law requires the furnishing
of the said indications but allows that they be fumished at a time later than that
of the filing of a national application.

(2) Every designation shall be subject to the payment of the prescribed fee
within the prescribed time limit.

(3) Unless the applicant asks for any of the other kinds of protection
referred to in Anticle 43, designation shall mean that the desired protection
consists of the grant of a patent by or for the designated State. For the purposes
of this paragraph, Anicle 2(ii) shall not apply.

(4) Failure 1o indicate in the request the name and other prescribed data
conceming the inventor shall have no consequence in any designated State
whose national law requires the fumishing of the said indications but allows
that they be furnished a1 a time later than that of the filing of & national
application. Failureto furnish the said indications in a scparate notice shallhave
noconsequence in any designated State whose national law does aot require the
furnishing of the said indications.

PCT Rule 3
The Request (Form)
3.1 Printed Form

The request shall be made on a printed fonm.
3.2 Availability of Forms

Copies of the printed form shall be fumnished free of charge to the
applicants by the recciving Office, or, if the receiving Office so desires, by the
International Bureau.

3.3 Check List

(a) The printed form shall contain a list which, when filled in, will show:

(i) the total number of sheets constituting the international application
and the number of the sheets of each clement of the international application
(request, description, claims, drawings, abstract),

(ii) whether or not the international application as filed is accompanied
by & power of attorney (i.e., 2 document appointing an agent or a common
representative), a copy of a general power of attorney, a priority document, a
document relating to the payment of fees and any other document (to be
specified in the check list),

(iii) the number of that figure of the drawings which the applicant
suggests should accompany the abstract when the abstract is published on the
frontpage of the pamphletand in the Gazette; in exceptional cases, the applicant
may suggest more than one figure.

(b) The list shall be filled in hy the applicant, failing which the receiving
Office shallfill it in and make the necessary annotations, except that the number
referred to in paragraph(a)(iii) shall not be filled in by the receiving Office.
3.4 Particulars

Subject 1o Rule 3.3, particulars of the printed form shall be prescribed by
the Administrative Instructions.

PCT Rule 4
The Request (Contents)
4.1 Mandatory and Optional Contents; Signature

(a) The request shall contain:

(i) a petition,

(ii) the title of the invention,

(iii) indications concering the applicant and the agent, if there is an
agent,

(iv) the designation of States,

(v) indications conceming the inventor where the national [aw of at least
one of the designated States requires that the name of the inventor be furnished
at the time of filing & national application.

(b) The request shall, where applicable, contain :

(i) a priority claim,

(ii) a reference to any carlier intemnational, international-type or other
scarch,

(iii) choices of cenain kinds of protection,

(iv) an indication that the applicant wishes to obtain & regional patent and
the names of the designated States for which he wishes 1o obtain such a patent,

(v) a reference to a parent application or parent patent.

(c) The request may contain:

(i) indications concerning the inventor where the national law of none of
the designated States requires that the name of the inventor be furnished at the
time of filing & national application,
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{The lollowiang 15 1o be filled in by the receving Office)
BNATIONAL
INTERNATIONAL APPLICATION APPLICATION Me:
UNDER THE
BNATIONAL
PATENT COOPERATION TREATY auNG DAYE:
REQUEST
THE UNDERSIGNED REQUESTS THAT THE PRESENT {S1amp) . o
INTERNATIONAL APPLICATION BE PROCESSED Name of receiving Office ana “PCT Internstiona) Application”
ACCOEDING TO THE PATENT COOPERATION TREATY Avplicant’s or Agent's File Reference
(:’ggicmd by npp‘lmm if desireds CMC-123

Box No.!  TVTLE OF INVENTION

Self-Steering Gear for Sailboats

BexNo. i APPLICANT (WHETHER ORNOT ALSO INVENTOR); DESIGNATED STATES FOR WHICH HE /SHE/ITIS
APPLICANT, Use this box for indicating the spplicant or, if there ere several applicants, ode of them. I more than one person (includes, where
applicable, o legal entity) is involved, continue io Box No. I11,

The person identified in this box is (check one only): D applicent and isventor® m spplicant only
Neme ard address:*®

Columbia Marine Corporation
100 Front Street

Baltimore, Maryland 20726
United States of America

(T':'l‘elm?:: :lrl:l.n::éf” 301=555-11 2'5¢lur|phic sddress: Teleprinter sddress:

Country of sationslity: Unjted States of Ameridguwofridence:Yyitad States of

The person identified in this box is epplicant for the purposes of (check oae only): America
i sll designeted Slates except the United Statgs the Swstes indicated
D'" designated Sistes mlhe United Siates of Americs of America only in the “Suppiemental Box™

Box No. §il FURTHER APPLICANTS, IF ANY; (FURTHEER) INVENTORS, IF ANY; DESIGNATED STATES FOR
WHICH THEY ARE APPLICANTS (IF APPLICABLE), 4 separate sub-box has tobe filled in in respect of esch person (includes, where
spplicable, & legal enuty). if the following two sub-boxes ese insufficient, contipue in the “Supplemental Box," (giving there for each eddi-
nwonel person the seme indications es those feg d in the following two cub-boxes) or by using a “continustion sheet,”

The person identified in this sub-bon is (check one ohly): E applicent end inventor® D applicant only D inventor only®
Name end eddress:*®

Jones, John Paul

200 Shady Grove Road
Davidsonville, Maryland 20720
United States of America

if the person (dentified in this sub-bon is applicort (or epplicant end (nverter), indicate slgo:

Country of netionelity: Ceunuy of residence:se°
snd whether that pmonqﬁuplmu for the purposes of (check one only):

ali designated States encept ihe United States the States indicsted
D'" designated States Dlhe Ubficd States of Ammence @of Americs only Dm the “Supplemental Box"

i

The person 13entificd 19 this sub-box is (check one anly): D spplicent gnd inventor® epplicant only D inventor only®
Neme end address:®°

If the pereon tdentifed in this subbox 8 epplicani (er applicant end irverior), indicets elo:

Country of netionslity: Ceuntry of residence *2®
end whether thet person is epplicant for the purposes of (check ene enly):
i o)) designstad States except the United States the $1ates indicgled
D'“ designated Sistes Dm Unied States of Americe of Americe only in the “Supplementa Boa™

o Ifihe pesson indicated & “applicant end inventor® or as “invenitor only”® is Bt an /avenior for 1he purposes of elf the designated Sistes,
give the necesssry indicattons o the “Supplemental bon.”

*s  indicste the name of s neturs| person by giving his/her family neme firstfollowed by the given name(s). Indicete the neme of s (egel entity by
118 full official designstion. In the address, inciude both the posial code (if any) end the country (name).

ose  §f rrsidence is not indiceied, it will be assumed that the country of residence s the seme as the country indicated in the sddress

Form 2CT/RO/10) (first sheets thuly 1987 See noles on sicompanying sheel
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Shoet BUBDET .. 4.

Bes Ne. [V AGENT (JF ANY) OR COMMON REFREGENTATIVE (IF ANY); ADDRESS FOR NOTIFICATIONS (IN
CERTAIN CASES). A common reprezentstive mey be sppoinied ealy if there are osvers! applicunts ead If eo agest is or hes been
appoinied. the common representative Must be oae ef the apphcants.

T%e follosing p (includes, where eppliceble. & legal ennty) is bareby/bas boes eppoiniad o8 £5000 €7 COMIBLD FIPIsLaBLYE O 601
on behaif of &u applicany(s) delore the competent Internstions) Autherities:

. , If the space below is used inssad for
WNatme ead addrees, including postal code and eousuy: .“m': tor seufications, mesk bere ta D

Adamg, John Q.

Adams, Baker and Charlie
1200 Marina Drive
Baltimore, Maryland 20820

ni States of
Efa':&%&‘.' .".E;.'g??&a.301-577-777 mﬁf”% e printer

Bex Ne. ¥ DESIGNATION OF GROUPS OF STATES OR STATES (1); CHOICE OF CERTAIN KINDS OF PROTECTION
OR TREATMENT. The following designations are hereby mede (please merk the applicable check-boxes):

HRegiensl Patont

1| EP Esrepess Psteat(2): AT Austrie, BE Belgium, CHané Ll Switzerland wad Liechtenstein, DE Germen
g;:edcsm &e‘fublic of), FR France, GB United Kingdom, JT ltaly, LU Luxembourg, NL Netherlmds’:
weden,
&nd goy other Coniracting State of the Europesn Patent Coavention which bes become pariy o the PCT afier the issuence of this
shget (epecify oa dotted line):

seessssssnases srescsses tvossece $escerevesssassnasasrrsne eesrsrssens sersrssnnenes vacres Vesersasrsrone

"D OA OAPI Patent: Benio, Cemercon, Central African Republic, Chad, Congo, Gebon, Meli, Mauritanie, Senegal, Togo,
¢ any other member State os OAP! which bes become party to the FCT aficr the issueace of this sheet; if other OAPI title
desired, specify on dotied line(3):

....................................................................................................

[2] AT Austris®)........ v e, ER Republic of ores®®) ....... e
[] AV Austsalis® ..o, v, [ 18 sriLenks
[[] 88 Basbedos [[] w Luxembourg®.................. e ..
[7] BG Bulgarie®)..........oooeviiiiiniiinnnnn [[] MC Momaco® .....oovvviiiniiiiici, )
BR Brazil® ............ et cooer [[] MG Madsgascar
D CHeaé L1  Switzesland and Liechiensicin D BIW MBIB®IB) ..\ ssrsireiiniinneinnrinnrsirnes
DE Germesy (Federal Republic of)® .Utilty. [ | NL Netheriands
Model . ........ccovveviiiininnnn, vorvee 7] NO Morway
DE Denmark [[] o komeais
{6] F1 Fislend [} sp Suden
D GB Ulied Kingdom D 8E Sweden
[] By Hungsry ] sv sovietvaion®.............. Crerrenraees .
P Jepen(® ............. veserennins vereies Cecernenrene e reeeaviatntasesasnenranes
% gP Democratic People's Republic of Korea®) ..., Q US Usited States of America® Continuvation
cvernes PO =in-part

R R R R R R R N N N R N Y Y N PRy R R RN P PN NN PR Vesseservecens

) m‘c’: ,".‘;f;’,',': fgonig: %I' alh&' order of designesions may be mndicated by mesking the check.boxes with sequentisl esabic numersls (sce

(2) The selsction of parisculsr Siatas for s European patent can be mede upos eatering the astions! (regionsl) phase before the Eutopesn
Petent Office (see also the “Notes to Box No, V"),

(3) [fenother kind of protection or a title of sddition of, in the United States of Americs, treatment es & continuation or a continustion-ln-gen
is desired, specify according to the tustructions given in the *Notes to Box No, V."

Form PCT/RO/10} (second shees) (Suly 1967) $ee notes on eccompenying sheet
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Sheet number.. 3.

Supplemental Boxn. Use thic box in the followiag cases:

(i) f more than three parsons are invalved as applicents and/or inventors. in such case, wsite “Continustion of Bor Wo. §11” end indicete
fas each additionsl person the same type of information as required in Box MNo. I,

(i) (. in Box No. Il or any ef the sub-boses of Box No. lll, the indication *the Siates indicated in the ‘Supplemental Box,® Is checked. in
such case, write “Continuation of Box No, 11" or “Continustion of Box No. 111" or “Continuation of Boxes No. il end No. 111" {as the casz may
be). indicate the name of the appliceni(s) involved end, siext to (each) such rame, the country or countries (or EP or OA, il applicabie) for
the purposes of which he/ghe/it 15 epplicent;

(iii) (f in Box No. 1l or any of the sub-boxes of Box No. lll, e pesson indicated s “epplicant and inventor® or invenior only” is Rot invenior
Jor the purposes of ali designated Siates or for the purgoses of the United States of America, in such case, write “Continuation of Box No. Ii"
or “Continstion o Box No. 111" or *Continuation of Boxes No. Il and No. 1117 (as the case may be), indicate the name of the inventor and.
next to such name, the country or countries (or EP or OA, if spplicable) for the purposes of which the named person is inventor;

(iv) if there is more than one ageni 6rd their addresses are ot the seme. it such case, write “Continuation of Box No. IV* and indicate for
each gdditionsl sgent the same type of information as required in Box No. IV,

(v) f. in Box No. V, ike nemie of any :ounl%(or‘OAPl) is eccompanied by the indication “patent of addition,” “ceniificate of addition.” or
“inventor’s cenificate of addition, “ or {f, in Box No. V, the ame of the United States of America is accompanied by an indication “Continuation”
or *Contiruation in part”; in such case, write “Continuation of Box No. V" and the name of esch country involved (or GAPI), and after the
name of ea'qh fiuch country (or OAPLj, the number of the parent title or perent applicetion and the date of grent of parent titte or filing of
parent applicstion;

(vi) {f there are more then three earlier applications whose priority is claimed; in such case, indicate “Continuation of Box No. Vi” and
indicate for cach additional earlier spplication the same type of information a3 required in Box No. Vi

(vii) Uf, in any of the Boxes, the space is ingufficient 1o furnish all the iRformarion; in such case, write “Continuation of Box No. ..." [indi-
cete the mgmb?'r_ ql‘ll:e Box] end furnish the information in the same manner as required according 1o the captions of the Box in which the
space was ingufficient,

(viii) if the applicant (nierds 1o claim. in respact of ary designated Office, the bemefit of provisions oé the ratioral iow romwnlnc ron-prejudicial
disciosures or exceptions 10 lack of movelly; in such cate. write “Statement Concerning Non-prejudicial or Exceptions to Lack of Novelty”
and furnish that sistement below.

Continuation of Box No, V.

United States of America, Continuation-in-part of

application Serial Number 06/876,543, filed 15 July 1986.

ir this Supplemental Box is not used, this sheet nsed not be included in the Request.

Form PCT/RG/101 (supplemental sheat) (Juiy 1987) See notes on eccompenying sheet
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Shaet numcr..ﬂ...

Box Ne. VI  PRIORITY CLAIM (IF ANY). The pricrity of the following earlier spplication(s) is boreby claimed:

Country (countsy in which it Filing Dete fpplication Ne. Office of Filing(fitl s caly if
e filed if nauonal appliceucn; (dsy, month, year) the sariier application is an
eae of the countries (of which it inwsmations]l epplicstion
was filed if regional of iaterne- @s & rogicnsl spplicstion)
tional applicauion)

(m us 15 July 1986 06/876,543

(2)

(3,

(Leuter codes mey be uzed to indicate country and/or Gfiice of filing)

¥/hen the eatiier spplication was filed with the Office which, for e purpases of the prosent interuetional spplication, is the Jeceiving Office,
the spplicant raey, Ggairs! peymeni of the required fee, sk the following:
the receiving Office is hereby requesied to prepars and transmil (o the Inlerosticnel Bureau s ceriified copy of the sbove-mentioned
seslier application/of the estlier applications identified above by the nembers (insen the epplicable numbers)

Boz Ne. VIl EARLIER SEARCH (IF ANY). Fill in where & search (iuternstional, interastional-type or other) by the {Blernstional
Searching Authonity has slready been rea’uem_d (or completed) and the said Authority is aow re&uelwd to base the international seerch,
to the extent possible. on the sesulis of tho said seslier search. Jdentify such seerch of requsst sither by reference 10 the relevant applica-
tion (or the wranslation shercof) or by reference to the search request.

International epplication Gumber or Iswraetionsl/regional /national
aumber and country (oF regional filing date
Office) of other spplication:

Dete of request for search: Number (if svaileble)
given o seerch request:

Box Ne, VIll SIGNATURE OF APPLICANT(S) OR AGENT

Christopher Columbug n Paul Jones
President, Columbia Marine Corp.

if the prosent Request form is signed ¢b behalf of Rny applicsns by 48 egent, a separste power of atternsy eppointing the aqlm #0d signed by
the spplicent is required. I 0 such case it is desired to make use of a general puwer of attorney (deposited with the receiving Office), & copy
thereof must be attached (o this form.

Bes NoiX CHECK LIST (To be filled in by i Applicant) Rl'l’: {gganlgow application as filed is accompanied by the Ilems
1M

This inlemetionsl spplication contsine the following aumber of :

sheets: 1 D seperets signed power of atioroey
1. request 2(4) sheots | o D copy of general power of atiormey
2. description 5 sheats s D priority document(s} (see Box Ko, V1)
3. claime sheets
o abstrect i cheets 4. D receipt of the fees poid or revenue stamps
5. drawings 4 sheets | 5 D chegue for ths payment of fees

Tetal 34 shaets | 6. [E request 1o charge deposis account
Figure number‘d....%.,.....,..., om.:’(dnwinn (ifany)is suggested | E otber document (specify)
1w sccompany the abstract for publication. Transmittal letter

{Tho foliewing is ¢ be Blled in by the seceiviag Office)
1. Date of ectuel receipt of the purporied interastionel application:

2. Corvected date of aciual receipt due (o later but timely received papers
of drawings completing the purporied international application:

3. Duats of timely receipt of the required corrections uader Article 11 of the PCT:

4. Drawings D Received D No Drewings
(The follewiag Is (o bo filled (a by the Invrmaticas) Barean)

Date of receips of the record copy:

Form PCT/RO/101 (last sheet) July 1987) $e aotes ob accompanying shest
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THIS SHEET 1§ NOT PART OF AND DOES NOT COUNT AS A SHEET OF THE INTERNATIONAL APPLICATION

APPLICANT This soluma
4 for ugs by
L1080, receiving
INTERNATIONAL APPLICATION NUMBER DATE §TAMP OF RECEIVING OFFICE Office

{to be filled in by the receiving Office)

FEE CALCULATION SHEET!
FEES SUBMITTED OR TO BE CHARGED TO DEPOSIT ACCOUNT

L TRANGMITTAL PEEL. ... iieeeuoecanaresansrossscnsrsrocsscossostsaosocatoncasns

$170 ] ¢

1L SEARCH FEE? 11vvvvveessessessssnessssssnsssssssssssnssassasssssssnneessssssses L8350

Internetions! search to be effected by .............. Cererseeriaenerts e rarersrennes
{Please indicaie, but only if the epplicant has the choice between two er more Interna-
tions) Searching Authorities, the name of the Authority to which the internstiong! applice-
tion is to be iransmitied. Note thet the smount of the search fee depends on the identity
of the Internationsl Searching Authority.)

§11. INTERNATIONAL FEE¢

BASIC FEE? 34
indicate the number of SHEETS contsined in the international applicetion o
- first 30 sheets ......... evrerririsresinnes 5485

remeining 4 gheets x il.O_ ® [—
Add smounts entered in boxes by and b; and enter totsl in box B, Y
This figure is the emount of the dAS!C "'EE ............ Cerveierrsiies . c————

'DESIGNATION FEES®

indicate the number of NATIONAL PATENTS
which have been sought and multiply by the 9 38120 o I$1’ 030! ¢ I

emount of the desigastion fee.

fndicate the pumber of REGIONAL PATENTS g
whic gve deen sougnt andé mulliply by the - .
smount of the designation fee. i *82.20. J—

Add smounts entered in boxes dy and d; and enter oWl in

box D (if that total exceeds the figure which corresponds to

the amount of the designation fee multiplisd by taa, enter

the ister figure in Box D)6,

This figure is the smount of the DESIGNATIOR FEES ...........cvuv 00

Add smounts entered in boxes B end D, end enter total in box 1. lSl 725 Od 1 l
‘This figure is the emount of the INTERNATIONAL FEE.............. eres L )
iV, TOTAL OF PRESCRIBED FEES SUBMITTED OB TO BE CHARGED

TO DEPOSIT ACCOUNT

Add amounts entered in boxes T, § and 1, and enter total in the TOTAL box. s

This figure is the tots] amount of the PRESCRIBED FEES SUBMITTED OR 2,245.00 |

TO BE CHARGED TO DEPOSIT ACCOUNT ....ovvvvevrinerarnasinrancinis A
THE APPLICANT MAY PAY THE PRESCRIEED FEES BY ECHE?UE. POSTAL MONEY OUDER, BANK DRAFT,
CASH. REVENUE STAMPS, COUPONG, ETC.), PAYMENT SHOULD BE MADE IN THE PRESCRIBED
CURRENCY TQ THE (ACCOUNT OF, ACCOUNT INDICATED BELOW OF, ORDER OF) THE RECEIVING OFFICE.
PAYMENT MAY ALSO BE MADE BY AUTHORIZATION TO CHARGE A DEPOSIT ACCOUNT AT THE RECEIVING
OFFICE IF THE LATTER HAS A DEPOSIT ACCOUNT SYSTEM,
DEPOSIT ACCOUNT AUTHORIZATION?
The RO/ US is hereby authorized to charge the total fees indicated above 1o my deposit account.
The Roy US {e hereby authorized o charge any deficiency of credit any overpayment in the toia! fees indicated

sbove to my deposit sccount,

The RO/ US Is hereby suthorized to charge the fee for preparation end wranemitial of the priority d t 1o thi
m International Bureau of WIFO to my deposit lc:::{x'nl. piep o the priority document fo the

9|
99-1111 02 July 1987 p o lidlames.
Deposit Account Number Date Signature " John Adans
Form PCT/RO/10) (Annes) (July 1987)¢ $ee noten ob roverse side

Rev. 5, July 1987 1800-20
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KOTES T0O THE REQUEST FORM (PCT/RO/191)

These Notes ere intended to facilitate the flling in of the
form. For suthentic information, see the text of the Patent
Cooperation Treaty and the texts of the Regulations and the
Administrative Instructions under that Treaty. In cese of discrep-
ancy between these Notes and the said toxts, the latier are appli-
cable. For more detailed information, sees also the PCT Applicant's
Galds. a publicstion of WIPO.

“Rule” refers to Rules of the Regulaticns end “Section”
refers 1o Sections of the Administrative Instructions,

Flease use & typewriter. The applicable chieck-boxes may be
marked with black ink.

NOTES TO BOX Ne. [

Tile of lnventlon (Rules 4.3 end 5.1(2)): The title mus
be short (preferably two to seven words when in English or
transisted into English) end precise. It must be identical with
the title heading the description.

NOTES TO BOXES Ne. U ead I

Indleation wether o Persen bs Applicant ead/es taventer (Rules
4.5(8) and 4.6(a) and (b)):  Pleese mesk the spplicable check-box
i otder 1o indicate wether the person (including s legal entity)
semed (s “applicant oaly” (which means tha! the perzon is 60t also
inventor), “inventer only” (which reans that the person is aot elso
applicant) or “applicant and invenitoe® (which means that the per-
%00 is both). A person ig (o be named only once, even where the
pesrson is both epplicant end inventee,

Nagmes and eddressss (Rule 4.4):  The family name (prefera-
bly in capitel letiers) must be indicated before the given name(s).
Titles and scecdemic degrees must be omitted. Kames of legal
entities must be indicated by their fufl official designations.

The address must be indicated in such & way that it &l
lows prompt postal delivery; it must copsist of all the relevant
edminisirative units (vp o and including the indicstion of the
house number, if eny, end the country),

Only one sddress may be indicated per person, Where no
agent is appointed, 8 specia! “address for notifications® may be
indicated in Box No. [V (se¢ below).

Watlonality (Rules 4.5(0) and (b) and 4.6()): Fos each
epplicant, the astionality must be indiceied by the name of the
State of which the person is 8 national, This ndication is not
required where g person is (nventor oaly.

Bestdonco (Rules 4.5(e) and () and 6.6(e)): For each sppli-
cant, the residence must be indicated by the name ¢i'the Swste of
which the person is & resident, However, If the residence is oot In-
dicated, it will be assusned that the State of residenca isthe same as
the State indicated in the sddress. The indicetion of the residence
is not required where e pereon ls inventor oaly.

 Names ef Sistes (Section 20i(s)): For the Indicstion of
names of States the two-lelter countsy codes may be used.

Differens Applicasts for Dillerent Biates (Rule
18.4(2)); It is possible to indicate different applicants for the pur-
poses of different designated States. In such s case, in respect of
each designated State, 8t least one of the spplicants indicated for
the purposes of that State must be & astional or resident of s PCT
Contracting State, Where the Unlted States of America b eae of the
deslgnaisd Gistes, the Invenion(s) mast be the eppllenni(s) or the
U-lw:?um ol‘umlaudth chock-bon “ppplicant nad laventer”
must bo marked,

For the indication of the designated States for which s person
is applicant please mask the applicable check-box (onily oae). The
check-box “ihe States indicated in the ‘Supplemental Box'™ must
be marked where none of the other three check-boxes fits; in such
a case, the name of the person MUR be repeated in the Supple-
menta! Box with an indicstion of the States for which be 15 eppli-
cant (see item (if) in that Box),

Neaming of laventes (Rule 6.1(0)v) and (cXi)): The inven-
10¢'s name and sddress must be indicaied where the nationel law of
! loast cae of the designated States requires that the aame of the
inventor be furnished a1 the time of filing; for details see the PCT
Applicant's Guide, Volume I, Aanex B. [t is strongly rec smmand-
ed to name glwoys the inventor.

Dillsrens Inventars for Different Deslgneted Staiss (Rule
4.6(c)): Different persons may be indicated as inventors for dif-
ferant designated States where, in this respect, the requirements of
the aationel laws of the designated States are not the same; in such
; cu)e. the Supplemental Box must be used (see item (iii) in that

0%).

NOTES TO BOX Ne, IV

Ageat ez Commen Ropressniative (Rules 4.7, 4.8 and Section
108): For the menner in which name(s) and address(es) inclu-
ding nemes of States must be indicsted, see the Notes to Boxes
No. [l end I, Where several agents are listed, the agent to whom
&8y correspondence mus be addressed is to be listed first, If
there is more then one applicant but no common agent repre-
sznting them, the Request must designate one of the applicants
who is & mational or resident of & Contracting State, es their
commun represeatative. If this is aot done, the common repre-
sentative will the applicant first named in the Request who is
g&(dcd w file an internations! epplication with the receiving

ce.

Aspelaiment of Agent o Commen Reprosentative (Rule 90.3
and Section 106):  Any such appointment may be made by des-
ignsting the egent(s) or the common representative in the Request
or in s separate power of aitomey. Each spplicant must sign either
the Request or the seperate power of attorney. Where the interne-
tional epplication is filed with reference (o & general power of attor-
ney, a copy thereof must be sttached 10 the Request and any appli-
cant who did not sign the general power of attoraey must sign
cither the Request of a separate power of attormey.

Address for Netifications (Rule 4.4(d)):  Ifnoagent has been
appointed, & speciel address for the gending of notifications to the
applicant may be indicated in Box No. [V instead of the neme and
address of an agent. That nddress must be different from the ad-
dregs given in Box No. II and the special check-box must be mare
zg ifen egent has been appointed, actifications will be sent to his

ress,

HOTES TO BOX Ne. V

Deoslguntion ¢f States:  The Contraciing States in which pro-
tection is desired musi be designated in the Request by merking
the epplicable check-boxes. Naote thet afier fillng faritbor
besignations camnet be

The merking of the check-bones of the designatad States by
foesns of sequential arabic numerals will be waken as indicating the
spplicant's ehelos of the order of the desigrstions; if encther form of
marking is used, the order will be taken es that in which the marked
boxes appear on the form, This erder will only have eny significan-
¢¢ if the amount recelved for the designation fees is insufficient to
cover ell the designations; in thet case, the amount received will be
applied In payment of the fees for the designations following the
gaid order (Rule 16bis.2(c) and Section 3Z1).

For the designation of a State which has become party 10 the
PCT efter the dsis eppearing on the botiom of the second sheet of
the Regquest form, 1he name of the Stats, preferebly preceded by
the two-letiar country code, must be givern together with an indi-
¢ation, where epplicable, whether national o regionsl proteciion
o7 8 gpecial kind of protection or trestment Is desired.

Where a Earopesn patent (s desired, only one designation fee
must be pald for thet purposs, independently of the number of Sta-
tes designated for 8 European pes: ot

Where one or mote States 2re degignated twice (once for the
purposes of 8 Europesn patent and once for the purposes of natio-
na! protection), the applicent must pay one designation fee in
respect of the European patent and ss meny designation fees
es there are natlonsl patents or other titles of protection sought
(Rule 15.1(if) end Section 210).
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Note thai Belgiem, France and ltaly can caly be designated foe
the purposes of & European patent and ant for the pusposes of
national protection.

If a Europesn patent is desited for only some of the
Contracting States of the European Patent Coavention. the nemes
of those Siates for which no European patent is desired may be
deleted by striking them out. Howevee, it is recommendad o
designaie slweys all the Contracting States of the European
Patent Organisation and to make ¢ selection caly upoa entering
the national (regional) phase before the European Patent Office
and upon payment of the European designation fees.

Chelcs of Certaln Kinds of Protsction o¢ Treatment (Rules 4.12
to 4.14, Section 202): Where, in eny country where that is pog.
sible, instesd of & petent, a national title other than e patent iz
desired, write after the name of that country oa the dotted line
the name of the title, that is, “petty patent® (available in Ausiralin),
eutility model” (aveilsble in Brazil, Germeny (Federal Republic
of), Japen. the Republic of Korea, OAPD) or “inventor’s centificate”™
(available in Bulgsria. the Democratic People's Republic of Korea,
the Soviet Union). Where, in the Federa! Republic of Germany
(the only country in which this possibility exists), in eddition 108
patent, 8 Wtility model is algo desired, write sfler the name of that
country “and utility aodel®.

Where, in respect of any country where that is possible, it is
desired thut the application be treated as an application for & cer-
1sin title “of sddition” ot 25 en application for a “continusation”® ora
“continuation-in-pert”, write after the aame of that countey the
appropriste words, that is, “patent of addition® (svailsble in
Australia, Austria, Bulgarie, Germany (Federel Republic of),
Malawi, the Soviet Union), “cestificate of addition” (available in
Luxembourg, Monaco, OAPD), “invenior's ceriificate of eddition”™
(avsilable in Bulgaris, the Soviet Usion), “continustion” o “cog-
tinustion-in-par” (both availabie in the United States of Americe).
If any of thege indications is used, indicate in the “Supplemental
Box" the State for which such treatrent is desired, the number of
the parent title or parent epplicstion, and the date of grant of the
parent title or the date of filing of the perent spplication, as the
case ey be (see item (v) in that Box),

NOTES TO BOX Ne. Vi

Priority Clale (Rule 6,10):  The declaration conlaining the
priority claim must be made in the Request,

‘The Request must indlcate both

(i) whentheearlierepplicationis not s regionsl or an interns.
tionel application, the cosatzy ip which it was filed, or, when the
esrlier application is & regional of en intersationsl spplication, at
leass one country for which it was flied, and

(ii) the datz on which it wes filed;
otherwise. the priority claim will, for the purposes of the procedure
uader the Treaty, be considered B0t 1o have been made.

If the application enmber of the earlier epplication (s not -
dicated in the Reguest but is furnished by the applicant to the
Iniernational Buresu orto the receiving Office prior to the expire.
tion of the 16th month from the priority dass, it is considered by al)
designated States 1o have been furnished in time,

Contified Copy ef Eastler Application (Prisrity Decument)
(Rule §7.1): Such copy miust be submitted to the Internationa!
Bureau or to the receiving Office prior to the explration of the
16th mosth from the priority date or, where an eerly starn of the
nationsl phase is requesied, not iater then at the time such
request is msde.

Where the priority document (s issued by the recsiving Offics,
the applicant may, insteed of submitting the pricrity document,
request the recelving Office to transmit the pricrity decument (o
the International Buresy, Such request mey be made by masking
the special check-box and by identifying the document. Atteatien:
where such & request is rmade. the applicant must pey 1o the receive
ing Office the applicable fee fer priosity docament,

07/1987

Boten (Section 116):  They must be indicated by tie arabic
aumber of the day, the name of the momth end the arabic number
of the year; sfter or below such indication. the date should be re-
paested in parenthesis by indicating it by two-digit arebic numerals
cach for the number of the day, for the number of the moath and
for the lass two numbers of the year, e.g., 10 June 1966 (10.06.85).

NOTES T2 BOK Ne, VI

Esstlor Search (Rule 4.11):  The filling in of Box Neo. VIl
may result in a total of pestial refund of the international search fee.

ROTES TO BOX Ne. Vili

Glgmatare (Rules 4.1(d), 4.15 and 90.3(8))::  The sigasture
must be that of the epplicant (if there are several applicants al)
mugt 2ign); however, the signatere mey be that of the agent where
8 separate powe: of etiormey eppointing the egeot, or a copy of &
genere] power of stioeney slready in the possession of the receiving
Office, isattached to the Request. The name of each person signing
the Raquest should be typed below the signature; similerly, an
indication of the capacity in which the person signs should be
gxdicmd if such capacity (8 not obvious from reading the

equest.

NOTES TO BOX Ne. X

Befesencs to o Depesiied Micrecegeaksm (Rule 13bis and Sec-
tlom 209): Form PCT/R(0/134 or any separate gheet containing
indications concerming © deposited microorganism may, in Mmowt
cases, be listed as “ether document.” This is not the cass if Japan is
designated: in that caze, Form PCT/RO/134 or any other sheet
containing the said indications must be included as one of the
sheets of the descripiioa.

NOTES TO “SUPPLEMENTAL BOX™

The manner of making indications in this Bux is indicated on
the top of the “supplemental sheet.”

Satement concoralng Nea-Prejadicls) Disclosares o Excop-
tieas to Lack of Novelty:  Such s statement, unless contained in
the description, may be given in this Box. It should comply with
the national law applicabie by the designated Office to which the
staterment is addressed.

GENERAL REMARES

Longaage of Comvespondence (Rule 92.2 end Section 104):
Any letier from the applicant 1o the Recr iving Office, the Interns.
tiona! Searching Authority or the Internationsal Preliminsry Exam.
ining Authority must be in the same languege 69 the internstions)
spplication to which it relates; however, the receiving Office, the
Internstional Searching Authority or the Internations Prelimi.
nasry Examining Authority may authorize the use ¢f enother lsn.
guage. Any letter from the applicant to the Internationsl Buresu
must be in the same language ss the internstions) epplication if
that langusge is English or French: otherwise, it must be ia Eng-
lish or French, at the cholce of the applicant.

Arvengenest of Elbments end Numboriag of Sheets efthe latsr-
eatienal Appiicatien (Rule 11.7 and Section 207):  The elements
of the internationsl spplication must be placed in the following
order: the Request, the description, 155 claim(s), the abstract, the
drawings (if any), All sheets constituting the internations! applice-
tion must be numbered in consecutive arabic aumerals with three
seperate series of numbers: the firet applying to the Request, the
second applylng 1o the part consisting of the description, the
claim(s) and the abetract, and the third epplylng 10 the drawings.
The numbers must be placed at the top of the sheet, in tho middle,
below the 2em margin which must remain blank, The number
of each sheet of the drawlngs must consist of two arablc numerals
sepereted by as ablique stroke, the first belng the sheet number
end the second being the total number of sheots of drewlngs.
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PCT INTERNATIONAL APPLICATION TRANSMITTAL LETTER ”T{Qz
REGARDING THE INTERNATIONAL APPLICATION OF DOCKEY OB REFERENCE NUMBER
Columbia Marine Corporation CNC-123

g‘é‘f?-s'teering Gear for Sailboats

Certification under 87 CFR 1.10 (if applianle)

“Espress Mail" mailing number Date of Deposit

1 hereby certify thet this spplicstion is being deposited with the Upited States Posta) Service “Ezpress Mail Post Office to
Addressee” gervice under 37 CFR 1.10 on the date indiceted ebove and is eddressed to the Commissivner of Patents end
Trademarks, Washington, D.C. 20231.

(Typed or printed neme of person (Signature of person mailing
meiling application) application)
To the United States Receiving Qffice (RO/US):
Accompanying this transmitts] letter is the above-identified International application, including e completed
Request form (PCT/RO/101). Please process the applicetion according to the provisions of the Patent Coopesr-
ation Treaty.
The following requests ere made of the RQ/US:

l. PREPARATION AND TRANSMITTAL OF CERTIFIED COPY OF PRIQORITY DOCUMENTS—Please
prepare and transmit to the International Bureau & certified copy of the United States origin priority
documents identified in Box V1 of the Request form (37 CFR 1.451).

To cover the cost of copy preparation and certification (37 CFR 1.18(a)(3) and (b)(1)),
a {check) (money order) in the amount of & is attached to this transmittal letter,

the RO/US is hereby authorized to charge the following deposit account no.; .. Q) ddF e ©
2.2 CHOICE OF INTERNATIONAL SEARCHING AUTHORITY—It is requested that the International
Search be performed by the following International Searching Authority:
EJ United States Patent and Trademark Office (ISA/US)
DEuropean Patent Office (ISA/EP)

The eppropriste Search fee for the above-named Authority ie indicated on the Fee Calculation Sheet
(PCT/R0O/101 Annex),

3.D SUPPLEMENTAL SEARCH FEES (ONLY WHEN ISA/US CONDUCTS THE INTERNATIONAL
SEARCH.)—Please charge any Supplemental Seerch fees that may be required by the United States
International Searching Authority (ISA/US) to deposit account no.:

I understand that thin authunizetion is subject to my arol confirmotion thereof in each instonice and thal it 10 no uay Itmuts my rght to sbmit
o profeat against pavment of the Supplemental Seoreh fees, but 13 merely an edmiristrative aid (v assure that the ISA/US mey tirsels complete
the Seorih Repurt

NOTE: SUPPLEMENTAL SEARCH FEES FOR ISA/EP ARE PAYABLE DIRECTLY TO THE EVROPEAN
PATENT OFFICE
4.5 DISCLOSURE INFORMATION—In order to assist in ecreening the eccompanying Internationa! appli-
cation for purposes of determining whether & license for foreign transmittal should end could be granted
&nd for other purposes, the following information is supplied:

A, DThere is no prior filed application relating to this invention,
B.E ) There is a prior application, serial number 06 /876,543 filed on A5 July 1986
which contains subject matter that is
l. substantially identicel to that of the accompanying International epplication.
2.0%) less than that of the accompanying Internationsl epplication. The sdditional subject

matter of the Internationa) appliestion eppears on pages(e) and line(s) RL2=318 oo ..
3. D more then that of the accompanying International epplication.

C.mDiwlosure information cannot be covered by the language of Points 4A or 4B gbove due to the
irvolvement of several prior applications or for other reasons. A separate sheet on
which the disclosure information is explained is attackied to this transmittal letter.

5.EJ REQUEST FOR FOREIGN TRANSMITTAL LICENSE--According to the provisions of 36 U.S.C.
184 and 37 CFR 6,11, 8 licenze to transmit the sccompanying Internationsl gpplication to foreign agencies
or international authorities is hereby requested,

SIGNER 15 THE NAME OF SIGNER (typed)
) sepuicant John Adams

- COMMON REPRESENTATIVE SIGNATURE m ﬁ ﬁ ;
)
| 4% (ATYORNEY) (AGENT) 23,456
REG NO
PTO-1382 mev 3.86) U.§ Depenment of Commerce
Patar end Tredematk Ofice
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(ii) a request to the receiving Office to transmit the priority document to
the Intemational Bureau where the application whose priority is claimed was
filed with the national Office or intergovernmental autherity which is the
receiving Office.

(d) The request shall be signed.

4.2 The Petition

‘The petition shall be to the following effect and shall preferably be worded
as follows: “The undersigned requests that the present intemational application
be processed according to the Patent Cooperation Treaty.”

LE B R B

(See >MPEP<§§ 1820.01-1820.11 for PCT Rules 4.3-4.15)
ok ¥k

4.16 Transliteration or Translation of Certain Words

(a) Where any name or address is written ir: characters other than those of
the Latin alphabet, the same shall also be indicsted in characters of the Latin
alphabet either as a mere transliteration or through translation into English. The
applicant shall decide which words will be merely transliterated and which
words will be so translated.

(b) The name of any country written in characters other than those of the
Latin alphabet shall also be indicated in English.
4.17 Additional Matter

(a) The request shall contain no matter other than that specificd in Rules
4.1104.16, provided that the Administrative Instructions may permit, but cannot
make mandatory, the inclusion in the request of any additional matter spzcified
in the Administrative Instructions.

(b) If the request contains matter other than that specified in Rules 4.1 to
4.16 or permitted under paragraph (a) by the Administrative Instructions, the
receiving Office shall ex officic delete the additional matter.

37 CFR 1.434. The request.

(a) The request shall be made on a standardized printed form (PCT Rules
3 and 4). Copies of such printed Request forms are available from the Patent and
Trademark Office. Letters requesting such forms should bemarked “Box PCT."”

(b) The Check List portion of the Request form should indicate each
document accompanying the intemational application on filing.

(¢) All information, for example, addresses, names of States and datcs,
shall be indicated in the Request as required by PCT Rule 4 and Administrative
Instructions 110 and 201.

(d) Intcrnational applications which designate the United States of
America shall include:

(1) The name, address and signature of the inventor, except as provided
by §§ 1.421(d), 1.422, 1.423 and 1.425;

(2) A reference to any copending national application or international
application designating the United States of America, if the benefit of the filing
date for the prior copending application is to be claimed.

PCT Administrative Instructions Section 303
Deletion of Additional Matter in the Request
Where, under Rule 4.17(b), the recciving Office deletes ex officio any
matter contained in the request, it shall do so by enclosing such matter within
squarc brackets and entering, in the margin, the word “DELETED by RO" or
their equivalent in the language of publication of the international application,
and shall notify the applicant accordingly. If copies of the international appli-
cation have already been sent to the Intemnational Bureau and the Intemational
Scarching Authority, the receiving Office shall also notify that Bureau and that
Authority.

The Request contains a petition to the effect that the inter-
national application be processed according to the PCT; it must
contain certain bibliographic information (PCT Article 4(1),
PCT Rules 3 and 4 and 37 CFR 1.434). The Request must be
made on a printed form (PCT/RO/101) to be filled in with the
required information (PCT Rules 3.1, 3.2 and Administrative
Instructions Scction 102(b)). Any prospective applicant may
obtain English language Request forms free of charge from the
United States Patent and Trademark Office, Box PCT, Wash-
ington, D. C. 20231, The PCT sets forth specific requirements
for cach clement of bibliographic information on the Request
form, The Request may not contain any matter that is not
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specified in PCT Rule 4. Any additional material will be deleted
ex officio (Administrative Instructions Scction 303).

APPLICANT OR AGENT'S FILE REFERENCE

The applicant or agent may use a file reference composed
either of letters or numbers or both, provided the file reference
does not exceed ten characters. If a file reference is indicated on
the Request form, any correspondence from an International
Authority to the applicant or agent will include it. (Administra-
tive Instructions Section 108)

SUPPLEMENTAL BOX

This box is used for any material which cannot be placed in
one of the previous boxes because of space limitations. The sup-
plemental information placed in this box should be clearly
entitled with the Box number from which it is continued,
e.g.,”Continuation of Box No IV.” If the supplemental box does
not containsufficient space, the material should be continued on
an additional plain sheet of A4 size paper. If such a continuation
sheet is used, it is numbered as an additional page 5 of the
Request and counted accordingly in the total number of sheets
for fee calculation purposes. The sheet should be entitled
“Continuation Sheet to the Request”.

1820.01 Title of the Invention [R-2]

PCT Rule 4.3 Title of the Invention
The title of the invention shall be short (preferably from two 1o seven
words when in English or translated into English) and precise.

The Request must contain the title of the invention; the
title must be short (preferably 2 to 7 words) and precise (PCT
Rule 4.3). The title in Box No. I of the Request is considered to
be the title of the application. The title appearing on the first page
of the description (PCT Rule 5.1 (a)) and on the page containing
the abstract should be consistent with the title indicated in Box
No. I of the Request form. The word “improved” should not be
used in the title,

1820.02 Applicant [R-2]

PCT Rule 4.4 Names and Addresses

(a) Names of natural persons shall be indicated by the person’s family
name and given name(s), the family name being indicated before the given
name(s).

(b) Names of legal entities shall be indicated by their full, official desig-
nations.

(c) Addresses shall be indicated in such a way as to satisfy the customary
requirements for prompt postal delivery at the indicated address and, in eny case,
shall consist of all the relevant administrative units up to, and including, the
house number, if any. Where the national law of the designated State does not
require the indication of the house number, failure to indicate such number shall
have no effect in that Staie. It is reccommended to indicate any telegraphic and
teleprinteraddress and telephone number of the agent or common representative
or, in the absence of the designation of an agent or common representative in the
request, of the applicant first named in the request,

(d) For each applicant, inventor, or agent, only one address may be
indicated, except that, if no agent has been appointed to represent the applicant,
or all of them if more than one, the applicant or, if there is more than one
applicant, the common representative, may indicate, in addition to any other
address given in the request, an address to which notification shall be sent.

PCT Rule 4.5 The Applicant
(a) The request shall indicate the name, address, nationality and residence
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of the applicant or, if there are several applicants, of each of them.

(b) The applicant's nationality shall be indicated by the name of the State
of which he is a national,

(c) The applicant’s residence shall be indicated by the name of the State of
which he is a resident,

The names of natural persons must be given with the family
name being indicated before the given name (PCT Rule 4.4).
The names of legal entities should be given in full. Alladdresses
should be spelled out in full and include the name of the country
in order 10 assure correct publication of the information. If the
United States of Americais designated, the applicant must be the
inventor at the time of filing (35 U.S.C. 373).

The applicant of an international application for a desig-
nated office other than the United States of America may be
either the inventor or the owner of the invention, In cases where
the inventor is the applicant for certain designated countrics and
the owner or assignee is the applicant for other designated
countries, the names and other identifying information of both
must appear in Box No. IT and Box No, III with the appropriate
boxes checked. Only one applicant’s or inventor’s name shouid
be listed in each Box.

It should be noted that at least one of the inventors must be
aresident or national of a PCT member country in order for the
application to enter the national stage in the United States of
America, This point involves two basic issues which must be
addressed separately. One issue relates to the requirements for a
valid designation of the United States of America. The other
issuerelates to the requirements of the U.S, national law in order
for the U.S. Patent and Trademark Office to accept the interna-
tiona! application for the national stage. Astothe firstissue, PCT
Rules 18.3 and 18.4 requirc that at least one of the applicants for
cach designated State must be aresident or national of a member
country of the PCT Union in order for the designation to be valid.
As to the second issue, although the designation of the United
States of Americamay be valid for PCT international procedure,
the international application will not be accepted at the United
States national stage unless the applicant is the inventor (PCT
Article27(3)and 35 U.S.C. 111 and 373). Therefore, at least one
of the inventors must be a resident of a PCT member country in
order for the international application to enter the national stage
in the United States of America,

It should be noted, however, that if the owner or assignee is
aresident or national of a PCT member country, the owner can
be the sole applicant and file an international application desig-
nating all current PCT member countries other than the United
States of America, Any invalid designation of States for which
atlcastone applicantis nota resident or national of a Contracting
State will be deleted by the Receiving Office. See also
>MPEP<§ 1805 for the text of rules and other provisions
concerning applicants.

1820.03 Inventor [R-5]
PCT Rule 4.6
The Inventor

(a) Where Rule 4.1(a)(v) applies, the request shall indicate the name and
address of the inventor or, if there are several inventors, of each of them,

(b) Ifthe applicant is the inventor, the request, in licu of the indication under
paragraph (a), shall contain a statement 1o that effect,

(c) The request may, for different designated States, indicate different
persons as inventors where, in this respect, the requirements of the national laws
of the designated States are not the same. In such a case, the request shall contain
a scparate statement for each designated State or group of States in which a
panticular person, orthe same person, is to be considered the inventor, or in which
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panticular persons, or the same persons, are o be considered the inventors.

For purposes of the designated countries >other than the
United States of America<, the name and address of the inven-
tor must be indicated either in the Request or later at some other
point in the procedure (PCT Article 4(1)(v), 4(4), and 22(1);
and PCT Rules 4.1(a)(v) and 4.6(a)). It should be noted that
Japan as a designated office requires the name and address of
the inventor to be present on the Request form on filing, Names
should be indicated with the family name preceding the given
name, and addresses should be spelled out in full, including
both the zip code and country.

1820.04 Agent or Common Representative (if
any) [R-§]

PCT Rule 4.7 The Agent
If agents are designated, the request shall so indicate, and shell state their
names and addresses.

BCT Rule 4.8 Representation of Several Applicants Not
Having a Common Agent

(a) If there is more than one applicant and the request does not refer to an
agent representing all the applicants (*a common agent”), the request shall
designate one of the applicants who is entitled to file an intemational applica-
tion according 1o Article 9 as their common representative,

(b) If there is more than one applicant and the req::est does not refes to an
agent representing all the applicants and it does not comply with the require-
ment of designating one of the applicants as provided in paragraph (a), the
common representative shall be the applicant first named in the request who is
entitled tofile an intemational application with the receiving Office with which
the intemational application was filed (Rule 19.1(a)).

Any attorney or agent registered to practice before the
Patent and Trademark Office may act as an agent for the
applicant in an international application filed in the United
States Receiving Office >before all the international authori-
ties, such as the Receiving Office, the Intemational Scarching
Authority, the International Preliminary Examining Authority
and the International Burcau<. Box No. IV of the Request form
may be used as a power of attorney document, For particulars
concerning who may sign the Request and power of attorney
sce >MPEP«§§ 1807 and 1820.11.

It should be noted that under PCT there is no provision for
correspondence addresses or associate attorneys, The first-
named attorney or agent will receive correspondence (PCT
Administrative Ingtructions Section 108(a)). If the power of
attorney is found to be defective, the first-named applicant will
receive any correspondence.

Jointapplicants may also designate one of the applicants to
be a common representative under PCT Rule 4.8(a).

1820.05 Designation of States [R-§)
PCT Article 43
Secking Certaln Kinds of Protection

In respect of any designated or elected State whose law provides for the
grant of inventors' cenificates, utility centificates, utility models, patents or
cenificates of addition, inventors® certificates of addition, or utility centificates
of addition, the applicant may indicate, &s prescribed in the Regulations, that
his international application ig for the grant, as far as that $tate is concemed, of
an inventor’s certificate, = wility centificate, or a utility model, rather than a
patent, orthat it is for the grant of a patent or certificate of addition, an inventor's
cenificate of addition, or a utility cerificate of eddition, and the ensuing effect
shallbe governed by the applicant’s choice. For the purposes of this Article and
any Rule thereunder, Anticle 2(ii) shall not apply,
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PCT Articie 44
Seeking Two Kinds of Protection

In respect of any designeted or elected State whose law permits an
application, while being for the grant of a patent or one of the other kinds of
protection referred to in Article 43, to be also for the grant of ancther of the said
kinds of protection, the applicant may indicate, as prescribed inthe Regulations,
the two kinds of protection he is seeking, and the ensuing effect shall be
govemed by the applicant’s indications. For the purposes of this Article, Article
2(ii) shall not apply.

PCT Arxticle 45
Regional Patent Treatles

(1) Any treaty providing for the grant of regional patents (“regional patent
treaty”), and giving to all persons who, according to Article 9, are entitled to file
intcrnationai applications the right to file applications for such patents, may
provide that intemational applicaiions designating or electing a State party to
both the regional patent treaty and the preseni Treaty may be filed as applica-
tions for such patents,

(2) The national law of the said designated or elected State may provide
that any designation or election of such State in the intemational application
shallhave the effect of an indication of the wish to obtain a regional patent under
the regional patent treaty.

PCT Rule 4.9 Designation of States

Contracting State shall be designated in the request by their names.
I EEE

PCT Rute 4.12 Choice of Certain Kinds of Protection

(a)If the applicant wishes his intemational applicationtobetreated, in any
designated State, as an spplication not for a patent but for the grant of eny of the
other kinds of protection specified in Article 43, he shall so indicate in the
request, For the purposes of this paragraph, Anicle 2(ii) shall not apply.

(b) In the case provided for in Article 44, the applicant shall indicate the
two kinds of protection sought, or, if one of two kinds of protection is primarily
sought, he shall indicate which kind is sought primarily and whichkind is sought
subsidiarily.

37 CFR 1.432 Designation of States and payment of designa-
tion fees.

(2) The names of Designated States shall appear in the Request upon filing
and must be indicated as set forth in Section 201 of the Administrative
Instn:ctions,

(b} The designation fees may be paid upon filing of the intemational
application, but must be paid * before the expiration of one year from the priority
date >or within one month from the date of receipt of the intemational
application if that month expires afier the expiration of onc year from the priority
date< *, Failure to timely pay the designation fee for a panticular Designated
State will result in the withdrawal of that designation *. Failure to timely pay at
least one designation fee will result in the withdrawal of the intemational
application *,

PCT Administrative Instructions Section 201
Names of States

(8) The name of any State referred to in the request shall be indicated
cither by the full name of the State, or by a generally accepied shori title which,
if the indications are in English or French, shall be as appears in Annex A, orby
the two-fetier country code identifying that State as appears in Annexes A and
B,

(b) [Deleted]

PCT Administrative Ingtruction Section 202
Kind of Protection
(a) Where the applicant wishes his application 10 be treated in any
designated State as an spplication not for a patent but for the grant of ancther
kind of protection referred to in Article 43, ke shall make the indication in the
request referred to in Rule 4,12(a) by inseriing the words “inventor’s
centificate,’utility certificate,” “utility model.” (or “petty patent” for Austra-

lia). “patent of addition,” “centificate of addition,” “inventor's centificate of
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addition™ or “utility certificate of addition,” or their equivalent in the language
of the international application, immediately afier the indication of the said
State.

(b) Where, in respect of the designation of the Federal Republic of
Germany, the applicant is seeking two kinds of protection under Article 44, he
shall make the indication referred to in Rule 4.12 (b) by inserting, immediately
after the indication of the Federal Republic of Germany and in the language of
the intemational application, one of the two following indications:

(i) “and utility model”;
(i) “and auxiliary utility model.”

PCT Administrative Instructlens Section 203
Reglonal Patents

(a) If the applicant wishes to obtain a regional patent in respect of any
designated State and the request foum does not contain preprinted indications
pennitting the applicant tomake the indication in the request referred to in Rule
4.1(b)(iv), the applicant shall make the said indication by inserting the
words"regional patent,” or their equivalent in the language of the international
application, immediately after the indication of the said State or, where an
indication hag been made under Section 202, after thatindication, provided that:

(i) where Article 4(1)(ii), third clause, applies, and not all the States party
1o the regional treaty have been designated, the intemational application shall
be treated as if all those States had been designated and as if the designations of
all such States contained the said words, whether the said designations con-
tained en indication of the wish to obtain a regional patent or, according to
Article 4(1)(ii), fourth clause, are to be treated as containing such indication;

(ii) where the national law of any designated State contains a provision as
referred 10 in Anticle 45(2), the International Bureau shall, according to Asticle
4(1)(ii), fourth clause, treat the designation as if it contained the said words even
where the applicant failed to indicate them.

(b) The applicant may, instead of the words “regional patent” referred to
in paregraph (a), use other words to the same effect; such words may include &
reference to a patent 1o be granted by the European Patent Office under the
Convention of the Grant of European Patents done at Munich on October 5, 1973
(“Buropean patent”), where the regional patent which the applicant wishes to
obtain is a European patent.

(c) An indication, in respect of the designation of Liechtenstein or Swit-
zerland, or both, of the wish to obtain a regional patent shail be taken as
indicating & wish to obtain a European patent in respect of those States, whercas
the absence of any indication of the wish to obtain a regional patent in respect
of such adesignation shali betaken as indicating a wish to obtain a patent granted
by the Swiss Federal Inteliectual Property Office in respect of those States.

PCT Administrative Instructions Section 210
Calculation of Deslgnation Fee for the Purposes of Natlonal and
Reglonal Patents

Where the request of the intemational application contains & designation
of a Contracting State without an indication of the wish to obtain a regional
patent and also a designation of the same Contracting State with an indication
of the wish to obtain a regional patent and the national law of the Contracting
State docs not contain & provision referred to in Article 45(2), the designation
fees shall be calculated on the basis that a separate fee is payable in respect of
the designation of the Contracting State in addition to the designation fee
payable in respect of that Contracting State as a Contracting State or as one of
a group of Contracting States for which a regional patent is sought.

All designated States must be named in the Request on
filing, It is not possible to add designations of countries to an
international application after itis filed. Only those countries for
which the PCT has come into effect at the time the international
application is filed may be designated. The Request form, as
filed, must contain the names of all designated countries in
which protection is desired (PCT Article 4(1)(ii), PCT Rules
4.1(a)(iv), and 4.9, and 37 CFR 1432, However, since the
designation fees are notrequired until one year after the priority
date, or if no priority is claimed, until one year after the actual
international application filing date >or one month after the
international filing date, if that month ends later than one year
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LIST OF PCT MEMBER STATES

State Ratification
or Accession
(1) Central Africa Republic* Accession
(2) Sencgal* Ratification
(3) Madagascar Ratification
(4) Malawi Accession
(5) Cameroon* Accession
(6) Chad* Accession
(7) Togo* Ratification
(8) Gabon* Accession
(9) United States of America Ratification
(10) Germany, Federal Republic of** Ratification
(11) Congo* Accession
(12) Switzerland** Ratification
(13) United Kingdom** Ratification
(14) France** Ratification
(15) Soviet Union Ratification
(16) Brazil Ratification
(17) Luxembourg** Ratification
(18) Sweden** Ratification
- (19) Japan Ratification

(20) Denmark Ratification
(21) Austria®* Ratification
(22) Monaco Ratification
(23) Netherlands** Ratification
(24) Romania Accession
(25) Norway Ratification
(26) Liechtenstcin** Accession
(27) Australia Accession
(28) Hungary Ratification
(29) Democratic People’s Republic

of Korea (North Korea ) Accession
(30) Finland Ratification
(31) Belgium®* Ratification
(32) Sri Lanka Ratification
(33) Mauritania Accession
(34) Sudan Accession
(35) Bulgaria Accession
(36) Republic of Korea (South Korea) Accession
(37) Mali* Accession
(38) Barbados Accession
(39) Italy**> Ratification
>(40) Benin* Accesgsion

Date of Ratification Date from Which Siate
or Accession May be Designated
15 September 1971 01 June 1978
08 March 1972 01 June 1978
27 March 1972 01 June 1978
16 May 1972 01 June 1978
15 March 1973 01 June 1978
12 February 1974 01 June 1978
28 Januaiy 1975 01 June 1978
06 March 1975 01 June 1978
26 November 1975 01 June 1978
19 July1976 01 June 1978
08 August 1977 01 June 1978
14 September 1977 01 June 1978
24 October 1977 0lJune 1978
25 November 1977 01 June 1978
29 December 1977 01 Junel978
09 January 1978 01 June 1978
31 January 1978 01 Junel978
17 February 1978 01 June 1978

01 Ociober 1978
01 December1978

01 July 1978
01 September 1978

23 January 1979 23 Aprill979
22 March 1979 22 June 1979
10 April 1979 10 July 1979

23 April 1979 23 July 1979

01 October 1979 01 January 1980
19 December 1979 19 March1980
31 December 1979 31 March 1980
27 March 1980 27 June 1980

08 April 1980

01 July 1980

14 September 1981
26 November 1981
13 January 1983
16 January 1984
21 February 1984
10 May 1984

19 July 1984

12 December 1984
28 December 1984
26 November 1986

08 July 1980

0! October 1980
14 December 1981
26 February 1982
13 April 1983

16 April 1984

21 May 1984

10 August 1984
19 October 1984
12 March 1985

28 March 1985
26 February1987<

* Members of Africa Intellectual Property Organizaiion (OAPI) regional patent system, Only regional patent protection is available for OAPI member states.
A designation of any state is an indication that all GAP] states have been designated. Note: only one designation fee is due regardless of the number of OAPI member
states designated, ** Members of European Patent Convention (EPC) regional patent system, Either national patents or European patents for member States are
available through PCT, except for France, Belgium and Italy, for which only European patents are available if PCT is used. Note: only one designation fee is dueif

European patent protection is sought for one, several or all EPC member countrics,

after the priority date (PCT Rule 15.4(b)(ii)<*, applicants who
file without claiming priority, or who file carly in the priority
year, may initially designate all PCT countries in which they
may havean interestand later only pay designation fees for those
countrics in which patent protection is seriously desired >and
withdraw the designations as to the other States<. Any desig-
nated country for which a designation fee in not timely paid is
considered withdrawn,

States must be designated in Box No. V by checking the
appropriate box beside the name of each State. A choice between
anational patent and a regional patent is available for States that
arc members of both the PCT and the European (EPC) regional
patent convention, For the EPC, regional or national protection
is available for Austria, The Federal Republic of Germany,
Luxembourg. The Netherlands, Sweden, Switzerland, Licchten-
stein, or the United Kingdom, However, where France, Belgium
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and/or Italy is designated, the application will be treated as an
application for a European patent with effect for France, Bel-
gium and/or Italy,

The designation of any State is treated as an expression of
the wish to obtain a patent in the designated State, However, if
the applicant wishes the international application to be treated
in any designated States (whose national law>offers<* that
kind of protection) as an application not for a patent but for an
inventor’s certificate, a utility certificate, a utility model, a
patent of addition, a certificate of addition, an inventor's
certificate of addition or a utility certificate of addition, the
applicant mustindicate that desire in Box No, V of the Request
by indicating the kind of protection immediately after the
indication of the State (Administrative Instructions Section
202(a)), and the application will be dealt with accordingly in
that State (PCT Rules 4.1(b)(iii) and 4.12). Annex B of the
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“PCT Applicant' s Guide” indicates, inrespect of each Contract-
ing State, the kinds of protection available

The applicant may, in respect of any designated State
(whosenational law >offers<* the kindsof protection involved
and admits the possibility of seeking two kinds of protection),
mention in the Request >of< two kinds of protection (Box No.
V), together with an indication of the one preferred and the ap-
plication will be dealt with accordingly in that State (PCT
Article 44 and PCT Rule 4.12(b)). Annex B of the PCT
Applicant’s Guide indicates, in respect of each Contracting
State, whether this possibility is available. Currently the possi-
bility of seeking two kinds of protection is available only for the
Federal Republic of Germany as a designated State.

The indication on the line of the type of protection desired
is placed directly after the checkbox for the State. Where a title
(patent, certificate, inventor's certificate, utility certificate) of
addition, is sought, or where the applicant wishes the interna-
tional application to be treated in any designated State as an
application for a continuation or a continuation-in-part, the fact
must be indicated together with an identification of the parent
application (PCT Rules 4.1(b)(v), 4.13 and 4.14), This indica-
tion is placed in the Supplemental Box and should be clearly
identified as continuing information from Box V regarding the
designation of a specific State. Sec >MPEP<§ 1820.07.

1820.06 Priority [R-2]

PCT Articie 8
Claiming Priority

(1) The intemational application may contain & declaration, as prescribed
inthe Regulations, claiming the priority of one or mare earlier applications filed
inorforany country party tothe Paris Convention for the Protection of Industrial
Property.

(2)(a) Subject to the provisions of subparagraph (b), the conditions for,
and the effect of, any priority claim declared under paragraph (1) shall be as
provided in Anicle 4 of the Stockholm Act of the Paris Convention for the
Protection of Industrial Propesty.

(b) The intemational spplication for which the priority of one or more
earlier applications filed in or for a Contracting State is claimed may contain the
designation of that State. Where, in the intemational application, the priority of
one or more national applications filed in or for a designated State is claimed,
or where the priority of an intemnational application having designated only one
State is claimed, the conditions for, and the effect of, the priority claim in that
State shall be govemed by the national law of that State,

PCT Rule 4.10 Priority Claim

(2) The declaration referred to in Article 8(1) shall be made in the request;
it shall consist of a statement 1o the effect that the priority of an earlier
application is claimed and shall indicate:

(i) when the carlier application is not & regional or an intemational
application, the country in which it was filed; when the earlier application is a
regional or an intemational application, the country orcountries for which it was
filed,

(i) the date on which it was filed,

(iii) the number under which it was filed, and

(iv) when the carlier application is a regional or an intemational applica-
tion, the national Office or intergovernmental organization with which it was
filed.

(b) If the request does not indicate both

(i) when the earlier application is not a regional or an intemational
application, the country in which it was filed; when the earlier application is &
regional or an interational application, at least one country for which it was
filed, and

(ii) the date on which it was filed,

the priority claim shall, for the purposcs of the procedure under the Treaty,
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be considered not 10 have been made except where, resulting from an cbvicus
ervor, the indication of the said country or the said date ismissing oris erroneous;
whenever the identity or correct identity of the said country, or the said date or
the comrect date, may be esiablished on the basis of the copy of the earlier
application which reaches the receiving Office before it transmits the record
copy to the Intemational Bureau, the error shall be consideied as an obvious
eryor.

(c) If the application number of the earlier application is not indicated in
the request but is fumnished by the applicant to the International Burcau or to the
receiving Office prior to the expiration of the 16th month from the priority date,
it shall be considered by all designated States to have been fumished in time.

(d) If the filing date of the earlier application as indicated in the request
does not fall within the period of one year preceding the international filing date,
the receiving Office, or, if the receiving Office has failed to do so, the Interna-
tional Bureau, shall invite the applicant to ask either for the cancellation of the
declaration made under Article 8(1) or, if the date of the earlier application was
indicated erron=ously, for the correction of the date so indicated. If the applicant
fails to act accordingly within one month from the date of the invitation, the
declaration made under Anticle 8(1) shall be cancelled ex officio.

(e) Where the priorities of several earlier applications are claimed, the
provisions of paragraphs (a) to (d) shall apply to each of them.

PCT Rule 32

. Withdrawal of the Priority Claim
Rule 32°%.] Withdrawals

(a) The applicant may withdraw the priority claim made in the intema-
tionat application under Article 8(1) at any time before the international publi-
cation of the international application.

(b) Where the intemational application contains more than one priority
claim, the applicant may exercise the right provided for in paragraph (a) in
respect of one or more or all of them.

(c) Where the withdrawal of the priority claim, or in the case of more than
one such claim, the withdrawal of any of them, causes a change in the priority
date of the international application, any time limit which is computed from the
original priority date and which has not already expired shall be computed from
the priority date resulting from that change. In the case of the time limit of 18
months referred to in Anticie 21(2)(a), the Intemational Bureau may neverthe-
less proceed with the intemational publication on the basis of the said time limit
as computed from the original priority date if the notice effecting withdrawal
reaches the International Bureau during the period of 15 days preceding the
expiration of that time limit.

(d) Forany withdrawal under paragraph (a), the provisions of Rule 32.1(c)
shall apply mutatis mutandis.

PCT Administrative Instructions Section 302
Priority Ciaim Considered Not To Have Been Made

Where, owing to failure to meet the requirements of Rule 4,10(b), the
priority claim is, for the purposes of procedure under the Treaty, considered not
to have been made, the recciving Office shall indicate that fact in the intema-
tional application by enclosing the box in the request Form which provides for
the information conceming the priority claim (or, where the priorities of several
earlier a:plications are claimed and not all those priority claims are considered
not to have been made, the relevant pari of the said box) within square brackets
and entering, in the margin, iic words "NOT TO BE CONSIDERED FOR PCT
PROCEDURE" or their equivalent “1the language of publication of the inter-
national application, and shali viuuify the applicant accordingly. If copies of the
intemational application have already been gent to the Intemational Bureau snd
the International Searching Authority, the receiving Office shall also notify that
Bureau and that Authority.

PCT Administrative Instructions Sectlon 314
Manner of Indicating and Notification of Correction of the
Priority Date or Cancellation of the Priority Clalm

(2) Where, in reply to an invitation issued by the receiving Office under
Rule 4.10(d), the applicant corrects the erroneously indicated filing date of any
earlier application, the receiving Office shall enter the corrected date in the
request, draw a line through the previously entered date while still leaving it
legible and enter, in the margin, the letters “RO."

(b) Where, under Rule 4.10(d), the receiving Office cancels the declara-
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tionmade under Article 8(1), that Office shall enclose the box in the request Form
which provides for the information conceming the priority claim (or, where the
priorities of several earlier applications are claimed and not all those priority
claims are cancelled, the relevant pari of the seid box) within square brackets and
enter, in the margin, the words"CANCELLED ON REQUEST OF APPLI-
CANT” or “CANCELLED EX OFFICIO BY RO," a5 the caze may be, or their
equivalent in the langusge of publication of the international application.

(c) The applicant and, if copies of the international application have already
been sent to the Intemnational Bureau and the Intemational Searching Authority,
that Burezu and that Authority shall be notified by the receiving Office of any
correction or cancellation effected under Rule 4.10(d) by the receiving Office.

PCT Administrative Instructions Section 402
Manner of Indicating and Notification ef Correction of the
Priority Date or Cancellation of the Priority Clalm

(2) Where, in reply toan invitation issued by the Intemational Bureau under
Rule 4.10(d), the applicant corrects the erroneously indicated filing date of any
earlier application, the Intemational Bureau shall enter the corrected date in the
request, draw & line through the previously entered date while still leaving it
legible and entez, in the margin, the words “INTERNATIONAL BUREAU",

(b) Where, under Rule 4.10(d), the International Bureau cancels the
declaration made under Aricle 8(1), that Bureau shall enclose the box in the
request form which provides for the information conceming the priority claim
(or, where the priorities of several earlier applications are claimed and not all
those priority claims are cancelled, the relevant part of the said box) within
square brackets and enter, in the margin, the words “CANCELLED ON RE-
QUEST OF APPLICANT"” or “CANCELLED EX OFFICIO BY THE INTER-
NATIONAL BUREAU,” as the case may be, or their equivalent in the language
of publication of the intemational application.

(c) The applicent, the receiving Office and the Intemational Searching
Authority shsll be notified by the International Buresu of any correction or
cancellation effected under Rule 4.10(d) by the Intemational Buresu.

(d) Any designated Office which has been notified under Rule 24.2(a) of
the receipt of the record copy shall be notified by the International Buresu of any
correction or cancellation effected under Rule 4.10(d) by the receiving Office or
the Intemational Bureau,

PCT Administrative Instructions Section 408
Priority Application Number

() If the application number of the earlier application referred to in Rule
4.10(c) (priority application number) is fumished within the prescribed time
limit, the Intemational Bureau shall enter the said number in the space provided
therefor in the request Form, unless already done by the receiving Office under
Section 319,

(b) If the priority application number is fumished afterthe expiration of the
prescribed time limit, the Intemational Bureau shall inform the applicant and the
designated Offices of the date on which the said number was furnished . It shall
indicate the said date in the intemational publication by including on the front
page of the pamphlet next to the priority application number the words “FUR-
NISHEDLATEON... (date),” end the equivalent of such words inthe language
in which the intemational application is published if that langusge is other than
English,

(c) If the priority application number has not been furnished at the time of
the completion of the technical preparations for intemational publication, the
Iniemational Bureau shall indicate that fact by including on the front page of the
pamphlet in the space provided for the priority application number the words
“NOT FURNISHED" and the equivalent of such words in the language in which
the intemational application is published if that language is other than English,

PCT Administrative Instructions Sectlon 409
Notlficatlon ¢! Priority Clalm Considered Not To Have Been
Made

Where the International Bureau notes that the receiving Office has failed
to notify the applicant ag provided in Section 302, it shall send a notification to
the same effect 1o the spplicant, the receiving Office and the Intemational
Searching Authority.

35 U.8.C. 365 Right of priority; beneflt of the {liing date of a
prior apphication,
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(#) In accordance with the conditions and requirements of section 119 of
this title, & nationsl application shall be entitled to the right of priority based on
a prior filed intemational epplication which designated at least one country
other than the United States,

() In accordance with the conditions and requirement of the first para-
graph of section 119 of this tide and the treaty and the Regulations, an
intemational application designating the United Siates shall be entitled to the
right of priority based on & prior foreign application, or a prior intemational
application designating at least one country other than the United States,

(c) In accordance with the conditions and requirements of section 120 of
this title, an intemational application designating the United States shall be
entitled to the benefit of the filing date of & prior national application or a prior
international applicatica designating the United States, and a national applica-
tion shall be entitled to the benefit of the filing date of a prior intemational
application designating the United States. If any claim for the benefit of an
earlier filing date is based on a prior international application which designated
but did not originate in the United States, the Commissioner may require the
filing in the Patent and Trademark Office of a certified copy of such application
together with a translation thereof into the English language, if it was filed in
another language.

Anapplicant who claims the priority of one or more earlier
national or international applications for the same invention
must indicate, in the Request at the time of filing the interna-
tional application, the country in or for which the application
was filed, the date on which it was filed, and its application
number. (PCT Article 8§ and PCT Rule 4.10) When the earlier
application is a regional or an international application, the
applicant must also indicate the national Office or intergovern-
mental organization with which it was filed. If the number
cannot be indicated in the Request at the time of filing of the
international application, it must be furnished to the Intemna-
tional Bureau at the latest by the expiration of sixteen months
from the priority date,

The applicant may withdraw any priority claim madeinthe
international application until the international publication of
the international application (PCT Rule 32%), If the signed
notice containing the withdrawal of any priority claim causes a
change in the priority date of the international application (for
the definition of “priority date,” see PCT Article 2(xi)), any
time limit which is computed from the original priority date and
which has not yet expired — for example, the time limit before
which processing in the national phase cannot start — is com-
puted from the priority date resulting from the said change.
Further details are provided in PCT Rule 32%,

The date of the filing of the priority application should be
given by indicating the number of the day by two digits, the
name of the month spelled out in full and the number of the year
in four digits, for example, 05 October 1978 (PCT Administra-
tive Instructions, Section 110). The name of the couniry of
filing should be either the official name or accepted short title
listed in Annex A of the PCT Administrative Instructions, 35
U.S.C. 365 provides for recognition of priority claims in
international applications.

Applicantisrequired tofile acertified copy of each priority
application, For particulars, sec > MPEP<§ 1828,

1820.07 Parent Application or Grant

PCT Rule 4.13 Identification of Parent Application or Parent
Grant

If the applicant wishes his international application to be treated, in any
designated State, as an spplication for & patent or centificate of addition,
inventor's centificate of addition, or utility centificate of addition, he shall
identify the parent application or the parent patent, parent inventos's cenificate,
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or perent uiility ecenificate to which the patent or certificaie of addition,
inventor's cenificate of addition, or wiility cenificate of addition, if granted,
reletes, For the purposes of this paragraph, Article 2(ii) shall not apply.
PCT Rule 4 .14 Continuation or Continuation-in-Part

If the spplicant withes his international application to be treated, in any
designated Siate, s 80 application for & continuation or a continuation-in-par
of an earlier epplication, he shell so indicate in the request and shall identify the
parent spplication involved.

BoxNo. V and the Supplemental Box should be used where
the applicant has an earlier application in a country designated
in the international application and where special title or treat-
ment of the international application is desired, For example, if
the applicant has a pending United States application, the
international application could contain additional subject mat-
ter and be treated as a continuation-in-part in the United Siates,
if the United States is designated in the international application
(PCTRule4.14). In thisexample, the entries to be placed in Box
No, V would be as follows: “United States of America; continu-
ation-in-part; and in the Supplemental Box, the entry “Continu-
ation of Box No. V, Parent application for U.S, designation:
United States of America, 20 May 1981, 222,222" should be
inserted,

1820.08 Earlfer International or International-
Type Search

PCT Ruie 4,11 Reference to Earlier Search

If an internsational or internationsl-type search has been requested on an
spplication under Asticle 15(5) or if the applicant wishes the Intemationel
Seasching Authority 1o base the intemationel search repost wholly or in part on
the results of @ esarch, other then en intematicnal or intemational-type search,
mads by the netional Office or intergovemmental organization which is the
Internetionsl Searching Authority competent for the intemetional application,
the request shell contain & reference 1o that fact, Such reference shall either
identify the application (or its transistion, as the case may be) in respect of which
the easlier search was mede by indicsting country, date end number, or the said
search by indiceting, where epplicable, date and number of the request for such
seasch.

The United States Patent and Trademark Office performs
an international-type search on all U.S. national applications
filed on and after June 1, 1978. No specific request by the
applicant is required and no number identifying the interna-
tional-type search is assigned by the Office, All carlicr U.S,
applications referred tc in Box No, VI and Box No. VII as well
as all U.S.applications referred (o in separaic transmitial Ietters
will be considered by the Office,

Box No. VII should be used to identify related international
applications and U.S, national applications,

1820.09 Different Applicants for Different
Designated States (R-5)

In any international application, different applicants may
be indicated for different designated states, This possibility is of
great practical importance gince, for the purposes of the United
States of America, the applicant must be the inventor, whereas,
for the purposes of the other countries currently members of the
Treaty, no such requirement exists (PCT Article 9(3), PCT
Rules 4.6(c) and 18.4 and 35 U.S.C. 373). Where there are
several applicants, at least one of them must qualily to file an
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international application for each designated State (PCT
Rules18.3, 18, 4(a) and (b)).

If it is desired that different applicants be indicated for
different designaied countrics, for example, in an application
designating the United States, Sweden and Switzerland, for the
purposes of the United States, the inventor must be the appli-
cant. If the invention has been assigned, the assignee may wish
to be the applicant for Sweden and Switzerland. If in this
example, “A” is the assignee and “B” is the inventor, “A” and
“B” must both be indicated as applicants, A as “Applicant oaly”
in Box No. Il and B as “applicant and inventor” in Box No, i}1.
The sub-boxes at the bottom of Box No. Il and I11 of the Request
are used to identify different applicants for different designated
countries, In Box No. III, “B” would be indicated as the
applicani for ihe United States of Americaand in Box No, II”A”
would be indicated as the applicant for Sweden and Switzerland
by checking the box labeled “all designated States except the
United States of America”, It should be noted that both “A” and
“B” must also sign the Request form or a power of attorney if the
Request is signed by an attorney or agent,

1820.10 Different Inventors for Different
Designated States

Where, because of the provisions of the national law in the
different designated States, it is necessary to indicate different
inventors for different designated States, such information
should be placed in the Supplemental Box as coniinning infor-
mation from Box I1, 1, or II and III as the case may be and be
labeled “Different Inventors for Different Designated States.”
(PCT Rule, 4.6(c)). Names of inventors should be indicated
family name first. The States should be named by official titles
or accepted short titles as listed in Annex A to the PCT Admini-
stration Instructions,

1820.11 Signature of Applicant [R-5)

PCT Rule 4.15 Signature
The request shall be signed by the applicant.

The request form of an international application must be
signed. The supplemental box may be used if Box No, VIII has
insufficient room for all signatures.

Each applicant must sign either the Request form or a
power of attorney appointing the ageni named in Box IV of the
Request, If the fatter, the attorney must sign the Request on
behalf of the applicant or applicants signing the separate power
of attorney. Each signature appearing in Box VIII should appear
over the typed name and title of the person signing,

For provisions conceming representation and for particue
larg regarding powers of attorney see > MPEP< §1808,

1820.12 Check List [R-2]

PCT Adminlstrative Instructions Section 313
Documents Filed with the Intornational Application; Manner of
Muarking the Necossary Annotatlons in the Check List

(s) Any power cf attorney and eny priority document filed with the
intemational epplication referred to in Rule 3.3(a)(il) shall accompany the
record copy; any other document referred to inthat Rule shall be sent only st the
specific request of the Internationa! Buresu, If any document referred to in Rule
3.3(u)(li) which is indicated in the check list as accompanying the interational
application is not, in fuct, filed at the latest by the time the record copy leaves
the receiving Office, that Office shall so note on the check list and the said
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indication shall be congidered as if it had not been made.

(b) Where, under Rule 3.3(b), the receiving Office itself fills in the check
list, that Office shall enter, in the margin, the words “FILLED IN BY RO," or
their equivalent in the language of publication of the intemetional application,
Where caly some of the indications are filled in by the receiving Office, the said
words and each indication filled in by that Office shall be identified by an
asterisk,

When calculating the list of pages, the Notes to the Request
and the fee calculation sheet, form PCT/RO /101 Annex, are not
counted, Any supplemental sheet used for continuing material,
however, is counted.

Items which accompany the international application
should be identified in this portion. If transmittal form PTO-
1382 is used, it should be referred to as “transmittal letter” under
item 7 in Box No. IX,

The figure of drawing which applicant considers to best
illustrate the invention should be identified in Box No, IX for
publication in the >PCT< Gazette and on the front page of the
pamphilet, The figure selection will be reviewed by the Interna-
tional Searching Authority, When the international application
contains only one figure which the applicant wishes to have
published, the word “sole” should be typed in the space.

The lower box following Box No. IX is to be filled in by the
Receiving Office only to indicate whether drawings are missing
upon filing, (PCT Administrative Instructions, Section 310(a).)

ASSIGNMENT DOCUMENT

An assignment document, or a copy thereof, may be filed
with the Intemational application, The Check List of the Request
form, Box No. IX, item 7, should be marked to indicate that an
asgignment document has accompanied the Intzinational appli-
cation on filing. (PCT Rule 3.3(a)(ii)) The ass’gnment document
will be transmitted with the Record Copy of the application to the
International Bureau.

It should be noted that U.S. Patent and Trademark Office
records assignments only for International applications in which
the United States is named asa designated Siate, (37 CFR 1.331).

The assignment instrument for an International application
mustinclude the indication that the application to whichit relates
isaninternational application designating the United States, The
assignment instrument and the prescribed fee for recording (37
CFR 1.21) may be filed together with the International applica-
tion. The Receiving Office will route the instrument and fee to
the appropriate organizations for recording,

1823 The Description [R-2]

PCT Article §
The Degeription
The description shell disclose the invention in a manner sufficlently clear
and complete for the invention 16 be earried out by & person skilled in the ant.

PCT Rule §
The Description
5.1 Manner of the Description

(&) The description shall first state the title of the invention as sppearing in
the request and shall:

(i) specify the technical field o which the invention relates;

(ii) indicate the background art which, &¢ far as known to the applicant, can
be regarded as useful for the understanding, searching and examination of the
invention, and preferably, cite the documents reflecting such er;

(iii) disclose the invention, as claimed, in such tenms that the technical
problem (even if not expressly stated as such) and its solution cen be understood,
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and state the advantageous effects, if eny, of the invention with referencetotiie
background art;

(iv) briefly describe the figures in the drawings, if any;

(v) eet forih at least the best mode contemplated by the applicant for
carrying out the invention claimed; this shell be done in terms of exemples,
where appropriate, and with reference to the drewings, if eny; where the
national law of the designated State doas not require the description of the best
mode but is satisfied with the description of eny mode (whether it is the best
contemplated ornot), failure to describe the best mode contemplated shell have
no effect in that State;

(vi) indicete explicitly, when it is not obvious from the description or
nature of the invention, the way in which theinvention is capable of exploitation
in industry end the way in which it can be made and used, or, if it can only be
uzed, the wey in which it cen be used; the term “industry” is to be understood
in iis broadest sense as in the Paris Convention for the Protection of Industrisl
Propenty.

(b) The manner and order specified in paragraph () shell be followed
except when, because of the nature of the invention, & different manner or &
different order would result in better understanding and & more economic
presentation.

(c) Subject to the provisions of peragraph (b), each of the pasts referred
1o in paragraph (a) shall preferably be preceded by an appropriate heading
as suggested in the Adminisivative Instructions,

37 CFR 1.435 The description.

(8) Requirements as tothe content and form of the descripiion are get forth
in PCT Rules 5,9, 10 and 11 and Administrative Instruction 204, and ehall be
adhered to.

(b) In intenationel applications designeting the United States the de-
scription must contain upon filing an indication of the best mode
contemplated by the inventor for carrying out the claimed invention,

PCT Adminlstrative Instructiony Section 204

Headings of the Perts of the Description

The headings refersed to Rule §,1(c) should be as follows:

(i) for matter referred 1o in Rule 5.1(a)(i), “Technical Field";

(ii) for masier referred to in Rule 5, 1(a)(ii), “Background An";

(i) for matter refer red to in Rule 5.1 (a)(iii), "Disclosure of Invention™:

(iv) for matter referred to in Rule 5.1(a)(iv), “Brief Description of
Drawings";

(v) for matter referred to in Rule 5.1 (a)(v), “Best Mode for Carrying Out
the Invention", or, where appropriate, “Mode(s) for Carrying Out the Inven-
ﬁ (m";

(vi) for matter referred to in Rule 5.1(a)(vi), “Industrial Applicability.”

The description must “disclose the invention in a manner
sufficiently clear and complete for the invention to be carried
out by a person skilled in the art” (PCT Article 5), PCT Rule §
contains detailed requirements as to the “manner and order” of
the description, which, generally, should congist of six paris
under the following headings: “Technical Ficld,” “Background
Art,” “Disclosure of Invention,” “Brief Description of Draw-
ings,” “Best Mode of Carrying Qut the Invention,”” Industrial
Applicability” (PCT Administrative Instruction Section 204.)
The description must begin with the title of the invention as
stated in Box No. I of the Request, (PCT Rule 5.) Every fifthline
of typing may be numbered along the left hand side to the right
of the margin, (PCT Rule 11,8), Both the line numbers and the
text should be between the left and right margins, The page
numbers must be placed at the top of the page but not in the top
margin, (PCT Rule 11,6 (¢).) If the United States of Americais
designated, the best mode contemplated by the inventor for
carrying out the invention must be included in the description
(37 CFR 1.435),
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1823.01 Reference to Deposited
Microorganism [R-2]
PCT Rule 13"

Microblologice! inventions
13%2.) Definition
For the purposes of this Rule, “reference to a deposited microorganism™
means particulars given in an international application with respect to the
deposit of & microorganism with a depositary institution or to the microorgan-
ism so deposited.
13%8.2 References (General)

Any reference to a deposited microorganism shall be made in accordance
withthis Rule and, if so made, shall be considered as satisfying the requirements
of the nationel law of each designated State .

13%8.3 References: Contents; Failure to Include Reference or Indication

() A reference to a deposited microorganism shall indicate,

(i) the name and address of the depositary institution with which the
deposit was made;

(ii) the date of deposit of the microorganism with that institution;

(iiii) the eccession number given 1o the deposit by that institution; and

(iv) any additional matter of which the Intemationzl Burcau has been
notified pursugnt to Rule 13%%.7(a)(1), provided that the requirement to indicate

that matter was published in the Gazette in accordance with Rule 13"8.7(c) at

least two months before the filing of the intemational application.

(b) Failure to include & reference to a deposited microorganism or failure
to include, in & reference to a deposited microorganism, an indication in
accordance with paregraph (e), shall have no consequence in any designated
State whose national law does niot require such reference or such indication in
& national spplication.

13%8.4 References: Tima of Furnishing Indications

If eny of the indications refesved to in Rule 13 ®2,3(a) is not included in

a referenceto s deposited microorganism in the intemational application as filed
but is furnished by the applicant to the International Bureau within 16 months
after the priority date, the indication shall be considered by any designated
Office 1o have been fumished in time unless its national law requires the
indicetion to be furnished et an earlicr time in the case of a national application
und the Intemational Bureau has been notified of such requirement pursuant to
Rule 13%8.7(a)(i ), provided that the Intemational Bureau has published such

requirement in the Gazelte in sccordance with Rule 13%9.7(c) at least wo

months before the filing of the international applicaiion. In the event that the
applicantmakes & request for early publication under Aniicle 21(2)(b), however,
any designaied Cifice may consider any indication noi furnished by the time
guch request is made as not having been fumished in time. Irrespective of
whether the applicable time limit under the proceeding sentences has been
observed, the Intemational Bureau shall notify the applicant and the designated
Offices of the date on which it has received any indication not included in the
interationsl spplicstion as filed. The Intemnational Buresu shall indicate that
date in the intemational publication of the intemational application if the
indication has been fumished 1o it before the completion of technical prepara-
uons for intemnationai publication.

13585 References and Indications for the Purposes of One or More Designated

States; Differens Deposits for Different Designated States; Deposits with De-
positary Instisutions Other Than Those Notified

(8) A reference to & deposited microorganism shall be considered 10 be
made for the pusposes of all designated States; unless it is exprassly made for
the purpotes of censin of the designated States only; the same applies to the
indications included in the reference.

(b) References to different deposits of the microorganism may be made
for different designated States,

(c) Any designated Office shell be entitled to disregard & deposit made
with & depositary institution other then one notified by it under Rule 13bis.7(b).
13¥8.6 Furnishing of Samples

(a) Where the intemational application contains a reference to a deposited
microorganism, the spplicent shall, upon the request of the International Search-
ing Authority or the Intemational Preliminary Examining Authority, authorize
and assure the furnishing of a sample of thet microorganism by the depositary
institution 1o the ssid Authority, provided that the said Authority has notified the
International Bureau that it may require the furnishing of samples and that such
samples will be used solely for the purposes of intemational search or interna-
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tional preliminary examination, as the case may be, and such notification has
been published in the Gazette.

(b) Pursuant 1o Articles 23 and 40, no furnishing of samples of the
deposited microorganism to which a reference is made in an intemational
application shall, except with the authorization of the applicant, take place
before the expiration of the applicable time limits after which national process-
ing may startunderthe said Articles. However, where the applicant performs the
acts referred to in Articles 22 or 39 after international publication but before the
expiration of the said time limits, the fumishing of samples of the deposited
microorganism may take place, once the said acts have been performed.
Notwithstanding the previous provision, the fumishing of samples from the
deposited microorganism may take place under the national law epplicable for
any designated Office as soon as, under that law, the intemmational publication
has the effects of the compulsory national publication of an unecxamined
national application.
13°8.7 National Requirements: Notification and Publication

(2) Any national Office may notify the International Burcau of any
requirement of the national law,

(i) that any matter specified in the notification, in addition to those referred
10 in Rule 13%2.3(s) (i), (ii) and (iii), is required to be included in reference to
a deposited microorganism in a national application;

(ii) that one or more of the indications referted 10 in Rule 134.3(a) are
required to be included in a national application as filed or are required to be
fumished at a time specified in the notification which is earlier than 16 months
after the priority date.

(b) Each national Office shell notify the Intemnational Bureau of the
depositary institutions with which the national Jaw permits deposits of micro-
organisms to be made for the purposes of patent procedure before that Office or,
if the national law does not provide for or permit such deposits, of that fact.

(c) The International Bureau shall prompuy publish in the Gazette re-
quirements notified to it under paragraph (a) and information notified to it under

paragraph (b).

PCT Administrative Instructionsg Section 209
Indications as to Deposited Microorganlsme on & Separate Shect

(&) To the extent that any indication with regpect to & deposited microor-
geniam. is not contained in the description, it may be given on a separate sheet.
Where any such indication is so given, it shall preferably be on the form provided
in Annex F as form PCT/RO/134 and, if fuenished at the time of filing, the said
form shall, subject to paragraph (b), preferably be zttached to the request and
referred to ir the Check List referred to in Rule 3.3(a)(i).

(b) For the purposes of the Japanese Patent Office, when Japan is desig-
nated, paragraph (a) applics only to the extent that the said form or sheet is
included as one of the sheets of the description of the intemational application
at the time of filing.

1824 The Claims [R-2]

PCT Article 6
The Clalms
The claim or claims shall define the matter for which protection is sought.
Claims shall be clear and concise. They shall be fully supported by the
description.

PCT Rule 6
The clalms
6.1 Number and Numbering of Claims
(a) The number of the claims shall be reagonable in consideration of the
nature of the invention claimed,
(b) If there are several claims, they shall be numbered consecutively in
arabic numerals,
(c) The method of numbering in the case of the amendment of claims shall
be govermed by the Administrative Instructions.
6.2 References to Other Parts of the International Application
(a) Claims shal! not, except where absolutely necessary, rely, in respect
of the technical feetures of the invention, on references to the description or
drawings. In particular, they shall not rely on such references as: “as described
in part ... of the description,” or “as illugtrated in figure . . . of the drawings,”
(b) Where the intemational application contains drawingg, the technical
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features mentioned in the claims shall preferably be followed by the reference
signs relating to such features. When used, the reference signs shall preferably
be placed between parentheses. If inclusion of reference signs does not particu-
larly facilitate quicker understanding of a claim, it should not be made. Reference
signs may be removed by a designated Office for the purposes of publication by
such Office.

6.3 Manner of Claiming

(a) The definition of the matter for which protection is sought shall be in
terms of the technical features of the invention.

(b) Whenever appropriste, claims shall contain:

(i) a statement indicating those technical features of the invention which
are necessary for the definition of the claimed subject matter but which, in
combination, are part of the prior art.

(ii) a characterizing portion - preceded by the words “characterized in that,”
“characterized by,” “wherein the improvement comprises,” or any other words
1o the same effect -stating concisely the technical [catures which, in combination
with the features stated under (i), it is desired to protect.

(c) Where the national law of the designated State does not require the
manner of claiming provided by paragraph (b), failure to use that manner of
claiming shall have no effect in that State provided the manner of claiming
actually used satisfics the national law of that State.

6.4 Dependent Claims

(a) Any claim which includes all the features of one or more other claims
(ctsim in dependent form, hereinafter referred to as “dependent claim™) shall
do so by e reference, if possible st the beginning, to the other claim or claims and
shall then state the additional feature claimed. Any dependent clam which refers
to more than one other claim (“multiple dependent claim™) shall refer to such
claims inthe altemative only. Multiple dependent claims shall not serve as a basis
for any other multiple dependent claim, Where the national law of the national
Office acting as Intemational Searching Authority does not allow multiple de-
pendent claims to be drafted in a manner different from that provided for in the
preceding two sentences, failure to use that manner of claiming may result in an
indication under Arniicle 17(2)(b) in the international search report. Failure to use
the said manner of claiming shall have no effect in & designated State if the
manner of claiming actually uscd satisfics the national law of that State.

(b) Any dependent claim shall be construed as including all the limitations
contained in the claim to which it refers or, if the dependent claim is & multiple
dependent claim, all the limitations contained in the particular claim in relation
to which it is considered.

(c) All dependent claims referring back to & single previous claim, and all
dependent claims referring back 1o several claims shall be grouped together to
the extent and in the most practical way possible.

6.5 Utility Models

Any designated State in which the grant of a utility model is sought on the
basis of an intemational application may, instead of Rules 6.1 to 6.4, apply in
respect of the matters regulated in those Rules the provisions of its national law
concering utility models once the processing of the intemational application
has staried in that State, provided that the applicant shall be allowed at least two
months from the expiration of the time limit applicable under Article 22 10 adapt
his application 1o the requirements of the said provisions of the national law,

>PCT Administrative Instructions Section 205
Numbering and Identification of Clalins Upon
Amendment

(8) Amendments tothe claims under Article 19 or Article 34(2)(b) may be
made cither by cancelling one or more entire claims, by adding one or more new
claims orby amending the text of one or more of the claims a5 filed, All the claims
appearing on a replacement sheet shall be numbered in arabic numerals, Where
a claim is cancelled, no renumbering of the other claims shall be required. In all
cases where claims are renumbered, they shall be renumbered congecutively.

(b) The epplicant shall, in the letter referred to in the sceond and third
sentences of Rule 46,5(a) orof Rule 66.8(2), indicate the differences between the
claima a¢ filed end the claims as emended. He shall, in particular, indicate in the
said letter, in connection with each claim appearing in the international applica-
tion (it being understood that identical indications conceming several claims
may be grouped), whether:

(i) the claim is unchanged;

(ii) the claim is cancelled;

(iii) the claim is new;

(iv) the claim replaces one or more claims as filed;

(v) the cleim is the result of the divigion of a claim as filed, <*#
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37 CFR 1.436 The clalms.

The requirements as to the content and format of claims are set forth in
PCT An. 6and PCT Rules 6,9, 10and 11 and shall be adhered to. The number
of the claims shall be reasonable, considering the nature of the invention
claimed.

The claim or claims must “define the matter for which
protection is sought. Claims shall be clear and concise. They
shall be fully supported by the description” (PCT Article 6).
PCT Rule 6 contains detailed requirements as tothe :umber and
numbering of claims, the extent to which any claiim may refer
to other parts of the international application, the manner of
claiming and dependent claims. As to the manner of claiming,
generally and wherever appropriate, the claims must consist of
two distinct parts, the statement of the prior art and the state-
ment of the features for which protection is sought (“the char-
acterizing portion”).

Multiple dependent claims are permitted in international
applications if they are in the alternative only and do not serve
as a basis for any other multiple dependent claim (PCT
Rule6.4(a),35U.S.C. 112). Theclaims, being an clement of the
application, should start on a new page (PCT Rule 11.4). Page
numbers and line numbers must not be placed in the margins
(PCT Rule 11.6(¢)).

The number of claims shall be reasonable, considering the
nature of the invention claimed (37 CFR 1.436).

1825 The Drawings [R-2]
PCT Article 7
The Drawings
(1) Subject 10 the provisions of paragreph (2)(ii), drawinge shall be
required when they are necessary for the understanding of the invention,
(2) Where, without being necessary for the understanding of the inven-
tion, the nature of the invention admits of illustration by drawings:
(i) the applicant may include such drawings in the international applica-
tion when filed.
(ii) any designated Office may require that the applicont file such
drawings with it within the prescribed time limit,

PCT Rule 7
The Drawings

7.1 Flow Sheets and Diagrums

Flow sheets and diagrams are considered drawings.
7.2 Time Limit

The time limit referred to in Anticle 7(2)(ii) shall be reasonable underthe
circumstances of the case and shall, inno case, be shorter than two months from
the date of the written invitation requiring the filing of drawings or additional
drawings under the said provision.

PCT Administrative Instructions Seetion 310
Procedure in the Case of Missing Drawings

(#) Where the intemational application refers 1o drawings which in fact
are not included in that application, the receiving Office shall make the
indication referred to in Rule 26.6(a) by an appropriate marking of the request
Form,

(b) Section 309(a) shall apply also in the case of drawings received by the
rectiving Office on a date later than the date on which sheets were first recsived
by that Office,

(c) The receiving Office shall, in the case of missing drawings received
within the time limit referred to in Rule 20.2(a)(ii):

(i) effect the required correction of the intemational filing date, or,
where no intemational filing date has yet been accorded, of the date of receipt
of the purported intemational application, and delete the indication made under
paragraph (a) above;

Rev. §, July 1987



1826

(ii) notify the spplicant of the correction effected under item (1) , sbove;

(ill) where transmittals under Aricls 12(1) have already besn mede,
noufy the Intemational Bureau and the Intemational Searching Authority of any
correction effected underitem (i), nbove, by transmitting a copy of the correcied
firat page of the request, end forward coples of the later submitied drawings to
the said Bureau and the sald Authority;

(iv) where transmittals under Article 12(1) have not yetbeen mede, sitach
& copy of the later submitied drawings o the record copy and the seesch copy.

(d) The recelving Office ehall, In the case of miesing drawings recelved
after the expiration of the time Umii referred to in Rule 20,2(e)(ill) :

(i) notify the applicant of the fect and of the date of receipt of the later
tubmitied drawings;

(ii) where transmittals under Ancls 12(1) have already been mede,
forward g copy of the later submitted drawings to the Intemationai Bureau with
the indication that such drawings and any reference 1o such drawings sre not to
be taken Into consideration for the purposes of intemational processing;

(iii) where transmittals under Article 12(1) have not yetbeen made, attach
& copy of the iater submitted drawinge 1o the record copy withthe Indication that
such drawings and eny reference to such drawings are ot to be taken into
consideration for the purposes of interational processing.

37 CFR 1,437 The drawings,

(2 ) Subject to parsgraph (b) of this section, when drawings are necessary
for the undersianding of the invention, or are mentioned in the dagcription, they
must be part of an intemational application as originally filed In the Unlied
States Receiving Office in order to maintain the intemational filing date during
the national stage (PCT An, 7).

(b) Drawings missing {rom the application upon filing will be accepied if
such drawings are reculved within 30 days of the date of first recelpt of the
incomplete papers. If the missing drawings are recelved within the 30-day
period, the Intemationsl {iling date shall be the data on which such drawings are
received. If such drawings are not timely received, all references 1o drawings In
the intemetional application shall be considered non-existent (PCT An. 14(2),
Administrative Instriction 310),

((c) The physicel requirements for drawings are ses forth in PCT Rule 11

and shall be adhered to,

Any international application must contain drawings
“when they are necessary for the understanding of the inven-
tion” (PCT Article 7(1), 37 CFR 1.437), However, even where,
without being necessary for the understanding of the invention,
the nature of the invention admits of illusteation by drawings,
the applicant may include such drawings and any designated
Office may require the applicant to file such drawings during the
national (or regional) phase. Flow sheets and diagrams are
considered drawings (PCT Rule 7.1). The drawing sheets must
be numbered in a scparate series either as 1/3 , 2/3, 5/3 w0
indicate one of three, two of three and three of three or 1,2, 3,
The drawings in an international application must be on A4 size
sheets of paper which must be flexible, strong, white, smooth,
non-shiny and durable (PCT Rules 11.3 and 11.5). The space
used for illustsation on cach sheet must not exceed 26.2 cm, by
17.0¢cm. (PCT Rule 11,6(¢)). One figure of the drawings should
be indicated in the Request Box No., IX for use on the front page
of the published application to accompany the abstract (PCT
Rules3.3(a)(iii) and 48.2(d)).

1826 The Abstract [R-2})
PCT Rule 6
The Abhstract
%.1 Contents and Form of the Abstract
() The abatrsci shall consiet of the following:

(1) & summary of the disclosure as contained In the description, the
cluims, end any drawings; the sumimary shall Indicate the echnical field to
which the invention pertaing and shall be drafied in s way which allows the cleer
understanding of the technlcal problem, the glst of the solution of that problem
through the invention, snd the principal use or uses of the invention;
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(it} where epplicabie, the chemical formula which, emong ali the formu-
las contalned In the Intemational application, best characierizes the invention.

(b) The sbstract shall be s concise es the disclosure permiis (preferably
50 to 150 worde If It Is English or when transiated into English).

(¢) The abstract shall not contaln statements on the alleged merits or velus
of the clalmed invention or on Itz speculative application,

(d) Bach min technical feature mentioned in the absteact and llustrated
by & drawing in the International application shall be followed by a reference
sign, placed between parentheses,

8.2 Flgwre

(8) If the applicant fails 10 make the indicstion referred to in Rule
3.3(u)(lii), or if the Interationsl Scarching Authority finds that a figure or
figures other than thet figure or those figures suggested by the applicant would,
among all the flgures of all the drawings, bener characterize the invention,
it shall, subject to paragraph (b), indicate the figure or figures which
should accompany the abstract when the latter is published by the Inter-
national Bureau. In such case, the abstract shall bs accompanied by the
figure or figures so indicated by the International Searching Authority,
Otherwise, the abstract shall, subject to paragraph (b), be sccompanied
by the figurs or figures suggened by the epplicent.

(b) If the Intemational Searching Authority finds that none of the figures
of the drawings (s useful for the understanding of the sbstract, it shall notify the
International Bureau accordingly, In such case, the ubstract, when published by
the Intemational Bureau, shall not be accompanled by any flgure of the drawings
even where the applicans has made s suggesiion under Rule 3.3(a)(lil).

8.3 Guiding Principles in Drafting

The sbstract shall be so drafted thet it can efficiently serve as 8 scanning
tool for purposen of searching in the particuler an, eepeclally by assleting the
sclentist, engineer or regearchor in formulating en opinion on whether there is
¢ need for consulting the intemational application itself,

37 CFK 1.438 Tho abstruct,

() Requirements as to the content und form of the abstract sre set forth in
PCT Rule 8, and shall be sdherad 10,

(b) Lack of an abstract upon filing of an intemational application will not
affect the granting of a flling date, However, fallure o fumish an abstract within
one month from the date of the notification by the Recsiving Office will result
in the Intemational application boing declared withdrawn,

The abstract must begin on a new sheet following the
claims (PCT Administrative Instruction Section 207), It musi
consist of @ summary of the disclosure as contained in the de-
scription, the claims and any drawings (PCT Anticle 3(3)).
Where applicable, it must also contain the most characteristic
chemical formula, The abstract must be as concise as the disclo-
sure permits (preferably 50 to 150 words in English), It must be
so drafted that it can efficiently serve as a scanning tool for the
purposes of searching in the particular art, These and other
requirements concerning the abstract are spelled out in detail in
PCT Rule 8 (37 CFR 1.438),

SUMMARY OF ABSTRACT REQUIREMENTS

Preferably 50-150 words, but not more that 250, Shouid
contain -
1. Indication of field of invention,
2. Clear indication of the technical problem.
3. Gist of invention’s solution of the problem,
4, Principal use or uses of the invention,
5. Reference numbers of the main technical features,
6. Where applicable, chemical formula which best charac-
terizes the invention,
Should not contain —
1. Superfluous language.
2. Legal phraseology such as “said” and “means.”
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3. Statements of alleged merit or speculative application.
4, Prohibited items as defined in PCT Rule 9.

1827 Fees [R-§]
PCT Rule 14
The Transmittal Fee

14.1 The Transmitial Fee

(8) Any receiving Office may require that the applicant pay & fee to it, for
its own benefit, for receiving the intemational application, transmitting copiesto
the Intemational Bureau and the competeni International Searching Authority,
and performing all the other tagks which it must perform in connection with the
international application in its capacity of receiving Office (“transmittal fee”),

(b) The amount and the due date of the transmittal fee, it any, shall be fixed
by the receiving Office.

PCT Rule 18
The Internatlonal Fee

15.1 Basic Fee and Designation Fee

Each intemational application shall be subject to the payment of a fee for
the benefit of the Intemational Bureau ("intemational fee”) 1o be collecied by the
recelving Office and consisting of,

(1) s “baslc fes,” and

(ii) ae many “ designation fecs™ as there are national patents and regional
patents sought by the applicant in the international application, except that,
where Asticle 44 applies in respect of a designation, only one designation fee
ghall be due,

15.2 Amounts

(a) The amounts of the basic fec and of the designation fee areas set out in
the Schedule of Fees.

(b) The amounts of the basic fee and of the designation fce shall be
established, for each receiving Office which, under Rule 15.3, prescribes the
payment of those fees in & currency or currencies other that Swiss currency, by
the Direcior Generasl after consultation with that Office and in the currency or
currencies prescribed by that Office (“prescribed currency”). The amounts in
eachprescribed currency shail be the equivalent, in round figures, of the amounts
in Swigs currency set out in the Schedule of Feee, They shall be published in the
Gazetie,

(c) Wherse the smounts of the fees set out in the Schedule of Fees are
changed, the corresponding amounts in the preseribed currencies shall be applied
from the same date as the amounts set out in the amended Schedule of Fees,

(d) Where the exchange rate between Swiss currency and any prescribed
cursency becomes different from the exchange rate last applied, the Director
General shal] establish new amounts in the prescribed currency according to
directives given by the Assembly, The newly established amounts shall become
applicable two months after the date of their publication in the Gazette, provided
that the interested Office and the Director General may agree on a date falling
during the said two-month period in which case the szid amounts shall become
applicable for that Office from that date.

15.3 Mode of Payment

The imtemational fee shall be payable in the currency or currencies
prescribed by the receiving Office, it being understood that, when transferred by
the seceiving Office to the Inemational Bureau, the amount transferred shall be
frecly conveniible into Swiss currency.

15.4 Time of Payment

(&) the basic fee shall be paid within one month from the date of receipt of
the intemationsl application,

{b) The designation foe shall be paid:

(i) where the international agplication does not contain & priority claim
under Asticle 8, within one year from the receipt of the intemational application,

(it) where the internationsl spplication conteing a priority claim under
Anicle 8, within one year from the priority date or within one month from the date
of recaipt of the international application If thet month expires efter the expira-
tion of oie year from the priority date.

(c) Where the besic fee or designation fee is paid later than the dute on
which the intemational application was received and where the amount of that
fee is in the currency in which it jg,payable, higher on the date of payment (“the
higher smount”) than it was on the date on which the international application
was received (“the lower amount™),

(i) the lower amount shall be due if the fee is paid within one month from
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the date of receipr of the intemationel application,

(ii) the higher amount shall be due if the fee is paid later than one month
from the date of receipt of the internationa) application.

(d)If, on February 3, 1984, paragraphe () and (b) are not compatible with
the national law applied by the receiving Office and as long as they continueto
be not compatible with that law, the basic fee shail be paid on the date of receipt
of the intemational application and the designation fee shall be paid within one
yeer from the priority date,

15.5 (Deleted)
15.6 Refund
(2 ) The international fee shall be refunded to the applicant if the deter-
mination under Asticle 1i(1) is negative.
{b) In o other case shall the intemational fee be refunded.

PCT Rule 16
The Search Fee
16.1 Righi io Ask for 6 Fee
(a) Each International Searching Authority may require that the
applicant pay a fee (“search fee”) for its own benefit for carrying out the inter-
national search and for performing all other tagks entrusted to International
Searching Authoritics by the Treaty and these Regulations.

(b) The search fee shall be collective by the receiving Office, The said fee
shall be payable in the currency or currencies prescribed by that Office (“the
receiving Office currency), it being understood that, if any receiving Office
currency is not that, or one of those, in which the Intemational Seatching
Authority has fixed the said fee (' “the fixed currency or currencies™), it shall,
whentransferred by the receiving Office to the Internetional Seerching Author-
ity, be freely convertible into the currency of the State in which the Intemational
Searching Authority has its headquarters (“the headquartere currency”). The
amount of the search fee in any receiving Office currency, oither than the fixed
corrency or currencies, shall be established by the Director General after
consultation with that Office, The amounts so established shall be the equiva-
lents, in round figures, of the amount established by the Intemational Searching
Authority inthe headquariers currency. They chell be published in the Gazette,

(c) Where the amount of the search fee in the headquarters currency is
changed, the corresponding amounts in the receiving Office currencies, other
than the fixed currency or cursencies, shall be applied from the same date as the
changed smount in the headquarnters currency,

(d) Where the exchange rete between the hesdquasters currency and any
receiving Office currency, otherthan the fixed currency or currencies, becomes
different from the exchange rate last applied, the Director General shall
establish the new amoun: in the geid receiving Office cusrency according to
directives given by the Assembly. The newly established amount shall become
applicable two months after its publication in the Gazette, provided that any
interested receiving Office and the Director General may sgree on e date falling
during the gaid two-month period in which case the seid amount shall become
applicable for that Office from that date,

(¢) Where, in respect of the payment of the sesrch fee in a receiving Office
currency, other than the fixed currency or currencies, the amount ectually
received by the Intemational Searching Authority in the headquariers currency
is less than that fixed by it, the difference will be paid 1o the Intemational
Searching Authority by the Intemational Bureau, whereas, if the amount
actually received is more, the difference will belong to the Intemational
Bureau,

() Astothetime of payment of the search fee, the provisions of Rule 15.4
relating to the basic fee shall apply.

16.2 Refurd

‘The search fes shall be refunded to the applicant if the determination

under Article 11(1) is nogative.
16. 3 Partial Refund

Whete the international spplication claims the priority of en easlier
intemational application which has been the subject of en intemationel search
by the same Intemational Searching Authority, that Authotity shall refund the
search fee pald in connection with the later intemational epplication to the
extent and under the conditions provided for in the egreement under Anicle
16(3)(b), if the international sserch report on the later internutional application
could wholly or panly be based on the results of the intemational search
effected on the carlier international application,
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PCT Rule 27
Lack of Payment of Fees
27.1 Fees (a)

For the purposes of Aricle 14(3)(a), “fees prescribed under Article
3(4)(iv)" means: the transmittal fee (Rule 14), the basic fee pan of the
interational fee (Rule 15.1(i)), and the search fee (Rule 16).

(b) For the purposes of Anicle 14(3)(a) and (b), “the fee prescribed under
Anicle 4(2)” means the designation fee part of the inlemational fee (Rule
15.1(ii)).

PCT Rule 96
The Schedule of Fees
96.1 Schedule of Fees Annexed to Regulations
The amounts of the fees referred to in Rules 15 and 57 shall be expressed
in Swiss currency . They shall be specified in the Schedule of Fees which is
annexcd to these Regulations and forms an integral part thereof.

SCHEDULE OF FEES
(EFFECTIVE JANUARY 1, 1986)
1. Basic Fee
(Rule 15. 2(a))
if the intemational
application contains not more
than 30 sheets 706 Swiss francs
if the intemational application contains
more than 30 sheets 706 Swiss francs plus
14 Swiss francs for each
sheet in excess of 30
sheets

2, Designation Fee:

(Rule 15.2 (a)) 171 Swiss francs per

designation for which the
fee is due, with a
maximum of 1,710 Swiss
francs, any such designa
tion in excess of 10 being
free of charge

3. Handling Fee:

(Rule 57.2(a)) 216 Swiss francs

4. Supplement to the Handling Fee:

(Rule 57.2(b)) 216 Swiss Francs

SURCHARGES
5. Surcharge for late payment:

(Rule 16*.2(a)) Minimum 268 Swiss

francs
Maximum: 674 Swiss
francs

Note that effective July 1, >1987<, the “prescribed cur-
rency” and amounts for filing in the United States Receiving
Office are in U.S. dollars as follows (PCT Rule 15.2(b)):

Basic Fee (application up to 30 sheets)............ >$485.00<

Fee for cach sheet in excess of 30 sheets.........> $10.00<

Designation Fee (per country or region up to ten>$120.00<

Designation Fee (for 11th and subsequent countrics or
ICLIONS) ceevervenans vesresatrasieinesransasese cevesennseennnaanensNO Charge

Applicants should check the most recent issue of the
Official Gazette for any changes in the amounts of the fees.

Fees Associated with International Applications. — There
are three kinds of fees which must be paid to the United States
Patent and Trademark Office in connection with the filing and
processing of international applications in the United States
Recciving Office:
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A wransmittal fee — for the benefit of the Receiving Office
forreceiving, processing, and transmitting copies of the interna-
tional applications (PCT Rule 14);

A scarch fee — for the benefit of the International Search-
ing Authority for carrying out the intemational scarch and
preparing an intemational search report (PCT Rule 16); and

An international fee which includes a basic fee portion and
a designation fee portion for cach State designated — for the
benefit of the International Burcau for performing the tasks
required of it under the PCT (PCT Rule 15).

When an international application is filed with the U.S.
Patent and Trademark Office as a Receiving Office, the trans-
mittal fee, the search fee, and the basic fee portion of the inter-
national fee are due upon filing of the application and may be
paid within one month thereafter (35 U.5.C. 361(d)). The
designation fee portion of the international fee must be paid
within one year of the priority date >or within one month of
filing, whichever is later<,

The amounts of the transmittal fee (PCT Rule 14,1) and the
search fee (PCT Rule 16.1) set forth in 37 CFR 1.445 are
intended to cover the costs of performing the required functions
in the U.S. Patent and Trademark Office and are as follows:

Transmittal fEC .covvrviverecrcernmecrniiiinisniasrees e $170.00

Secarch fee ...... >$520.00<*, or >$350.00<* if a corrc-
sponding U.S. national application has been filed.

The amount of the basic fee portion of the international fee
is >$485.00<* for an international application containing up to
thirty sheets, with an additional charge of $10.00 per sheet for
cach sheet in excess of thirty (PCT Rule 15.2(b)). Although all
designated States must be named at the time the international
application is filed, the payment of the designation fee portion
of the international fee need not be paid on filing but must be
paid to the Receiving Office, at the latest, within one year of the
priority date. The designation fee portion of the international fee
is> $120.00<* for each State or group of designated States for
which the same regional patent is sought (PCT Rule 15.2(b)). In
other words, only one * designation fee is due for all countries
for which European patent protection is desired, The maximum
amount due for designation fees is >$1,200.00<*, any designa-
tion in excess of 10 being free of charge.

Fees may be paid by check (37 CFR 1.23) or be charged
against a Patent and Trademark Office Deposit Account (37
CFR 1.25).

REFUND OF FEES

There is no provision in the PCT concerning the possibility
of asking for a refund of the transmittal fee. The search fee and
the international fee (both the basic fee and the designation fees)
will be refunded where the Receiving Office refuses to“accord”
an “international filing date” (PCT Rules 15.6 and16.2). Such
refusal will occur, generally speaking, where the international
application is defective in certain respects. Where a (later)
international application claims the priority of another (carlier)
U.S. national application which his been the subject of search
by the U.S. and the U.S. International Scarching Authority will
carry out the scarch on the later application, a reduced search fee
of >$350.00<* is sct in respect of the later application (37 CFR
1.445(a)(2)).

1800-36




1828

PATENT COOPERATION TREATY

FEE CALCULATION SHEET (FORM PCT/RO/101
ANNEX

This sheet is not counted as a part of the international
application for purposes of determining the amount of the Basic
International fee (PCT Rule 15.2(a)).

The instructions for use of this form are printed on the
reverse side of the form. When calculating fees, the latest issue
of the Official Gazette should be consulted to determine the
current level of the PCT fees.

1827.01 Advance for Unpaid Fees [R-2]

PCT Rule 16**
Advancing Fees by the Internationsl Burcau

16, 1 Guarantee by the International Bureau

(8) Where, by the time they are due under Rule 14,1(b), Rule 15.4 (a) and
Rule 16.1(f), the receiving Office finds that in respect of un intemational
application no fees were paid to it by the applicant, or that the amount paid to it
by the applicant is less than what is necessary 1o cover the transmittal fee, the
bhasic fee and the search fee, the receiving Office shall charge the amount required
1o cover those fees, or the missing part thereof, to the Intemnational Bureau and
shail consider the said amount as if it had been paid by the applicant at the due
time,

(b) Where, by the time they are due under Rule 15.4(b), the receiving
Office finds that in respect of an international application the payment made by
the applicant is insufficient to cover the designation fees necessary to cover all
the designations, the receiving Office shall charge the amount required to cover
those fees to the International Burean and shall consider that amouni as if it has
been paid by the application at the due time,

(c) The International Bureau shall transfer from time w time to each
receiving Office an amount which is expected 10 be necessary for covering any
charges that the receiving Office has to make under parsgraphs () and (b). The
amount and the time of such transfers ghall be determined by each receiving
Office according to its own wish. The charging of any amount under paragraphs
(a)and (b) shall not require any advance notice o, or any agreement by, the Inter-
national Burezu.

16%.2 Obligations of the Applicant, Etc.

(8) The Interational Bureau shall promptly notify the applicant of any
amount by which it was charged under Rule 16".1(2) and(b) and shall invite him
10 pay to it, within one month from the date of the notification, the said amount
augmented by a surcharge of 50%, provided that the surcharge will not be less,
and will not be more, than the amounts indicated in the Schedule of Fees, The
notificaiion may refer 1o the charges made both under Rule 16%.1(2) and (b) or,
at the discretion of the International Burcau, there may be two separate notifica-
tions, one refesring to charges made under Rule 16%.1(a), the other referring 10
charges made under Rule 16*.1(b).

(b) If the applicant failg to pay, within the said time limit, to the Inicma-
tional Bureau the amount clsimed, or pays less than what is needed Lo cover the
ransmiual fee, the basic fee, the search fee, one designation fee and the
surcharge, the Intemnational Bureau shall notify the receiving Office accordingly
and the receiving Office shall declere the International application withdrawn
under Anticle 14(3)(a) and the receiving Office and the Intemational Bureau shali
proceed as provided in Rule 29.

(c) If the epplicant pays, within the said time limit, to the Intemational
BBureau an amount which is more than what is needed 10 cover the fees and
surcharges refesred to in paragraph () but legs than what is needed 1o cover all
the designations maintained, the Intemational Bureau shall notify the receiving
Office sccordingly and the receiving Office shall apply the emount paid in excess
of what is needed 10 cover the fees and surcharge referred to in paragraph (b) in
an order which shall be established as follows:

(i) where the epplicant indicates to which designation or designations the
amount istobe applied, it shall be applied accordingly but, if the amount received
is insufficient 1o cover the designations indicated, it shall be applied 10 as many
designations as are covered by itinthe order chosen by the applicant in indicating
the designations;

(ii) to the extent that the applicant has not given the indications under item
(i), the amount or the balance thereof shall be applied to the designations in the
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order in which they appear in the intemational application;

(iii) where the designation of & Siate is for the purposes of & regional
patent and provided that the required designation fee is, under the preceding
provisions, available for that designation, the designation of any funther States
for which the same regional patent is sought shall be considered as covered by
that fee.

The receiving Office shall declare any designation not covered by the
amount paid withdrawn under Article 14(3)(b) and the receiving Office and the
Intemnational Bureau shall proceed as provided in Rule 29,

Rule 16" was added to provide greater security to the
applicant and his proiessional representative in the case of a
mistake (as to the prescribed amount) or delay (beyond the
prescribed time limit) in the payment of fees to the Receiving
Office (iransmittal fec, seasch fee, basic fee and designation
fees). The system introduced by the Rule guarantees that any
such mistake or delay will not result in a loss of rights without
the International Burcau of WIPO first having issued an invita-
tion to the applicant to pay any amount that was missing when
the time for payment expired. Payment pursuant to such a: in-
vitation will be subject to a surcharge which in general will be
equal to 50% of the missing amount but which will have an
upper limit of 674 Swiss francs and a lower limit of 268 Swiss
francs, Any payment made in conformity with such an invita-
tion will beregarded as if it had been made within the prescribed
— but, in fact, missed —time limit.

The new system operated in the following fashion,
Where the receiving Office finds the amount paid to be insuf-
ficientto coverall fees due, the Receiving Cffice will chargethe
International Burcau with the amount due. The International
Burcau will then notify the applicant of the amount it has
advanced and will invite the applicant to pay the International
Burcau the amount advanced together with a 50% surcharge,
provided that the surcharge can not be less than 268 Swiss
francsormorethan 674 Swiss francs (see the Schedule of Fees.)
If the applicant does not timely pay the required amount to the
International Bureau, the International Burcau will notify the
Receiving Office which will then declare the international
application or certain designations withdrawn,

If applicant decides not to pay certain designation fees,
itis requested that a letter be sent to the Receiving Office spe-
cifically withdrawing such designations. If no such withdrawal
letterisreceived and some designations remain unpaid one year
after the priority date, the procedure under PCT Rule 16" will
be used,

1828 Priority Document [R-§]
PCT Rule 17
The Priority Document
17,1 Obligation to Submit Copy of Earlier National Application

(a) Where the priority of an earlicr national application is claimed under
Article 8 intheinternational application, a copy of the seid national spplication,
centified by the authority with which it was filed (“the priority document™),
shall, unless already filed with the receiving Offics, together with the intema-
tional application, be submitted by the applicant 1o the Intemational Bureau or
to the receiving Office not lnter than 16 monthe after the priority date or, in the
cage refesred 1o in Article 23(2), not later than at the time the processing or
examination is requested.

(b) Where the priority document is issued by the receiving Office, the
applicant may, instead of subminting the priority document, request the receiv-
ing Office to tranemit the priority document to the International Bureau, Such
request shall be made not later that the expiration of the applicable time limis
referred to under paragraph (a) and may be subjected by the receiving Office
to the payment of a fee,
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(c) If the requirements of neither of the two preceding paragraphs ere
complied with, any designated State may disregard the priority claim.
17.2 Availability of Copies

(8) The Intemational Bureau shall, atthe gpecific request of the designated
Office, promptly but not before the expiration of the time limit fixed in Rule
17.1(s}, furnish & copy of the priority document to that Office. No such Offics
shall ask the applicant himself to furish it with a copy, except where it requires
the fumishing of & copy of the priority document together with & centified
translation thereof, The applicant shall not be required to fumish a centified
translation to the designated Office before the expiration of the applicsble time
limit under Article 22,

(b) The Intemnational Bureau shall not make copies of the priority docu-
ment svailable to the public prior to the international publication of the interne-
tional application.

(c) Pardgraph (a) and (b) shall apply also to any eatlier imemationd
application whose priority is claimed in the subsequent international applica-
tion,

PCT Administratlve Instructions Section 411
Recelipt of Priority Document

>(g) Subject 1o paragraph (b), the Internationsl Buresu shell record the
dme on which the priority document has been received by it end shall notify the
applicant and the designated Offices sccordingly.

(b) Where the priosity document has been received by the Internagionel
Bureau from the receiving Office after the expiration of 16 months from the
priority date, the date of receipt by the receiving Office of the priority desument
orthedate of 8 request under Bule 17.1{b), asthe case may be, shell be recorded
as the date of receipt of the priority document,

(c} Where the date of receipt of the priority document is 1ater than the date
of expiration of the time limit refesred to in Rule 17.1(s), the Intemational
Bureau shall notify the applicant and the designated Offices accordingly.

(d) Where, within the time limit referred to in Rule17.1(a), the Intema-
tional Bureau hus not received the priority document and the receiving Office
has received neither the priority document nor & request (together with any
required fee) to transmit the priority docusnent, the International Bureau shal
notify she applicant and the designated Offices accordingly.<

37 CFR 1.451 The priority clalm and priority document in an
international application,

{a) The claim for priosity must be made on the Request (PCT Rule 4.10)
in amanner complying with Sections 110and 201 of the Administrative Instruc-
ticns,

(b) Whenever the priority of an earlier United States national application
is claimed in an internationel application, the applicant may request in a leuer
of tranemittel eccompanying the interationel application upon filing with the
United Siates Receiving Office, or in a separate letter filed in the Receiving
Office not Jster than 16 months afier the priority date, that the Paten: and Trade-
mask Office prepare a certified copy of the national application for transmittel
to the Intemational Buseau (PCT Arnucle 8 and PCT Rule 17), The fee for
preparing & certified copy is stated in §1.19(a)(3) and (5)(1).

() If & centified copy of the priority document is not submitted together
with the intemational application on filing,or, if the priority application was
filed in the United States and & request and appropriate payment for preparation
of such a cenified copy donot sccompany the intemational epplication on filing
or are not filed within 16 months of the priority dute, the cenificd copy of the
priority document must be furnished by the applicant to the Intemational Buresu
or1o the United States Receiving Office within the time limit specified in PCT
Rule17.1(a).

Under the PCT procedure, the applicant may file the certi-
fied copy of the eartier filed national application together with
the intcrnational application in the Receiving Office for trang-
mittal with the Record Copy, or alternatively the cestified copy
may be submitted by the applicant to the Intemational Bureau or
the Receiving Office not later than 16 months after the priority
date or, if the applicant hag requested early processing in any
Designated Office, not later than the time such processing or
examination is requested, The Intemational Bureau will nor-
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mally furnish copies of the certified copy to the various Desig-
nated Offices so that the applicant will not normally be required
to submit certified copies to each designated Office.

Under 37 CFR 1.451, applicant may request, on filing the
international application, that the United States Receiving Of-
fice prepare and transmit a certified copy of a U.S. national
application, the priority of which is claimed, to the International
Bureau, The United Siates Receiving Office will prepare and
transmit the certified copy provided that the fees for copying and
certification are paid. See > MPEP<§1830, item (1),

Applicants may also request the Unites States Receiving
Office to prepare and transmit o the International Bureau a
certified copy of a priority application filed in the U.S, by
checking Box No. VI of the Request form and by paying or
authorizing the payment of the fee therefor. The fee Calculation
Sheet annexed 10 the Request form has a check box for author-
izing charges for preparation of certified copies of priority
applications to a Deposit Account. The fee for a certified copy
of a priority application is set forth in 37 CFR 1.19(a)(3) and

(b)(1).

1830 PCT International Application
Transmittal Letter [R-5]

A PCT international application transmittal letter, form
PTO-1382, isavailable frec of charge for applicants to use when
filing PCT international applications with the United States
Receiving Office, The form is intended to simplify the filing of
PCT international applications by providing a one-page letter
which covers the most common requests and concerns of appli-
cants, Specifically covered are:

(1) Requests under 37 CFR 1.451 for preparation and
transmittal to the International Bureau of certified copies of the
U.S. national applications, the priority of which is claimed in
international application;

(2) Choice of Searching Authority to conduct the Interna-
tional search. Currently, applicants may choose either the U.S.
Patent and Trademark Office or the European Patent Office as
the Searching Authority.

(3) Authorizations for any required additional * feeg re-
quested by the United States Intemational Searching >or Inter-
national Preliminary Examining< Authority to be charged to a
Deposit Account subject to oral confirmation of the authoriza-
tion. It should be noted that if the European Patent Office is
chosenasthe >International< Searching >or Preliminary Exam-
ing< Authority, any supplemental search fees requested by that
office are payable directly to the European Patent Office.

(4) Indications of information concerning differences in
disclosure, if any, between the international application and
related applications to assist in determining any foreign trang-
mittal licensing requirements as well as for other purposes; and

(5) Requests for foreign transmittal license.

1832 License Request for Foreign Filing
Under the PCT [R-2)

A license for foreign filing is not required to file an inter-
national application in the United States Receiving Office but
may be required before the applicant or the U.S. Receiving
Office can forward a copy of the international application to &
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foreign patent office, the International Bureau or other foreign
authority (35 U.S.C. 368,37 CFR §5.1and 5.11), A foreign filing
license to permit transmiltal to a foreign office or international
authority is not required if the international application does not
disclose subject matter in addition to that disclosed in a prior
U.S. national application filed more than six months prior to the
filing of the international application (37 CFR  5.11(a)(2)). In
all other instances, the applicant should petition for a license for
foreign filing (transmittal) (37 CFRS.12) and if appropriate,
identify any additional subject matter in the international appli-
cation which was not in the earlier U.S. national application (37
CFR 5.14 (c)). This request and disclosure information may be
supplicd on the PCT international application transmittal letter,
form PTO-1382,

If no petition or request for a foreign filing license is
included in the international application, and it is clear that a
license is required because of the designation of foreign coun-
iries and the time at which the Record Copy must be transmitted,
it is current Office practice to construe the filing of such an
international application to include arequest for a foreign filing
license, If the license can be granted it will be issued without
further correspondence. If no license can be issued, or further
information is required, applicant will be contacted, The auto-
matic request for a foreign filing license does not apply to the
filing of a foreign application outside the PCT,

EFFECT OF SECRECY ORDER

If a secrecy order is applied to an international application,
the application will not be forwarded to the International Burcau
as long as the secrecy order remains in effect (PCT Article 27(8)
and 35 U.S.C. 368). If the secrecy order remains in effect, the
international application will be declared withdrawn (aban-
doned) because the Record Copy of the international application
was not received in time by the International Bureau (37 CFR
5.3(d), PCT Article 12(3) , and PCT Rule 22.3). I is, however,
possible to save the U.S. filing date, if the United States of
America has been designated, by fulfilling the requirements of
35U.8.C. 371(c).

1840 International Stage Time Limits [R-5]

PCT Artlicle 47
Thme Limbts

(1) The details for computing time limits referred 1o in this Treaty are
govemed by the Regulations,

(2)(a) All time limits fixed in Chapters I and I1 of this Tresty may, outside
any tevision under Anicle 60, be modified by & decision of the Contracting
States,

(b) Such decisions shall be made in the Assembly or through voting by
comrespondence and must be unanimous,

(c) The details of the procedure are govemed by the Regulations.

PCT Artlcie 48
Delay in Meoting Certaln Time Limits
(1) Where any time limit fixed in this Treaty or the Regulations is not met
because of interruption in the mail service or unavoidable loss or delay in the
mail, the time limit shal! be deemed to be met in the cases and subject tothe proof
and othrar conditions preacribed in the Regulations,
(2)(a) Any Contracting Siate shall, as far as that State is concemed, excuse,
for reagons admitted under its national law, any delay in meeting any time limit,
(b) Any Contracting State may, as far ag that State is concemed, excuse,
for reagons other than those seferred to in subparagraph (a), any delay inmeeting
any time limit,
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PCT Rule 79
Calender

79.1 Expressing dates

Applicants, national Offices, receiving Offices, Intemational Searching
and Preliminary Examining Authorities, and the International Bureay, shall, for
the purposes of the Treaty and the Regulations, express any date in terms of the
Christian ers and the Gregorian celendar, or, if they use other erag and
calendars, they shell also express any date in terms of the Christian era and the
Gregorian calendar.

PCT Rule 80
Computation of Time Llmite
80.1 Periods Expressed in Years

When & period is expressed ag one year or a certain number of years,
computation shall start on the day following the day on which the relevant event
occurred, and the period shell exgpire in the relevant subsequent year in the
month having the same name and on the day having the ssme number as the
month and the day on which the said event accurred, provided that if the
relevant subsequent month has no day with the gaiie number the period shall
expire on the last day of that month,

80.2 Periods Expressed in Months

When a period is expressed as one month or a certain number of months,
computation shall stari on the day following the day on which the relevant event
occurred, and the period shall expise in the relevant subzequent month on the
day which has the same number as the day on which the seid event occusred,
provided thet if the relevant subsequent month has no day with the seme number
the period ghall expire on the last day of that month.

80.3 Periody Expressed in Days

When a period is expressed as a certain number of days, computation shall
stert onthe day following the day on which the relevant event occurred, and the
period shall expire on the day on which the last day of the count has been
reached,

80.4 Local dates

(&) The dete which is taken into consideration as the starting date of the
computation of any period shall be the date which prevails in the locality at the
time when the relevant event oceurred,

(b) The date on which any period expires shall be the date which prevails
in the locality in which the required document must be filed or the required fee
must be paid,

80.5 Expiration on a Non-Working Day

If the expiration of any period during which any document or fee must
reach & national Offics or intergovernmental orgenization falls on & day on
which such Office or orgenization is not open to tho gublic for the purposes of
the transaction of officiel business, or on which ordinary mail is not delivered
in the locelity in which such Office or orgenization is situated, the period shall
expire on thu next subsequent day on which neither if the said two circum-
stances exists,
80.6 Date of Docurmants

(e) Where a period staris on the day of the date of & document or letter
emanating from & national Offics or intergovernmental organization, any
interested party may prove that the said document or letter was mailed on a day
later than the date it boars, in which case the date of actual mailing shall, for the
purposes of computing the period, be considered 10 be the date on which the
period starts, Irrespactive of the date on which such & document or letter was
mailed, if the applicunt offers to the nationel Office or intergovemnmmental
organization evidence which sutisfies the nationaf Office or intergovernmental
organization that the document or letter was received miore than seven days
after the date it besrs, the national Office or intergovernmental organization
ahall treat the period starting from the date of the document or Ietter as expiring
later by an additional number of days which is equal to the number of days
which the document or letter was received later than seven days afier the date
it beara**

80.7 End of working day

(a) A period expiring on & given day shall expire ut the moment the
national Office or intergovemmental organization with which the document
must be filed or to which the fee must be paid closes for business on that day.

(b) Any Offics or organization may depari from the provisions of para-
graph (a) up 10 midnight on the relevant day.

(¢) The Intemational Bureau shall be open for business until 6 p.m.
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PCT Rule 82
Ieregularities in the Mall Service
82.1 Delay or Laoss in Mail

(8) Any interested party may offer evidence that he has mailed the
document or letter five days prior to the expiration of the time limit. Except in
casen where surface mail normally arrives at its destinstion within two daye of
mailing, or where no sirmail service is available, such evidence may be offered
only if the mailing was by airmail. In any case, evidence may be offered only if
the mailing was by mail registered by the postal authoritics.

(b) If such mailing is proven to the satisfaction of the national Office or
intergovernmental organization which is the addressee, delay in arrivel shall be
excused, or, if the document or letter is lost in the mail, substitution forit of &
new copy shall be permitted, provided that the interested pariy proves to the
satisfaction of the said Office or organization that the document or letter offered
in substitution is identical with the document or letter lost,

(¢} Inthe cases provided for in paragraph (b) , evidence of meiling within
the prescribed time limit, and, where the docomentor letter was lost, the
substitute document or letier as well as the evidence concerning ite identity with
the document or leuter lost, shall be submitted within one month after the date
on which the interested party noticed ~- or with due diligence should have
noticed —- the delay or the logs, and in no case later than six months after the
expiration of the time limit applicable in the given case.

82.2 Interruption in the Mail Service

(a) Any interested party may offer evidence that on any of the 10 dsys
preceding the day of expiration of the time limit the postal service was inter-
rupted on account of war, revolution, civil disorder, strike, natural calamity, or
other like reagon, in the locality where the interested party resides or has his
place of busir:ess or is staying.

(b) If such circumstances are proved to the satisfaction of the national
Office or imergovermental organization which is the addressee, delay in
arrival shall be excused, provided that the interested party proves 1o the
satisfaction of the said Office or organization that he effected the mailing within
five days after the mail service was resumed. The provisions of Rule §2.1(c)
shall apply mutatis mutandis.,

PCT Adminlstratlve [nstractions Seetlon §10
Dates

Any date in the intcmationsl application, or used In uny correspondence
emanating from Intemational Authorities relating to she intemetional applica-
tion, shall be indicated by the Arabic number of the day, by the name of the
month, and by the Arabic number of the year. The receiving Office, where the
applicant has not done g0, or the Intemationsl Bureau, where the applicant has
not done 20 and the receiving Office fails Lo do so, shall, after or below any date
indicated by the applicant in the request, repeat the date, in parenthesis, by
indicating it by two-digit Arabic numerals each for the number of the day, for
the number of the month and for the last two numbers of the year, in that order
and with a period afier the digit pairs of the day and of the month (for example,
*30 March 1978 (30.03.78)").

35 U.S.C. 364. International stage: Procedure,

() International applications shall be processed by the Patent and Trade-
mark Office when acting a¢ a Receiving Office,” Intemational Searching
Authority, or >Intemational Preliminary Examining Authority< ¥ in accor-
dance withthe applicable provisions of the ireaty, the Regulations, and this title.

(b) An applicant's failure to act withln prescribed time limits in connection
with requirements pertaining 10 & pending international epplication may be
escused upon a showing sstisfactory tothe Commissioner of unavoidable delay,
10 the extent not precluded by the treaty and the Regulations, and provided the
conditions imposed by the treaty and the Regulations regarding the excuse of
such failure 1o act rre complied with.

37 CFR 1.465 Tlming of applicatlon processing based on the
priority date.
(2) For the purpose of computing time limits under the Treaty, the priority
date shall be defined as in PCT Art, 2(xi).
(b) When & claimed priority date is cancelled under PCT Rule 4,10(d),
or considered not to have been made under PCT Rule 4, 10(b), the priority date
for the purposes of computing time limits will be the date of the earlicst valid
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remaining priority claim of the intemational application, or if none, the inteina-
tional filing date,

(c) When corrections under PCT Ant. 11(2), Ann 1 :(2) or PCT Rule
20.2(a) (i) or (iii) are timely submitled, and the date of receiptof such corrections
falls later than one year from the claimed priority date or dates, the Receiving
Office shall proceed under PCT Rule 4.10(d).

37 CFR 1.468 Delays in meeting time limlta.

Delays in mecting time Jimits during international processing of interna-
tional applications may only be excused as provided in PCT Rule 82, For delays
in meeting time limits in & national application, see §1.137.

1845 Receiving Office Procedure [R-§]

PCT Article 10
The Recelving Office
The intemational application shall be filed with the prescribed receiving
Office, which will check and process it as provided in this Treaty and the
Regulations.

PCT Rule 20
Recelpt of the Internatlonal Application
20.1 Date and Number

(2) Upon receipt of papers purporting 1o be an international application,
the receiving Office shall indelibly mark the date of actual receipt in the space
previded for that purpose in the requent form of each copy received and one of
the numbers assigned by the Intemations: Bureau to that Office on each sheet
of each copy received,

(b) The place on each sheet where the date or number ghall be marked, end
other details, shall be specified in the Administrative Instructions.

20.2 Receipt on Different Days

() In cases where all the sheets pertaining to the same purporied intema-
tional application are not received on the same day by the receiving Office, that
Office shell correct the dete marked on the request (still leaving legible,
however, the earlier date or dates already marked) g0 that it indicstes the day on
which the papers completing the international application were received,
provided that:

(i) where no invitation under Article 11(2)(a) to correct was gent to the
applicent, the said papers are received within 30 days from the date on which
sheets ware first received;

(i) where an invitation under Article 11(2)(a) to correct was sent to the
applicant, the said papers are received within the applicable time limit under
Rule 20.6;

(iii) in the cage of Article 14(2), the missing drawings are received within
30 days from the date on which the incomplete papers were filed;

(iv) the absence or later receipt of any shect containing the abstract or nart
thereof shall not, in itself, require any correction of the date marked on the
request.

(b) Any sheet received on a date later than the date on which sheets were
first received shall be marked by the receiving Office with the date on which it
was received,

20.3 Corrected International Application

Inthe casereferred toin Article 11(2)(b), the receiving Office shall correct
the date marked on the request (atill loaving legible, however, the earlier date or
dates already marked) so that it indicates th= Juy on which the last required
correction was received,

20.3* Manner of Carrying Qut Corrections

The Administrative Instructions prescribe the menner in which correc-
tlona roquired under Aricle 11(2)(a) shall be presented by the applicant and the
manner in which they shall be entered in the file of the intemational application.
20.4 Datermination under Article 11(1)

(a) Promptly afier receipt of the papers purporiing o be an intemational
application, the recelving Office shall determine whether the papers comply
with the requirements of Anicle 11(1).

(b) Forthe purposes of Article 11(1)(1ii)(e), it shall be sufficientto indicate
the name of the applicant in & way which allows his identity 1o be esiablished
even if the name is migspelled, the given names are not fully indicated, or, inthe
case of legal entities, the indication of the name is abbreviated or incomplete.
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20.5 Positive Determination

(2) If the determination under Anticle 1 1(1) is positive, the receiving Office
shall stamp in the space provided for that purpose in the request form the name
of the receiving Office and the words “PCT Intemationsl Application,” or
“Demande internationale PCT.” If the official language of the receiving Office
is neither English nor French, the words “Intemational Application” or“De-
mande intemationale’ may be accompanied by atranslation of these words in the
official language of the receiving Office.

(b) The copy whose request sheet has been so stamped shall be the record
copy of the international application,

(c) The receiving Office shall promply notify the applicant of the interna-
tional application number and the international filing date. At the same time, it
shall send to the Intemnationsl Bureau & copy of the notification sent to the
applicant, except where it has already sent, or is sending at the same time, the
record copy to the International Bureau under Rule 22.1(a).

20.6 Invitation to Correct

(8) The invitation to correct under Anticle 11(2) sheall specify the require-
ment provided for under Anticle 11(1) which, in the opinion of the receiving
Office, has not been fulfilled.

(b) The receiving Office shall promptly mail the invitation to the epplicant
and shall fix & time limit, reasonable under the circumstances of the case, for
filing the correction. The time limit shall not be less than 10 days, end shel] not
exceed one month, from the date of the invitation, If such time limit expires after
the expiration of one year from the filing date of any application whose priority
is claimed, the receiving Office may call this circumstance to the attention of the
applicant.

20.7 Negative Determination

If the receiving Office does not, within the prescribed time limit, receive
sreplyto its invitation to correct, or if the correction offered by the applicant still
does not fulfill the requirements provided for under Article 11(1), it shall:

(i) prompily notify the applicant that his epplication is not and will not
be treated g8 an intemational application and shsl] indicate the reasons therefor,

(ii) notify tiie Intemations] Bureau that the number it has marked on the
papers will not be used as an intemational epplication number,

(iii) keep the papers constituting the purponied intemnational application
and any correspendence relating thereto as provided in Rule 93.1, and

(iv) send & copy of the seid pepers to the Intemational Bureau where,
pursuant to @ request by the applicent under Anicle 25(1), the Intemational
Bureau neecs such & copy and specially asks for it
20.8 Error by the Recelving Office

1f the receiving Office later discovers, or on the basis of the spplicent's
reply realizes, that it has erred in igsuing en invitation to correct since the
requirements provided for under Anicle 11(1) were fuifilled when the papers
were received, it shall proceed as provided in Rule 20.5.

20. 9 Certified Copy for the Applicant

Against payment of a fee, the receiving Office shall furnish tothe applicant,
on request, cenificd copies of the international application as filed and of any
corrections thereto.

PCT Rule 26
Checking by, and Correcting before, the Recelving Office of
Certsain Elements of the Inteincticnal Application
26.1 Time Limit for Check

(a) The receiving Office shall issue the invitation to correct provided forin
Article 14(1)(b) as soon as possible, preferably within one month from the
receipt of the international application,

(b) If the receiving Office issues an invitation to correct the defect referred
twin Article 14(1)a) (iii) or (iv) (missing title or migsing abstract), it shall notify
the International Searching Authority accordingly.

26.2 Time Limit for Correction

‘The time limit referred 10 in Article 14(1)(b) shall be reasonable under the
circumstances and shall be fixed In each case by the receiving Office, L shall not
be less than one month from the date of the invitation to correct. It may be
extended by the receiving Office at any time before a decigion is taken,

26.3 Checking of Physical Requirements under Article 14(1)(a)(v)

The physical requirements referred to in Rule 11 shall be checked only to
the extent that compliance therewith is necessary for the purpose of reasonably
uniform international publication,

26.3* Invitation to Correct Defects under Article 14(1)(b)
The receiving Office shall not be required to issue the invitation to correct
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& defect under Amticle 14(1)Xa)(v) where the physicel requirements referred to
in Rule 11 are complied with to the extent necessary for the purpose of
reasonebly uniform international publication.
26.4 Procedure

(a) Any correction offered to the receiving Office may be gtated in aletter
addressed to that Office if the correction is of such a nawre that it can be
transferred from the letter to the record copy without adversely affecting the
clarity and the direct reproducibility of the sheet on to which the correction is
10 be transferred; otherwise, the applicant shall be required to subinit a
replacement sheet embodying the correction and the letter accompanying the
replacement sheet shall draw attention to the differences between the replaced
shee! and the replacemient sheet.

(b) o (d) [Deleted]
26.5 Decision of the Receiving Office

() The receiving Office shall decide whether the applicant has submitted
the correction within the time limit under Rule 26.2 and, if the correction has
been submitied within that time limit, whether the intemationsl application so
corrected is or is not to be considered withdrawn; provided that no international
application shall be considercd withdrawn for lack of complignce with the
physical requirements referred to in Rule 11 if it complies with those require-
ments 1o the extent necessary for the purpose of reasonably uniform interna-
tional publication,

() [Deleted]
26.6 Missing Drawings

() 1f, a8 provided in Anicle 14(2), the intemationsl application refers to
drawings which in fact are not included in that application, the receiving Office
ghall so indicate in the said application,

(b) The date on which the applicant receives the notification provided for
in Aricle 14(2) shall have no effect on the time limit fixed under Rule
20.2(a)(iii).

35 U.S.C. 361, Recelving Office,

(8) The Patent and Trademark Office shall ace as a Receiving Office for
intemational spplications filed by nationals or residents of the United $tates. In
accordance with any agreement made between the United States and another
country, the Patent and Trademark Office may also act a3 a Receiving Office
for international applications filed by residents or nationals of such country
who are entitled to file intemationsl epplications.

(b) The Patent and Trademark Office shall perform all acts connected
with the discharge of duties required of & Receiving Office, including the
collection of intemnational fees and their transmiutal to the Iniemational Buresu,

(c) Intemational applications filed in the Patent and Trademark Office
shall be in the English language.

(d) The *intemational fee, and the transmitial and search fees prescribed
under section 376(s) of this par, shall either be paid on filing of an intemational
application or within *>such later time as may be fixed by the Commissioner<,

37 CFR 1.412 The Unlted States Recelving Office,

(a) The United States Patent and Trademark Office is a Receiving
Office only for applicants who are residents or nationals of the United
States of America,

(b) The Patent and Trademark Office, when acting as a Receiving
Office, will be identified by the full title “United States Receiving
Office” or by the abbreviation “RO/US,”

(c) The major functions of the Receiving Office include:

(1) According of international filing dates to international
applications meeting the requirements of FCT Art. 11(1), and PCT
Rule 20;

(2) Assuring that international applications meet the standards
for format and content of PCT Art, 14(1), PCT Rule9, 26,29.1, 37, 38,
91, and portions of PCT Rules 3 through 11;

(3) Collecting and, when required, transmitting fees due for
processing international applications (PCT Rule 14, 185, 16);

(4) Transmitting the record and search copies to the Interna-
tional Bureau and International Searching Authority, respectively
(PCT Rules 22 and 23); and
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(5) Determining compliance with applicable requirements of
Part 5 of this chapter,

PCT Administeative Instructions Sectlon 105
Several Applicants
Where any international application indicates as applicants sev-
eral persons, it shall be sufficient, for the purpose of identifying that
application, to indicate, in any Form or correspondence relating to such
application, the name of the applicant first named in the request.

PCT Administrative Instructions Sectlon 301
Notification of Receipt of Purported International Application

Before the determination under Atticle 11(1), the receiving Office may
natify the applicant of the receipt of the purported intemnational application. The
notification should indicate the date of ectual receipt and the intemational
application number of the purporied intemstional epplication referred 1o in
Section 307 s well as, where useful for purposes of identification, the title of
the invention.

PCT Administrative Instructions Section 305

Identifying the Coples of the Internatlonal Appllcation

(a) Where, under Rule 11.1(z), the intemations! application has been filed
in one copy, the receiving Office shall, after preparsing under Rule 21.1(a) the
additional copies sequired under Anicle 12(1), mark,

(i) the words "RECORD COPY" in the upper left-hand comer of the
first page of the original copy,

(ii) in the same space on one additional copy, the words “SEARCH
COPY,” and

(iii) in the same space on the other such copy, the worde “HOME
COPY,"” or their equivalent in the language of publication of the international
application,

(b) Where, under Rule 11.1(b), the international application has been filed
in more than cne copy, the receiving Office shall choose the copy must suitable
for reproduction pusposes, and mark the words “RECORD COPY,” or their
equivalent in the language of publication of the intemationsl spplicetion, in the
upper left-hand comer if its first page. Afier verifying the ideniity of any
additionsl copies and, if eppliceble, preparing under Rule 21.1(b) the hone
copy, it shall mark, in the upper lefi-hand comer of the first pege of one such
copy, the words"'SEARCH COPY," and, in the same spece on the other such
copy, the words “HOME COPY,” or their equivalent in the language of
publication of the internations] application.

PCT Adminlstrative Instructions Section 307
System of Numberiag International Applications

Papers purporting to be an intemational application under Rule 20.1 shall
be marked with the intemational epplication number, consisting of the letters
“PCT,” & slant, the two-letter code, as in Annex B, indicating the receiving
Office, s two-digit indication of the last two numbers of the yeas in which such
papers were first received, a slant and & five-digit number, allotted in sequential
order corresponding to the order in which the international applications are
received (e.g.,"PCT/SUTB/00001° *). Where the Intemational Bureau acts,
pursuant to Rule 19.1(b), se receiving Office for & national Office, the two-letter
code indicating the national Office fo.- which the Intemational Bureau acts as a
receiving Office shell be used. However, if & negative determination is made
under Rule 20.7 or & declaration is mude under Aricle 14(4), the lesters”’PCT"
shall be deleted by the receiving Office Srom the indication of the international
spplication number on any papers marked previougly with that number, and the
seid number shall be used without such jetters in any future correspondence
relating 1o the purported intemational application.

PCT Administrative Instructlons Section 308
Marking of the Sheets of the Internatlonal Appllcation
(=) Thie receiving Office shall indelibly mark, the international application
number referred to in Section 307 in the upper right-hand comer of each sheet
of each copy of the purporied international application,
(b) [Deleted]
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PCT 4dminlsirative Instruction Sectlon 316
Procedure In the Cage where the International Appllcation
Lacks the Prescribed Slgnature

Where, under Aricle 14(1)(a)(i), the seceiving Office finds that any
international application is defective in that it lacks the prescribed signature, that
Office shall gend to the applicant, together with the invitation to correct under
Article14(1)(b) a copy of the request rari of the intemational application. The
applicant shall, within the prescribed time limit, retum said copy after affixing
thereto the pregcribed signature,

The main procedural steps that any international applica-
tion goes through in the United States Receiving Office are the
following:

(i) the international application and the related fees are
received by the Receiving Office and appropriate records cre-
ated (PCT Article 10);

(ii) the international application is checked by the Receiv-
ing Office to determine whether it meets the requirements
prescribed by the PCT as to whether a filing date may be granted,
fees due on filing are paid in full, whether the priority claim is
acceptable, and whether any pages or drawings are missing
(PCT Article 11(1), PCT Rule 4.10 and 35 U.S.C. 361(d)). The
checks performed by the Receiving Office are of a formal nature
and do not go into the substance of the invention;

(iii) where the checks by the United States Receiving Office
show that the international application does not meet the re-
quirements for a filing date or other matters are missing, that
Office immediately communicates with the applicant in order to
obtain any possible necessary corrections (PCT  Articles
11(2)(a) and 14(3) and PCT Rules 4.10 and 20).

(iv) where — possibly after correction — the relevant
checks by the Receiving Oifice show that the international
application meets the requirements for the granting of a filing
date, an international filing date is accorded to the international
application by the Receiving Office (PCT Articles 11(1) and
11(2)(b), and PCT Rules 20.3, 20.4, and 20.5));

(v) the United States Receiving Office reviews the applica-
tion for formal defects under Article 14(1), contacts the appli-
cant or agent by telephone and discusses any necessary correc-
tions. The Receiving Office will mail an invitation to correct and
set a time limit for response, which is usually one month.

(vi) the application is reviewed by Licensing and Review
Branch and copies of the international application and other
documents related thereto are prepared and transmitted by the
United States Receiving Office to the International Searching
Authority and to the International Bureau so that these Authori-
ties may carry out the procedural steps for which they are
responsible in the further processing of the international appli-
cation (PCT Article 12 and PCT Rules 22, 23, 24, and 25).

WHERE TO FILE

The United States Receiving Office is located in Crystal
Plaza, Arlington, Virginia, Building 2, Room 7-A04. Interna-
tional applications and related papers may be deposited directly
with the United States Receiving Office or >be< mailed to:
Commissioner of Patents and Trademarks, Box PCT, Washing-
ton, D.C. 20231, It should be noted that the “Express Mail”
Certificate of Mailing provisions of 37 CFR 1.10 apply to the
filing of all applications and papers filed in the U.S. Patent and
Trademark Office, including PCT intemational applications
and related papers and fees. 1t should be further noted, however,
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that PCT intcrnational applications and papers relating thereto
are specifically excluded from the Certificate of Mailing proce-
dures under 37 CFR 1.8, The United States Receiving Office
staffis availableto offer guidance on PCT requirements and pro-
cedures. In person, telephone or written inquiries are welcome.,
Telephone inquiries should be dirccted to (703) 557-2003.
Written inquiries should be addressed to: Commissioner of
Patents and Trademarks, Box PCT, Washington, D.C, 20231,

1845.01 Transmittal of Record Copy [R-2]

PCT Articie 12
Transmittal of the International Application to the International
Bureau and the International Searching Authority

(1) One copy of the intemational application shall be kept by the receiving
Office (*home copy™), one copy (“record copy™) shall be transmitted to the
Intemstionel Bureau, and another copy (“search copy") shall be transmitted
to the competent International Searching Authority referred to in Anicle 16,
#6 provided in the Regulations.

(2) The record copy shall be considered the true copy of the international
spplication. '

(3) The intemational application shall be considered withdrawn if the
record copy has not been received by the Intemnational Burcau within the
prescribed time limit,

PCT Rule 21
Preparation of Coples
21.1 Responsibility of the Receiving Office

(2) Where the internations] application is required to be filed in one copy,
the receiving Office shall be responsible for preparing the home copy and the
search copy required under Anicle 12(1).

(b) Where the iniernational application is required to be filed intwo copies,
the receiving Office shall be responsible for preparing the home copy.

(c) If the intemational application is filed in less than the number of copies
fequired under Rule 11,1(b), the receiving Office shall be responsible for the
prompt preparation of the number of copies required, and shall ha e the right to
fix a fee for perfonming that task and Lo collect such fee from the applicant,

PCT Rule 22
Transmlttal of the Record Copy
22. 1 Procedure

(&) If ihe detenmination under Article 11(1) is positive, and unless prescrip-
tions conceming national security prevent the intemational application from
being treated as such, the receiving Office shall transmit the record copy to the
Intemational Bureau, Such transmittal shall be effecied promptly after receipt of
the intemational application or, if & check to preserve national security must be
performed, as soon as the necessary clearance has been obtained, In eny case, the
seceiving Office shall transmit the record cepy in time for it 10 reach the
Intemational Bureau by the expiration of the 13th month from the priority date.
If the transmittal is effected by mail, the receiving Office shall mail the record
copy not later than five days prior to the expiration of the 13th month from the
priority date,

(b) If the Intermnational Buresu has received 8 copy of the natification under
Rule 20.5(c) but is not, by the expiration of 13 months from he priority date, in
possession of the record copy, it shall remind the receiving Office that it should
trasemit the record copy to the Intemnational Buresy prompily,

() If the Intemnational Buresu has received a copy of the notification under
Rule 20.5(c) but is not, by the expiration of 14 months from the priority date, in
possession of the record copy, it shall notify the applicant and the receiving
Office accordingly,

(d) After the expiration of 14 months from the priority date, the epplicant
may request the recelving Office to centify & copy of his international application
s being identical with the international application as filed and may transmis
guch certified copy t the Intemational Bureau,

(e) Any cenification under paragraph (d) shall ke free of charge and may
be refused only on any of the following grounds:

{i) the copy which the receiving Office has requested 10 centify is not
identical with the intemational application as filed,
(i) prescriptions conceming national security prevent the intemational
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application from being treated as such;

(iif) the receiving Office has slready transmitted the record copy tothe
Intemational Bureau and that Bureau has informed the receiving Office that it
hias received the record copy.

(f) Unless the Intemational Bureau has received the record copy, or until
it receives the record copy, the copy ceniified under paragraph (e) and received
by the International Bureau shall be considered to be the recoud copy.

() If, by the expiration of the time limit applicable under Article 22, the
applicant has performed the acts referred 10 in thet Article but the designated
Office has not been informed by the Intemnationsl Bureau of the receipt of the
record copy, the designated Office shell inform the Internationel Bureau. If the
International Bureau is not in possession of the record copy, it shall prompily
notify the applicent and the receiving Office unless it has elready notified them
under paragraph (c).

22.2 [Deleted)
22.3 Time Limit Under Article 12(3)

The time limit referred to in Article 12(3) shail be three months from
the date of the natification sent by the International Bureau to the applicant
under Rule 22.1(c) or (g).

PCT Ruie 23
Transmittal of the Search Copy

23.1 Procedure

() The search copy shall be transmitted by the receiving Office to the
International Searching Authority st the latest on the same day as the record
copy is transmitted to the International Bureau,

(b) If the International Burean has not received, within 10 days from the
receipt of the record copy, information from the Intemational Searching
Authority that that Authority is in possegsion of the search copy, the Intema-
tional Buresu shall prompily tranemit a copy of the intemational application to
the Intemational Searching Authority,

37 CFR 1.461 Procedures for transmitial of record copy to the
Internatlonsl Bureau.

(&) Transmiual of the record copy of the international application to the
International Buresu shall be made by the United States Receiving Office,

(b) [Reserved}

(¢) No copy of an intemations! application may be trangmitied to the
Intemational Bureau, & foreign Designated Office, orotherforeign authority by
the United States Receiving Office or the epplicant, unless the applicable
requirements of Part 5 of this chapier have been satisfied,

The Receiving Office transmits all Record Copies of
international applications to the International Bureau, Several
rule changes have been made since the PCT became operational
in 1978 to relax the time limits of receipi of the Record Copy by
the International Bureau and 1o provide procedures for moni-
toring such receipt.

The international fees will also be forwarded to the Inter-
national Burcau by the Receiving Office (35 U.S.C. 42). Since
the applicant is required to file only one copy of the interna-
tional application in the United States Receiving Office (37
CFR 1.433), the United States Receiving Office will prepare
the “Search Copy” for the International Searching Authority
and the “Home Copy" for its own records (PCT Rule 21.1 and
Administrative Instructions Section 305(a)).

SAFEGUARDS FOR ASSURING TIMELY RECEIPT OF
THE RECORD COPY

The following steps are being taken by the United States
Receiving Office to insure timely receipt of the Record Copy by
the International Bureau,

(i) The Record Copy is sent by Registered Airmail to the
International Burcau with transmittal letter listing contents,
(ii) The Applicantis informed of the date of mailing of the
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Record Copy by form PCT/RO/150 from the United Siates
Receiving Office.

(iii) A Telex is sent to the International Burcau in Geneva

giving notice of mailing and the Mail Registration number.
(iv) The International Bureau acknowledges receipt to the
United States Receiving Office.

(v) The Applicant is informed of receipt of the Record
Copy by the International Burecau.

(vi) The United States Receiving Office is in telephone
contact with the International Bureau in Geneva, Switzerland at
least once a week, at which time questions are handled and
records are coordinated.

1845.02 Correction of Defects Before the
Receiving Office [R-2)
BCT Articie 14
Certain Defects in the Internstional Appilcation

(1)(e) The receiving Office shell check whether the internationsl applica-
tion contains any of the following defects, that is to say:

(i) it.is not signed as provided in the Regulations;

(ii) it does not contain the prescribed indications conceming the appli-
cant;

(iii) it does not contain a title;

(iv) it does not contain an abstract;

(v) it doee not comply to the extent provided in the Regulations with the
prescribed physical requirements.

(b} I the receiving Office finds any of the said defects, it shall invite the
applicant 1o corvect the international application within the prescribed time
limit, failing which that spplication shall be considered withdrawn and the
receiving Office shall so declare,

(2) If the intemational application refers 10 drawings which, in fact, are not
included in that application, the receiving Office shail notify the epplicant
accordingly and he may furnish them within the prescribed time limit and, if he
does, the international filing date shall be the date on which the drawings are
received by the receiving Office. Otherwise, eny reference to the said drawings
shall be considered non-existent

(3)(a) If the receiving Office finds that, within the prescribed time limits,
the fees prescribed under Asicle 3(4)(iv) have not been paid, or no fee
prescribed under Asticle 4(2) has been paid in respect of any of the designated
States, the iniemational application shall be considered withdrawn and the
receiving Office shall so declare.

(b) If the receiving Office finds that the fee prescribed under Article 4(2)
has been paid in respect of one or more (but less than all) designated States
within the prescribed time limit, the designation of those States in respect of
which it has not been paid within the prescribed time limit shall be considered
withdrawn and the receiving Office shall so declare.

(4)1f, afterhaving accorded an intemationsl filing date to the intemational
application, the receiving Office finds, within the prescribed time limit, that any
of the requirements lisied in items (i) to (tii) of Anicle 11(1) was not complied
with at that date, the gaid applicstion shall be considered withdrawn and the
receiving Office shall go declare,

PCT Rule 29
International Applications or Deslgnations Consgidered
Withdrawn under Artlele 14(1), (3) or (4)

29.1 Finding by Receiving Office

(a) If the receiving Office declares, under Anticle 14(1)(b) and Rule 26.5
(failure to correct centain defects), or under Anticle 14(3)(a) (failure to pay the
prescribed fees under Rule 27.1(s)), orunder Asticle 14(4) (laterfinding of non-
compliance with the requirements listed in items (i)to (iii) of Ariiclel 1(1)),that
the international application is considered withdrawn:

(i) the receiving Office shall transmit the record copy (unless already
transmitted), and any correction offered by the applicant, to the Intemational
Bureau;

(ii) the receiving Office shall promptly notify both the applicant and the
International Bureau of the said declaration, and the Intemnational Bureau shall
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in tm notify the interesied designated Offices;

(iii) the receiving Office shall not transmit the search copy as provided
in Rule 23, or, if such copy hes already been transmitted, it shall notify the
Intemational Searching Authority of the said declaration;

(iv) the Intemational Bureau shall not be required to notify the applicant
of the receipt of the record copy.

(b) If the receiving Office declares under Asticle 14(3)(b)(feilure to pay
the prescribed designation fee under Rule 27.1(b)) that the designation of any
given State is considered withdrawn, the receiving Office shell promptly notify
both the epplicant and the International Bureau of the said declaration, The
Intemational Bureeu shell in tum notify the interested national Office,

29.2 [Deleted]
29.3 Calling Certain Facts to the Attention of the Receiving Office

If the Intemational Buresu or the Intemnational Searching Authority
considers that the receiving Office ehould make & finding under Article 14(4),
it shall call the relevant facts to the attention of the receiving Office,

29.4 Notification of Intent 1o Make Declaration under Articlel4(4)

Before the receiving Office issues any declaration under Anticle 14(4),
it shall notify the applicant of its intent to issue such declaration and the reasons
therefor. The applicant may, if he disagrees with the tentative finding of the
receiving Office, submit arguments to that effect within one month from the
notification,

PCT Ruie 30
Time Limit Under Articie 14(4)
30.1 Time Limis
The time limjt referred to in Anicle 14(4) shall be four months from the
intemational filing date.

PCT Administrative Instructions Sectlon 304
Corrections Submitted to the Recelving Offlce Concerning
Expressions, etc., not to he used in the International
Appilcation

Where the applicant submits corrections to the receiving Office aimed at
complying with the prescriptions of Rule 9.1, that Office shall, if copies of the
intemational epplication have not yet been transmitted to the International
Bureau and the Intemational Searching Authority, attach copies of such correc-
tions to the intemational application. If copies of the international application
have siready been transmitted, the receiving Office shall transmit copies of such
corrections 10 the sald Burean and the seid Authority,

PCT Administrative Instructiens Section 309
Procedure In the Case of Later Submitted Sheets
(a) The receiving Office shall indelibly mark any sheet raceived on a date
later than the date on which sheets were first received with the date on which it
received that sheet, inseried immediately below the interaational application
number referred to in Section 307,
(b) The smceiving Office shall, in the case of later submitted shects
received within the time limits referred to in Rule 20.2(2)(1) and (ii):

(i) effect the required comrection of the international filing date, or,
where no intemational filing date has yet been accorded, of the date of receipt
of the purported internationsl application;

(i) notify the applicant of the correction effected under item (i) above;

(iii) where tranemittals under Anicle 12(1) have aiready becn made,
notify the International Buresu and the International Searching Authority of any
correction effected under item (i) above, by transmitting a copy of the correcied
first page of tha request, and forward coples of the later submiued shests to the
said Bureau end the seid Authority;

(iv) where transmittels under Article 12(1) have not yet bsen mede,
sttach & copy of the later submilted sheeisto the record copy and the search copy.

(c) The receiving Office shall, in tha cage of later submitted sheets received
after the expiration of the time limits referred 1o in Rule 20.2(s)(i);

(i) nauify the applicant of that fact and of the date of receipt of the later
submitted sheets;

(ii) where transmittals under Anicle 12(1) have already been made,
forward a copy of the later submitted sheests to the Intemnationsl Buresu with the
indication thet such sheets are not to be taken into consideration for the
purposes of international processing;

(iif) where transmitials under Article 12(1) have not yet been mads,
attach a copy of the later submiited sheats tothe record copy with the indication
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that such sheets are not to be taken into consideration for the purposes of inter-
national processing.

(d) The receiving Office shall, in the case of later submitted sheets received
after the expiration of the time limit referred 1o in Rule 20,2(a)(ii), proceed as
provided in Rule 20.7, unless the applicant has, within the gaid time limit,
complied with the invitation under Article 11(2)(a) so that an intemational filing
date can be accorded; in the latter case, the receiving Office shall proceed as
provided in paragraph (¢ )(i) to (jii).

PCT Administrative Instructions Section 311
Deletion, Substitution or Addition of Sheets of the Interaational
Application; Renumbering, etc.

(a) The receiving Office shall, subject to Section 207, sequentially renum-
ber the sheets of the international applicetion when necessitated by the addition
of any new sheet, the deletion of entire shects, a change in the order of the sheets
or any other reason.

(b) The sheets of the international application shall be provisionally
renumbered in the following manner:

(i) when a sheet is deleted, the receiving Office shall either include a
blank sheet with the same number and with the word “DELETED," or its
equivalent in the language of publication of the internationel application, below
the number, or ingert, in brackets, below the number of the following sheet, the
number of the deleted sheet with the word “DELETED" or its equivalent in the
langusge of publication of the inteinational application;

(ii) when a shect is substitoted, the recciving Office shail mark in the
middle of the botiom margin the worde “SUBSTITUTE SHEET” or their
equivalent in the language of publication of the intemational applicstion;

(iii) when one or more sheets are added, each sheet shall be identified by
the number of the preceding sheet followed by & slant and then by a natural
number series, starting always vith number one for the first sheet added after an
unchangedshect (e.g., 10/1,15/1,15/2,15/3,etc.). When later additions of sheets
1o en existing scrics of added sheets are necessary, an extra digit shall be uged for
identifying the further additions (e.g. 15/1, 15/1 /1, 15/1/2, 1572, etc.).

(c) In the cascs mentioned in (b)(i) and (iii) above, it is recommended that
the receiving Office should write, below the number of the last sheet, the total
number of the sheets of the intemational application followed by the words
“TOTAL OF SHEETS" or their equivalent in the language of publication of the
intcrnational application. Itis further reccommendedthat, at the bottom of any last
sheet added, the words “"LAST ADDED SHEET" or their equivalent in the
language of publication of the international application should be inserned.

PCT Administrative Instructions Section 312
Notification of Decislon Not To Issue Declaration that the Inter-
natlonal Application ig Consldered Withdrawn

Where the receiving Office, after having notified the applicant under Rule
29.4 of its intent to igsue a declaration under Article 14(4), decides not to issue
such a declaration, it shall notify the applicant accordingly.

37 CFR 1,471 Correctlons and amendments during International
processing.

(a) All corrections submitted to the United States Receiving Office must
be in the form of replacement sheets and be accompanied by a letter that draws
sttention to the differences between the replaced sheets and the replacement
sheets, except that the deletion of lines of text, the correction of simple
typographical errors, and one addition or change of not more than five words per
sheet may be stated in a letter and the United States Receiving Office will make
the deletion or transfer the correction to the intemational ipplication, provided
that such corrections do not adversely affeci the clarity and direct reproducibif-
ity of the application (PCT Rule 26.4),

(b) Amendments of claims submitted to the Intemationsl Bureau shall be
ae prescribed by PCT Rule 46,

DEFECTS IN THE INTERNATIONAL APPLICATION
WHICH MAY BE CORRECTED

Four major types of defects may be present in PCT Interna-
tional applications: (1) those fatal defects under Article 11(2)
which must be corrected before afiling date can be accorded, (2)
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those formal defects under PCT Article 14 which can be cor-
rected without prejudice to the filing date, and (3) defects of
missing sheets or drawings and (4) defects in priority informa-
tion, the correction of which may cause a change in the filing
and/or priority dates.

The following defects under PCT Article 11(2) must be
corrected before an international filing date can be accorded.
Form PCT/RO/103 is used to call applicant’s attention to these
defects and to invite correction thereof. The time limit for filing
the correction is fixed by the Receiving Office. Itcannot be less
than 10 days or more than one month from the date of the
invitation to correct (PCT Rule 20.6(b)).

(i) The international application does not designate at
least one Contracting State.

(ii) The international application does not contain the
name of the applicant or does not contain at least those minimal
indications concerning the name of the applicant which are
indicated in PCT Article 11(1)(iii)(c) and PCT Rule 20.4(b).

(iii) The international application does not contain a part
which, on the face of it, appears to be a description or a part
which , on the face of it, appears to be a claim or claims (PCT
Article 11(1)(iii) (d) and (e)).

(iv) None of the applicants is a resident or national of the
United States of America, and thereby entitled to file an inter-
national application with the United States Receiving Office
(PCT Article 111 )(i)).

(v) The international application is not in the English
language which must be used for international applications
filed with the United States Receiving Office (PCT Article
11(1)(ii)).

(vi) The international application does not contain an
indication that it is intended as an international application
(PCT Ariicle 11(1)(iii)(a)).

The following defects under Article 14 must be corrected
within the time period set by the United States Receiving Office
in the invitation to correct (form PCT/RO/106) to prevent
withdrawal of the international application (PCT Rule 26.5).
The time iimit for correction is fixed by the Receiving Office.
It must be reasonable under the circumstances; it cannot be less
than one month and normally not more than two months from
the date of the invitation to correct. If the correction is timely
presented, the application will not be withdrawn.

(i) Where the Receiving Office finds that the interna-
tional application is not signed (PCT Article (14)(1)(a)(i) and
PCT Rules 2, 3, 4.1(d) and 4.15). The invitation to complete
together with a copy of the unsigned Request are issued by the
Receiving Office as soon as possible after receipt of the inter-
national application (PCT Article 14(1)(b), PCT Rule 26.2 and
Administrative Instructions Section 316), The applicant must
rewrn the copy of the Request properly signed, within the
prescribed time limit,

(ii) Where the Receiving Office finds that the interna-
tional application does not contain the name of the applicantin
the prescribed way or the prescribed indications concerning the
applicant (other than those specified in Rule 20.4(b)). These
indications include, in particular, the applicant’s address, resi-
dence and nationality (PCT Article 14(1)(a)(ii) and PCT Rules
44 and 4.5).

(iii) Where the Receiving Office finds that the interna-
tional application does not contain a title, that is, a title for the
claimed invention (PCT Article 14(1)(a)(iv) and PCT Rule
26.1(b)).
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(iv) Where the Receiving Office finds that the interna-
tional application does not contain an abstract (PCT
Article14(1)(a)(iv) and PCT Rule 26.1(b)).

(v) Where the Receiving Office finds that the interna-
tional application does not comply, to the extent provided for in
the Regulations, with the prescribed physical requirements
(PCT Article 14(1 )(a)(v) and PCT Rules 11 and 26.3). The
physical requirements are provided for in detail in PCT Rule 11,
Compliance with them must be checked to the extent that
compliance therewith is necessary for the purpose of reasonably
uniform international publication,

Several other defects, namely missing sheets or drawings
and defective priority information, will not cause the applica-
tion to become abandoned, but may effect filing and priority
dates.

(i) Where the Receiving Office finds that any of the
drawings referred to in the international application are, in fact,
not included in that application (PCT Article 14(2) and PCT
Rule 26.6), the time limit for furnishing such drawings is 30
days from the date on which incomplete papers were received by
the Receiving Office (PCT Rule 20.2(a)(iii)). It should be
carefully noted that when missing drawings are received within
30 days they will be entered into the application papers, how-
ever,thedate of receipt of the application and thefiling date, will
be amended to reflect the date on which the missing drawings
were received, The United States Receiving Office will notify
the applicant of any missing drawings on form PCT/RO/107.
Detailed procedures in the case where drawings are missing are
setforthin Section 310 of the PCT Administrative Instructions,

(ii) Where the Receiving Office finds that sheets of the
description or claims are missing, the procedures are similar to
those in (i) above; and are set forth in detail in PCT Rule 20 and
Section 309 of the PCT Administrative Instructions.

(iii) If the Receiving Office finds that the priority claim
fails to meet the requirements of Rule 4.10(b) in that the name
of the country of filing or the date of filing of the earlier appli-
cation are missing, the priority claim is considered not to have
been made and the applicant is notified accordingly on form
PCT/RO/121 (PCT Administrative Instructions Section 302).

(iv) If the Receiving Office finds that the claimed priority
date does not fall within the period of one year preceding the
International filing date, it will invite the applicant to amend or
cancel the priority cfaim using form PCT/RO/110 (PCT Rule
4,10(d)). The applicant has one month to respond by amending
orcanceling the priority claim. If noresponse is timely received,
the Receiving Office will cancel the priority claim ex officio
(Administrative Instructions Section 314), The amendment or
cancellation of the priority claim will be acknowledge: using
form PCT/ROQ/111,

PRESENTATION OF CORRECTIONS

According to the nature of the defect, the correction may be
stated in a letter only or may have to be filed in the form of a
replacement sheet or replacement sheets accompanied by a
letter (37 CFR 1,471), The details are provided for in PCT Rule
26.4, Any correction must be in the English language (PCT Rule
12.2). Astothe signature and other requirements of such letters,
see PCT Rule 92,1, The Receiving Office must inform, and
where necessary, transmit copies of replacement sheets to the
International Searching Authority.
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CONSEQUENCES OF THE CORRECTION OF DEFECTS

Where the correction is filed with the Receiving Office
within the prescribed time iimit and is found acceptable, the
international application will be considered valid (PCT
Article11(2)(b)). If the correction relates to any of the defects
referred to in PCT Article 11(1) and 14(2), the international
filing date will be the date on which the correction wasreceived;
if it relates only to any of the defects referred to in Article 14(1),
the international filing date will be the date on which the
international application was received by the Receiving Office.

CONSEQUENCES OF NOT CORRECTING DEFECTS

Where an acceptable response or correction is not filed
within the prescribed time limit, the international application:
(i) will not be treated as an international application (and,
consequently will not be accorded an international filing date)
if the defect is one of those referred to in PCT Article11(1) and
PCT Rule 20.7;

(ii) will be treated as withdrawn if the defect is one of
those referred t0 in PCT Articie 14(1) and PCT Rule 26.5. In the
case of a defect of the kind referred to in PCT Article 14(2),
which remains urcorrected, the reference to the (missing)
drawing(s) in the international application will be considered
non-cxistent, Missing sheets will not be entered into the appli-
cation if received afier 30 days of the reccipt of incomplete
papers (PCT Rule 20.2(a)(i) and PCT Administrative Instruc-
tions Section 309);

(iii) if the priority claim fails to meet the requirements of
PCT Rule 4. 10(b), the priority claim is considered not to have
been made and the applicant is notified accordingly (Adminis-
trative Instructions Section 302).

1845.03 Correction of Obvious Errors in
Documents [R-2]

PCT Ruie 91
Obvious Errors in Document
91.1 Rectification
(a) Subjectioparagraphs (b)to(g %**°"), obvious errors in the intemational

application or other papers submitted by the applicant may be rectified.

(b) Errors which are due to the fact that something other then what was
obviously intended was writien in the intemational application or other paper
shall be regarded as obvious errois, The rectification itself shall be obvious in
the gense that anyone would immediately realize that nothing else could have
been intended than what is offered as rectification,

(c) Omissions of entire elements or sheets of the international application,
even if clearly resulting from inattention, at the stage, for example, of copying
or asgembling shects, shall not be rectifiable,

(d) Rectification may be made on the request of the applicent, The
authority having discovered what appears 1o be an obvious error may invite the
applicant to present & request for rectification as provided in paragraphs (e) to
(g %", Rule 26.4(a) shall apply mutatis mutanc'': 1o the manner in which

rectifications shall be requested.
(e) No reciification shall be made except with the express authorization:

(i) of the receiving Office if the error is in the request,

(ii) of the intemutionsl Searching Autharity if the ervor is in any pars of
the intemational application other than the request or in any paper submitted to
that Authority,

(iii) of the Intemnational Preliminery Examining Authority if the error
ia in any part of the intematicnal application other than the request or in any
paper submitted to that Authority, and
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(iv) of the Intemational Bureau if the ervor is in any paper, other than the
international epplication or emendments or corrections to that epplication,
submitted to the Intemnational Bureau.

() Any suthority which suthorizes or refuses any rectification shall
promptly natify the applicant of the authorization or refusal and, in the case of
refusal, of ine reasons therefor. The authority which authorizes e rectification
shall promptly notify the Intemationa! Bureau accordingly, Where the suthori-
zstion of the rectification was refused, the Intemationa] Buregu shall, u
request made by the applicant prior to the time relevant under paragraph (g”°),

™) or (g%£*") and subjeet 1o the payment of & special fee whose amount shall

be fixed in the Administrative Instructions, publish the request for rectification
together with the international application, A copy of the request for rectification
shall be included in the communication under Article 20 where 1 copy of the
pamphlet is not uged for that communication or, where the intemational appli-
cation is not published by virtue of Article64(3).

(g) The authorization for rectification referred to in paragraph (¢) shall,
subject to paragraphs (g"*), (%) or (g**%), be effective:

(i) where it is given by the receiving Office or by the Intemational
Searching Authority , if its notification to the International Bureau reaciies that
Bureau before the expiration of 17 months from the priorily date;

(ii) where it is given by the Intemational Preliminary Examining Author-
iy, if it is given before the establishment of the intemstional preliminary
examination report;

(iii) where it is given by the Intemational Bureau, if it is given before the
expiretion of 17 months from the priority date.

>(g"#) If the notification made under paragraph (g)(i) reaches the Intema-

tional Burcau, or if the rectification made uider paragraph (g)(iii) is suthorized
by the Intemational Bureau, after the expiration of 17 months from the priority
date but before the technical preparations for publication have been completed,
the suthorization shall be incorporated in the said publication.

(g ®") Where the applicant has asked the Intemnational Burcauto publish his
international application before the expiration of 18 months from the priority
daie, any notification made under paragraph (g)(i) must reach, and any rectifi-
cation made under paragraph (g)(ii) must be authorized by, the Intemational
Bureau, in order for the suthorization to be effective, not later than at the time of
the completion of the technicel preparations for internations! publication.

(g ¥y Where the intemational epplication is not published by vistue of

Anticle 64(3), any notification made under paragraph (g)(i) must reech, and eny
rectification made under paregraph (g)(iii) must be authorized by, the Inteme-
tional Buresu, in order to be effective, not later than at the time of the
communication of the intemationsl application under Article 20.<**

PCT Ruie 92
Correspondence
92.1 Need for Letter and for Signature

(2} Any paper submitted by the applicant in the course of the intemational
procedure provided for in the Treaty and these Regulaticons, other than the
intemational application itself, shall, if not itself in the form of a letter, be
accompanied by a letter identifying the intemational application to which it
relates, The Jetter shall be signed by the applicant,

(b) If the requirements provided for in paragraph (a) are not complied with,
the applicant shall be informed as 1o the non-compliance and invited to remedy
the omission within s time limit fixed in the invitation, The time limit so fixed
shall ke reasonable In the circumstances; even where the time limit so fixed
enpires luter than the time limit applying to the fumishing of the paper (or even
if the latter time limit has already expired), it shall not be less than 10 days and
not more than one month from the mailing -  the invitation. If the omission is
remedied within the time limit fixed in the mvitation, the omigsion shall be
disregarded; otherwise, the applicant shall be informed that the paper has been
disregarded.

(c) Where non-compliance with the requirements provided for in para-
graph () has been overlooked and the paper taken into account in the intema-
tional proceduse, the nos-compliance shall be disregarded,

92.2 Languages

() Subject to Rules 55. 1 and 66.9 and so paragraph (b) of this Rule, any
letter or document submitted by the applicant to the Internationsl Seerching
Authority or ihe International Preliminary Hxamining Authority shall be in the
game Janguage as the international application to which it relates,
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(b) Any letter from the applicant 10 the Intemational Seasching Author-
ity or the Intesnationsl Pretiminary Examining Authority may be in a lenguege
other than that of the intemational epplication, provided the said Authority
suthorizes the use of such language.

(c) (Deleted)

(d) Any letter from the applicant to the Intemational Buresu ehall be in
English or French.

(e) Any lewer or notification from the Intemetional Bureau to the
applicant or to any national Office shall be in English or French.

92.3 Mailings by National Offices and Intergovernmental Organizations

Any document or letter emanating from or transmitted by & national
Office or an intergovernmental organization and constituting an event from the
date of which any time limit under the Treaty or these Regulations commences
to run shall be sent by registered air mail, provided that gurface mail may be
vsed instead of air mail in cascs where surface mail normally arrives at its
destination within iwo days from mailing or where air mail service is not
available.

92.4 Use of Telegraph, Teleprinter, Etc.

(&) Notwithsuanding the provisions of Rules 11.14 and 92.1(a), but
subject to peragraph (b), below, any document (including eny drawing)
subsequent to the internationsl application may be sent by telegraph or
teleprinter or other like means of communication producing & printed or writien
document. Any such document go sent shall be considered to have been
submitted in a form complying with the requirements of the said Rules on the
day on which it was communicated by the meang mentioned above, provided
that, within 14 days efter being 8o communicated, ite contents are fumished in
that form, otherwise, the telegraphic, teleprinter or other communication shall
be considered not 1o have been made.

(b) Kach national Office or intergovernmental organization shall
promptly notify the Intemetional Bureau of any means referred to in paragraph
(&) by which it is prepared to receive documents referred 10 in that paragraph,
The Intemmational Bureau shall publish the information so received In the
Gazeue as well as information conceming the means referred 1o in paragraph
() by which the Intemationa] Burcau is prepared 1o receive any such document,
Paragraph () shall apply with respect 1o any nationa! Office or intergovemn-
menial organization only 1w the extent the said information has been so
published with respect w it. The Intemational Buresu shall publish, from time
to time, in the Gazette, changes in the information previougly published.

Obvious errors of transcription may be rectified (PCT Rule
91). The Receiving Office or the International Scarching Au-
thority will inform the applicant of obvious errors of transcrip-
tion using form PCT/RO/108 or PCT/ISA/216, respectively.
The form will indicate to which Authority the applicant may
request rectification of the error, In general the Receiving
Office may authorize rectification of errors in the Reguest only,
The International Searching Authority may authorize rectifica-
tion of errors in the description, claims, abstract or drawings,
The applicant, upon noticing an crror of transcription, may
spontancously present a request for rectification to the appro-
priate Authority, The Authority will promptly inform the appli-
cant of the authorization or the refusal to authorize the rectifi-
cation of obvious errors. The forms used by the United States
Receiving Office and the International Searching Authority for
authorization or refusal are PCT/RO/109 and PCT/ISA/217.

1845.04 Changes in Certain Indications in
the Request [R-2)

PCT Rule 925

Recordlig of Chenges In Certaln Indicatlions in the Request or
the Demand
92%.1 Recording of Changes by tha International Bureau
(8) The Intemational Bureau shall, on the request of the applicant or the
recelving Office, record changes in the following indications appearing in the
request or demand:
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(i) person, name, residence, nationality or eddress of the applicant,

(ii) person, name or address of the egent, the common representative or
the inventor.

(b) The Intemational Bureau shall not record the requested change if the

request for recording is received by it after the expiration:

(i) of the time limit referred to in Article 22(1), where Article 39.1 isnot
applicable with respect 1o any Contracting State

(ii) of the time limit referved to in Article 39(1)(a), where Article 39.1
is applicable with respect to at least one Contracting State.

1860 The International Searching Authority
(R-2]

PCT Article 16
The International Searching Authorlty

(1) Intemational search shall be carried out by an Intemational Searching
Authority, which may be either & national Office or an intergovernmental
orgsnization, such as the Intemational Patent Institute, whose tasks include the
establishing of documentary search reports on prior art with respect 1o inven-
tione which sre the subject of applications.

(2) If, pending the establishment of & single International Searching
Authority, there are several Interationgl Searching Authoritics, each receiving
Office shell, in accordence with the provisions of the applicable agreement
referred to in paregraph(3)(b), specify the Intemational Searching Authority or
Authorities competent for the searching of international applications filed with
such Office.

(3)(a) Interational Searching Authorities shell be appointed by the As-
sembly. Any national Office and eny imergovemmental organization satisfying
the requirements referred to in subparagraph (c) may be eppointed as Interna-
tional Searching Authority.

(b) Appointment shall be conditional on the consent of the national
Office or intergovernmentsl organization to be appointed and the conclusion of
an sgreement, subject to approval by the Assembly, between such Office of
organization and the Intemnational Buresu. The sgreement shal] specify the
rights and obligations of the parties, in particular, the formel underiaking by the
ssid Office or arganization to spply and observe all the common rules of
Intemational search,

() The Regulations prescribe the minimum requirements, particularly
us to manpower and documentstion, which any Office or organization must
satisfy before it can be appointed and must continue to satisfy while it remaing
sppoinied,

(¢) Appointment shall be for & fixed period of time and may be extended
for further pesiods.

() Before the Assembly makes o decision on the appoinument of any
national Office or intergovernmental organization, or on the extension of its
appointment, or before it allows any such appointment to lupse, the Assembly
ghall hesr the interested Office or organization and scck the advice of the
Commitiee for Technicel Cooperation referred to in Anicle 56 once that

Committee has been established,

PCT Articie 17
Procedure before the Internatlonsl $Searchlag Authority
(1) Procedure before the Intemnationsl Searching Authority shall be gov-
erned by the provisions of this T'reaty, the Regulations, and the sgreement which
the Intemationel Bureay shall conclude, subject to this Tresty and the Regula-
tions, with the said Authority,
(2Xa) I the Intemations! Searching Authiority considers:

(1) that the intemational application relates to 8 subject metter which the
Intemnational Searching Authority Is not required, under the Regulations, 1o
search, end in the particular care decides not Lo search, or

(1) that the description, the cleims, or the drawings, fail to comply with
the prescribed requirements to such an extent that a meaningful scarch could not
be casvied out,

the seid Authority shall so declure and shall notify the applicant and the
Intermnationsl Bureau that no intemational search report will be established,

(b) if any of the situations referved 10 in subparagraph (a) 1s found to exist
in connection with ceniain claims only, the international search report shall so
indicete in respect of such claims, whereas, for the other claims, the said report
shall be established as provided in Anicle 18,
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(3)a) If the Intemational Sesrching Authority considers thet the interns-
tional application does not comply with the requirement of unity of invention as
get fosth in the Regulations, it shall invite the applicant wo pay additional fees.
The Intemational Seasching Authority shall establish the intemational eearch
reporion those parts of the intemational application which relate tothe invention
first mentioned in the claims ("main invertion") and, provided the required
additional fees have been paid within the prescribed time limit, on thoge parte
of the intemational epplication which rclate to inventions in respectof which the
said fees were paid.

(b) The national law of any designated State may provide that, where the
national Office of the State finds the invitation, referred to in subparagraph (a),
of the Internationel Searching Authority justified and where the applicant has
not paid all additional fees, those paris of the intemational application which
consequently have not been searched shell, as far as effects in the Swte are
concemed, be connidered withdrawn unless 4 special fee is paid by the applicant
to the nationel Office of thet State,

PCT Rule 28
Recelpt of the Search Copy by the International Searching
Authorlty

25.1 Notification of Receipt of the Search Copy

The Intemational Searching Authority shall prompily notify the Intema-
tional Bureau, the applicant, and — unless the Internetional Searching Author-
ity is the same as the receiving Office - the receiving Office, of the fact and the
date of receipt of the search copy.

PCT Rule 38
The Competent Internationsl Searching Authorlty

35.1 When Only One International Searching Aushority is Competent
Eachreceiving Office shall, in accordance with the terms of the applicable
agreement referved to in Aricle 16(3 )(b), inform the Intermationel Buresu which
Intemational Searching Authority is competent for the searching of the interna-
tionel applications filed with it, and the International Bureau shall promptly
publish such information.
35.2 When Several International Searching Authorities Are Competent
(&) Any receiving Office may, in accordence with the terms of the
applicable egreement referred w in Anicle 16(3)(b), specify several Interne-
tional Searching Authorities:
(1) by declaring all of them competent for any intemational application
filed with it, and lesving the choice to the applicant, or
(ii) by declaring one or more competent for ceriain kinds of intemational
applications filed with it, snd declaring one or more others competent for other
kinds of international applications filed with it, provided that, for those kinds of
international applications for which several Intemational Searching Authorities
are declared 1o be competent, the choice shall be left 1o the epplicant.
(b) Any receiving Office availing itself of the faculty provided in para-
graph (a) shall promptly inform the Intemational Buresu, and the Intemational
Bureau shall prompily publish guch information.

35 U.S.C. 362 Internatlonal Searching Authorlty »and Interna-
tlonal Preliminary Examining Authority <,

>(a)< The Patent and Trademark Office may act as an International
Searching Authority =and Intemational Preliminary Examining Authority<
with respect 1o intemational epplications In uccordance with the terms and
conditions of an sgreement which may be concluded with the International
Bureau >, and may discharge all dutice required of such Authorities, including
the collection of handling fees und thelr transmittal 1o the International Bureaue,

>(b) The handling fee, preliminary examination fes, and sny additionsl
fees due for internationel preliminary exsmination shall be paid within such
time a8 may be fixed by the Commissioner.<

37 CFR 1.413 'The Unlted States International Searching
Authorlty,

() Purguant to appointment by the Agaembly, the United States Patent and
Trademark Office will act as an International Searching Authority for intema-
tional applications filed in the United States Receiving Office and in other
Recelving Offices ae may be egreed upon by the Commissloner, In sccordance
with agreement between the Patent and Trademark Office and the Intemationa)
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Bureau (PCT Art. 16(3)b)).

(b) The Patent and Trademark Office, when acting as an International
Sesrching Authority, will be identified by the full title “United Sistes Intema-
tional Searching Authority” or by the abbrevistion “ISA/US."

(c) The major functions of the Intemational Searching Authority include:

(1) Approving or establithing the title and abstract;

(2) Considering the matter of unity of invention;

(3) Conducting iniemational and international-type searches and prepar-
ing international and intemational-type search reports (PCT Ant. 15, 17 and 18,
and PCT Rules 25, 33 to 45 and 47); and

(4) Transmitting the intemational search report to the applicant and the
International Bureau.

TRANSMITTAL OF THE “SEARCH COPY” TO THE
INTERNATIONAL SEARCHING AUTHORITY

The “search copy” is trangmiited by the Receiving Office to
the International Searching Authority (PCT Article 12(1)), the
details of the transmittal are provided in PCT Rule 23.

THE MAIN PROCEDURAL STEPS IN THE INTERNA-
TIONAL SEARCHING AUTHORITY
Themain procedural stepsthat any intemational application

goes through in the International Searching Authority are the
following;

(i) the making of the international search (PCT Article
15), and

(ii) the preparing of the interational search report (PCT
Anticle 18 and PCT Rule 43),

COMPETENT INTERNATIONAL SEARCHING
AUTHORITY

In respect of international applications filed with the U.S,
Receiving Office, the United States International Searching
Authority, which is the Examining Corps of the UJnited States
Patent and Trademark Office, and the European Patent Office
are competent to carry out the international search (PCT Article
16, PCT Rules 35 and 36, 35 U.S.C. 362 and 37 CFR 1.413).

The United States Patent and Trademark Office has in-
formed the International Bureau that in addition to the United
States Paient and Trademark Office, the European Patent Office
iscompetent as an International Searching Authority for search-
ing all kinds of international applications filed in the United
States Receiving Office on and after Oct. 1, 1982, (PCT Article
16(2) and PCT Rule 35.2(a)(i).

MATTERS TO BE CONSIDERED WHEN CHOOSING AN
INTERNATIONAL SEARCHING AUTHORITY

Choosing The European Patent Office (EPO) as an Interna-
tional Searching Authority could be an advantage to United
States applicants who designate countrics for European Re-
gional patent protection in PCT International applications for the
following reasons:

(1) Claims may be amended according to EPO search results
before entering the European Office as a designated Office,

(2) The EPO search fee need not be paid upon entering the
European Office as a designated Office.

(3) The EPO searchresults may be available foruseina U.S.
priority application.
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(4) The EPO international search may be obtained with-
out the need for a European Professional Representative.

(5) The European Patent Office search could provide the
U.S. applicant with the benefit of a European art search (which
may be different from his own or the USPTO’s search) before
it is necessary to enter the European Patent Office or other
designated Offices and usually before amendments to the U.S.
priority application are needed.**

Some of the disadvantages that may occur due to the Eu-
ropcan Patent Office making the International Search are the
following:

(1) Additional mailing time to and from the EPO Search-
ing Authority may shorten the time for applicants to respond to
variocus invitations from the EPQO such as for comments on
abstracts and payments of additional search fees as well as for
PCT Article 19 amendments to the claims after issuance of the
International Search Report,

(2) There may be more difficulty in solving any proce-
dural problems between the applicantand the EPO than with the
USPTO due to physical distance and time differences.

1861 The European Patent Office as an
International Searching Authority [R-2]

Since October 1, 1982, the European Patent Office (EPO)
has been available as a Searching Authority for PCT applica-
tions filed in the United States Receiving Office. The choice of
Searching Authority ,either the EPO or the United States Patent
and Trademark Office, must be made by the applicanton filing
the International Application. The choice of Searching Author-
ity may also be indicated on Transmittal Letter form PTO-
1382,

It should be noted that the European Patent Office will not
search , by virtue of PCT Article 17(2)(a)(i), any international
application to the cxtent that it considers that the international
application relates to subject matter set forth in PCT Rule 39.1,
Furthermore, the European Patent Office is not equipped to
search computer programs.

The international search fee for the European Patent Office
:nust be paid to the United States Patent and Trademark Office
(USPTO) as a Receiving Office at the time of filing the inter-
national application. The search fe¢ for the European Patent
Office is currently set under PCT Rule 16.1(b) at >1,080<*
United States dollars. The search fee will change as costs and
exchange rates require.** If exchange rates fluctuate signifi-
cantly, the fee may change frequently. Notice of changes will
be published in the Official Gazette shorily before the effective
date of any change.

If the European Patent Office as the International Search-
ing Authority considers that the international application does
not comply with the requirement of unity of invention as set
forth in PCT Rule 13 , the European Patent Office will invite
applicants to timely pay directly to it an additional search fee of
2,095 Deutsche Marks for each additional invention,

A revised fee calculation sheet (form PCT/RO/101, An-
nex) having appropriate spaces to indicate the choice of Inter-
national Searching Authority has been developed so that appli-
cants may indicate which International Searching Authority is
to make the search,
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1862 The International Search [R-2]

PCT Article 15
The International Search

(1) Each intemational application shall be the subject of international
search.

(2) The objective of the internetional search is 10 discover relevant prior
art.

(3) International search shall be made on the basis of the claims, with due
regard to the description and the drawings (if any).

(4) The International Searching Authority referred to in Anticle 16 shall
endeavor to discover as much of the relevant prior art as its facilities permit, and
shall, in any case, consult the documentation specified in the Regulations.

(5) If the national law of the Contracting State so pemmnits, the applicant
who files & national application with the national Office of or acting for such
State may, subject to the conditions provided for in such law, request that a
search similarto an intemnationsl eearch (“intemational -type search™) be carried
out on such epplication.

(b) If the nationel law of the Contracting State so permits, the national
Office of or aciing for such State may subject eny national application filed with
it to an international-type search.

(c) The intemational-type search shall be camied out by the International
Searching Autherity referred to in Article 16 which would be competent for an
intemational search if the national application were an internationel application
and were filed with the Oifice referred to in subparagraphs (e) and (b). If the
national application is in 8 language which the International Searching Author-
ity considers it is not equipped to handle, the intemational-type search shall be
carvied out on & transletion prepared by the applicant in a language prescribed
for international epplications and which the Intemational Seerching Authority
has undertaken to accept for intemationel applications. The national application
and the translation, when required, shall be presented in the form prescribed for
intemational applications.

PCT Rule 33
Relevant Prior Art for the Internstional Search
33.1 Relevant Prior Art for the International Search

(8) For the purposes of Article 15(2), relevant prior art shall consist of
everything which has been made svaileble to the public anywhere in the world
by means of writien disclosure (including drawings and other illustrations) and
which is capable of being of assistance in determining thst the claimed invention
is or is not new and that it does or does not involve an inventive siep (i.e., that
it is orisnot obvious), provided that the making available to the public occurred
prior to the intemational filing date.

(b) When any written disclosure refers to an oral disclosure, use, exhibi-
tion, or other means whereby the contents of the written disclosure were made
available to the public, and such making available to the public occurred on a
date prior to the intemationel filing date, the intemational search report shall
separately mention that faci and the date on which it occurred if the making
available 1o the public of the written disclosure occurred cn & date posteriorto
the international filing date,

(c) Any published application or any patent whose publication date is later
but whose filing date, or, where applicable, clsimed priority date, is earlier than
the intemational filing date of the internationsl application searched, and which
would constitute relevant prior art for the pusposes of Article 15(2) had it been
published prior to the intemational filing date, shall be gpecially mentioned in
the international search report.

33.2 Fislds to Be Covered by the International Search

(a) The international search shall cover all those technical fields, and shall
be carried out on the basis of all those seasch files, which may contain material
pertinent to the invention,

(b) Consequently, not only shall the ért in which the invention is classifi-
able be searched but algo enslogous ans regerdless of where classified,

(c) The question what asts are, in any given case, to be regarded as
analogous shall be considered in the light of what appears to be the necessary
essential function or use of the invention and not only the specific functions
expressly indicated in the international application,

(d) The intemational search shall embrace all subject matter that is
generally recognized as equivalent io the subject matier of the claimed invention
for all or certain of its features, even though, in its epecifics, the invention as
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described in the intemational application is differant.
33.3 Orientation of the International Search

(a) Intemational search shall be made on the basig of the claims, with due
regard 1o the description end the drawings (if any) and with pariicular emphasis
on the inventive concept towards which the claims are directed,

(b) Insofar as possible and reasonable, the international search shall cover
the entire subject matter to which the claims are directed or to which they might
reasonably be expecied to be direcied after they have been amended.

PCT Rule 34
Minimum Documentation
34.1 Definition

(a) The definitions contained in Article 2(i) and (ii) shall not apply
for the purposes of this Rule.

(b) The documentation referred to in Article 15(4) (“minimum
documentation”) shall consist of:

(i) the “national patent documents"” as specified in paragraph(c),

(ii) the published intemational (PCT) applications, the published regional
applications for patents and inventors’ centificates, and the published regional
petents and inventors® certificates,

(iii) such other published items of non-patent literature as the Interna-
tional Sesrching Authorities shall agree upon and which shall be published in
a list by the International Bureau when agreed upon for the first time and
whenever changed.

(c) Subjectto paragraphs (d) and (¢), the “nationsl patent documents™ ghall
be the following:

(i) the patents issued in and after 1920 by France, the former Reichspat-
entamt of Germany, Japan, the Soviet Union, Switzerland (in French and
German languages only), the United Kingdom, and the United States of Amer-
ica,

(ii) the patents issued by the Federal Republic of Germany,

(iii) the patent applications, if any, published in and after 1920 in the
countries referred to in items (i) end (ii),

(iv) the inventors’ certificates igsued by the Soviet Union,

(v) the utility certificates issued by, and the published applications for
utility cestificates of France,

(vi)* such patents issued by, and such patent applications published in,
any other country afier 1920 as are in the English, French, [or] German or
Spanish language and in which no priority is claimed, provided that the national
Office of the interested country sorts outthese documents and places them at the
disposal of each International Searching Authority.

(d) Where an application is republished once (for exaemple, and Offenle-
gungsschrift as an Auslegeschrift) or more than once, no Intemational Search-
ing Authority shell be obliged to keep all versions in its documentation;
consequensly .each such Authority shall be entitled not to keep more than one
version. Fu:thermore, where an application is granted and is issued in the form
of a patent or a utility centificate (France), no Intemational Searching Author-
ity shall be obliged to keep both the application and the patent or utility
centificate (France) in its documentation; consequently, each such Authority
ghall be entitled to keep either the application only or the patent or utility
certificate (France) only.

(e)* Any Internationel Searching Authority whose official language, or
one of whose officiel languages, is not Japanese, Russian or Spanish is entitled
not to include in its docurientation those patent documents of Japan and the
Soviet Union as well as those patent documents in the Spanish language,
respectively, for which no abstracts in the English language are generally
available. English absiracts becoming generally available after the date of entry
into force of these Regulations shall require the inclusion of the patent dogu-
ments to which the abstracts refer no laier than six months after such abstracts
become generally available, In case of the interruption of abstracting eervices
in English intechnical fields in which English abatracts were formerly generally
available, the Assembly shall take appropriate measures o provide for the
prompt restoration of such services in the gaid fields.

(f) For the purposes of this Rule, applications which have only been laid
open for public inspection are not considered publishad applications,

#The words printed in italics in paragraphs (c)(vi) end (e) of Rule 34,1 will become
applicable et the same time that the PCT will enter into force in respect of the countey
which, among the Spanish-speaking countries, is the first to ratify or sccede to the PCT,
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PCT Ruie 36
Minlmum Requirements for International Searching Authorities
36.1 Definition of Minimum Requirements
The minimum requirements referred to in Article 16(3)(c) shall be the
following:

(i) the national Office or intergovernmental organization must have at
least 100 full-time employees with sufficient technical qualifications to carry out
searches;

(ii) that Office or organization must have in its possession at least the
minimum documentation referred to in Rule 34, properly arranged for search
purpogcs;

(iii) that Office or organization must have a staff which is capable of
searching the required technical fields and which has the language facilities to
vnderatand st least those languages in which the minimum documentation
referred 1o in Rule 34 is written or is translated.

PCT Rule 39
Subject Matter under Article 17(2)(a)(i)

39.1 Definition

No International Scarching Authority shall be required to search an
international application if, and to the extent to which, its subject matter is any
of the following:

(i) scientific and mathematical theories,

< (ii) plent or enimal varieties or essentially biclogical processes for the

production of plants and animals, other than microbiologicel processes and the
products of such processes,

(iii) schemes, rules or methode of doing business, performing purely
mental acts or playing games,

(iv) methods for trestment of the human or animal body by surgery or
therapy, as well as diagnostic methods,

(v) mere pregentations of information,

(vi) computer programs to the extent that the Intemational Seerching

Authority ig not equipped o search prior art concerning such programs.

PCT Administrative Instructlons Section 501
Corrections Submitted to the International Searching Authority
Concerning Expressions, etc,, Not to be Used In the
International Application

Where the applicant submits corrections to the International Searching
Authority aimed et complying with the prescription of Rule 9.1, that Authority
shell transmit copies of such corrections to the receiving Office and the
International Bureau,

The objective of the international search is to discover
relevant prior art (PCT Article 15(2)). “Prior art” consists of
everything which has been made available to the public any-
where in the world by means of written disclosure (inciuding
drawings and other illustrations); it is“relevant” in respect of the
international application if it is capable of being of assistance in
determining that the claimed invention is or is not new and that
the claimed invention does or does notinvolve an inventive step
(i .e., that it is or is not obvious), and if the making available to
the public occuried prior to the international filing date, for
further details see PCT Rule 33, The international scarch is made
on the basis of the claims, with due regard to the description and
the drawings (if any) contained in the international application
(PCT Article 15(3)).

DOCUMENTS SEARCHED BY THE INTERNATIONAL
SEARCHING AUTHORITY

The International Searching Authority must endeavor to
discover as much of the relevant prior art as its facilities permit
(PCT Article 15(4)), and, in any case, must consult the so-called
“minimum documentation” (PCT Rule 34),

1800-51

CERTAIN SUBJECT MATTER NEED NOT BE
SEARCHED

No International Searching Authority is required to per-
form an international search where the international applica-
tion relates to any of the following subject matters:

(i) scientific and mathematical theories,

(ii) plant or animal varieties or essentially biological proc-
esses for the production of plants and animals, other than .
microbiological processes and the products of such processes,

(iii) schemes, rules or methods of doing business, perform-
ing purely mental acts or playing games,

(iv) methods for treatment of the human or animal body by
surgery or therapy, as well as diagnostic methods,

(v) mere presentation of information, and

(vi) computer programs to the extent that it, the said Au-
thority is not equipped to search prior art (PCT Article
17(2)(a)(i) and PCT Rule 39),

The applicant planning to file an international application
may be well advised not to file one if the subject matter of the
application falls into one of the above mentioned areas; if he or
she still does file, the ** Internationa! Searching Authority
may declare that it will not establish an international search
report. It is to be noted nevertheless that the lack of the
international search repcit in such case will not have, in itself,
any influence on the validity of the international application
and the latter’s processing will continue, including its commu-
nication to the designated Offices.

>The USPTO has declared that it will search and examine
ininternational applications all subject matter searched and ex-
amined in U.S. national applications.<

NO SEARCH REQUIRED IF CLAIMS ARE UNCLEAR

If the International Searching Authority considers that the’
description, the claims, or the drawings fail to comply with the
prescribed requirements to such an extent that a meaningful
search could not be carried out, it may declare that it will not
establish a search report (PCT Article 17(2)( 8) (ii) and (b)).
Such declaration may also be made in respect of some of the
claims only. This may be particularly the case where the
description or the claims are unclear, The lack of the interna-
tional search report will not, in itself, have any influence on the
validity of the international application and the fatter’s process-
ing will continue, including its communication to the desig-
nated Offices, Where only some of the clzims are found to be
“unsearchable,” the International Searching Authority will not
search them, but will search the rest of the international appli-
cation, Any unscarched claims will be indicated in the Search
Report.

1863 The International Search Report
[R-2]

PCT Article 18
‘The International Search Report
(1) The international seasch report shall be established within the
prescribed time limit and in the prescribed form,
(2) The international search report shall, as soon es it has been estab-
lished, be transmitied by the International Searching Authority to the applicant
and the International Bureau,
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(3) The intemational search report or the declaration referred toin Anticle
17(2)(a) shall be translated a8 provided inthe Regulations. The translations shall
be prepared by or under the responsibility of the Intemational Bureau.

PCT Rule 37
Missing or Defective Title

37.1 Lack of Title

If the international application does not contain a title and the receiving
Office has notified the Intemational Searching Authority that it has invited the
applicant to correct such defect, the Intemational Searching Authority shall
proceed with the intemational search unless and until it receives notification that
the said application is considered withdrawn,
37.2 Establishment of Title

Ifthe international application does not contain & title and the Intemnational
Searching Authority hasnot received a notification from the receiving Officeto
the effect that the applicant has been invited to fumnish a title, or if the said
Authority finds that the title does not comply with Rule 4.3, it shall itself
establish a title.

PCT Rule 38
Missing Abstract

38.1 Lack of Abstract

If the intemational application does not contain en abstract and the
receiving Office has notified the Intemnational Searching Authority that it has
invited the applicant to correct such defect, the Intemational Searching Author-
ity shall proceed with the intemational seerch unless and until it receives
notification that the ssid application is considered withdrawn,
38.2 Establishment of Abstract

() If the intemnational application does not contain an abstract end the
International Searching Authority has not received & notification from the
receiving Office to the effect that the spplicant hes been invited to fumish an
abstract, orif the said Authority finds that the abstract does not comply with Rule
8, it shall itself establish an ebstract (in the language in which the intemational
application is published). In the latter case, it shall invite the applicant to
commenton the abstract established by it within one month from the date of the
invitation,

(b) The definitive contents of the abstract shall be determined by the
Intemationzl Searching Authority.

PCT Rule 43
The International Search Report

43.1 ldentifications

‘The intemational search report shall identify the International Searching
Authority which established it by indicating the name of such Authority, and the
intemational application by indicsting the intemational application number, the
name of the applicant, the name of the receiving Office, and the intemnational
filing date.
43.2 Dates

The intemations] search report shall be dated and shall indicate the date
on which the intemational search was actually completed, It shall alco indicate
the filing date of any earlier application whose priority is claimed,
43.3 Classification

() The intemational search report shall contain the classification of the
subject maiter at least according to the Intemational Patent Classification.

(b) Such classification shall be effected by the International Searching
Authority.
43.4 Language

Every international search report and any declaration made under Aricle
17(2)(2) shall be in the langusge in which the intemational application to which
it relates is published,
43.5 Citations

(8) 'The iniemational search report shall contain the citations of the
documents considered to be relevant.

(b) Themethod of identifying any cited document shall be regulated by the
Administrative Instructions,

(c) Citations of particular relevance shell be specisily indicated.

(d) Citations which are not relevant to sll the claims shall be cited in
relation to the claim or cleims to which they are relevent,

(e) If only certain passages of the cited document are relevant or particu-
larly relevant, they shali be identified, for example, by indicating the page, the
column, or the lines, where the passage appears,
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43.6 Figlds Searched

(a) The intemnational search report shall list the classification identifica-
tion of the fields searched. If that identification is effecied on the basis of a
clageification other than the International Patent Classification, the Intema-
tional Searching Authority shall publish the claseification uced.

(b) If the intemational search extended o patents, inventors' ceniificates,
weility centificates, utility models, patents or cenificates of addition, inventors’
cenificates of addition, utility certifivates of addition, or published applications
for any of those kinds of protection, of States, periods, or languages, not
included inthe minimum documentation as defined in Rule 34, the intemational
sesrch report shall, when praclicable, identify the kinds of documents, the
States,the periods, and the languages to which it extended. For the purposes of
this paragraph, Anicle 2(ii) shall not apply.

43,7 Remarks Concerning Unity of Invention

If the applicant paid additions] fees for the international search, the
intemational search repont shall so indicate. Furthermore, where the iniema-
tional search was made on the main invention only (Article 17(3)(a)), the
international search report shall indicate what parts of the international applica-
tion were and what paris were not searched.

43.8 Signature

The international search report shall be signed by an authorized officer of
the Intemational Searching Authority,
43.9 No Other Matter

The intemational search report shall contain no matier other than that
enumeraied in Rules 33.1(b) and (c), 43.1,2,3, 5,6,7 and 8, and 44.2(a) and (b),
and ithe indication referred to in Article 17(2) (b). In paricular, it shall contain
no expressions of opinion, reasoning, arguments, or explanations.

43.10 Form

The physicel requirements as to the form of the intemational search report

shall be prescribed by the Administrative Instructions,

PCT Rule 44
Transmitial of the International Search Report, Ete.
44,1 Copies of Report or Declaration

The International Searching Authority shall, on the same day, transmit one
copy of the intemational search report or the declaration referred to in Article
17(2)(e) to the International Bureau and one copy to the applicant.

44,2 Title or Abstract

(a) Subject to paragraphs (b) and (c), the intemational search report shall
either state that the Intemnational Searching Authority approves the title and the
abstract as submitted by the applicant or be accompanied by the text of ihe title
and/or abstract as established by the Intemnational Searching Authority under
Rules 37 end 38,

(b) If, e the time the international search is completed, the time limit
ellowed for the epplicant to comment on any suggestion of the Intemational
Searching Authority in respect of the abstract has not expired, the intemationsl
search report shall indicate that it is incomplete as far as the abstract is
concemed,

(c) As s00n as the time limit referred to in paragraph (b) has expired, the
Intemational Sesrching Authosity shell notify the abstract approved or estab-
lished by it to the Intemations] Bureau and to the applicant.

44.3 Copies of Cited Documents

(a) The request refesred to in Article 20(3) may be presented eny time
during seven years from the intemational filing date of the intemational
epplication to which the international search report relates.

(b) The Intemational Seerching Authority may require that the party
(applicant or designated Office) presenting the request pay to it the cost of
preparing and mailing the copies. The level of the cost of preparing copies shall
be provided for in the agreements referred to in Article 16(3)(b) between the
International Searching Authorities and the Intemetional Buresu,

(c) Any Intemational Searching Authority not wishing to send copies
direct to any designated Office shall send & copy to the Intemnational Bureau and
the Intemational Bureau shall then proceed as provided in paragraphs (a) and
®).

(d) Any intemational Searching Authority may perform the obligations
referred to in (a) to (c) through another agency responeible to it.

PCT Administretive instructions Section 503
Method of Identifying Documents Cited In the Internations!
Search Report
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Identification of any document cited in the international seasch report
referred in Rule 43.5(b) shall be made by indicating the following elements inthe
order in which they are listed:

() In the case of any patent document (patent documents being patents
within the meaning of Article 2(ii) as well as published applications relating
thereto:

(1) the Office that issued the document, by the two-letter code ag in Annex

(ii)the kind of document, by the appropriate symbols as in >the Standard
Code for Identification of Different Kinds of Patent Documents. Published in
WIPO Handbook on Patent Information and Documentation, Volume 1, Part 3,
Standards-ST.16.

(iii) the number of the document as given to it by the Office that issued it
(for Japanese patent documents the indication of the year of the reign of the
Emperor must precede the serial number of the patent document);

(iv) the name of the patentee or applicant (in capital letters, where
appropriate abbreviated);

(v) the date of publication of the cited patent document as indicated
thereon; and

(vi) where applicable, the pages, columns or lines where the relevant
passages appear, or the relevant figures of the drawings.

(The following example illustrates the citation of & patent document
according to paragraph (a) above:

- Ip, B, 50-14535 (NCR CORPORATION) 28 May 1975 (28.05.75), see
column 4, lines 3 to 27),
(b) In the Case of any Book or Other Separately Issued Publication:

(i) the name of the author;

(ii) the title (including, where applicable, the number of the edition and/or
volume);

(iii) the year of publication (when this coincides with the year of the
international application or of the priority claim, the Intemational Searching
Authority shall endeavor to determine the month and, if necessary, the day of
publication and to indicate these data in the intemational search report);

(iv) the name of the publisher;

(v) as far as available, the place of publication (where only the location of
the publisher appears on the book or other separately issued publication, then that
location shall be indicated as the place of publication); and

(vi) where applicable, the pages, columns or lines where the relevant
passages appear, or the relevant figures of the drawings,

(Thefollowing example iliustrates the citation of a book orother separately
issued publication according to paragraph (b) sbove:

H. Walton, “Microwave Quantum Theory,” Volume 2, published 1973, by
Sweet and Maxwell (London), see pages 138 to 192, especially pages 146 to
148.)

(c) In the case of any article published in a periodical or other serial
publication:

(i) the title of the periodical or other serial publication;

(ii) the number of the volume and the date of the issue in which the article
appears;

(iii) as far as available, the place of publication (where only the location of
the publisher appears in the periodical or other serial publication, then that
location shall be indicated as the place of publication);

(iv) the author and the title of the article and the number of the page both
on which the article stasts apd ends; and

(v) where applicable, the pages, columns or lines where the relevant
passages appear, or the relevant figures of the drawings,

(The following example illustrates the citation of an article published in a
periodical or other serial publication according to paragraph (¢) above:

IBM Technical Disclosure Bulletin, Volume 17, No. 5, i-sued Qctober
1974 (Anmonk, New York),J. G, Drop, “Integrated Circuit Personalization at the
Module Level” see pages 1344 and 1345.)

(d) In the case of abstracts:

(i) the identification of the document containing the abstract in the manner
get forth in paragraphs (8), (b) and (c) respectively, depending upon whether the
gbstract is conteined in a patent document, in & book or other separstely issued
publication, or in &n article published in a periodical or other serial publication;

(ii) in the case where the abstract is not publighed together with the full text
document which served as its basis, the identification of both abstract and full
text document on the basis of whatever bibliographic data may be svailable in
respect thereto,

(The following example illustrates the citation of an abstract according to
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paragraph (d) (ii) above:

Chemical Abstracis, Volume 75, No. 20, issued 15 November
1971(15.11.71) (Columbus, Ohio, USA), D. L. Shewlov, “Surface Lffecis
During Mental Fatigue,” sce page 163, column 1, the abstract No. 120718k,
Fiz.-Khim. Mekh. Mater. 1971, 7(2), 7-11(Russ).)

PCT Administrative Instructions Section 504
Classification or the Subject Matter of the International
Appiication

(a) Where the subject matier of the international application is such that
classification thereof requires more than one classification symbol according
to the principles 1o be followed in the application of the Intemational Patent
Classification to any given patent document, the intemnational search report
shall indicate all such symbols.

(b) Where any national classification system is used, the intemational
search report mezy indicate all the applicable classification symbols also
according to that system,

(c) Where the subject matter of the intemational application is classified
both according to the Intemational Patent Classification and to any national
classification system, the intemational search report shall, wherever possible,
indicate the corresponding symbols of both classifications opposite each other.

PCT Administrative Instructions Section 505
Indicatien of Citations of Particuiar Reievance in the
Internationai Search Report

(a) Where any document cited in the intemnational search repon is of
particular relevance, the special indication required by Rule 43.5(c) shall
consist of the letter(s) “X" and/or “Y" placed next to the citation of the said
document.

(b) Category “X" is applicable where a document is such that when taken
alone, a claimed invention cannot be considered novel or cannot be considered
to involve an inventive step.

(c) Category “Y" is applicable where a document is such that a claimed
invention cannot be considered to involve an inventive step when the document
is combined with one or more other such documents, such combination being
obvious to a person skilled in the art.

PCT Administrative Instructions Section 507
Manner of Indicating Certaln Special Categories of Documents
Cited in the Internationai Search Report

(8) Where any document cited in the intemational search repon refers to
an oral disclosure, use, exhibition, or other means referred to in Rule 33.1(b),
the separate indication required by that Rule shall consist of the letter “O”
placed next to the citation of the said document.

(b) Where any document cited in the intemational search report is a
published application or patent as defined in Rule 33.1(c), the special mention
required by that Rule shall consist of the letter “E" placed next to the citation
of the said document.

(c) Where any document cited in the intemational search report is not
considered to be of particular relevance requiring the use of categories “ X" and/
or“Y" but defines the gencral state of the art, it shall be indicated by the letter
“A" placed next to the citation of the s~i document.*

# (see 111, 3.14 of the Guidelines for Intemational Search to be Carried
Out under the PCT)

(d) Where any document cited in the international search report is 8
document whosc publication date occurred earlier than the intemational filing
date of the intermnational application, but later than the priority date claimed in
that application, it shall be indicated by the letter PP next to the citation of the
said document,

(e) Where any document cited in the international search report is &
document whose publication date occurred after the filing date or the priority
date of the international application and is not in conflict with the said
application, but is cited for the principle or theory underlying the invention,
which may be useful for & better understanding of the invention, or is cited to
ghow that the reasoning or the facts underlying the invention are incorrect, it
shall be indicated by the letter “T" next to the citation of the document.

(f) Where in the intemnational search report any document is cited for
reasons other than those referred to in paragraphs (a) to (e), for example:

-~ 8 document which may throw doubt on a priority claim **

= & document cited 1o establish the publication date of another cita-
tion" L1
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INTERNATIONAL SEARCH REPORT

Aprizant's ar Agent's File Reference 12 I
IDENTIFICATION OF IKVERNATIONAL APPLICATION CMC=123
Internationa! Appilcation fe.? Internationa! Filing Bate ?
PCT/US87/688888 06 July 1987 (06.07.87)
Recelving Office * Priority Date Claimed 8
RO/US 15 July 1986 (15.07.86)

Applicant 3
Columbia Marine Corporation

—Tﬁ CERTAIN CLAINMG WERE FOUND URBEARCHABLE '¢ (Observetions on supplementsl sheet (2))
—M.-m URITV OF INVENTION (B LACKING 13 (Cbservations on supplemental sheet (2))

Il ViTLE, ABETRACT AKD FIGURE OF BRAWING
4. The foliowing Indiceted liems are approved ae submitted by the applicant: ¢

EB Title, ] avstract,

2. The texts esteblished by thie Internetiona! Sesrching Avtharity of Ihe following indicated Reme ere sat forih bolow:
0 e,
@ Abstract.

A wind vane steering gear (10) for a sailboat (1)
comprieing a bracket (ll) adapted for attachment to the
bow of the sailboat fur pivotally supporting a forward
rudder (12), and a wind vane (42) adjustable to different

positions by means of an actuating member (65) to control

the position of the rudder.

£ Yest of the sbetrecs continued on supplemental eheet (1)

5. 6. {J The definite contents of the sbatrect ore establiehed by this Inermatiena! Berrchl Authosity es proposed in
forin PCY/IBA/204 previcuely sant to the epplicant, by "8

b, L1 Tiie repert I incompiete as fer be the ebstiect o concemed as the time Imit for comments epplicant on the
drnfi prepased by thie Immm;ml Bearching Authority has not explred, 7 by the mon

6, Flgure to bo published with the abstvest ¢
Flgure HO, wleuen 0 wene of the figures.
[ wecsuse the sppiicent fafied 1o suggest & figure
£J beceuse this figure better cheracterizas the kvention, ¢

Farmm BCTN184/290 (fires eheet) (May 1686) Bee rotes en sosempanying eheet
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Iaternationat Application No. PCT /USB7 /6888868

FURTHER IKFORMATION COMTINUED FROM THE BECOND SHEET

V.D OBEERVATIONS WHERE CERVAIN CLAIME WERE FOUND UNBEARCHABLE 10

This Internationsl eearc report hes not beun ssteblished in respect of ceriain cleims under Article 17(2) (@) for the following ressons:
1.D Claim nymbers , bacause they relate to subject maetier 12 not required (o be searched by this Authority, namely:

2.D Claim numbere. . , because they relste to paris of the internstionel epplicetion thet do not comply with the preecribed requlire-
ments to such an estent that no meaningful internationa! eparch cen be carried out 13, specifically:

Vl, CBBERVATIONSG WHERE UKITY OF INVENTION 16 LACKIKG 1

This Internationat Gearching Authority found multiple inventions In this Internstional application s follows:

I. Claims 1-5 drawn to a sailboat self-steering gear.

I¥. Claims 6-8 drawn to a compass with an alarm to indicate
deviation from a planned course.
|.m A alf required additional eearch fees were timely pald by the applicant, thig international getrch repornt covere ail searcheble cisims
of the internationel epplication,

ZD Ag only some of the required edditiona) search fees were timaly paid by the spplicant, this International eserch report covers only
those cleime of the internsticnal epplicetion for which fess were paid, specificelly cleims:

3.[:] Ko required edditional search fees were timely peid by the epplicent, Censeguently, thie intgrnetionsl gearch report Is restricted to
the invention first mantioned In the claims; it is covered by claim numbaers:

d.[:] Ac all ssgrchable claime could be sesrched without efiart justifying an additionss fes, the Intsrnstionsl Geerching Authority did not
invite peyment of eny addionsl fee,

Remark on Protost
[T Ths edditiones search fees were panied by epplicent's protsst,
[:] Ko protest sccompenied the psyment of additional seerch {ses,

Ferm FCT/1BA/210 (supplamental shest (2) (May 19886) Bee notes on eccomprnying shaat
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INTERNATIONAL SEARCH REPORT
internationa! Application Ne PCT/USB87 /88888

1. CLASBIFICATION OF SUBJECT MATTER (if severa! classificetion symbols eppty, Indicete all)

Auo:aina to Internationsi Patent Clgesification (IPC} or to both National Classificstion end IPC

IPC” B63H 25/02 // B63H 25/04
U.8. Cl. 114/144C

. FIELDS GEARCHED

Minimum Documentation Searchad ¢

Clsssification System | Classification Symbole

U.S. Cl. | 144/144C, 144R, 39
I

Documentation Searched other thar Minimum Documentation
to the Extent that such Documents are Inciuded In the Figlds Sesrched o

. BOCUMENTE CONSIDERED TO BE RELEVANY ¢

Category @ | Citation of D t, 16 with indication, where sppropriete, of the rel 7 | Rel to Claim No. 1%

¥ GB,A 392,415 IVERSOM 18 May 1933 (18,05,.33) l1-5
(Note page 2, lines 4-9 for vane)

Y Wo,A WO83/01934 DAW 09 June 1983 (092.06.63)
(Note forward rudder in Figure 5) l-3

A Engineering, Vol. 216, no. 5465, 26 February
1971, Eric Twiname, "Auto-helmsmen for yachts"®

pages 823 and 824. 4
A JP,A 60-166,591 MITSUBISHI, 29 August 1985
(22.08.85) € ~ 8
¢ Bpecial categories of cited d 4 Y later doﬁurgo:n pugmnlcf lﬁ.lnlh: Iy“rn'\rl'uomllml?o dgu:
“pn g 0 A " the | state of the srt which is not 6r griority gete and not in conflict with the gpphcektion Dul
wgn cansideted to be of particuler celevance ‘C':b..c:‘ l}gﬂundovlllnu the principle er thaory underlying the
€ af",:':'d‘.’f.‘""""' but publiehad en or aftar the infernational “X" document of particulsr relevance; the ciaimad invention
t be dered I of t be idersd to
‘" d%clu'o‘n‘om "vhdlc'h m'y ;?v.tm r:!oumbl"on"gna‘;u'v.cl:lm(l)kov involve &n inventive etep
which e cited to establ ¢ publication date o Wi g ,
citation of uthar apecial reason Rus soacifind) "y document of "!""_‘:"‘5 .'""!"“.%v.'"' S""‘."'."p m:a'{g:
“@” decument referring 1o en eral digclasure, ugs, axhibition er document is combingd with ana or more othar suth docus
alher meant mente, such combinstion being obvicue to & pereon hillsy
“pr ggcumant published prior to tha international filing dete but In the art.
ter than the priority date claimed “&" documant membor of the same patent femily
V. CERTVIBICATION
Bete of the Actusl Complation of the Intsraaticnal Gearch # Bats of Malling of 1hlg international Gearch Repori ¢

14 October 1987 (14.10,.87)

tnternational Searching Authority § Slgnature of Avthorlygd Gficer 99
I8A/US s%Fggpﬂntsbﬂﬁhinhﬁb

erhen Decatur

Foem PCT/IGA/290 (second sheet) (May 1886) Gao notes on sccampanylng sheet
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such document shall be indicated by the leter “L” next to the citstion of
the document and the reason for citing the document ehall be given,

% (gee V1, 4.3 of the Guidelines for International Search to be Carried Out
under the PCT)

wx% (gee V], 6.2 of the Guidelines for International Search 10 be Carried
Out under the PCT)

(g) Where a documnent is 8 member of a patent family,**** it shall,
whenever feasible, be mentioned in the intemational search report in addition
to the one cited belonging as well to this family and should be preceded by the
sign ampersand (&). Members of a patent family may also be mentioned on &
separate sheet, provided that the family to which they belong shall be clearly
identified and that any text matter on that sheet, if not in the English language,
shall also be fumished to the Intemational Bureau in English Translation.

(h) A document whose contents have not been verified by the search
examiner but are believed to be substantially identical with those of another
document which the search examiner has inspected, may be cited in the
international search report in the above mentioned manner indicated for patent
family members in the first sentence of paragraph (g) **#**,

sae% (gee VI, 3.2 of the Guidelines for International Search to be Carried
Out under the PCT)

whuns (gee VI, 5.2 of the Guidelines for Intemational Search to be Carried
Out under the PCT)

PCT Administrative Instruction Section 508
Manner of Indicating the Cialms te which the Documents Cited
in the International Search Report Are Relevant
The claims to which cited documents are relevant shall be indicated by
placing in the appropriate column of the intemational search repori:

(i) where the cited document is relevant to one claim, the number of that
claim; for example, (2) or (17);

(ii) where the cited document is relevant totwo or more claims numbered
in consecutive order, the number of the first and last claims of the series
connected by & hyphen; for example, (1-15) or (2-3);

(iii) where the cited document is relevant to two or more claims that are
not numbered in consecutive order, the number of each claim placed in
ascending order and separated by a comma or commas; forexample (1,6) or (1,
7, 10%

(iv) where the cited document is relevant to more than one series of
clzims under (ii) above, or to claims of both categories (ii) and (iii), above, the
series or individual claim numbers and series placed in ascending order using
commas 1o separate the several series, or 1o separate the numbers of individual
claims and each series of claims; forexemple (1-6,9-10,12-15)or (1, 3-4,6,9-
11).

CONTENTS OF THE INTERNATIONAL SEARCH
REPORT

The international search report (PCT Rule 43) contains,
among other things, the citations of the documents considered
to be relevant (PCT Rule 43.5 and Administrative Instructions
Section 503), the classification of the subject matter of the
invention (PCT Rule 43.3 and Administrative Instructions Sec-
tion 504) and an indication of the fields searched (PCT Rule
43.6). Citations of particular relevance must be specially indi-
cated (Administrative Instructions Section 505); citations of
ceriain specific categories of documents are also indicated
(Administrative Instructions Section 507); citations which are
notrelevant toall the claims must be cited in relation to theclaim
or claims to which they are relevant (Administrative Instruc-
tions Section 508); if only certain passages of the cited docu-
ment are particularly relevant, they must be identified, for
example, by indicating the page, the column or the lines, where
the passage appears. The international search report form, PCT/
ISA/210 appears in> MPEP< § 1865. It is important to note that
an international search report must not contain any expression
of opinion, reasoning, argument or ¢xplanation of any kind
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whatsoever relating to patentability.

TRANSMITTAL OF THE INTERNATIONAL SEARCH
REPORT

The United States International Searching Authcrity trans-
mits, on the same day, a copy of the international search report
or, where no search report is established, the declaration to that
effeci, to the applicant and the International Bureau (PCTAr-
ticle 18(2) and PCT Rule 44.1). The International Bureau uses
the search report for publication and communication to the
designated Offices.

TITLE OF THE INVENTION OR ABSTRACT MISSING
OR DEFECTIVE

If the title of the invention or the abstract are missing or
defective, the International Searching Authority will establisha
proper title or abstract. When the International Searching Au-
thority finds that the abstract is defective, it will prepare a new
abstractand allow the applicant 30 days to comment, For further
details, see PCT Rules 37, 38, and 44.2

1865 Time Limit for Establishing the
International Search Report [R-2]

PCT Rule 42
Time Limit for International Search
42.1 Time Limit for Intemational Search
The time limit for establishing the internationsl search report or the
declaration referred to in Article 17(2)(s) shall be three months from the receipt
of the search copy by the Iniemational Searching Authority, or nine months
from the priority date, whichever time limit expires later,

The international search report must be established within
three months from the receipi of the search copy by the Interna-
tional Searching Authority, or within nine months from the
priority date (for the definition of “priority date”, see PCT
Article 2(xi)), whichever time limit expires later (PCT Article
18(1) and PCT Rule 42).

1867 Refund of International Search Fee

37 CFR 1.446 Refund of international appiication filing and
procesging fees,

(2) Money paid for intemational application fees, where paid by actual
mistake or in excess, such as 8 payment not required by law or Treaty and its
Regulations, will be refunded,

(b) [Reserved]

(c) Refund of the supplemental search fees will be made if such refund is
determined to be warranied by the Commissioner or the Commissioner's
designee acting under PCT Rule 40. 2(c),

(d) The intemational and search fees will be refunded if no intemational
filing daie i accorded (PCT Rules 15.6 and 16.2).

Refund of the supplemental search fees will be made if such
refund is determined to be warranted by the Commissioner of
Patents and Trademarks or his designee acting under Rule
40.2(c).
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1868 Unity of Invention before the
International Searching Authority [R-5]

PCT Rule 40
Lack of Unity of Inventlon (Internatlonsi Search)

40.1 Invitation to Pay

The invitation to pay additional fees provided for in Anticle 17(3)(a) shall
specify the reasons for which the intemational application is not considered as
complying with the requirement of unity of invention and shall indicate the
smount 10 be peid,

40.2 Additional Fees

(2) The amount of the additional fee due for searching under Article
17(3)(a) shall be determined by the competent International Searching Author-
ity.

(b) The additional fee due for searching under Article 17(3)(a) shall be
peyable direct to the Intemational Searching Authority.

(c) Any applicant may pay the additions] fee under protest, that is,
accompanied by a reasoned statement to the effect thet the intemnstional
application complies with the requirement of unity of invention or that the
amount of the required additionsl fee is excessive. Such protest shall be
examined by a three-member board or other special instance of the Intemational
Searching Authority orany competent higher authority, which,tothe extent that
it finds the protest justified, ehall order the wotal or pantial reimbursement to the
spplicant of the additionsal fee. On the request of the applicant, the text of both
the protest and the decision thereon shall be notified to the designated Offices
together with the intemational search report, The applicant shall submit any
translation thereof with the fumishing of the translation of the intemnational
application required under Article 22.

(d) The three-member board, special instance or competent higher authos-
ity, referred to in paragraph (c), shall not comprise any person who made the
decision which is the subject of the protest,

40.3 Tima Limit

‘The time limit provided for in Article 17(3)(a) shsll be fixed, in each case,
sccording to the circumstances of the cage, by the Intemational Sesrching
Authority; it shall not be shorier than 15 or 30 days, respectively, depending on
whether the applicant’s address is in the same counitry as or in a different country
from that in which the Intemational Searching Authority is located, and it shali
not be longer than 45 days, from the date of the invitation,

PCT Adminlatratlve Instructlons Sectlon 502
Protest Agalnst Payment of Additlonal Fee and Declslon
Thereon

The Intemational Searching Authority shall transmit to the applicant, st
the latest together with the internationsl search report, any decizion which it has
taken under Rule 40.2(c) on the protest of the applicant against the payment of
the additionsl fee. Atthe same time, it shail tranemit to the Intemnational Bureau
6 copy of both the protest and the decision thereon, as well a1 any request by the
applicant to forward the texts of both the protest and the decision thereon to any
of the designsied Offices,

37 CFR >1.476<® Determination of unity of invention before
the Internatlonal searching authority.

(@) Before establishing the intemational search report, the Intemational
Searching Authority will detesmine whether the international application com-
plies with the requirement of unity of invention as set forth in PCT Rule 13 >(see
§1.475(F) and §1.475.<

(b) If the Iniemational Seerching Authority considers that the intemas-
tional application does not comply with the requirement of unity of invention,
it shall inform the applicant accordingly and invite the payment of additional
fees (note §1.445 and PCT Art, 17(3)(a) and PCT Rule 40). The applicant will
e given 8 time period in accordance with PCT Rule 40.3 1o pay the additional
fees due.

(c) In the case of non-compliance with unity of invention and where no
additions] fees are paid, the intemational search will be performed on the
invention firet mentioned (“main invention') in the claims.

(4) Lack of unity of invention may be direcily evident before considering
the claims in relation to any prior ert, or after taking the prior an into
consideration, as where & document discovered during the search shows the
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invention claimed in 8 genersic or linking claim lacks novelty or is clestly
obvious, leaving two or more claims joined thereby without a common inven-
tive concept. In such a case the Intemational Searching Authority may raise the
objection of lack of unily of invention.

37 CFR 1.477 Protest to lack of unlty of Invention before the
Internatlonal Searching Authurity,

(8) If the applicant disagrees with the holding of lack of unity of invention
by the International Searching Authority, additional fees may be paid under
protest, accomnanied by & request for refund and e staternent setting forth
reasons for disagreement or why the required additional fees &re considered
excessive, or both (PCT Rule 40.2(c)).

(b) Protest under paragraph (a) of this section will be examined by the
Commissioner orthe Commissioner's designee. Inthe event that the applicant’s
protest is determined to be justified, the additional fecs or a portion thereof will
be refunded.

(c) An gpplicant who desires that a copy of the protest and the decision
thereon accompany the internations) search report when forwarded to the
Designated Offices, may notify the Intermnational Searching Authority to that
effect any time prior to the issuance of the intemationa! search report. Thereaf-
ter, such notification should be directed to the Interational Buresu (PCT Rule
40.2(c)).

THE REQUIREMENT FOR “UNITY OF INVENTION"

Any international application must relate to one invention
only or o a group of inventions so linked as to form a single
general inventive concept (PCT Article 3(4)(iii) and 17(3)(3),
PCT Rule 13.1, and 37 CFR 1.481). The construction of this
principle is laid down in PCT Rule 13.2, 13.3, and 134,
Observance of this requirement is checked by the International
Searching Authority and may be reicvant in the national (or
regional) phase,

>The decision in Caterpillar Tractor Company v. Commis-
sioner of Patents and Trademarks, 231 USPQ 590 (E.D. Va,
1986) held that the Patent and Trademark Office interpretation
of 37 CFR 1.141(b)(2) as applied to unity of invention determi-
nations in international applications was not in accordance with
the Patent Cooperation Treaty and its implementing regula-
tions. In the Caterpillar international application, the USPTO
acting as an International Searching Authority, had held lack of
unity of inveniion between a set of claims directed to a process
for forming a sprocket and a set of claims drawn to an apparatus
(die) for forging a sprocket. The court stated that it was an
unreasonable interpretation to say that the expression "specifi-
cally designed” as found in PCT Rule 13.2(ii) means that the
process and apparatus have unity of invention if they can only
be used with each other, as set forth in the Manual of Patent
Examining Procedure (MPEP) § 806.05(e).

Therefore, when the Patent and Trademark Office consid-
ers international applications as an International Searching
Authority, as an International Preliminary Examining Author-
ity, and during the national stage as a Designated or Elected
Office under 35 U.S.C. 371, PCT Rule 13.1 and 13.2 will be
followed when considering unity of invention of claims of
different categories without regard to the practice in national
applications filed under 35 U.S.C. 111, No change is made in
restriction practice in United States national applications filed
under 35 U.S.C. 111 outside the PCT. No change in practice is
being made in regard to claims of the same category of invention
either in PCT international applications or in U.S. national
applicationg,

Inappling PCT Rule 13,2 to international applications as an
International Searching Authority, an International Preliminary
Examining Authority and to national stage applications under
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35U.8.C. 371, examiners should consider for unity of invention
all the claims to different categories of invention in the applica-
tion and permit retention in the same application for searching
and/or preliminary examination, claims to the categories which
meet the requirements of any one of PCT Rule 13.2(i) to (ii).

The examiner should also permit in the same international
or national stage application the following two combinations:

(1) An independent claim for a given product and an
independent claim for a process specially adapted for the
manufacture of said product.

(2) An independent claim for a given product and an
independent claim for a process of using the said product.

If anapplication containsa combination of categories of the
claims which do not fall within one of the combinations of PCT
Rule3.2(i) to (iii) or additional combinations (1) or (2) above,
i.e.,they claim more or less categories of invention than permit-
ted in any one of PCT Rule 13.2(i) to (iii) or combination (1) or
(2) above, unity of invention may not be present,

Further, an independent claim for a use in PCT Rule 13.2(i)
and combination (2) above will be construed as being limited to
aclaim directed to a process of using. In determining unity of
invention under PCT Rule 13.2(i) and (iii) and combination (1)
above, under the rules, the examiner should consider the word
“specially” which appears before "adapted” to be an emphasis
word rather than a limitation, In determining unity of invention
under PCT Rule13.2(ii), the examiner should consider the word
“specifically” which appears before "designated” to be an
emphasis word rather than a limitation,

If an application includes claims to all the categories of
invention set forth in any one of PCT Rule 13.2(i), (ii), (iii),
combinations (1) or (2) above and no additional categories of
invention are present, unity of invention may exist and no addi-
tional fees should be required or restriction requirement made,
subject to the folowing guidelines.

For example, if an application contained claims to only a
process for the manufacture of a product and claims to a use of
a product and no product claim is present, there will be lack of
unity of invention since the provisions of Rule 13.2(i) do not
apply because claims to all categories of invention set forth in
PCT Rule 13.2(i) are not included in the application and the
process for manufacture of a product is independent of the use
of the product since neither is dependent on the other. Also, if
claims to all three categories of PCT Rule 13.2(i) were present
at the time of the first Office action in a national stage applica-
tion and all the product claims are rejected in the first Office
action, a requirement for restriction could also be made, if
appropriate, in view of independent inventions being in the
application without an allowable linking (product) claim,

Where claims to a category of invention in addition to those
listed in any one of PCT Rule 13.2(i), (i), (iii) or combinations
(1)or (2) above are included in an application, unity of invention
may be lacking between the claims drawn to the combination of
the categories of invention set forth in any one of PCT Rule
13.2(1), (i), (iii) or combinations (1) or (2) above, and the claims
to the additional category of invention, For example, if an
application containg claims to a process for manufacture, claims
o an apparatus or means for carrying out the process and claims
to a process of using the product manufactured, there could be
lack of unity of invention. In such a situation the examiner
should group the claims to the process for manufacture »nd the
claims for an apparatus or means for carrying out the process
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because unity of these two categories exists under PCT Rule
13.2(i). The claims to the use of the product can be separately
grouped if the "use” is shown to be "independent and distinct"
of both the "process for manufacture” and the "apparatus or
means for carrying out the process" as provided in Chapter 800
of ti:e Manual of Patent Examining Procedure (MPEP).

When the claims presented to an application are directed to
several categories of invention under the rules so that more than
one paragraph of PCT Rule 13.2 and combinations (1) or (2)
above applies, the examiner should inspect the claims to see if
the categories of invention set forth in PCT Rule 13.2, para-
graphs (i), (ii), and (iii), and then combinations (1) or (2) above
are present in the application in that order. For example, if the
categories of PCT Rule 13.2(i) are found in the application, the
claims to those categories stated in PCT Rule 13.2(i) will be
considered as one invention and any claims to different catego-
ries of invention will be reviewed to determine if they are
"independent and distinct” of all the claims covered in PCT
Rule 13.2(i) in accordance with the provisions of Chapter 800
of the MPEP.

Under PCT Rule 13.2 and combinations (1) and (2) above,
unity of invention will exist where the claims are limited to one
invention in each category of invention recited. For example,
under PCT Rule 13.2(i), claims are permitted to one product,
one process of manufacturing the product and one use of the
product. If multiple products, processes of manufacture or uses
are claimed, the first invention in the category first mentioned
intheclaims should beconsidered agthe elected invention under
the rules, The first recited invention of each additional category
whichisrelated to the first invention as indicated in the previous
sentence will be considered elected. Accordingly, for example,
if mutiple products are claimed, the first recited product will be
considered to be constructively elected and if multiple proc-
esses adapted for making and/or using the product are claimed,
the first recited process will also be constructively elected. Any
additional inventions of the same category will be subject to
payment of additional fees during the international stage. In a
national stage application submitted under 35 U.S.C. 371 any
such holding by the examiner will be made in the form of a
restriction requirement, Such a restriction requirement will be
made on the basis of criteria set forth in MPEP Chapter 800.
Applicant will have the right to traverse such a restriction
requirement in the response to the Office Action,

Inventions of different categories, to have unity of inven.
tion, must be related rather than independent inventions. For
example, the product as claimed in PCT Rule 13.2(i) and
combinations (1) and (2) above must be capable of being made
by the claimed process for manufacture or being used in the
claimed process of use. Likewise in PCT Rule 13.2(ii), the
apparatus as claimed must be capable of carrying out the
claimed process. In PCT Rule 13.2(iii), the claimed process of
manufacture must be capable of preparing the claimed product
and the claimed apparatus or means must be able to perform the
claimed process of manufacture.<

LACK OF UNITY OF INVENTION
The search fee which the applicant is required to pay is
intended to compensate the International Searching Authority
for carrying out an international search on the international
application, but only where the international application meets

Rev., §, July 1987



1870

the “requirement of unity of invention”. That means that the
international application must relate to only one invention or
must relate to a group of inventions which are so linked as to
form a single general inventive concept (PCT Articles 3(4)(iii)
and 17(3)(a)).

If the International Searching Authority finds that the
international application does not comply with the requirement
of unity of invention, the applicant will be invited to pay
additional search fees. The International Searching Authority
will specify the reasons for its findings and indicate the number
of additional fees to be paid (PCT Rules 40.1, 40.2(a) and (b)).
Such additional fees are payable directly to the International
Searching Authority which is conducting the search, either the
United States Patent and Trademark Office or European Patent
Office, within the time limit fixed, which must not be shorter
than 15 days, if the applicant’s address is in the same country as
the International Searching Authority; or 30 days, if applicant’s
address is in a country different than the country of the Interna-
tional Searching Authority ; and not longer than 45 days from
the date of the invitation (PCT Rule 40.3 )). The amount of the
additional scarch fee per additional invention charged by the
U.S. International Searching Authority is $140.00 per invention
(37CFR 1.445(a)(3)). The additional search fee charged by the
European Patent Office as an International Searching Authority
is »2,095<* Deutsche Marks, payable directly 1o the European
Patent Office.

The International Searching Authority will establish the
international scarch report on those parts of international appli-
cation whichrelate tothe “main invention,” that is, the invention
or the group of inventions so linked as to form a single general
inventive concept first mentioned in the ¢claims (PCT Article 17
(3)(a)). Moreover, the international search report will be estab-
lished also on those parts of the international application which
relate to any invention (or any group of inventions so linked as
to form a single general inventive concept) in respect of which
the applicant has paid any additional fce within the prescribed
time limits,

" Any applicant may pay the additional fee under protest, that
is, accompanied by a reasoned statement to the effect that the
international application complies with the requirement of unity
of invention or that the amount of the required additional feg is
cxcessive (PCT Rule 40.2(c)). Any such protest filed with the
U.S. International Searching Authority will be examined and
decided by the Group Director (3 7CFR 1.482(b)). To the extent
thatthe applicant’s protest is found to be justified, total or partial
reimbursement of the additional fee will be made. On the
request of the applicant, the text of both the protest and the
decision thereon is sent to the designated Offices together with
the international search report (37 CFR 1.482(c)).

Where, within the prescribed time limit, the applicant does
not pay any additional fees or only pays some of the additional
fecs indicated, certain parts of the international application will
consequently not be scarched. The lack of an international
search report in respect of such parts of the international
application will, in itself, have no influence on the validity of the
international application and processing of the international
application will continue, both in the international and in the
national (regional) phases. Nevertheless, the U.S. national law
provides that such unsearched parts of the international applica-
tion will be considered by the United States as a designated
Office.
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ANNEX B
Code for identifying states and organizations
United Arab Emirateg
Afghanistan
Antigua and Baruda
Albania
Angola
Argentina
Austria
Australia
Barbados
Bangladesh
Belgium
Bulgaria
Bahrain
Burundi
Benin (Dahomey)
Brunei
Bolivia
Brazil
Bahamas
Bhutan
Burma
Botsweana
Byelorussien SSR
Belize
Canada
Central African Republic
Congo
Switzerland
Ivory Comst
C hile
Cameroon
China
Columbia
Costa Rica
Czechoslovakia
Cuba
Cape Verde
Cyprus
German Democratic Republic (East Germany)
Germany, Federal Republic of (West Germany)
Djibouti
Denmark
Dominica
Dominican Republic
Algeria
Ecuador
Egypt
Spain
Ethiopia
Finland
Fiji
Frence
Gabon
United Kingdom
Grenada
Ghana
Gambia
Guinea
Equatorial Guinea
Greece
Guatemsls
Guine a-Bigsau
Guyene
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Honduras

Haiti

Hungary

Burkina Faso (Upper Volia)
Indonesia

Ireland

Israel

India

Ireq

Iren (Islamic Republic of)
Iceland

Ttaly

Jamaice

Jordan

Japan

Kenya

Democratic Kampuchea
Comoros

Saint Christopher and Nevis

Democratic People's Republic of Korea (North Kores)

Korea, Republic of (South Korea)
Kuwait

Laos
Lebanon
Ssint Lucia
Liechtenstein
Sri Lanks
Liberia
Lesotho
Luxembourg
Libya
Morocco
Mongaco
Madagascar
Mongolia
Mauritania
Malia
Mauritius
Maldives
Malawi
Mexico
Malaysia
Mozambique
Niger
Nigeria
Nicaragua
Nesheslands
Norway
Nepal

Nauru

New Zedland
Oman
Panama

Peru

Papue New Guinea
Philippines
Pakistan
Yoland
Poriugal
Paraguny
Qatar
Romania
Rwanda
Saudi Arabia
Solomon Islands
Seychelles
Sudan
Sweden
Singepore
Sierra Leone
San Merino
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SN Senegal

8O Somalia

SR Suriname

ST Seo Tome and Principe
sU Soviet Union

sV El Salvador

SY Syris

SZ Swaziland

D Chad

TG Togo

TH Thailand

™ Tunisia

TO Turkey

TR Turkey

T Trinidad and Tobago
TZ Tenzania

UA Ukranian SSR

UG Uganda

us United States of America

|05 4 Urnuguay
VA Holy See

vC Saint Vincent and the Grenadines
VE Venezuela
VYN Viet Nam
vuU Vanuatu
WS Semos
YD Demnocratic Yeman
YE Yemen
YU Yugoslavia
ZA South Africa
M Zambis
ZR Zsire
W Zimbabwe
AP Industrial Property Organization for Africa (ARIPO)
EP European Patent Office (EPO)
OA African Intellectual Property Organization (OAPI)
woO International Bureau of WIPO
ANNEX C
STANDARD CODE FOR IDENTIFICATION OF DIFFERENT KINDS OF
PATENT DOCUMENTS

Intreduction

1. The recommendation provides for groups of letter codes in order to
distinguich patent documents. The letter codes also facilitate the storage and
retrieval of such documents,

2, If any Office wants to amplify the information contained in the letter
code, this letter code may be optionally associated with a numerical code, The
meaning of such numerical code should then be defined by each Patent Office
aveiling itself of this option.

3. The code zlso provides for a letter for non-patent literature documents
(N) and for documents to be restricted to the intemnal use of Patent Offices (X)
(e.g., confidential documents, notto be disclosed outside the Office). See in this
respect also SI.1 (ICIREPAT Manual pages 4.3.1.1 10 4.3.1.4),

Definitions

4. For the purposes of this recommendation, the expression “patent
documents” includes patents for inventions, inventors’ cedificates, utility
ceriificates, utility models, patents or ceriificates of eddition, inventors' certifi-
cates of addition, utility certificates of addition, plant patents and published
spplications therefor,

5. For the purposes of this recommendation, the term “entry in an official
gazette” means at least one comprehensive announcement in an official gazette
regerding the meking available to the public of the complete text, claims (if any)
and drawings (if any) of & patent document,

6. For the purposes of this recommendation, the terms “publication” and
“published” and used in the sense of meking available:

(i) & patent document to the public for inspection or supplying & copy
on request

(ii) multiple copies of & patent document produced by printing or like
process
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Esxplanation: If, a1 & particular procedural stage, a copy of the document is first
made available to the public for inspection or copying and is then, at the seme
procedural stage, made available in multiple copies produced by printing or like
process, only & single publication is congidered to have occurred. If, on the other
hand, multiple reproduction results from a new procedural stage, this reproduc-
tion is considered to be & further publication of the document, even if the texts
al the two stages are identical.

7. According to certain national patent laws or regulations, the same patent
application may be published at various procedurel stages. For the purposes of
this recommendation, & publication level is defined as the level corresponding
10 & procedural stage at which normally & document is published under & given
nationsl patent law.

Recommendation

8. It is recommended that the code:

(a) be used for the recording of the “kind of document” in machine-
readable dsta carriers, such es 80-column punched cards, magnetic tapes,
aperture cards, etc.;

(b) be used in the first page of patent documents, preferably near the
document number, if these have been published in the sense of paragraph 6;

(c) be used in entries in official gazettes or, if sll entries in a section of
the Gazette relste to the same kind of a document st the beginning of such &
seclion;

(d) be used for the identification of patent docurnents cited in “Search
Reports” snd “Lists of References” in patent documents (INID Number 56).

9. Code

The Code is subdivided into mutuslly exclusive groups of letiers. The
groups charscterize patent documents and documents specified in paragraph 3.
Groups 1-5 comprise one or several letters enabling identification of documents
pertaining to different publication levels.

Group 1 Use for primary or major series of patent documents
A First publication level
B Second publication level
C Third publication level
Group 2 Use for sccondary series of patent documents
E First publication level
F Second publication level
G Third publication level
Group 3 Use for fusther series of patent documents, as the special
requirements of each Office may be
H
1
Group 4 Use for major special types of patent documents
M Medicament patent documents
P Plant patent documents
S Design patent
Group 5 Uze for utility model documents having a numbering series
other than the documents of Group 1
U First publications level
Y Second publication level
Z Third publication level
Group 6 Other (see paragraph 3)
N Non-patent literature documents
X Documents restricted to the internal use of Offices

10. It is understood that documents resulting from a patent application
and being identified as the major series will fall under Group 1 (e.g. DT
Offenlegungeschrift, Auslegeschrift and Patentschrift). However, documents
identified a8 # secondary series will fall under Group 2 (e.g., FR patent of
addition under old law, US reissue), In exceptional cases of need for a furiher
series, Group 3 i¢ reserved for such purposes (e.g., US defensive publication).
Group 4 applies only, at present, 1o special documents conceming the medica-
ment pstents published in France and the plant patents published in the United
States of America. In any country publishing similar documents, Group 4 should
than be used.

11, As indicated in paragraph 2, the above letter code may optionally be
associated with & numerical code to amp lify the information represented by the
letter code. For this numerical code only digits 1 to 9 should be used. The
gignificance of this code will be defined by any national Office applying such
code and communicated to the Intemationsl Bureau, which will publicize this
information, The numerical code must al ways be interpreted in conjunction with
the country code and the above letter code.
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12. As an appendix to this recommendation a list of patent documennts, past
and currently published, and intended to be published in the future, divided in
accordance with the code, is given.

1871 Administrative Instructions Appendixes

APPENDIX [
LIST OF PATENT DOCUMENTS, PAST AND CURRENTLY
PUBLISHED, AND INTENDED TG BE PUBLISHED IN THE FUTURE,
DIVIDED IN ACCORDANCE WITH THIS CODE

CODE: A Patent Documents Numbered in Primary or Major Series— First
Publication Level
EXAMPLES:
Austria  Patent Application published in the sense of paragraph 6(i)
Belgium Brevet d’invention/Uitvindingsoctrooi
Belgium Brevet de perfectionnement/Verbeteringsoctrooi
Bulgaria Opisanie na izobretenie po patent
Canada Patent

Cuba  Patent Application published in the sense of paragraph 6(i)

Czechoslovakia Patent Application published in the sense of paragraph
6(i)

Czechoslovakia Inventor’s Cenificate Application published in the
sense of paragraph 6(i)

Denmark Patent Application published in the sense of paragraph 6(i)
Egypt  Patent specification

Europat Document published after 18 months

Finland Patent Application published in the sense of paragraph 6(i)

France Brevet d'invention (old law)

France Brevet d’invention, premiere et unique publicstion

France Centificat d’addition a un brevet d'invention, premiere et unique
publication

France Cenificat d'utilite, premiere et unigue publication

France Centificat d’addition a un centificat d'utilite, et unique publication '

France Demande de brevet d'invention, premiere publication

France Demande de centificat d'addition & un brevet d'invention,
premiere publication

France Demande de cenificat d’utilite, premiere publication

France Demande de certificat d’addition a un centificat d' utilite, premiere

publication

German Democratic Republic  Patentschrift (Ausschliessungepatent),
granted in accordance with paragraph 5.1
of the Patent Amendment Act of the
German Democratic Republic

German Democratic Republic  Patentschrift (Wirtschaftspatent), granted
in accordance with paragraph 5.1 of the
Patent Amendment Act of the German
Democratic Republic

Germany, Federal Republic of Offenlegungsschnft

Hungary Patent Application published in the sense of paragraph 6(i)

India  Patent specification

Ireland  Patent specification

Ttaly Brevetto per invenzione industriale

Japan  Kokai tokkyo koho

Luxembourg Brevet d'invention

Luxembourg Certificat d'addition a un breet d'invention
Netherlands Ter inzage gelegde octrooisanvrage

Norway Patent Application publizhed in the sense of paragraph 6(i)

Pakistan Patent specification

PCT  Pamphlet published after 18 months

Polan?  Opis patentovy

Romania Descrieres i nventiei

Soviet Union Opisanie izobreteniys k patentu

Soviet Union Opisanie izobreteniys k aviorskomy Svidetelstvu

Spain  Patente de invencion

Sweden Patent Application published in the sense of paragraph 6(i)

Switzerlend Auslegeschrift/Memoire Expose/Bsposto Memoriale
(Patent Application published in the gense of
paragraphs 6(i) and 6(ii) pertaining 1o the technical
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fields for which search and examination as to novelty
are made)

Switzerland Patentschrify/ Expose d'invention Espostod’invenzione
(Patent published in the sense of paragraph 6(ii) end
perizining o the technicel fields for which neither
search nor examination as to novelty are meade)

United Kingdom  Patent specification

United States Patent

Yugoslavia Patentni spis

CODE: B Patent Documents Numbered in Primary or Major Series =
Second Publication Level
Examples:

Australia Patent specification

Austria  Patentschrift

Canada Reissue

Cube  Patente de invencion

Czechoslovekia  Popis vynalezu k patentu

Czechoslovekia Popis vynalezu k autorskemu osvedceni

Denmark Fremlaeggelsesskrift

Finland Kuulutugjuliceis u — Utleggningsskeift

Frence  Brevet d'invention, deuxieme publication del’invention

France Cenificat d’addition a un brevet d’ invention, deuzieme
publication de I'invention

Ceniificat d*utilite, deuxieme publication del’invention
Certificat d'sddition a un certificat d'utilite, deuxieme publication
de l'invention

German Democratic Republic  Patentschrift (Ausschliessungsy, .tent),
granted in accordance with paragraph 29 of
the Patent Act of the German Democratic
Republic

Patentschrift (Wirtschaftspatent), granted
in accordance with paragreph 29 of the
Patent Act of the Germen Democratic
Republic

Germany, Federal Republic of Auslegeschrift

Hungssy Szsbadelmi Isiras

Jopen  Tokkyo koho

Netherlands Openbaar gemaakie octrooieanvrage

Norway Utegningsskrift

Sweden Utlaggningsekrift

France
France

German Democratic Republic

1871

United Kingdom  Amended Patent Specification

CODE: C Patent Documents Numbered in Primary or Major Series —Third
Publication Level
Examples:
Denmark Patent
Finland Patentti — Patent
Germany, Federal Republic of Patentschrift
Netherlends Octrooi
Norway Patent
Sweden Patentskrift

CODE: E Patent Documents Numbered in Secondary Serieg — First
Publication Level
Examples:
Frence Certificat d’addition a brevet d’invention (old law)
United States Reissue

CODE: H Patent Documents Numbered in Further Series
Example:
United States Defensive publicstion

Statutory Invention Registration

CODE: M Medicament Patent Documents

EXAMPLES:
France Brevet special de medicament
France Addition s un brevet special de medicament

CODE: P Plent Patent Documents
Example:
United States Plant patent

CODE: U Utility Model Documents Numbered in Series Other than the
Documents of Group I — First Publication Level

Examples:

Germeny, Federal Republic of Gebrauchsmuster

Japen  Kokai jitsuyo thinan koho

Spain  Utility Model Application published in the sense of paragraph
6(i)

CODBE: Y Utility Model Documents Numbered in Series Other then the
Documents of Group I — Second Publication Level

Switzerland Patentschrift/Brpose d'invention/Ispostod’invenzione Examples:
(Patent publishied in the sense of parageaph 6(ii) and Japan  Jitsuyo shinan koho
perizining to the technical fields for which search and Spain  Model o de utilidad
examination es to the novelty are made)
1800-63
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Appendix XX
List of Patent Documents, Past and Currently Published, broken down by issuing country and coded in accordance with
. the SL.B Code
Kind of published patent document Asso-
ciated
. Designation in language numer-
Issuing of issuing country Translation into Identification Letter) ™. oy
country (and, if required, English rd calio : code| . e
transliteration in (when needed) ol documen (when
Latin characters) defined)
Australia Unexamined complete Unexamined Patent Applica-| A
specification open to tion published in the sense
public inspection (not of paragraph 6(i)
marked on document)
Patent specification Patent published in the sense | B
of paragraph 6{ii)
B Austria Aufgebot (not marked on | Document laid Patent Application published | A
document but indicated | open in the sense of paragraph 6(i)
as such in the Official
Gazette)
Patentschrifi - Patent Patent published in the sense | B
specification of paragraph &ii)
Belgium Brevet d'invention/ Patentof invention | Patent published in the sense | A
Uitvindingsoctrooi of paragraph 6(ii)
Brevet de perfection- Patent of Patent of improvement A
nement/ improvement published in the sense of
Verbeteringsoctrooi paragraph 6(ii)
Brevet d'importation/ Patent of Patent of imporiation A
Invoeringsoctrooi importation published in the sense of
: paragraph 6(ii)
Bulgaria ioig“gggég%TEHHE Pewﬁptim of Patent publishe(.i_ inthesense | A
10 NATEHT invention for a of paragraph 6(ii)
(Opisanie na izobretenie | patent
po patent)
ONHCAHUE Description of Inventor’s certificate A
HA MSOBTEIEHUE  |invention foran  |published in the sense of
CBBIETEJICTBO lauthor's certificate . paragraph 6(ii)
(Opisanie na izobretenie
po avtorsko svidetelstvo)
Canada Patent/Brevet Patent published in the sense | A
of paragraph 6(ii)
Reigsue Patent/Brevet de Patent reissued and repub- B
redélivrance lished in the sense of
paragraph 6(ii)
Cuba Publicacion de lasolicitud | Publication of the |Patent application published | A
(not marked on application in the sense of paragraph 6(i)
document)
Patente de invencién Patent ofinvention | Patent published in the sense | B
| of paragraph 6(ii) i
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Kind of published patent document Asgo-
- ciated
lssuing Desi%nation in language Teansla Letter| MUmer-
of issuing country ranslation into o o ical
country (and, if required, English l:fe S&ﬁ‘:ﬁ:ﬁ? code | i
transliteration in {when needed) (when
Latin characters) defined)
Czechoslova- | Piihlaska vyndlezu Application for an | Application for inventor’s A i
kia (se Zidosti o invention asking | certificate published in the
autorské osvidéedf) for author’s sense of paragraph 6(i), in
certificate accordance with Law No. 84
of 01.11.1972
Plihldska vynilezu Application for an | Patent application published | A 2
{se Zddosti o patent) invention asking | in the sense of paragraph 6(i),
for a patent in accordance with Law No.
No. 84 of 01.11.1972
Patentové piihlaska Patent application | Patent application published | A 5
or or in the sense or paragraph 6(i)
Prihldska vynilezu Application for | up to patent No. 149260
invention (granted before the entry into
force of Law No. 84 of
01.11.1972)
Popis vyndlezu k Description of an | Inventor’s certificate B 1
autorskému osvédéeni invention for an | published in the sense of
author’s certi- paragraph 6(ii), granted in
ficate accordance with Law No. 84
of 01.11.1972
Popis vynalezu k patentu | Description of an | Patent published in the sense | B 2
invention for a of paragraph 6(ii), granted
patent in accordance with Law
No. 84 of 01.11.1972
Popis vynélezu k Description of an | Dependant author’s certifi- B 3
autorskému osvédéeni invention for an | cate published in the sense
author’s certi- of paragraph 6(ii), granted
ficate in accordance with Law
No. 84 of 01.11.1972
Popis vynélezu k patentu | Description of an | Dependent patent published | B 4
invention for a in the senze of paragraph
patent 6(ii), granwed in accordance
with Law No. 84 of
01.11.1972
Patentovy spis Patent Patent published in the sense | B 5
specification of paragraph 6(ii), up to
No. 149 260, granted before
the entry into force of
Law No. 84 61 01,11,1972
Denmark Almindeling Patent application | Patent application published | A
tilgaengelig accessible to the | in the sense of paragraph 6(i)
patentansagning public
Fremlaeggelsesskrift Document laid | Patent application published | - B
open after examination as to
novelty in the sense of
paragraph 6(ii)
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Kind of published patent document Asgo-
ciated
) Diesignation in language fUmer-
Issuing of issuing country Translation into Jdentification Letter] .
country (and, if required, Exglish of document code | e
transliteration in (when needed) (when
Latin characters) defined)
Denmark Patent Patent Patent published in the sense | C
(cont’d) of paragraph 6(ii)
| Egypt ELZ A 540) Authority for Patent published in the sense | A
(Idarat bara"at alikhticah) | Patent Delivery | of paragraph 6(ii)
Finland Julkiseksi tuflut patent- | Patent application |Patent application publiéhed A
tihakemus (not merked |made accessible to [in the sense of paragraph 6(i)
on the document) the public
Kuufutusjulkaisu - 1 Document laid Patent application published | B
Utléggningsskrift open after examination as to
- novelty in the sense of
paragraphs 6(i) and 6(ii)
Patentti-Patent Patent Patent published in the sense | C
of paragraph 6(ii)
France Demande de brevet Application for | Patent application, first A 1
d’invention patent of invention |publication, published in the
sense of paragraph 6(ii)
Demande de certificat Application fora | Application for a certificate | A 2
d'addition & un brevet  |certificate of addi- |of addition, firet publication,
d‘invention tion to & patent of |published in the sense of
invention paragraph 6(ii)
Demande de certificat Application for Utility certificate application, | A 3
d'utilité certificate of first publication, published
utility in the sense of paragraph
6(ii)
Demande de certificat Application fora | Application for a certificate | A 4
d’addition & un certificat |certificate of addi- |of &.."}%3n to & utility
d'utilité tion to a certificate |certii-. - .», first publication,
of utility published in the eense of
paragraph 6(ii)
Brevet d’invention Patent of invention | Patent, first and only publica- | A §
tion, published in the sense
of paragraph 6(ii)
Certificat d’addition & un | Certificate of addi- | Certificate of addition to a A 6
brevet d'invention tion to a patent | patent, first and only publica-
of invention tion, published in the sense
of paragraph 6(ii)
Certificat d'utilité Certificate of Utility certificate, first and A 7
utility only publication, published
in the sense of
paragraph 6(ii)
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Kind of published patent document Asso- |
Do ciated
. signation in language numer-
Issuing of issuing country Translation into Identification Letter] " )
country (and, if required, English of docucaent code code
transliteration in (when needed) * (when
Latin characters) defined)
France Certificat d’addition Certificate of Certificate of addition to a A 8
(cont'd) a un certificat d'utilité additionto a utility certificate, first
certificate of utility | and only publication,
published in the sense of
paragraph 6(ii)
Brevet d’invention Patent of invention |Patent, second publication, B i
published in the sense of
paragraph 6(ii)
Certificat d’addition a Certificate of Certificate of addition to a B 2
un brevet d'invention additiontoa patent, second publication,
patent of invention | published in the sense of
paragraph 6(ii)
Certificat d'utilité Certificate of Utility certificate, second B 3
utility publication, published in the
sense of paragraph 6(ii)
Certificat d’addition & Certificate of Certificate of addition to a B 4
un certificat d’utilité additionto a utility certificate, secend
certificate of utility {publication, published in the
sense of paragraph 6(ii)
Brevet d'invention Patent of invention | Patent (old law) published in | A
the sense of paragraph 6(ii)
Certificat d’addition & Certificate of Certificate of addition to a E
un brevet d'invention addition to a patent (old law) published in
patent of invention |the sensc of paragraph 6(ii)
Brevet spécial de Special patent Medicament patent (old law) | M
médicament for medicament  |published in the sense of
paragraph 6(ii)
Certificat d’addition & Certificate of Certificate of addition to a M
un brevet spécial de additionto a medicament patent (old law)
médicament special patent for |published in the sense of
medicament paragraph 6(ii)
German Patentschrift Patent specifica- | Exclusive patent, granted in | A
Democratic {Ausschliessungs- tion (Exclusive accerdance with paragraph
Republic patent) Patent) 5.1 of the Patent Amendment
Act of the German Demo-
cratic Republic, published
in the sense of para-
graph 6(ii)
Patentschrift Patent specifi- Industrial patent, granted in | A
(Wirtschaftpatent) cation (Economic |accordance with paragraph
Patent) 5.1 of the Patent Amendment
Act of the German Demo-
cratic Republic, published in
the sense of paragraph 6(ii)
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Issuing
country

Kind of published patent document

Designation in language

of issuing country
(and, if required,
transliteration in
Latin characters)

Translation into
English
(when needed)

Identification
of document

Letter
code

ciated
nusmer-

(when
defined)

German
Democratic
Republic
(cont’d)

Patentschrift (Aus-
schliessungspatent)

Patentschrift
(Wirtschaftspatent)

Berichtigte Patentschrift
(Ausschliessungspatent)

Berichtigte Patentschrift

(Wirtschaftspatent)

Patent specifica-
tion (Exclusive
Patent)

Patent gpecifica-
tion (Economic
Patent)

Corrected patent
specification
{Exclusive Patent)
Corrected patent
specification
{Economic Patent)

Exclusive patent granted in
accordance with para-

graph 29 of the Patent Act of
the German Democratic
Republic, (2nd publication
after examination as to
novelty whenever this exami-
nation is effected), published
in the sense of paragraph 6(i)

Industrial patent granted in
accordance with para-

graph 29 of the Patent Act of
the German Democratic
Republic (2nd publication
afier examination as to
novelty whenever this
examination is effected),
published in the sense of
paragraph 6(ii)

Corrected patent (Exclusive
patent) published in the sense
of paragraph 6(ii)

Corrected patent (Industrial
patent) published in the sense
of paragraph 6(ii)

Germany
(Federal
Republic of)

Offenlegungsschrift

Auslegeschrift

Decument open
for inspection

Document laid
open

Patent application published,
before examination as to
novelty, in the sense of
paragraph 6(ii)

~ 1st publication

- 2nd publication. Modified
reprint following Al Offen-
legungsschrift or Bl Aus-
legeschrift

- 3rd publication. Modified
reprint following A2 Offen-
legungsschrift or B2 Aus-
fegeschrift

Patent application published.
after examination as to
novelty, in the sense of
paragraph 6(ii)

- 18t publication. Offen-
legungsschrift not yet
published

- 2nd publication. Normally
following an Al Offen-

legungsschrift or Bl Aus.
legeschrift
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Asso-
ciated
numer-
ical
code
(when
defined)

Kind of published patent document

Designation in language
of issuing country
(and, if required,
transliteration in
Latin characters)

Letter
code

Issuing
country

Translation into
English
(when needed)

Identification
of document

Germany
(Federal
Republic of)
(cont'd)

Patentschrift

Gebrauchsmuster

Patent
specification

Utility model

- 3rd publication. Following
an A2 Offenlegungsschrift
or B2 Auslegeschrift

|- 4th publication. Following

an A3 Offenlegungsschrift
or B3 Auslegeschrift

Patent published in the sense
of paragraph 6{ii)

- |st publication. Offen-
legungsschrift and Aus-
legeschrift not published

- 2nd publication. Modified
reprint normally following a
Bl Auslegeschrift or Cl
Patentschrift

- 3rd publication. Normally
following a B2 Auslegeschrift
and an Al Offenlegungs-
schrift or following a B2
Auslegeschrift with a preced-
ing Bl Auslegeschrift as well
- 4tk publication. Following
a B3 Auslegeschrift or C3
Patentschrift

- Sth publication, Following
8 B4 Augslegeschrift or a

C4 Patentschrift

Utility model published in
the sense of paragraph 6(ii)

Hungary

Kézzétett szabadalmi
bejelentés

Szabadalmi leirds

Published patent
application

Patent
specification

Patent application published
in the sense of paragraph 6(i)

Patent published in the sense
of paragraph 6(ii)

India

Patent specification

Patent published in tke sense
of paragraph 6(ii)

Ireland

Patent specification

Patent published in the senge
of paragraph 6(ii)

italy

Brevetto per invenzione
industriale

Patent for indug-
trial invention

Patent published in the sense
of paragraph 6(ii)
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Kind of published patent document Asso-
Desicoation & I ciated
. ifnation in language pumer-
Issuing of issuing country Translation into Identification Letter| =,
country (end, if required, |  English of document code [ e
transliteration in (when needed) ocum (when
Latin characters) defined)

Japan 2 0% % 2 a6 Published unexam- | Patant application published | A
(K6kai tokkyo koho) ined patent applica- | before examination as to
tion novelty in the sense of para-

graphs 6(i) and 6(ii).

% B 2 @ Published examined | Patent application published
patent application after examination as to nov-
(Tokkyo k6ho) elty in the sense of para-
graphs 6(i) and 6(is).
- 1st publication. A K6kai Bl1l
tokkyo k6ho6 not published.
“T" headed the numerical
number of Tokkyo k&ho
published from 1922 to
1926.

- 2nd publication. Normally B2
following an A Kékai
tokkyo k6hé.

KR E G Patent specification | Patent (old law) published

Tokkyo hatsumei in the sense of paragraphs
Sneisaigyo) 6(i) and 6(ii).
- 1st publication. Tokkyo Cil
k6ho6 not published.

- 2nd publication. Normally Ci2
following a B 1 Tokkyo

kéhé.
B FHRRLE Corrected patent | Corrected patent published | H
. ification in the sense of paragraphs
(Tokkyo shinpan spec . v
Seiky® kokoku) 6(i) and 6(i).
E B £ @ Registered design Registered design application | §
publication published after examination
(Isy6 koho) as to novelty in the senge of
paragraphs 6(i) and 6(ii).
LRRRGEL G Published unex- Utility model application U
(Kokai jitsuy6 amined utility published before examina-
shinan k6h6) model application | tion as to novelty in the sense
of paragraphs 6(i) and 6(ii)
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Kind of published patent docuament mA'm.wd
. Designation in languege Letter| DU
Tesuing of issuing country | Trasslation into Jentification de | il
country (snd, if required, Englisls of document code
transliteration in (when neadad) (when
Latin characters) defined)
d:%%‘tﬂ) 2 B & % & @ [Published examined :,Juttllty mod:l u;«;um
uiility model fished after exs on
(Jitsuy6 shinan k6hd) application g8 to novelty in the sense of
paragraphs 6(i) and 6(if)
- 15t publication. U Kokal Y|?
jitsuyd shingn kého not
published.
“T* headed the numerical
number of Jitsuy6 shinaa
kéha published from 1922
to 1926.
- 2nd publication. Normal- Y| 2
ly following & U K6kal
Jitauy6 shinan kéhs,
BERRER Rogbimd duf;gty Rcmd ;ﬂul‘l:y moclolf
model gpe tion | pu $6n82 0
(Taroku jitsuyd shinan) paragraphs 6(1) and 6(if)
» 15t publication Jitsuyd Z]1
shinsn kéh6 not published
- 2nd publication. Normai- 2 ¢
Iy following & Y 1 Jitsuyd
shinas k6hé.
240,953 R B R 24 % | Corrected rodmzﬂd Cor;efu& ngimrl;d ul:tﬂl!y I
utility model specifi- | model published 6 s6nse
(Toroku jitsuyd thinsn
shinpan seiky( kekoku) cation of peragraphs 6(i) and 6(i5).
Luxembourg |Brevet d'invention Patent of invention |Patent published in the smse
of paragraph 6(ji)
Centificat d'edditiond  |Centificate of Centificate of eddition o 8
un brevet d'invention |additiontos patent |petent published in the sense
of invention of paragraph 6(ii)
Monaco Brevet d'inventicn Patent of invention |Patent publiched in the sense
of paragraph 6(ii)
Wetherlends | Terinzagelegging Patent epplication |Patent spplication published
laid open in the sense of para-
graphis 6(3) and 6(ii)
Openbaasrmaking Published patent  {Patent application published
spplication {efier enamination in the sense
of paragraphs 6(i) and 6(if)
Octrooi Patent Patent published in the sense
of parugraph 6(i)
Nosway Alment tilgiengelige Patent application |Patent application published
patentsbknader (not accessible to the  |in the sense of paragraph 6(j)
marked on the document) |public
Utlegningsskrift Document lald Patent application published
epen after examination as to
novelty in the sense of pare-
graph 6(it)
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Kind of published patent document Asso-
ciated
fssui Designation in language Letter numer-
ssuing of issuing country Translation into I ical
country (and, if required, English l:; ggcﬁ::;? code | . de
transliteration in {when needed) (when
Latin characters) defined)
Norway Patent Patent Patent published in the sense | C
{cont’d) of paragraph 6(ii)
-
Pakistan Patent specification Patent published in the sense | A
of paragraph 6(ii)
Poland Fatent application published | A
in the sense of paragraph 6(i)
Opis patentowy Description of Patent published in the sense | B
Patentu tymczasowego | patent of paragraph 6(ii)
- |Romania Descrierea inventiei Deséription of the |Patent published in the sense | A
invention of paragraph 6(ii)
Soviet Union |onuCAHUE Description of the | Patent published in the sense | A
H3OBPETEHUA invention fora  |of paragraph 6(ii)
(Opisanie izobreteniya | Patent
k patentu)
ONUACAHUE Description of the | Inventor’s certificate A
B iR, invention for an | published in the sense of
CBUIETENBCTBY author's certificate | paragraph 6(ii)
{Opisanie izobreteniya k
avtorgkomu svidetelstvu)
Spain Patente de invencion Patent of Patent published in the sense | A
invention of paragraph 6(i)
Patente de introduccion | Patent of Patent of importation A
introduction published in the sense of
paragraph 6(i)
Certificado de adicion Certificate of Certificate of addition A
addition published in the sense of
paragraph 6(i)
Solicitud de Modelo de | Application fora | Utility Model Application ]
Utilidad utility model published in the sense of
puragraph 6(i)
Modelo de Utilidad Utility Model Utility Model published in Y
the sense of paragraph 6(i)
Sweden Allmint tilighnglig Patent application |Patent Application published | A
patentansiikan accessible to the  |in the sense of paragraph 6(i)
public
Utlaggningeskeift Document laid Patent Application published | B
open after examination as to
novelty in the sense of paras
graphs 6(i) and 6{ii)
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Kind of published patent document Asso-
S ciated
lssuing Dcsi'gnation in language Tram] Lettey| HUMer-
of issuing country ranslation into I ical
country (and, if required, English Ld:ggcﬁ:ﬁ;? code | . de
transliteration in (when needed) (when
Latin characters) defined)
Sweden Patentskrift Patent document | Patent published in the sense | C
(cont’d) of paragraph 6(ii)
Switzerland Auslegeschrift/Mémoire |Document laid Patent Application published | A
Expoié/Esposto open after examination as to
Memoriale novelty in the sense of para-
graphs 6(i) and 6(ii), and
pertaining to the technical
fields for which examination
as to novelty is made,
issued since 1959
Patentschrift/Exposé Patent Patent published in the sense | A
d’invention/Esposto specification of paragraph 6(ii) and per-
d'invenzione taining to the technical
fields for which no examina-
tion s to novelty is made,
issued since 1959
Patentschrift/Exposé Patent Patent published in the sense | B
d’invention/Esposto specification of paragraph 6(ii) and per-
d"inventione taining to technical fields
for which examination as to
novelty is made, issued since
1959
Patentschrift/Expogé Patent Patent published in the sense | A
d’invention/Esposto d'in- | specification of paragraph 6(ii), issued
venzione (Main patent) from 1888 to 1959
(Hauptpatent/Brevet
principal/Brevetto prin-
cipale)
Patentschrift/Exposé Patent Patent of addition published | A
d’invention/Esposto d'in- | specification in the sense of para-
venzione (Zusatzpatent/ |(Additional graph 6(ii), issued from 1907
Brevet additionnel/Bre- | patent) 16 1959
vetto addizionale)
Patentschrift/Exposé Patent Patent of addition published | E
d'invention/Esposto d'in- |specification in the sense of paragraph
venzione (Zusatzpatent/ | (Additional 6(it) in secondary series from
Brevet additionnel/Bre- | patent) 1888 to 1907
vetto addizionale)
United Patent Specification Examined Patent Application | A
Kingdom published in the sense of
paragraph 6(ii). Grant of let-
ters Patent usually occurs

3 months after publication.
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Kind of published patent document Agso- e
cia
] Designation in lsnguage numers
Issuing of issuing country Translation into I Letter .
country (and, if required, English Ieentification code oo
teansliteration in (when needed) ocume (when
Latin characters) defined)
United Amended Patent Amended Specificationcfa | B
Kingdom Specification Granted Patent published in
{cont'd) the sense of paragraph 6(ii)
United States | Patent Patent published in the sense | A
Design Patent of paragraph 6(ii) ]
Reissue Patent Patent reissued and E
republished in the sense of
paragraph 6(ii)
- Defensive Publication Patent application published | H
without examination or
assertion as to novelty, in
the sense of paragraph 6(i)
Defensive Publication Patent document published | H
in the sense of paragraph 5:
Entry of an abstrect of the
application in the Official
Gazette
Defensive Publication Patent document published | H
inthesenseof paragraph 6(ii):
Abstract of an application
published in a discrete docu-
ment form distinctively
numbered in & numerical
gseries unique to Defensive
Publications
Flant Patent Patent published in the sense | P
of paragraph 6(ii)
Yugoslavia Accepted Patent Application | A
published in the sense of
paragraph 6(i)
Patentni spis Patent Patent published in the sense | B
specification of paragraph 6(ii)

Rev., §, July 1967
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1872 International-Type Search [R-2]

PCT Rule 41
Earller Search Other Than Internationa! Search
41.1 Obligation o Use Results; Refund of Fee
If reference has been made in the request, in the form provided forin Rule
4.11, 10 an inlemational-type search carried out under the conditions zet out in
Aniicle 15(5) or to a search other than an intemational or international-type
gearch, the Intemational Searching Authority shall, to the extent possible, use
the results of the said search in establishing the intemational search report onthe
imternationel spplication. The Intemational Searching Authority shall refund
the search fee, to the extent and under the conditions provided for in the
egreement under Article 16(3)(b) or in a communication addressed to and
puablished in the Gazette by the International Burean, if the intemational search
report could wholly or partly, be based on the results of the said search.

37 CFR 1.21 Miscelizneous fees and charges
L N
() Intemational-type search reporis:
For preparing an international type search report of an intemational type
gearch made &t the time of the first action on the merits in a national patent
epplication $28.00.

37 CFR 1.104 Nature of examination; examlner’s actlon. ®
LI

{(c) An intemational-type geasch will be made in all national applications
filed on end after June 1, 1978,

(d) Any nstional application may also have an international-type search
report prepated thereon at the time of the national examination on the merits,
upon gpecific written request therefor and payment of the intemational-type
gaarch reporifee. See §1.21(e) foramount of fee forpreparation of intemational -
typs search report,

NOTE: The Patent and Trademark Office does not require that a formal
report of an intemational-type search be prepared in order to obiain a search fee
vefund in a later filed intemational epplication.

Ll 1T

PCT Rule 41 provides that the applicant may request in 3
fater filed international application that the report of the results
of the intemational-type search, i.e., a search similar to an
international search, but carried out on a NATIONAL applica-
tion (37 CFR 1.104 (c) and (d)), be used in establishing an
international search reporton such international application, An
international-type search is conducted on all U.S. national
applications filed after June 1, 1978, Upon specific request, at
the time of the examination of a U.S. national application and
provided that the payment of a $28.00 international-type search
report fee has been made (37 CFR 1.21(e)), an international-
type search report form (PCT/ISA/201) will also be prepared.

1873 Amendment Under PCT Article 19
[R-2]

PCT Artlele 19
Amendment of the Cielms before the Internationel Buresu

(1) The applicant shell, after having received the international sesrch
repor, be entitled to one opportunity 1o amend the claims of the intemational
spplication by filing amendments with the Intemnaticnal Buresu within the
prescribed time limit, He may, st the smme time, file a brief statement, a5
provided in the Reguletions, explaining the amendments and indicating eny
Impact that such amendments might have on the description and the drawings.

(2) The amendments shall not gobeyond the disclosure in the intemational
epplication as filed.

(3) If the national law of any designated State permits amendments to go
beyond the said disclosure, failure to comply with paragraph (2) shall have no
congequence in that State,
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PCT Rule 46

Amendment of Claims before the Internationsl Burcau
46.1 Time Limit

‘The time limit refecred 1o in Article 19 shall be twomonths from the dete
of wransmiteal of the internstional search report to the Intemationsl Bureau and
to the applicant by the Internetional Searching Authority or 16 months from the
priority date, whichever time expises later, provided that any smendment made
under Aricle 19 which is received by the Internationel Buresu after the
expiretion of the applicable time Limit shall be considered to have been received
by that Bureau on the last dsy of the time limitif it reaches it before the technical
prepurations for intemnational publication have been completed.
46.2 [Deleted]

46.3 Language of Amendments

If the international application has been filed in 8 lenguage other then the
lenguage in which it is published, any amendment made under Anicle 19 shell
be in the language of publication,

46.4 Statement

(a) The statement seferred to in Article 19(1) shall be in the languege in
which the intemnational application is published and shell not exceed 500 words
if in the English language orif translated into that Ianguage. The statement shail
be identified as such by & heading, preferably by using the words “Statement
vnder Article 19(1)" or equivalent in the language of the statement,

(b) The statement shall contain no disparaging comments on the intema-
tionel search report or the relevance of citations contained in that report. Refer-
ence to citations, relevant 1o a given claim, contained in the intemational search
feport may be made only in connection with an amendment of thet claim.
46.5 Form of Amendments

(a) The applicant shall be required to submit a replacement sheet for every
sheet of the claims which, on account of &n amendment or emendments under
Anicle 19, differs from the sheet originelly filed. The letter accompanying the
replacement sheet shall draw attention to the differences between the replaced
sheets and the replacement sheets, To the extent that any amendment results in
the cancellation of an entire sheet, that amendment shall be communicated ina
letter.

(b) and (c) [Deleted)

37 CFR 1,415 The Internationsl Bureau,

(&) The Internetional Bureau is the World Intellectual Propenty Organiza-
tion located at Geneva, Switzerland. It is the intemational intergovernments]
organization which acts es the coordinating body under the Treaty and the Regu-
Iations (PCT Art, 2 (xix) and 35 U.S.C. 351(h)).

(b) The major functions of the Intemational Bureau include:

(1) Publishing of intemational epplications end the Intemational
Gezette;

(2) Transmitting copies of intemationel applications to Designated
Offices;

(3) Storing and maintaining record copies; and

(4) Transmitting information to authorities pertinent to the processing of
specific intemational applications,

PCT Adminlstrative Instructions Section 205
Numbering and Identification of Claime Upon Amendment

(a) Amendments to the claims under Aniicle 19 or Anticle 34(2)(b) may be
made either by cancelling one or more entire claims, by adding one ormose new
claims or by amending the text of one or more of the cleims as filed, All the
claims appearing on a replacement sheet shall be numbered in arsbic numerals,
Where a claim is cancelled, no renumbering of the other claims shall be required,
In all cages where claims sre renumbered, they shall bs renumbered consecu-
tively,

(b) The epplicant shell, in the letter referred to in the second and third
sentences of Rule 46,5(s) or of Rule 66.8(a), indicate the differences between
the claims s filed and the claims as amended, He shell, in panticular, indicate
in the seid letter, in connection with each cleim sppesring in the intemational
application (it being understood that identical indications conceming several
claims may be grouped), whether:

(i) the claim is unchanged;

(ii) the claim is cancolled;

(iii) the claim is new;

(iv) the cleim replaces one or more claime as filed;

{v) the claim is the result of the division of & claim as filed,
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The applicant has one opportunity to amend the claims oiily
of the international application after issuance of the Search
Report. The amendments to the claims must be filed directly
with the International Bureau, usually within 2 months of the
date of mailing of the Search Report. If the amendments to the
claims are timely received by the International Bureau, such
amendments will be published as part of the pamphlet directly
following the claims as filed. Article 19 offers applicants the
opportunity to generally amend the claims before entering the
designated Offices. The national law of some designated Of-
fices grants provisional protection on the invention from the
date of publication of the claims. Therefore, some applicants
take advantage of the opportunity under Article 19 1o “polish”
the claims anticipating provisional protection,

1875 International Burcau Procedures [R-2]

PCT Rule 24
Recelpt of the Record Copy by the International Bureau
24.1 [Deleted]

24.2 Netification of Receipt of the Record Copy

(a) Subject to the provigsions of paragraph (b), the Intematicasl Bureau
shall prompily notify the applicant, the seceiving Qffice, the Intemational
Searching Authority, and all designated Offices, of the fact and the date of
receipt of the record copy. The notification shall ideniify the intemational
application by its number, the international filing dawe, the name of the applicant,
and the name of the receiving Office, and ghall indicate the {iling date of sny
earlier application whose priority is claimed, The notification sent to the
epplicant shall slso contain the list of the designated Offices which have been
notified under this paragraph, and shall, in respect of each designated Office,
indicete any applicable time limit under Anicle 22(3).

(b) If the secord copy is received efterthe expiration of the time limit fixed
in Rule 22.3, the Intemational Bureau shell prompily notify the applicant, the
receiving Office, end the Intemational Searching Authority accordingly,

PCT Rufe 28
Defects Noted by the Internatlonsl Bureay

28.1 Note on Certain Defects

(a) If, in the opinion of the International Bureau, the intemational appli-
cation contsins any of the defects referred to in Anilcle 14(1)(a)(i), (ii), or (v),
the Intemational Buresu shali bring such defects 10 the attention of the receiving
Office.

(b) The receiving Office shall, unless it disagrees with the said opinion,
proceed as provided in Anticle 14(15(b) and Rule 26,

1877 International Publication [R-2]

PCT Artlcle 21

Internationel Publication

(1) ‘The Intemational Bureau shell publish intemational spplications,

(2Xa) Subject 1o the exceptions provided for in subparagraph (B) and in
Anicle 64(3), the international putiication of the iniemational applicetion shall
be effected promptly afier the explration of 18 months from the priority date of
that application,

(b) The applicant may auk the Intemational Buresu 16 publish his
intemational spplicetion any time beforethe expiration of the time limit referred
1o in subparagraph (e). The Intemational Bureau shall proceed accordingly, as
provided in the Regulations,

(3) The intemationel search report or the declaration referred toin Aticle
17(2)(s) shali be published as prescribed In the Regulations,

(4) The language end form of the intemational publication and other
details are govemed by the Regulations,

(5) There shall be no intemations] publication if the intemational applica-
tion is withdrawn or is considered withdrawn before the technical preparations
for publication have been completed.

(6) 1f the Intemational application conteing expresaions or drawings
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which, in the opinion of the Intemational Burean, are contrery to mosality or
public order, or if, in its opinion, the iternationsl application contains dispar-
eging statements as defined in the Reguletions, it may omit such expressions,
drawings, end statements, from ite publicstions, indicating the place andnumber
of words or drawings omitted, and fumishing, upon request, individual copies
of the passages omitied,

PCT Article 29
Effects of the International Publication

(1) As far as the protection of any rights of the spplicant in a designated
State is concerned, the effects, in thet State, of the intemational publicetion of
&n intemational application shall, subject to the provisions of paragraphs (2) to
(4), be the same as those which the nstional lsw of the designated Siste provides
for the compulsory national publication of unexamined national applications as
such,

(2)If the language in which the intemational publication has been effected
is different from the language in which publications under the national law are
effected in the designated Staie, the said nationel law may provide thet the
effects provided for in paregraph (1) shall be appliceble only from suchtime as:

(i) a translation into the latier language has been published as provided
by the netional law, or

(ii) a translation into the latter langusge hus been mede vailable to the
public, by laying open for public inspection us provided by the nationsl law, or

(iii) & tranglation into the latter language hes been trenemitied by the
applicant to the sctugl or prospective unauthorized user of the invention claimed
in the internationel application, or

(iv) both the acts described in (i) and (iii), or both the acts described in
(ii) and (iii), have tsken place.

(3) The national law of any designated State may provide that, where the
intemational publication has been effecied, on the request of the applicant,
before the expiration of 18 months from the priority dete, the effects provided
for in paragraph (1) shall be applicable only from the expiration of 18 months
from the priority date.

(4) The national law of any designated State may provide that the effects
provided for in paragreph (1) shell be applicable only from the date on which e
copy of the international applicetion &s published under Article 21 hes been
received in the nationel Office of or acting for such Stats. The said Office shall
publish the date of receipt in its gazeits as soon as possible.

PCT Ruije 48
International Publication
48.1 Form
(2) The international application shall be published In the form of &
pamphlet,

(b) The particulars regarding the form of the pamphlet end the method of
reproduction shall be governed by the Administrative Instructions,
48, 2 Contents

() The pamphlet shall contain:

(i) » siendardized front page,

(il) the description,

(iif) the claims,

(iv) the drawings, if any,

(v) subject to paragraph (g), the intemsticnal sesrch repori or the
declaration under Article 17(2)(s); the publication of the intemetional seerch
report in the pamphiet shall, however, not be requised o include the par of the
intemational seerch report which containg only metter referred to in Rule 43
elready sppearing on the front page of the pamphlat.

(vi) any statement flled under Anicls 19(1), unless the Intemational
Bureau finds thet the statement doss not comply with the provisions of Rule
46.4,

(vil ) any requess for rectification referred 1o in the third sentance of

Rule 91.1(f).
(b} Subjecs to parsgraph (c), the front page shall include:
(i) data taken from the request sheat and such other data &s are proscribed
by the Adminlatrative Instructions,
(if) & figurs or figurea where the international spplication containg draw-
ings, unless Rule 8.2(b) spplies.
(iii} the abstract; if the abstract is both in English and in anotherlanguage,
the English text shall eppear flrst,
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(c) Where a declaration under Article 17(2)(a) has iscued, the front page
shall conspicuoussy refer 1o that fact and need include neither a drawing nor an
abstract,

(d) The figure or figures referred to in paragraph (b)(li) shall be selected
us provided in Rule 8.2, Reproduction of such figure or figures on the front page
may be in a reduced form.

(e) If there is not enocugh room on the front page for the totality of the
abstract referred 1o in paragraph (b)(iii), the said abstract shall appesr on the
back of the front page. The same shail epply to the translation of the abstract
when such translation is required to be published uader Rule 48,3(c).

()11 the claims have been amended under Article 19, the publication shall
contain either the full text of the claime both as filed and as amended or the full
text of the claims as filed and specify the aimendments. Any stetement referred
woin Article19(1) shail be included as well, unless the International Bureau finds
that the statement does not comply with the provisions of Rule 46.4. The date
of receipt of the ainended claims by the Intemational Bureau shall be indicated.

(g) If, at the time of completion of the technical preparations for interna-
tional publication, the international search repori is not yet available (for
example, because of publication on the request of the applicant as provided in
Anicles 21(2)(b) and 64(3)(c Xi)), the pamphlet shall contuin,in place of the
intemnational search report, an indication to the effect that the report was not
available and that either the pamphlet (then also including the intemational
search report) will be republished or the intemational search report (when it
becemes available) will be separatcly published,

(h) If, at the time of the completion of the technical preparations for
international publication, the time limit for amending the claims under Article
19 has not expired, the pamphlet shall refer to that fact and indicate that, should
the claims be amended under Anticle 19, then, promptly after such amendments,
either the pamphlet (containing the claims as amended) will be republished or
& statement reflecting all the amendments will be published. In the latter case,
at lesst the front page and the <laims shall be republished and, if o statement
under Anicle 19(1) has been filed, that statement shall be published ags well,
unless the Intemnational Bureau finds that the statement does not comply with the
provisions of Rule 46.4.

(i) The Administrative Instructions shell determine the ceses in which the
variovs sliemstive referred 1o in paragraphs (g) and (h) shall apply. Such
determination shall depend on the volume and complexity of the amendsnents
and/for the volume of the intemnational applications and the cost factors,

48.3 Languages

()* If the intesnational applicstion ig filed in English, French, German,
Japanese, Russian or Spanish, that application shall be published in thelanguage
in which it was filed.

(b)t If the intemational application is filed in & language other than
English, French, Germen, Japanese, Russian or Spanish, that application shall
be published in English wranslation. The translation shall be prepared under the
respongibility of the Intemational Searching Authority, which shall be obliged
tohave it ready intime 10 permit intemationsl publication by the prescribed date,
or, where Article 64(3)(b) spplies, to permit the cominunication under Article
20 by the end of the 19th menth afier the priority date. Notwithstanding Rule
16.1(a), the International Searching Authority may charge & fee for the transla-
tion to the applicant. The Intemnationsl Searching Authority shall give the
applicant an opposiunity to comment on the draft wranslation. The Intemnational
Searching Authority shell fix & time limit reasonable under the circumstances of
the case for such comments. If there is no time to teke the comments of the
applicant into account before the 1sanslation is communiceted or if there is a
difference of opinion between the applicant and the said Authority s to the
cosrect transiation, the applicant may send a copy of his comments, or what
remaing of them, to the Intemational Buresu and each designated Office to
which the tranglation was communicated. The Inizmational Buresu shafl
publish the essence of the comments together with the translation of the
Intemational Searching Authority or subsequently to the publication of such
tranglation,

% The words printed in italics will become applicable a1t the same lime that
tie PCT will enter into force inrespect of the country which, among the Spanish-
speaking countries is the first 1o ratify or accede (o the PCT,

(c) If the intemational application is published in & language other than
English, the intemational search report Lo the extent that it is published under
Rule 48.2(a)(v), or the declaration referred to in Anticle 17(2)(a), the title of the
invention, the abstract and any text matter pertaining to the figure or figures
accompanying the abstract shall be published both in that language and in
English. The translations shall be prepured under the reaponsibility of the
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Intemationel Bureav,

48.4 Earlier Publication on the Applicant's Request

(a) Where the applicans agks for publication under Anicles 21(2)(b) and
64(3)(c )(i) end the international search report, or the declaralion referred 10
in Anicle 17(2)(a), is not et available for publication together with the
international epplication, the International Bureav shall collect a special
publication fee whose amount shall be fixed in the Administrative Instruc-
tions,

(b) Publication under Articles 21 (2)(b) and 64(3)(c)(i) shall be effected by
the International Bureau promptly after the epplicant has aeked for it and, where
8 special fee is due under paragraph (a), afier receipt of such fee,

48.5 Notification of National Publicatior

Where the publication of the intemational application by the International
Bureau is governed by Article 64(3)(c)(ii), the netional Office concerned shall,
promptly after effecting the national publication referred to in the said provi-
gion, notify the Intemational Bureau of the fact of such nationel publication.
48.6 Announcing of Certain Facts

(a) If any notification under Rule 29.1(a)(ii) reaches the International
Bureau at a time later than that at which it was able to prevent the intemational
publication of the intemational application, the Intemational Bureau shall
promptly publish a notice in the Gazette reproducing the essence of such noti-
fication.

(b) [Deleted)

(c) If the intemational application or the designation of any designated
State is withdrawn under Rule 32.1, or if the priority claim is withdrawn under
Rule 32°2.1 after the technical preparations for intemational publication have

been completed, thie fact ehall be published in the Gazente.

PCT Rule 86
The Gezette

86.1 Contents

The Gazeue referred to in Article 55(4) shall contain:

(i) for each published international applicstion, dats specified by the
Administrative Instructions taken from the from page of the pamphlet published
under Rule 48, the drawing (if any) appearing on the ssid front page, and the
abstract,

(i) the schedule of all fees payable to the receiving Offices, the Interna-
tional Bureau, and the Intemational Searching end Preliminary Examining
Authorities,

(iii) notices the publication of which ie required under the Treaty or these
Regulations,

(iv) information, if and to the extent furnished to the Intemational Bureau
by the designated or elected Offices, on the question whether the requirements
provided for in Articles 22 or 39 have been complied with in respect of the
intemational applications designating or electing the Office conc. med,

(v) any other useful information prescribed by the Administrative In-
structions, provided access to such information is not prohibited under the
Treaty or these Regulations.

86.2 Languages

(#) The Gazetie shall be published in an English-lenguege edition and a
French-language edition. It shall also be published in editions in any other
langusge, provided the cost of publication is assured through sales or subven-
tions,

(b) The Assembly may order the publication of the Gazette in lenguages
other than those referred to in paragreph (a) .

6.3 Frequency

(a) Subject to paragraph (b), the Gazette shall be published once & week,

(b) For a transitional perlod efter the entry into forcs of the Treaty termi-
nating upon & date fixed by the Assembly, the Gazette may be published at such
times as the Director General considers appropriate having regard to the number
of international applications and the amount of other material required to be
published.

86.4 Sale

() Subject to patagraph (b), the subscription end other sale prices of the
Gazette shall be fized in the Administrative Instructions,

(b) For & transitional period after the entry into force of the Treaty termi-
nating upon & datc fixed by the Assembly, the Gazetie may be distributed on such
terms as the Director General considers appropriate having regard to the number
of intemational applications and the smount of othes muterial published therein,
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86.5 Title
The title of the Gazetie ehall be “Gazeute of International Patent Applice-
tions ,” and “Gazette des Demandes intemationaleg de brevets,” respectively.
6.6 Furiher Details
Further details conceming the Gazette may be provided for in the Admin-
isteative Instructions.

PCT Adminlstrative Instructlons Sectlon 404
International Publication Number

The Internationsl Bureau shall assign to each published international
spplication an international publication number which shell be different from
the iniemationsl applicetion number. The intemstional publication number
shall beused on the pamphlet end in the Gazeite entry. It shell consist of the two-
letter code “WO" followed by 8 two-digit designation of the last two numbers
of the year of publication, a slant, and a gerial number consisting of five digits
(e.g., “WQT8/1 2345").

38 U.S.C. 374 Publication of international application: Effect.

The publication under the treaty of «n intemational application shall
confer no rights and ghsll heve no effect under this title other than that of &
printed publicstion.

37CFR 1,318 Notlfication of nationsl publication of 2 patent based
on &n international application,

The Office will niotify the Intemational Bureau when a patent isissued on
an sppiicstion filed under 35 U.S.C. 371, and there has been no previous
intemationel publication.

The publication of international applications currently
occurs every other Thursday, Under Article 20 the International
Bureau sends copies of published applications to each of the
designated Offices on the day of publication. Asa PCT member
country, the U.S, Patent and Trademark Office also receives
copies of all published International applications for inclusion
in the examiner search files, Also a compiete set of published
International applications in numeric order by publication
number is available on microfilm in the Scientific Library,

1880 Withdrawal of International Application
or Designations [R-2]

PCT Rule 32
Withdrawsl of the International Application or of Designations
32.1 Withdrewals

(s) The applicant may withdsaw the intemationsl epplication prior to the
enpiration of 20 months from the priority date except as 10 any designated State
in which national processing or exemination has elready siaried. He may
withdraw the designation of eny designated State prior to the date on which
procesing or examination mey etart in thet State.

(b) Withdrawel of the designation of sll designated States shall be treated
s¢ withdrawal of the intemational application.

(c) Withdrawal shell be effected by a signed notice from the applicant to
the Intemational Buseat or to the receiving Office. In the case of Rule 4.8(b),
the notice shell requirs the signature of sl the applicents.

{d) [Delsted)

(¢) There shall be no intemationsl publication of the intemnational appli-
cation or of the designation, as the case may be, if the notice effecting
withdrawel resches the Internstional Bureau before the technical preparations
for publication have been completed.

1885 Receipt of the International Application
by the Designated Offices [R-2]

BCT Article 20
Communlcation to Deslgnated Offices
(1){e) The international application, together with the intemational search
report (including any indication referred to in Anicle 17(2)(b)) or the declara-
tion referred to In Articlel17(2)(s), shall be communicated 1o each designated
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Office, asprovided in the Regulations, unless the designated Office waives such
requirement in its entirety or in part.

(b) The communication shall include the translation (as prescribed) of
the said repont or declaration.

(2) If the claims have been amended by virtve of Article19(1), the
communication shall either contain the full 1ext of the claims both as filed and
as amended or shall contain the full text of the claims as filed and specify the
amendments, and shall include the statement, if any, referred to in Article 29(1).

(3) At the request of the designated Office or the applicant, the Intemne-
tional Searching Authority shall send to the ssid Office or the epplicant,
respectively, copies of the documents cited in the intemutional search report, as
provided in the Regulations.

PCT Rule 47
Communication to Designated Offices
47.1 Procedure

(a) The communication provided for in Article 20 shall be effected by the
Intemational Bureau,

(b) Such communication shall be effected promptly after the inierationel
publication of the intemational application &nd, in any event, by the end of the
19th month after the priority date. Any amendment received by the International
Buresu within the time limit under Rule 46.1 which was not included in the
communication promptly to the designated Offices by the International Bureau,
and the later shall siotify the applicant accordingly.

(¢) The International Bureau shall send a notice to the applicant indicating
the designated Offices 1o which the communication has been effected and the
date of such communication. Such notice shall be gent on the same day as the
communication. Each designated Office shall be informed separately from the
communication, sbout the sending and the date of mailing of the notice. The
notice shall be accepted by all designated Offices as conclusive evidence thatthe
communicetion has duly taken place on the date specified in the notics,

(d) Each designated Office shall, when it so requires, receive the inteme-
tional search reports and the declarations referved to in Article 17(2)(s) also in
the transletion referred to in Rule 45.1.

(e) Where eny designated Office has waived the requirement provided
under Article 20, the copies of the documents which otherwise would have been
sent to that Office shall, st the request of that Offics or the applicant, be sent to
the applicent at the time of the notice referred to in paragraph (c).

472 Copies

(8) The copies required for communication shall be prepared by the
Intemational Bureau,

(b) They shell be in sheets of A4 size.

(c) Except to the extent that eny designated Office notifies the Intema-
tional Bureau otherwise, copies of the pamphlet under Rule 48 may be used for
the purposes of the communication of the international applicationunder Article

473 Languages

‘The international application communicated under Article 20 shall be in
the language in which it is published provided that if that langusge is different
from the langusage in which it was filed it shall, on the request of the designsted
Office, be communicated in either or both of these languages.

37 CFR 1.414 The Unlted States >Patent and Trademark Office
as a< Designated Office >or Elected Officoe.

(2) The United States Patent and Tradernark Office will act s 8 Designated
Office »or Elected Office< for interationa! applications in which the United
States of America has been designated or elected< as & State in which patent
protection is desired,

(b) The >United States< Patent and Trademerk Office, when acting s &
Designated Offics >or Elected Office< during international processing will be
identified by the full title “United States Designated Office” or by the abbrevia-
tion “DO/US" >or by the full tite “United States Elected Office” or by the
abbreviation "EO/US"<,

(c) The major functions of the United States Designated Office »or
Elected Office< in respect 1o international applications in which the United
States of America has been designated or elected<, include:

(1) Receiving various notifications throughout the international
stage; »and<

(2) Accepting for ¥ national >stage< * examinstion intemationsl
applications which eatisfy the requirements of 35 U.S.C. 371 w s
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The International Bureau communicates a copy of the
international application to each designated Office, except the
United States Patent and Trademark Office where that Office is
not only a designated Office but was also the Receiving Office
(35 U.S.C. 371(a)). The copy is prepared by the International
Bureau and it is accompanied by a copy of any amendments to
the claims, and a copy of the interational search report or the
declaration by the International Searching Authority to the
effect that no international search report will be established
(PCT Article 20(1)(a) and (2) and PCT Rules 47.1(a) and 47.2).
The International Bureau also sends a notice to the applicant
(form PCT/IB/308) informing him or her of those Offices to
which it has sent the copies and the date on which they were sent
(PCT Rule 47.1(c)).

The International Bureau effects the said communication
of the international application to the designated Offices
promptly after publication.

The applicant may, if he or she so desires, transmit, or ask
the International Bureau to transmit, at any time, a copy of the
international application to any designated Office. Further de-
tails may be found in PCT Article 13 and PCT Rule 31. Itis to
be noted that any transmittal of this kind does not in the absence
of an express request from the applicant, entitle the designated
Office to start processing the international application in that
Office. At the express request of the applicant, however, any
designated Office may start processing or examining the inter-
national application earlier (PCT Article 23(2)).

1887 Entry into the National (or Regional)
Phase Before the Designated Offices [R-2]

PCT Artlicle 22
Caopy, Tranglation, and Fee, to Deslgnated Offlces

(1) The spplicant shall fumish & copy of the intemational application
(unless the communication provided for in Anticle 20 has already taken place)
and s translation thereof (as prescribed), and pay the national fee (if any), 1o each
designated Office not later than at the expiration of 20 months from the priority
date. Where the national law of the designated State requires the indication of
the name of end other prescribed data conceming the inventor but allows that
these indications be fumighed at a time later then tha of the filing of a national
epplicstion, the applicant shell, unless they were contsined in the request,
fumish the said indications to the nationel Office of or acting for that Siate not
Ister than at the expiration of 20 months from the priority date.

(2) Where the Intemational Searching Authority makes & declaration,
under Article 17(Z)(a), thet no intemational search report will be established, the
time limit for performing the acts referred Lo in paragraph (1) of this Article shall
be the same as that provided for in parsgraph (i).

(3) Anynational law may, for performing the acts refesred to in peragraphs
(1) or (2), fix time limits which expire later than the time limit provided for in
those paragraphs.

PCT Articie 23
Delaying of National Procedure
(1) No designsted Office shall process or exemine the internationsl
application prior to the expiration of the applicable time limit under Article 22,
(2) Notwithstending the provisions of paragraph (1), any dasignated
Office may, on the express request of the applicant, process or examine the
international application & any time.

PCT Articie 24
Pogsible Loase of Effect in Deslgnated States
(1) Subject, in case (i) below, to the provinions of Anticle 25, the effect of
the international application provided for in Anicle 11(3) shall coese in any
designated Siate with the same consequences as the withdrawal of any national
applicaticn in that State:
(i) if the epplicant withdraws his intemational applicetion or the desig-
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nation of that State;

(ii) if the intemational application is considered withdrawn by vistue of
Anticles 12(3), 14(1)(b), 14(3)(a), or14(4), or if the designation of that State is
considered withdrawn by vistue of Anticle 14(3)b);

(iii) if the applicant fails to perform the acts referred to in Anticle 22
within the appliceble time limit.

(2) Notwithstanding the provisions of paregraph (1), eny designated
Office may maintain the effect provided for in Article 11(3) evin where such
effect is not required to be meintained by virtue of Article 25(2).

BCT Artlcle 26
Opportunity te Correct Before Designuted Offices
No designated Office shell reject an international application on the
grounds of non-compliance with the requirements of this Treaty and the
Regulations without first giving the applicant the opporiunity to correct the said
epplication tothe extent and according to the procedure provided by the national
law for the same or comparable situations in respect of national applications.

PCT Artlcle 27
Natlonzl Requirements

(1) No national law shall require compliance with requirements relating
to the form or contents of the intemational application different from or
additional to those which are provided for in this Treaty and the Regulations.

(2) The provisions of paragraph (1) neither affect the application of the
provisions of Article 7(2) nor preclude any national law from requiring, once the
processing of the international epplication has staried in the designated Office,
the furnishing:

(i) when the applicunt is a legal entity, of the name of an officer entitled
to represent such legal entity.

(ii) of documents not part of the international application but which
constitute proof of allegations or siatements made in that application, including
the confirmation of the international application by the signature of the applicant
when that application, as filed, was signed by his representative or agent.

(3) Where the applicant, for the purposus of eny designated State, is not
qualified according to the national law of thet State to file & nationsl application
because he is not the inventor, the internationsl application may be rejected by
the designated Office.

(4) Where the nationsl law provides, in respeci of the form or contents of
national applications, for requirements which, from the viewpoint of spplicants,
ere more favorable than the requirements provided for by this Treaty and the
Regulations in respect of intemationel applications, the national Office, the
courts and any other competent organs of or acting for the designated State may
apply the former requirements, instead of the latter requirements, to interna-
tional epplications, except where the applicant insists that the requirements
provided for by this Treaty and the Regulations be applied to his intemational
application.

(5) Nothing in this Treaty and the Regulations is intended to be construed
as prescribing anything that would iimit the freedom of each Contracting State
to prescribe such substantive conditions of patentability as it desires. In
particular, any provision in thie Treaty and the Regulations conceming the
definition of prior ant is exclusively for the purposes of the intsmational
procedure &nd, consequently, any Contracting State is fres to apply, when
determining the patentability of an invention claimed in an international
application, the criteria of its national law in respect of prior an and other
conditions of patentability not constituting requirements as to the form end
contents of applications,

(6) The national law may require that the applicant fumish evidence in
respact of eny substantive condition of putentability prescribed by such law.

{7) Any receiving Office or, once the processing of the intenational
epplication has started in the designated Office, that Office may apply the
netionsl law as far as it relates to any requirement that the applicant be
repregented by en egent having the right to repregent applicants befors the said
Office end/or that the applicant have an address in the designated State for the
puspose of receiving notifications.

(8) Nothing in this Treaty and the Regulatione is intended to ba construed
a6 limiting the freedom of any Contracting Stats to apply meesures deemed
neceseary for the preservation of its national security or to limit, for the
protection of the general economic interests of that State, the right of its own
residents or nationals to file international applications.
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PCT Article 28
Amendment of the Claims, the Description, and the Drawings,
before Deslgnated Offices

(1) The applicant shall be given the opportunity to amiend the claims, the
description, and the drawings, before each designated Office within the pre-
scribed time limit. No designated Office shall grant & patent, or refuse the grant
of & patent, before such time limit has expired except with the express consent
of the applicant.

(2) The amendments shall not go beyond the disclosurein the intemational
application as filed unless the national law of the designated State permiis them
1o go beyond the said disclosure.

(3) The amendments shall be in accordance with the national law of the
designated State in el respects not provided for in this Treaty and the Regula-
tions,

(4) Where the designated Office requires a translation of the international
epplication, the emendments shall be in the language of the translation.

PCT Rule 49
Ceopy, Transiatlon and Fee under Article 22
49.1 Notification
(8) Any Contracting State requiring the fumnishing of a translation or the
payment of a national fee, or both, under Ariicle 22, shall notify the Intemational
Buresw of;
(iy the languages from which and the language into which it requires
translation,
ii) the amount of the national fee,
(&™*) Any Contracting State not requiring the fumishing, under Anicle 22,

by the applicant of & copy of the international application (even though the
communicetion of the copy of the international application by the Intemational
Buresu under Rule 47 has not teken place by the expiration of the time limit
applicable undsr Anticle 22) shall notify the Intemations] Bureau accordingly,

(&%) Any Contracting State which, pursuant to Anicle 24(2), maintains,

if it is a designated State, the effect provided for in Article 11(3) even though &
copy of the intemational application is not fumished by the applicant by the
expiration of the time limit epplicable under Aricle 22 shall notify the
International Bureau accordingly,

(b) Any netification received by the International Bureau under para-
graphs (a), (") or (a™) shall be promptly published by the Intemnational Bureau

in the Gazette,

(¢) If the requirements under paragraph (a) change later, such changes
shall be notified by the Contracting State to the Intemnational Bureeu end that
Bureau shall prompily publish the notification in the Gazette, If the change
meang that translation is required into & language which, before the change, was
not required, such change shall be effective only with respect to intemational
applications filed later then two months afier the publication of the notification
in the Gazette, Otherwise, the effective date of any change shall be detenmnined
by the Contracting State,

49.2 Languages

The language into which translation may be required must be an official
language of the designated Office, If there are several of such lenguages, no
translation may be required if the international application is in one of them, If
there are several official langusges and a translation must be fumished, the
applicant may chooee any of those languages. Notwithstanding the foregoing
provisions of this parageaph, if there are several official languages but the
national law prescribes the use of one such language for foreigners , a translation
into that language may be required,

49.3 Sttements Under Article 19, Indications Under Rule 13%.4

For the purposes of Aricle 22 and the present Rule, any statement made
under Asticle 19(1) and any indication fumished under Rule 13%,4 ghall, subject
1o Rule 49.5(c) and (h), be considered part of the intemational application,
49.4 Use of National Form

Wo epplicant ehall be required to use e national form when performing the
acts referred to in Asticle 22.

49.5 Contents of and Physical Requirements for the Translation

() For the pumposes of Anticle 22, the translation of the intemational
spplication chall contain the description, the claims, any text matter of the
drawings end the abstract, If required by the designated Office, the translation
shall also, subject 1o paragraphs (b) and (c),

(i) contain the request,
(i) if the claims have been amended under Article 19,contain both the
¢laims as filed and the clasims as amended, and
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(b) Any designated Office requiring the fumishing of a translation of the
request shall fumish copies of the language of the translation free of charge to
the applicante. The form and contents of the request form in the language of the
translation shall not be different from those of the request under Rules 3 and 4;
inparticular, the request form in the langusge of the tranelation shall not agk for
any information that is not in the request as filed. The use of the request form in
the lenguage of the translation shall be optional.

(c) Where the applicant did not furnish a translation of any statement made
under Article 19(1), the designated Office may disregerd such statement.

(d) If any drawing contains text matter, the translation of that text matter
shall be fumished either in the form of a copy of the original drawing with the
translation pasied on the original text metter or in the form of s drawing executed
anew,
(e) Any designated Office requiring under parsgraph (a) the furnishing of
a copy of the drawings shall, where the applicant failed to fumish such copy
within the time limit applicable under Article 22,

(i) invite the applicant to furnish such copy within atime limit which shall
be reasonable under the circumstances and shall be fixed in the invitation, or

(i) disregard the said drawing if such invitation, on February 3, 1984 is not
compatible with the national law applied by that Office and as long as it
continues to be not compatible with that law.

() The expression “Fig.” does not require tranglation into any language.

(g) Where eny copy of the drawings or any drawing executed enew which
has been fumished under paragreph (d) or (e) does not comply with the physical
requirements referred to in Rule 11, the designated Office may invite the
applicant to correct any defect within & time limit which shall be reasonable
under the circumstances and shall be fixed in the invitation,

(h) Where the applicant did not furnish a translation of eny indication
fumished under Rule 13 4.4, the designated Office shall invite the applicant to
furnish such translation, if it dezms it to be necessary, within a time limit which
shall be reasonable under the circumstances and shall be fixed in the invitation.

(i) Information on any requirement and practice of designated Offices
under the second sentence of paragraph (a) shall be published by the Intema-
tional Bureau in the Gazstie,

(j) No designated Office shall require tiiat the translation of the intema-
tional application comply with physical requirements other than those pre-
scribed for the intemational application s filed.

PCT Rule 50
Facuity Under Article 22(3)
50.1 Exercise of Faculty

(8) Any Contracting State sllowing a time limit expiring later than the time
limits provided for in Article 22(1) or (2) shall notify the International Bureau
of the time limits go fixed.

(b) Any notificetion received by the Intemnational Bureau under paragraph
(8) shall be promptly published by the Intemational Bureau in the Gezette,

(c) Notifications conceming the shortening of the previously fixed time
limit shell be effective in relaiion o intemational applications filed after the
expiration of threemonths computed from the date on which the notification was
published by the Intemnational Bureau,

(d) Notifications concerning the lengthening of the previously fixed time
limit shall become effective upon publication by the Internationsal Bureau in the
Gazee in respect of international applications pending at the time or filed afier
the date of such publication, or, if the Contracting State effecting the notification
fixes gome later date, 83 from the latter date.

PCT Rule 52
Amendment of the Claling, the Descrlption, and the Drawings,
before Designated Offices
52.1 Time Limit
(&) In any designated State in which processing or examination starts
without special request, the applicent ca:L if he so wishes, exarcise the right
under Article 28 within one month from the fulfillment of the requirements
under Anticle 22, provided that, if the communication under Rule 47.1 has not
been effected by the expiration of the time limit appliceble under Anticle 22, he
ghall exercise the srid right not later than four months afier such expiration date,
In either cage, the applicent may exercise the gaid right et any other time if so
permitted by the nationel law of the gaid State,
(b) In eny designated State in which the national law provides that
exemination sieris only on special request, the time limit within or the time at
which the epplicant may exercise the right under Asticle 28 shail be the seme &s
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that provided by the national law for the filing of amendments in the case of the
examinalion, on special request, of nationel applications, provided that such
time limit shall not expire prior to, or such time shal! not come before, the
expiration of the time limit applicable under paragraph (a).

In order that his application may be processed by the
Office (national or regional) which grants (or refuses the gran¢
of ) a national (or regional) patent, the applicant must, subject to
the exceptions stated in this paragraph, do the following things:

(i) The applicant must pay the national fee to each desig-
nated Office not later than at the expiration of 20 months from
the priority date (PCT) Article 22(1)), unless more time is
allowed by the designated Office.

(ii) Depending on the language of the international applica-
tion, the applicant may have to furnish a translation of the
international application to the designated Office. The prepara-
tion of the translation is the applicant’s responsibility. The
translation must reach the designated Office not later than at the
expiration of 20 months from the priority date (PCT Article
22(1) and 35 U.S.C. 371 (c)(2)). Where the applicant has
amended the claims by filing amendments with the Interna-
tional Bureau, hie will have to furnish the translation also of the
original claims, and if he has filed a statement explaining the
amendments, a translation of that statement into the same
language as that into which the international application is
translated must be attached to the translation of the international
application (PCT Article 28(4) and PCT Rules 49.1(a)(i) and
49.2).

(iii) Where the International Burcau has not yet communi-
cated a copy of the international application to the designated
Office, the applicant must furnish a copy of the intcrnational
application (that is, a copy in its original language) to the
designated Office not later than at the expiration of 20 :nonths
from the priority ¢ate. The applicant will receive form PCT/IB/
308 from the International Bureau indicating the date of mailing
of the communications as well as the designated Offices o
which the communication of copies was effected (PCT Rule
47.1(c)).

(iv) In respect of certain designated Offices, the applicant
must furnish, if it is not already contained in the “Request” part
of the international application, the name and certain other data
concerning the inventor (PCT Articles 4 (1)(v) and 4(4)).

A summary of requircments for each of the designated
Offices is contained in Vol. II of the PCT Applicant’s Guide,
published by the International Burcau and available to U.S.
applicants from Pergamon International Information Corpora-
tion, 1340 Old Chain Bridge Road, McLean, Virginia 22101,
Teleprinter address: 90-1811, Telephone (703) 442-0900.

AMENDMENT OF THE INTERNATIONAL
APPLICATION IN THE “NATIONAL PHASE”

The applicant is permitted to amend the claims, the descrip-
tion and the drawings before the designated Offices. Any such
amendments must be submitted within the given time limit,
generally within one month of the payment of the national fees
and the furnishing of a translation, if necessary (PCT Article 28
and PCT Rule 52), The amendments must not go beyond the
disclosure in the international application as filed except where
the law of the designated State permits them to go beyond the
said disclosure. The amendments must be in accordance with
the law of the designated State in all respects not provided for in
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the PCT. The amendments must be presented in the language of
the translation of the international application, if a translation
was required.

1889 Representation Before the Designated
Office

Any designated Office may, once the processing of the
international application has started in that Office, apply the
national (regional) law as far as it relates to any requirement that
the applicant be represented by an agent having the right to
represent applicants before the said Office and/or that the
applicant have an address in the designated State for the purpose
of receiving notifications (PCT Article 27(7)).

1890 Requirements To Enter National Stage in
United States of America [R-2]

35 U.S.C. 371 Natlonal stage: Commencement

(a) Receipt from the Intematicnal Bureau of copies of intemational
applications with any amendments to the claims, *international search reports,
>and intemational preliminary examination reports including eny annexes
thereto< may be required in the case of * intermationsl applications designating
>or electing<the United States.

(b) Subject to subsection (f) of thig section, the natjonal stage shall
commence with the expiration of the applicable time limit under anticle 22 (1)
or (2) >, or under anicle 39(1)(a)< of the treaty.

(c) The applicant shall file in the Patent and Trademark Office —

(1) the national fee prescribed under section 376(a )(4) of this part;

(2) a copy of the intemational application , unlese not required under
subsection (a) of this section or already communicated by the Intemational
Bureau, and a translation into the English language of the intemnational applice-
tion, if it was filed in another language;

(3)amendments, if any, to the claims inthe international application, made
underarticle 19 of the treaty, unless such amendments have been communicated
10 the Patent and Trademark Office by the Intemational Buresy, and s transla-
tion into the English language if such amendments were made in another
language;

(4) an oath or declaration of the inventor (or other person authorized under
chapter 11 of this title) complying with the requirements of section 115 of thig
title and with regulations prescribed for oaths or declarations of applicants®>;<

(5) a translation into the English language of uny annexes to the intema-
tionel preliminary examination repor, if such annexcs were made in enother
language.<

(d) The requirement with respect to the national fee referred io in
subsection (c)(1), the translation referred 1o in subsection (c)(2), and the oath or
declaration referred to in subsection (c)(4) of this section shall be complied with
by the date of the commencement of the national stage or by such later time as
may be fixed by the Commissioner. The copy of the internationel application
referred to in subsection (¢)(2) shall be submitted by the date of the comnmence-
ment of the national stage. Failure to comply with these requirements ghall be
regarded as abandonment of the application by the pariies thereof, unless it be
shown to the satisfaction of the Commigsioner that such failure to comply was
unavoidable. The payment of & surcharge may be required as & condition of
accepting the national fee referred to in subsection (c)(1) or the oath or
declaration referred to in subsection (c)(4) of this section if these requirements
are not met by the date of the commencement of the nationsl stage. The
requirements of subsection (c)(3) of this section shall be complied with by the
date of the commencement of the national stage and failure to do so shall be
regarded as a cancellation of the amendments to the claims in the intemational
application made under article 19 of the treaty. >The requirement of subgection
(c)(5) shall be complied with at such time ag may be fixed by the Commissioner
and feilure to do so shell be regarded as cancellation of the amendments made
under article 34(2)(b) of the treaty.<

(e) After an intemational application has entered the nations] stage, no
patentmey be granted or refused thereon before the expiration of the appliczble
time limit under anicle 28 >or article 41< of the treaty, except with the express
congent of the applicant. The applicant may present emendments to the speci-
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fication, clsims, and drawings of the epplication afier the national stage has
commenced.

(f) Atthe express request of the applicant, the national stage of process-
ing may be commenced at any time at which the application is in order for such
purpose and the appliceble requirements of subsection (c) of this section have
been complied with.

35 U.S.C. 372 Natlenal stage: Requirements and procedure.

() All questions of subsiance and, within the scope of the requirements of
the treaty and Regulstions, procedure in aninternational application designating
the United States shall be determined as in the case of national applications
regularly filed in the Patent and Trademark Office.

(b) Ini case of intemational applications designating but not originating in,
the United States - -

(1) the Commissioner may cause to be reexsmined questions relating to
form and contents of the spplication in accordance with the requirements of the
treaty and the Regulations;

(2) the Commissioner may cause the question of unity of invention to be
reexamined under section 121 of this title, within the scope of the requirements
of the treaty and the Regulations.

(3) the Commissioner may reguire & verification of the translation of the
intemational epplication or eny other document pertaining to the application if
the application or other docurmnent wes filed in & fanguage other than English,

37 CFR 1.491 Entry into the natlonal stage.

An internsgtional application enters the national stage when the applicant
has filed the documents and fees required by 35 U.S.C. 371(c) within the periods
get in §1.494 or §1.495.

37 CFR 1.492 Natlonal stage fees.

The following fees and charges for intemational applications entering the
national stage under 35 U.S.C. 371 are established by the Commissioner under
35US.C. 376:

(8) The basic national fee:

(1) Where an intemational preliminary examination fee
#s get forth in §1.462 has been paid on the intemnational application to the
United States Patent and Trademark Office:

By & small entity (§1.9(0)) ....coversnsvrcrnncs $150.00
By other than a small entity .....oooveiveners $300.00

(2) Where no intemational preliminary examination fee
as get forth in §1.482 has been peid to the United States Patent end Trade-
mark Office, but an intemetional search fee as set forth in §1.445(2)(2) has been
peid on the intemational application to the United States Patent and Trademark
Office a6 en International Searching Authority:

By a small entity (§1.9(0) .ocrvvrvervvercrnens $170.00
By other than 2 small entity .......c.o.e....... $340.00

(3) Where no intemational preliminary examination fee as set forth
in §1.482 has been paid and no intemational search fee as set forth in
§1.445(a)(2) has been paid on the international application to the United States
Patent and Trademark Office:

By & small entity (§1.9(£)) ..ocorvscsrvvronsin
By other than s small entity

(4) Where the intemetionel preliminary exsmination fee ag set forth in
§1.482 has been paid to the United Stetes Patent and Trademark Office and the
intemationsl preliminery examinstion repon states that the criteria of novelty,
inventive siep (non-obviousness), and industriel applicability, as defined in
PCT Asticle 33(1) to (4) have been satisfied for all the claims presented in tie
application entering the national stage (see §1.496(b)):

By & smali entity (§1.9()) .ovvvreirrerinean
By other than & small entity

(v) In addition to the basic nationa) fee, for filing or later presentation of
each independent claim in excess of 3:
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By & small entity (§1.9(5) .....
By other than & small entity

(c) In addition to the basic national fee, for filing or later presentation of
each claim (whether independent or dependent) in excess of 20 (Note that
§1.75(c) indicates how multiple dependent claims are considered for fee calcu-

lation purposes.):

By a small entity (§1.9()) vcovvsvrrisirsusinaen
By other then a small entity ........oconvennins

(d) In eddition to the basic national fee, if the application
contains, or is amended to contain, & multiple dependent claim(s), per spplica-
tion:

By a small entity (§1.9(F)) ovveririnns curnins $55.00
By other than & small entity ...........c.ers. $110.00

(If the sdditional fees required by paragraphs (b), (c) and (d) are nos
paid on presentation of the claims for which the additional fees are due,
they must be paid or the claims cancelled by amendment, prior to the
expiration of the time period set for response by the Office in any notice of
fee deficiency.)

(¢) Surcharge for filing the basic national fee or oath or declaration leter
than 20 months from the priority date pursuan? to §1.494(c) or later than 30
months from the priority dater pursuant to §1.495(c):

By a small entity (§1.9(5)) .ooovorinniisnionies $55.00
By other than a small entity ......cc.covennnnas $110.00

(f) For filing an English trenslation of an international application later
than 20 months after the priority date (§1.494(c)) or for filing en English
translation of the international application or of any annexes to the intemationa)
preliminary examination report later than 30 months after the priority date
(51.495(c) end (&)

(35 U.8.C. 6,376)

37 CFR1.494 Entering the natlonal stege in the United States of

America as 8 Designated Offlce.

(8) Where no Demand has been filed with an appropriate Intemational
Preliminary Exsmining Authority by the expiration of 19 months from the
priority date (see §1.495), the applicant must fulfill the requirements of PCT
Article 22 and 35 U.S.C. 371 within the time periods set forth in paragraphs (b)
and (c) of this section in order to prevent the abandonment of the intemationsl
application as to the Unites States of America. International applications for
which those requirements are timely fulfilled will enter the natione! stege and
obtain an examination as to the patentability of the invention in the Unites States
of America,

(b) The applicant shall fumish 1o the United States Patent and Trademark
Office not later than the expiration of 20 months from the priority date -

(1) & copy of the intemational epplication, unlese it has been previously
communicated by the international Bureau or unlees it was originally filed in the
United States Petent and Trademark Office;

(2) atranslation of the international application into the English language,
if it was originelly filed in another lunguage;

(3) the basic national fee (see §1.492(a)); and

(4) en cath or declaration of the inventor (see §1.497),

(c) The epplicant may furnish any required English translation of the
international application, the basic national fee and the oath or declaration of the
inventor after 20 months but not later than the exglration of 22 moaths from the
priority date. The payment of the processing fee set forth in §1,492(f) e required
for acceptance of an English translation later than the expiration of 20 months
after the priority date. The payment of the surcharge set forth in §1.492(e) is
required for acceptance of the basic nationel fee or the oath or declaration of the
inventor later than the expiration of 20 months efter the priority date,

(d) A copy of any amendments Lo the claims made under PCT Anticle 19,
and s translation of those amendments into English, if they were mede in another
language, must be fumished not later than the expiration of 20 months from the
priority date. Amendments under PCT Article 19 which are not received by the
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expiration of 20 months from the priority date will be considered to be cancelled.

(e) Verification of the transiation of the intemnational application or any
other document pertaining to an internationel application may be required
where it is considered necessary, if the international application or other
document was filed in a language other than English.

() The documents and fees submitted under paragraphs (b) end (c) of this
gection must be clearly identified as a submission to enter the national stage
under 35 U,8.C. 371, otherwise the submission will be considered as being made
under 35 U.S.C.111.

(2) The time limits set out in paragraphs (b), (c) and (d) of this section may
not be extended pursuant to §1.136 or otherwise.

(h) An intemational application becomes abandoned as 1o the United
States 20 months from the priority date if 2 copy of the internaticnal application
is not communicated to the Patent and Trademark Office prior to 20 months
from the priority date where the United States has been designated but not
elected prior to 19 months from the priority date. If & copy of the international
spplication is communicated within 20 months to the Patent and Trademark
Office, an intemational application will become abandoned as to the United
States 22 months from the priority date if the required English translation(s),
fees end oath or declaration under 35 U.S.C. 371(c) are not filed within 22
months from the priority date.

37 CFR 1.495 Entering the national stage In the United States of
Avierica as an Elected Offlce

(e) Where a Demand has been filed with an appropriate International
Preliminary Examining Authority and not withdrawn by the expiration of 19
months from the priority date, the applicant must fulfill the requirements of 35
U.S.C. 371 within the time periods set forth in paragraphs (b) and (c) of this
gection in order 1o prevent the abandonment of the intemational application as
to the Unites States of America, International applications for which those
requirements are timely fulfilled will enter the national stage and obtain an
examination as to the patentebility of the invention in the Unites State of
America.

(b) The applicant shell fumish to the United States Patent and Tradeinark
Office not later than the expiration of 30 months from the priority date-

(1) & copy of the internationsl application, unless it has been previously
communicated by the Intemational Bureau orunless it was originally filed inthe
United States Patent end Trademark Office;

(%) avranslation of the intemational application into the English language,
if it was originally file in another language;

(3) the basic national fee (see §1.492(s)); and

(4) en oath or declaration of the inventor (gee §1.497).

(c) The spplicant may fumish any required English translation of the
international application, the bagsic nationsl fee and the oath or declaration of the
inventor after 30 months but not later than the expiration of 32 months from the
priority date, The payment of the processing fee st forth in §1.492(f) is required
for scceptance of an English translation later than the expiration of 30 months
efter the priority date, The paynient of the surcharge set forth in §1.492(¢) is
required for acceptance of the basic national fee or the oath or declaration of the
inventor lager than the expiration of 30 months after the priority date.

(d) A copy of any smendments to the claims made under PCT Anicle 19,
and s translation of those amendments into English, if they weremade in enother
language, must be fumished not later than the expiration of 30 months from the
priority date. Amendments under PCT Article 19 which are not received by the
expiration of 30 months from the priority date will be considered to be cancelled,

(e) A translation into English of any annexes to the intemational
prdeliminary examination repori, if the annexes were made in another language,
must be fumished not later than the expiration of 30 months from the priority
date. Trantlations of the ennexes which are not recieved by the expiration of 30
months from the priority date may be submitted within 32 months from the
priority date accompanied by the processing fee set forth in §1.492(f). Transla-
tions of the annexes which are not timely received will be considered to be
cancelled,

(AVerification of the translation of the intemational application or any
other document pesiaining to an intemational application may be requised
where it is considered necessary, if the international application or other
document was filed in & language other than English.

(g) 'The documents submitted under paragraphs (b) and (c) of this section
must be clearly identified as u submisgion to enter the national siage under 35
U.8.C. 371, otherwise the submission will be considered as being made under
35 US.C.111,
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(g) The time limnits set out in paragraphs (b), (c), (d) and (e} of this section
may not be extended pursuant to §1.136 or otherwise.

(h) An intemational spplication becomes abandoned as to the United
States 30 months from the priority date if a copy of the international epplication
is not communicated to the Patent and Trademark Office prior to 30 months
from the priority date and s Demand for Intemational Preliminary Examination
which elected the United States of America has been filed prior to the expiration
of 19 months from the priority date, If a copy of the international application is
communicated within 30 months to the Patent and Tredemark Office, an
international application will become abandoned as 1o the United States 32
months fromthe priority date if the required English translation(s), fees and cath
or deciaration under 35 U.S.C. 371(c) are not filed within 32 months from the
priority date.

37 CFR 1.496 Examinatlen of International applications In the
natlonal stage

(a) Intemationel applications which have complied with the requirements
of 35 U.S.C. 371(c) will be taken up for action based on the date on which such
requirements weremet. However, unless an express request forearly processing
hasbeen filed under 35 U.S.C. 371(f), no action may be taken prior to one moath
after entry into the nationsl stage.

(b) A national stage application filed under 35 U.S.C. 371 may have paid
therein the basic national fee as set forth in §1.492(a)(4) if it contains, or is
amended to contain, at the time of entry into the national stage, only claims
which have been indicated in an international preliminary examination reporst
prepared by the United States Patent and Tradenark Office as satisfying the
criteria of PCT Article 33(1)-(4) as to novelty, inventive step and industrisl
applicability. Such national stage applications in which the basic national fee as
set forth in §1.492(a)(4) has been paid may be amended subsequent to the date
of entry into the national stage only to the extent necessary to eliminate
objections as to form or to cancel rejected claims. Such national stage applice-
tions in which the basic national fee as et forih in §1.492(a)(4) has been paid
will be taken up out of order,

37 CFR 1.497 Oasth or declaration under 35 U.S.C. 371(¢)(4).
() When an applicant of en intemational application, if the inventor,
desires to enter the nations! stage under 35 U.S.C, 371 pursuant to §1.494 or
§1.495, he or she must file an oath or declaration in accordance with §1.63.
(b) Ifthe intemational application was made as provided in §1.422, 1,423
or 1,425, the applicant shall state hig or her relationship to the inventor and, upon
information and belief, the facts which the inventor is required by §1.63 to state.

The United States national stage commencement require-
ments are set forth in 35 U.S.C. 371 and 372. In order to retain
the international filing date and enter the national stage in the
United States, and unless the international application was filed
in the United States Receiving Office or was already received
from the International Bureau, the applicant, who miust be the
inventor for the United States (35 U.S.C. 373), must timely file
in the Patent and Trademark Office (37 CFR 1.61) the following
items:

(i) a copy of the international application and a English
translation thereof, if necessary,

(ii) Amendments to the claims under PCT Article 19 which
were made before the Intemational Bureau, if any, and an
English translation thereof, if necessary,

d(iii) an oath or declaration of the inventor (37 CFR 1.70)
,an

(iv) the national filing fee (35 U.S.C. 376(4) and 37 CFR
1.402(a)). Theapplicant mustsubmitacopy of the international
application, if it has not been communicated by the International
Bureau, not later than the expiration of 20 months from the
priority date to avoid abandonment of the application (35
U.S.C.371(d) and PCT Article 22), The filing fee and oath or
declaration may be submitted between 20 and 22 months from
the priority date if accompanied with the surcharge, If the filing
fee, oath or declaration, and any required surcharge are not filed
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by the expiration of 22 months from the priority date, the
application is abandoned. If any required English translation of
the international application is not filed within 20 months from
the priority date, it must be filed within 22 months from the
priority date along with the processing fee (37 CFR 1.492(f)) in
order to prevent abandonment of the international application.
At 20 months the applicant may also file copies of the prior art
cited in the Search Report.  After filing, the applicant has the
right to amend the application before the designated Office
within one month after entry into the national stage. The
amendment may affect the description, claims and drawings,
butmay not add new matter. It should be noted that the time limit
of 20 months from the priority date applies irrespective of
whether the international search report is available,

Entry into the national stage may also occur earlier at the
express request of the applicant under the provisions of 35
U.S.C. 371(f). In order that earlier entry into the national stage
may take place, the applicable requirements of 35 U.S.C. 371(c)
must be received by the United States Patent and Trademark
Office. Requirements such as the Search Reportand any amend-
ments to the claims must be submitted promptly aficr they are
made available, if not submitied with the other requirements of
35U.8.C. 371(c).

EARLY PROCESSING OF APPLICATION AT THE U.S.
NATIONAL STAGE

National stage processing in the United States Patent and
Trademark Office will normally not begin until after the expi-
ration of the applicable time limit under PCT Article 22 (35
U.S.C. 371(b)).

This is true even if the applicant fulfills the requirements of
350.8.C. 371(c), paragraphs (1), (2), and (4) to obtain an early
prior art date under 35 U.S.C. 102(e) well before the expiration
of the above mentioned time limit,

Applicants may, however, expressly request early process-
ing at any time after the applicable requirements of 35 U.S.C,
371(c) have been complied with. If a proper express request for
carly processing is received. the international application will
promptly be assigned a national serial number and be forwarded
for examination.

PRIOR ART STATEMENT REQUIREMENT FOR
UNITED STATES

If the United States of America is designated, an informa-
tion disclosure statement undes 37 CFR 1,97 and 1,98 should be
filed at the time of entering the national stage (35 U.S.C. 371 (b)
or (f)) or within three months thereafter, For purposes of 37 CFR
1.97(a) the date of entry into the national stage is considered to
be “the time of filing the application”,

UNITED STATES DRAWING REQUIREMENTS

When the nature of the subject matter of the invention
admits of illustration by the drawing and the applicant has not
furnished such a drawing, the Commissioner of Patents and
Trademarks may require the submission of such a drawing
within a time period of not less than two months from the
sending of a notice to the applicant (35 U,S.C. 113 and 37 CFR
1.81 and 1.83), Accordingly, whenever filing international
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applications which designaie the United States, applicants may
wish to routinely furnish a drawing with each application in
which the subject matier “admits of illustration by a drawing”
even though the drawing is not deemed necessary for the
understanding of the invention.

1892 Filing of Continuation or Continuation-
in-part Application During Pendency of
International Application Designating

the United States [R- 2]

It is possible to file a U.S. national application under 35
U.S.C. 111 during the pendency (prior to the abandciment) of
an international application which designates the United States
without completing the requirements for entering the national
stage under 35 U.S.C. 371(c). The ability to take such action is
based on provisions of the United States patent law. 35 U.S.C.
363 provides that “An international application designating the
United States shall have the effect froin its international filing
date under article 11 of the treaty, of a national application for
patent regularly filed in the Patent and Trademark Office...”. 35
U.S.C. 371(d) indicates that failure to timely comply with the
requirements of 35 U.S.C. 371(c) “shall be regarded as aban-
donment by the parties thereof...”, It is therefore clear that an
international application which designates the United States has
the effect of a pending U.S. application from the international
application filing date until its abandonment as to the United
States. The first sentence of 35 U.S.C. 365(c) specifically
provides that “In accordance with the conditions and require-
ments of section 120 of this title,... a national application shall
be entitled to the benefit of the filing date of a prior international
application designating the United States.” The condition of 35
U.S.C. 120 relating to the time of filing requires the later
application to be “filed before the patenting or abandonment of
or termination of proceedings on the first application...” (em-
phasis added). The filing of a continuation or continuation-in-
part application of an international application may be useful to
patent applicants where the oath or declaration required by 35
U.S.C. 371(c)(4) cannot be filed within 22 months from the
priority date as required by 37 CFR 1.61(b). An applicant filing
an application under 35 U.S.C. 111 may obtain additional time
to file the oath or declaration under 37 CFR 1.53(d) and
1.136(a).

A Continuing application under 35 U.8.C. 365(c) and 120
must be filed before the abandonment or patenting of the prior
application.,

37 CFR 1.494 Enterlng the natlonai stage In the United States of
Americe s a Deslgnated Office,
LT

(h) An interational application becomes ebandoned as 1o the United
States 20 months from the priority date if a copy of the Internationel application
{2 not communicated to the Patent and Trademark Office prior 10 20 monthe
from the priority date where the Unitad States has been designated but not
elected prior to 19 months from the priority date. If a copy of the international
application is communicated within 20 months 1o the Patent and Trademark
Office, an intemational application will become abandoned asg to the United
States 22 months from the priority date if the required English tranalation(s),
fees and oath or declaration under 35 U.8.C, 371(c) are not filed within 22
manths from the priority date.
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37 CFR 1.495 Entering the national stage in the United States of
Amerlca as an Elected Offlce
BRBEs

(i) An international application becomes abandoned as to the United States
30 months from the priority date if a copy of the international spplication is not
communicated to the Patent and Trademark Office priorto 30 months from the
priority date and @ Demand for Intemational Preliminary Examination which
elected the United States of America has been filed priorto the expiration of 19
months from the priority date. If a copy of the intemstional application is
communicated within 30 months to the Patent and Trademark Office, an
international application will become abandoned as to the United States 32
months from the priority date if the required English translation(s), fees snd oath
or declaration under 35 U.S.C, 371(c) are not filed within 32 months from the
priority date.
1895 Review Under PCT Article 25 [R-2]

PCT Article 25
Review by Designated Offices

(1)(a) Where the receiving Office has refused to accord an international
filing date or has declared that the intemational application is considered
withdrawn, or where the International Bureau has made & finding under Article
12(3), the Imemational Bureau shall promptly send, at the request of the
applicant, copies of any document in the file to any of the designated Offices
named by the applicant,

(b) Where the receiving Office hes declared that the designation of any
given State is considered withdrawn, the Intemationel Bureau ghall prompily
tend, at the request of the epplicent, copies of any document in the file to the
national Office of such State,

(c) The request under subparagraphs (e) or (b) shall be presented within
the prescribed time limit.

(2)(8) Subject to the provisions of subparagraph (b), esch designated
Office shall, provided that the nationsl fee (if any) has been paid and the
appropriaie transletion (as prescribed) hes been furnished within the prescribed
time limit, decide whether the refusal, declsration, or finding, referred to in
paragraph (1) was justified under the provisions of this Treaty and the Regula-
tions, and, if it finds that the refugal or declaration was the result of an esror or
omission on the part of the receiving Office or that the finding was the result of
an error or omisgsion on the part of the International Bureau, it shall, as far es
effects in the State of the designated Office are concemed, treat the intemational
application as if such error or omission had not occurred,

(b) Where the record copy has reached the International Bureau after the
expiration of the tisne limit preseribed under Asticle 12(3) on account of any
error oromigsion on the part of the applicant, the provisions of subparagraph (a)
shell apply only under the circumstances referred to in Article 48(2).

35 U.5.C. 366 Withdrawn international appilcation

Subject to section 367 of this pant, if an international application designas-
ing the United States is withdeawn or considered withdrawn, either generally or
as 1o the United States, under the conditions of the treaty and the Reguiations,
before the applicent has complied with the epplicable requirements prescribed
by section 371(c) of this part, the designation of the Uniied States shall have no
effect after the date of withdrawel and ehall be considered as not having been
made, unless a claim for benefit of a prior filing date under section 365(c) of this
section was made in & nationgl application, or an intemationel epplication
designating the United States, filed before the date of such withdrawal, How-
ever, such withdrewn intemationel epplicstion may serve as the basia for a claim
of priority under section 365 (a) and (b) of this part, If it designated & country
other than the United States,

35 U .8.C, 367 Actions of other authorlties: Review

(a) Where & Receiving Office other than the Patent and Trademark Office
has refused to accord &n intemational filing date 10 an intemational application
designating the United States or where it has held such application to be
withdrawn either generally or a8 to the United States, the spplicant may request
review of the matter by the Commissioner, on complience with the requirements
of and within the time limits specified by the treaty and the Regulations, Such
review may result in a determination that such application be considered es
pending in the national stage.

(b) The review under subsection (a) of this section, subject to the same
requirements and conditions, may also be requested in those instances where an
international application designating the United Statss is considered withdrawn
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due to a finding by the International Bureau under Article 12(3) of the treaty.

PCT Article25and 35U.S.C. 367 provide for review by the
United States Designated Office of decisions by another Re-
ceiving Office (1) refusing to grantafiling date or (2) withdraw-
ing the international application or the designation of the United
States of America.

1896 Effect of U.S. Patent Issued on an Inter-
national Application

PCT Artlcle 46
Incerrect Translatien of the International Application

If, because of an incorrect translation of the internations] application, the
scope of any patent granted on that application exceeds the scope of the
intemational application in its original language, the competent authorities of
the Contracting State concerned may accordingly and retroactively limit the
scope of the patent, and declure it null and void to the extent that its scope has
exceeded the scope of the intemational application in its original language.

35 U.8.C. 375 Patent lssued on international application: Effect

(a) A patent may be issued by the Commissioner based on an international
application designating the United States, in accordance with the provisions of
this title. Subject to section102(e) of this title, such patent shall have the force
and effect of a patent issued on a national application filed under the provisions
of chapter 11 of this title,

(b) Where due to an incorrect translation the scope of a patent granted on
an internationsl application designating the United States, which was not
originally filed in the English language, exceeds the scope of the international
application in its original language, & court of competent jurisdiction may
retroactively limit the scope of the patent, by declaring it unenforceable o the
extent that it exceeds the scope of the international application in its original
language,

Apatentissued onan international application has the same
force and effect as a patent issued on a national application
except that a court may retroactively limit the scope of a patent
if it is too broad because of an incorrect translation, 35
U.8.C.375.

1897 Filing and Prior Art Effect in United
States of America [R-2]

38 U.S.C. 363 Internatlonal application designating the United
States: Effect

An intemational application designating the United States shall have the
effect, from its international filing date underasticle 11 of the treaty, of a national
application for patent regularly filed in the Patent and Trademark Office except
as otherwige provided in section 102(e) of this title.

37 CFR 1.83 Serlal number, filing date, and completion of

appllcation.
L

(f) The filing date of an international application designating the United
States of America shall be treated as the filing date in the United States of
Americs under PCT Anicle 11(3), except as provided in 35 U.S.C. 102(e).

The prior art effect under 35 U.S.C. 102(e) begins on the
date the applicant has fulfilled the requirements of 35 U.S.C.
371(c)(1), (2) and (4). These requirements are that the national
filing fee, a copy of the international application and a verified
English translation thereof, if it was filed in another language,
and anoath or declarationbe filed in the United States Patentand
Trademark Office, The international application also becomes
prior art when it is published promptly after the expiration of 18
months from the priority date, or earlier at applicant’s request.
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1898.01 International Preliminary
Examination [R-5§]

MANUAL OF PATENT EXAMINING PROCEDURE

QUICK REFERENCE CHART

The following chart is designed to be a guide to patent ex-
aminers to direct them to those sections of this Manual which
discuss the various operauons for which the examiner is respon-
sible, IR .

 The procedures required of the exammer are basxcally
mken in the’ order presemed : v

1. Unity of Invention {Form PCT/IPEA/405]

The examiner must determine whether or not unity of
invention exists in the claims before the International Prelimi-
nary Examining Authority.

Time deadline - 7 days from the date the international ap-
plication is charged to the Examining Group from PCT Central.

Sec §§ 1898.02(a) - (¢).

Only those inventions that were previously searched by an
International Searching Authority will be considered for Inter-
national Preliminary Examination.

2. Written Opinion [Form PCT/IPEA/408]

The Written Opinion is similar to a first Office Actionina
national application in which the examiner sets forth his or her
position as to each claim and offers the applicant an opportunity
to respond.

Defective claims - this includes claims so defective that ex-
amination cannot be considered and claims drawn to subject
matter which is not examined by the United States Patent and
Trademark Office.

See § 1898.02(a).

Examination as to novelty, Inventive Step and Industrial
Applicability - this is the focus of the examination and the
Wriiten Opinion. All claims which are not defective must be
treated on the merits,

See §§ 1898.03(a)(1) - (4).

3. Applicant's response to the Written Opinion
Any response must be made within the time limit setin
the Written Opinion which is usually 2 months from the date of
mailing the Written Opinion. The timelimit cannot be extended.
The response may include amendments to the specification,
¢laims and drawings which do not include new mater,

4. Interviews

The applicant, or the applicant’s representative may hold
an interview with the examiner during the time limit for re-
sponse to the Written Opinion, All interviews must be made of
record in the international application.

5.International Preliminary Examination Report
[Form PCT/IPEA/409]

Time limit - The completed International Preliminary Ex-
amination Report must be forwarded to PCT Central before the
expiration of 27 months from the priority date of the interna-

tional application.

Afier receipt of applicant’s response to the Written Opin-
ion or the expiration of the time limit, the International Prelimi-
nary Examination Report should be prepared.

The matter of unity of invention may again be rewewed in
view of any amendments filed.

See §8§ 1898.04(a) and (c).
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The International Preliminary Examination is to be carried
out in accordance with PCT Article 34 and PCT Rule 66. Afier
the Demand is checked for compliance with PCT Rules 53 - 55,
57 and 58, the first step of the examiner is to study the descrip-
tion, the drawings (if any), and the claims of the international
application and the documents describing the prior art as cited
in the International Search Report.

A Written Opinion must be prepared if the examiner:

1. considers that the international application has any of the
defects described in PCT Article 34(4) concerning subject
matter which is not required to be examined or which is unciear
or inadequately supported,

2. considers that the report should be negative with respect
to any of the claims because of a lack of novelty, inventive step
(ron-obviocusness) or industrial applicability as described in
PCT Article 33(2) - (4),

3. notices any defects in the form or contents of the inter-
national application,

4. considers that any amendment goes beyond the disclo-
sure in the international application as originally filed, or

5. wishes to make an observation on the clarity of the
claims, the description, the drawings or to the question whether
the claims are fully supporied by the description (PCT Rule
66.2).

The Written Opinion is prepared on form PCT/IPEA/408 to
notify applicant of the defects found in the international appli-
cation, The examiner is further required to fully state the reasons
for his or her opinion (PCT Rule 66.2(b)) and inviie a written
reply, with amendments where appropriate (PCT Rule 66.2(c))
normally setting a two month time limit for the reply.

The applicant may respond to the invitation by making
amendments or, if applicant disagrees with the opinion of the
examiner, by submitting arguments, as the case may be, or both.

The U.S. Rules of Practice pertaining to international pre-
liminary examination of international applications permit a
second Written Opinion in those cases where sufficient time is
available. Normally only one Written Opinion will be issued.
Any response received after the expiration of the time limit set
for response to a Written Opinion will not be considered in pre-
paring the International Preliminary Examination Report.

If the applicant does not respond to the Written Opinion
within the set time period, the International Preliminary Exami-
nation Report will be prepared after expiration of the time limit
and sufficient time to have any response clear the Mail Room.

If after initial examination of the international application,
there is no negative statement or comment to be made, then only
the International Preliminary Examination Report will be pre-
parcd without a Written Opinion having been issued.
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1898.01(a) Provisions of Agreement with the
International Bureau to serve as an Interna-
tional Searching and Preliminary Examination
Authority [R-5]

A copy of the Agreement appears in MPEP §1804

PCT Artlele 32
The Internstional Preliminsry Examinlng Authority

(1) Intemational preliminary exeminetion shall be carried out by the
Intemational Preliminary Exemining Authority.

(2) In the caee of demands refesred to in Anicle 31(2)(a), the receiving
Office, and, in the case of demands referred o in Anticle 31(2)(b), the Assembly,
shall, in sccordance with the gpplicable agreement between the interested
Intemational Preliminary Examining Authority or Authorities end the Interna-
tional Bureau, specify the International Preliminary Examining Authority or
Authorities competent for the preliminary examination,

(3) The provisions of Anicle 16(3) shall apply, mutatis mutandis, in
respect of the International Preliminary Examining Authorities.

PCT Artlele 34
Procedure before the International Preliminary Examining
Authority

(1) Procedure before the International Preliminary Exemining Authority
shall be govemed by the provisions of this Treaty, the Regulations, and the
agreement which the Internationel Bureau shall conclude, subject to this Tresty

and the Regulstions, with the said Authority.
L1 ]

37 CFR 1.416 The United States Internstional Prellminsry
Exsmining Acthority

(&) Pursuantto sppointment by the Assembly, the United States Patent and
Trademark Office will act as an International Preliminary Examining Authority
for internationsl applications filed in the United States Receiving Office and in
other Receiving Offices s may be agreed upon by the Commissioner, in
accordance with agreement between the Patent and Trademark Office end the
Internationsl Bureau,

(b) The United States Patent and Trademark Office, when scting as an
Inemational Preliminary Examining Authority, will be identified by the full
title “United States Intemationsl Preliminary Examining Authority” or by the
ebbreviation “IPEA/US." .

(c) The major functions of the International Preliminary Examining
Authorizy include:

. {1y Receiving and checking for defects in the Demend;

(2) Collecting the handling fee for the Intemational Buresu and the
preliminary exeminstion fee for the United States Intemational Preliminary
Exemining Authority;

(3) Informing applicant of receipt of the Demand;

(4) Considesing the matter of unity of invention;

(5) Providing s international preliminary examination report which is a
non-binding opinion on the questions whether the claimed invention appeers to
be novel, 1o involve inventive siep (1o be non-obvious), and to be industrislly
applicable; and

(6) Trangmitting the international preliminary examination report 1o
gpplicent and the Intemational Buresu,

An agreement has been concluded beiween the United
States Patent and Trademark Office (USPTO) and the Interna-
tional Bureau under which the USPTO agrees to serve as an
International Preliminary Examining Authority for those appli-
cations filed in the USPTO as a Receiving Office and for those
international applications filed in other receiving Offices for
which the USPTO has served as an Iniernational Searching

1800-87
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Authority.

The agreement is provided for in PCT Asticles 32(2) & (3)
and 34(1), and in PCT Rules 58.3, 59.1, 63.1, 72.1, 75.4, and
77.1(a). Authority is givenin 35 U.S.C. 361(c), 362(a) & (b) and
in 364(a). 37 CFR 1.416(a) and PCT Administrative Instruction
§ 103(c) are also relevant,

1898.01(b) Preparation for filing of Demand
[R-5]

37 CFR 1.480 Demend for Internaticnai preflminary examination.

a) On the filing of & Demand and payment of the fees for international
preliminary examination (§1.482), the intermnational epplication shall be the
subject of en international preliminary exemination. The preliminary examina-
tion fee (§1.482(s)(1)) and the handling fee (§1.482(b)) shall be due et the time
of filing of the Demend.

(b) The Demand shall be made on & standardized printed form. Copies of
the printed Demand forms are availeble from the Patent and Trademark Office,
Letiers requesting printed formy should be merked “Box PCT™,

(c) If the Demand is made prior to the expiration of the 19th month from
the priority date and the United States of America is elected, the provisions of
§1.495 shall apply rather than §1.494,

(d) Withdrawal of & proper Demand will not entitle epplicent to & refund
of the preliminary exemination fee or handling fee.

The Demand should be filed on PCT Form PCT/IPEA/401
along with the fee calculation sheet, These forms may be
obtained free of charge by requesting them by writing to the
United States Patent and Trademark Office, Box PCT, Wash-
ington D.C, 20231 or by telephone by calling (703) 557-2003.

1898.01(b)(1) Amendments filed with Demand
[R-§]

PCT Rule 66
Procedure before the International Prefimlnary Exemining

Authority
[T X 7))

66.8 Form of Amendments
(&) The epplicant shall be required to submit & replacement sheet for every

" ghest of the intemationel apnlication which, on account of an amendmen,

differs from the sheet originally filed, The letter accompanying the replacement
sheets shall draw attention tothe differences between the replaced sheets and the
replacement sheets. Tothe extent thet any amendment results inthe cancellation
of an entire sheet, that emendment shall be communicated in & letter,

(b) {Deleted)

66.9 Language of Amendments

1f the internationst application has been filed in & language other than the
language in which it is published, any smendment, &s well &8 any letter referred
1o in Rule 66.8(a), shall be submitted in the language of publication,

PCT Adminlstrative Instructions Sectlon 602
Amendmeonts under Rule 66.8(s)

(s) The Intemational Preliminary Examining Authority shall indelibly
mark, 00 asto admit of direct reproduction in eny of the manness set forih in Ruls
11.2(n), in the upper right-hand corner of each replacement sheet submitted
under Rule 66.8(s), the intermational application number snd the dete on which
it was received and, in the middle of the botiom mergin, the words “SUBSTI-
TUTE SHEET” or their equivalent in the languege of publication of the
intemational epplication. It shall keep in its files any replaced sheet, the letter
accompanying the replacement sheet or sheets, and eny letter refervad 1o in the
Iast sentence of Rule 66.8(a)

(b) Section 311(b)(ii) shall apply when one or more sheets are added
under Rule 66.8(a)
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37 CFR 1.485 Amendments by appllcant during International
prefiminary examination.

The applicant may make amendments at the time of filing of the Demand
and within the time limit se! by the Intemational Preliminary Examining
Authority for response to the wriiten opinion. Any such amendments must -

(1) be made by submitting & replacement sheet for every sheet of the
application which differs from the sheet it replaces unless an entire sheet &
cancelled and

(2) include a description of how the replacement sheet differs from the re-
placed sheet, If an emendment cancels an entire sheet of the interational
application, that amendment shell be communicated in 8 letter.

Amendments may be filed with the Demand if desired to
place the application claims in better condition for international
preliminary examination, Such amendments ,however,may not
include new matter and must be accompanied with adescription
of how the replacement sheet differs from the replaced sheet.

1898.01(b)(2) Applicant’s Right to file a
Demand [R-5]

- PCT Articie 31
Demand for International Prelimlnary Examination
vesen
(2Xa) Any epplicent who is & resident or netional, es defined in the
Regulations, of & Contracting State bound by Chapter 11, and whose intema-
tional application has been filed with the receiving Office of or acting for such

State, may make a demend for intemationsl preliminary examination
(2321

PCT Rule 54
The Applicant Entitied to Make & Demand

54.1 Residence and Nationality

‘The residence or nationality of the applicant shall, for the purposes of
Aniicle 31(2), be determined sccording to Rules 18.1 and 18.2,
54.2 Several Applicants: Same for All Elected States

1§ all she epplicents ere applicants for the pumposes of all elected States, the
right to make & demand under Articie 31(2) shall exist if at least one of them is

(i) & resident ornational of s Contracting State bound by Chapter Il and the
intemational spplication hes been filed as provided in Anicle 31(2)(s), or

(ii) & person entitled 1o meke & demand under Article 31(2)(b) and the
intemnational application hes been filed ag provided in the decision of the
Asgembly,
54.3 Several Applicants: Differens for Different Elected States

(&) For the purposes of different elected Siates, different applicants may
be indicated, provided that, in respect of each elected State, st least one of the
applicants indicated for the purposes of that State ie

(i) a resident or national of s Contracting State bound by Chapter Il and the
intemational application has been filed as provided in Ariicle 31(2)(s), or

(ii) & person entitled to make & demand under Anticle 31(2)(b) and the
intemnational gpplication has been filed as provided in the decision of the
Assembly,

(b) [(Deleted)
54.4 Applicant Not Entitled to Make a Demand or an Election

(8) If the applicant does niot have the right or, in the case of several
applicants, if none of them hag the right to make s demand under Anicle 31(2),
the demand shell be considered not to have been submitted.

(b) If the requirement undsr Rule 54.3(s) is not fulfilied in respect of any
elected State, the election of thet State shall be considered not to have veen
made,

At least one applicant must be a regident or national of a
state bound by Chapter II for each Elected State. If such is not
the case the election of such a state will be considered as not
having been made. If no applicant has the right to filea Demand,
the Demand is considered as not having been submitted,

Rev. §, July 1987
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1898.01(b)(3) States which may be Elected
[R-5]

PCT Artlcie 31

Demand for International Preliminary Examination
L1111

(4)(s) The demand shall indicate the Contracting State or States in which
the applicant intends to use the results of the international preliminary exami-
nation (“elected States™), Additicaal Contracting States may be elected later.
Election may relate only to Contracting States already designated under Ariicle
4,

(b) Applicants referred to in paragraph (2)(a) may elect any Contmcting
State bound by Chapter I1. Applicants referred to in paragraph (2)(b) may elect
only such Contsacting States bound by Chapter II as have declared that they are
prepared to be elected by such applicants.

B

Only PCT member states which have ratified or acceded to
Chapter 1I and which were designated in the Request may be
elected under Chapter I1. The Assembly has taken no action to
allow persons who are residents or nationals of a State not party
to the PCT or not bound by Chapter 1I to make a Demand under
Article 31(2)(b). At the present time all PCT member States
except Denmark, Norway, Lichentenstein, Republic of Korea
(South Korea), and Switzerland are mermbers of Chapter II and
may be elected.

1898.01(b)(4) Agent’s Right to Act [R-5]

Any agent entitled to practice before the receiving Office
where the interrational application was filed may represent the
applicant before the international authorities, PCT Article 49,

If for any reason, the examiner needs to question the right
of an attorney or agent to practice before the International Pre-
liminary Examining Authority, the USPTO roster of registered
attorneys and agents should be consulted. If the international
application was filed with a Receiving Office other than the
United States, Form PCT/IPEA/410 may be used to ask the Re-
ceiving Office with which the international application was
filed, whether the agent named in the international application
has the right to practice before that Office,

The PCT Article and Regulation governing the right to
practice are Article 49 and Rule 83,

1898.01(¢) Filing of Demand [R-5]

PCT Artlcie 31
Demsnd for Internationsl Preliminery Examination

(1) On the demand of the spplicant, his intemational spplication shall be
the subject of sn international preliminary examinstion es provided in the
following provisions and the Regulstions,

LTI ]

(3) The demand for intsmationel preliminasy examination shall be made
separately from the intemational spplicstion, The demand shall contain the
prescribed particulars and shall be in the prescribed langusge and form,

P
(6)e) The demand shall be submiued to the competent Intemational

Preliminary Exemining Authority referred o in Asticle 32,
)
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PATENT COOPERATION TREATY

DEMAND
UNDER ARTICLE 3t OF THE PATENT COOPERATION TREATY:
THE UNDERSIGNED REQUESTS THAT THE INTERNATIONAL APPLICATION SPECIFIED BELOW

1898.01(c)

BE THE SUBJECT OF INTERNATIONAL FRELIMINARY EXAMINATION '\
ACCORDING TO THE PATENT COOPERATION TREATY
Applicant’s or Agent's File . )
Box Ne. 1 IDENTIFICATION OF THE INTERNATIONAL APPLICATION Ewﬂ%m“mmmMmﬂ
Internationsl Application No. International Filing Date (Earliest) Priority Date
PCT/US87/868888 06 July 1987 (06.07.87) 15 July 1986 (15.07.86)
Title of invention
Self-Steering Gear for Sailboats
Box No. I APPLICANT(S). Fursther applicants are indicated on a continuation sheet D
Neme and eddress, including poste) code gnd country:
Columbia Marine Corporation
100 Front Street
Annapolis, Maryland 20726
United States of America
State of nationality: us State of residence ©: us
Telephone number Telegraphic Teleprinter
(including eres code): 301-555-112 2 address: eddress:
Wame and address, including postel code and couniry:
Joneg, John Paul
200 Shady Grove Road
Davidsonville, Maryland 20720
United States of America
Stste of nationality: Us State of residence *: Us
z;‘xsfgg.)lll AGERT OR COMMON REPRESENTATIVE (IF ANY); ADDRESS FOR NOTIFICATIONS (IN CERTAIN
The following named agent or common representative B
i E hes been sppointed earlier and rep the apphi also for international preliminary examination
2. D is hereby eppointed end any eatlier sppoiniment of an agent is hereby revoked
3 D g“h.wg n;pApai‘r‘x‘l‘:zgi yin addition 1o the sgent(s) sppointed earlier, for the procedurse before the Internations!l Preliminary
Name and eddress, including postal code and couniry: If the space below is used insiead for an
eddress for notificalions, check here
Adams, John Q.
&dams, Baker and Charlie
1200 Marina brive
Baltimore, Maryland 20820
United States of America
Tt wes sodey; 301=577=7777 sadhie B riing
® If the Gtate of resid is not indicated, it will be assumed that it is the same as the State indicated in the address.
Form PCT/IPEA/40] (first sheet) (July 1987) See notes on eccompanying sheet
OMB No. 0651-0021
Expiration Date 12/89
1800-89 Rev. 5, July 1987
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Shoet sumber ... 8. PCT/USB7/88888
Bexz Ne. IV DECLARATION CORCERNING AMENDMENTSE OF THE CLAIMS

Applicant wishes imernstions! preliminary exsmination to slert prompily on the basie of the claims

@ es filed (amendments under Aricle 19 have rot been made end will rot be made)
D as smended under Asticle 19
D es specified on the sttached sheet

BOX Ne. V ELECTION OF STATES

The following designated States are hereby elected (please check the applicable boxes):
Eegloas! Patent

E EP Eurcpenn Patent: AT Austria, BE Belgium, DE Germany (Feders! Republic of), FBR France,
GB United Kingdom, IT Italy, LU Luxembourg, NI WNetherlends, SE Sweden,
and eny other Contrecting State of the Europesn Patent C ion which bes become party 10 the PCT (including Chepter 11
thereof) or bouad hy Chapter 1] of the PCT after the issuance of this sheet (epecify op dotted line):

................................ R R R R N R R R R R

D O OAPI Patert: Benin, Cemeroon, Central African Republic, Ched, Congo, Gabon, Meli, Mauritanis, Seaegal, Togo,
and eny other member Siste of OAP) which bes become pariy (e the PCT (including Chepter 11 thereof) efier the ipsuance of

this sheet,
Natlons) Patent
D AT Austria D LE SriLenke
m AU Austrelia [] w Luxembourg
D BB Barbados D MC Monaco
D BG Bulgarie D MG Meadegascar
[X BR Brazi) [} ww Matewi
@ DE Germany (Federsl Republic of) D KL Netherlands
[B 1 Fintand [[] »o Romanis
D GB United Kingdom D §D Suden
D HU Hungary D SE Sweden
m 3P Jepan D BU Soviet Union
D EP Democratic People's Republic of Korea EE U8 United States of Americe

SFnce reserved for electing States which heve become party to the PCT (including Chepter §] thereof) or bound by Chepter 1) of the PCT
sfter the igsuance of this sheet:

Bez leo, VI BIGNATURE

/ﬁm bidare,

John Adams

(The following is 1o be filled In by the Internations! Preliminary Exsmining Authority)

1. Date of sctual receipt of DEMAND:

2. Adjusted date of receipt of DEMAND due 10 CORRECTIONS under Rule 60.1(b):

orm PCT/IPEA/40) (lest sheet) (July 1987) See noles on sccompanying sheet .

Rev. 5, July 1987 1800-90
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NOTES TO THE DEMAND FORM (PCT/IPEA/401)

These Notes ere intended to give some information concern-
ing internetional preliminary examinstion under Chapier If of the
PCT and 10 facilitate the Giliing in of the present form. For suthen-
tic information, see the text of the Patent Cooperation Treaty and
the texis of the Regulations and the Administrative Instructions
under that Treaty. In case of discrepancy between these Rotes and
the said texts, the latter sre appliceble. For more detailed informe-
tion, see also the PCT Applicant’s Gelde, a publicstion of WIPO,

“Anticle” refers 10 Articles of the Treaty, “Rule” refers to
Rules of the Regulations and “Section™ refers to Sections of the
Administrative Instructions.

IMPORTANT GENERAL INFORMATION

Whe Moy File s Demand (Article 31(2)Xe))? A demand (for
internationsl preliminary exsmingtion) may only be filed by an
applicant who is & national or resident of @ PCT Contracting State
which is bound by Chapter Il of the PCT; furthermore, the interna.
tional application must have been fl:2d with the receiving Office of,
or acting for, such State, Where there are severa spplicants, at least
one of them must qualify for the purposes of each elected State
(Rule 54.3(a)).

Whese Must the Domand Be Flled (Article 31(6Xa))? The
demand musi be filed with the Internationa) Preliminary Exsmin-
ing Authority (IPEA). The receiving Office with which the interna-
tionei application was filed will, upon request, give information
about the competent IPEA {(or sce Annex C of the PCT Appli-
cant’s Guide, Volume ). if severa) IPE As ere competent, the ap-
plicant has the choice and the demand must be filed with (and the
fees must be paid to) the IPEA chosen by the spplicant.

When Muest the Demand be Filed (Asticle 39(1))?  The
demand must be filed befere the expiration of 19 menths from the
pelesity date in order to extend the time limit for entering the natio-
nal phase of the PCT procedure from 20 to 30 months from the pri-
ority date, Warnlng: if the demand is filed later, the netiona) phase
will not be delayed in respect of the elected States and the appii-
cant must enter the national phase before the expiration of the
time limit applicable under Anticle 22 (which {s usuglly 20 months
from the priosity dete),

e Which Language Mast the Demeand be Filed (Rule 55.1)7
The demand must be filed in the lenguage of the international ep-
plication if that language is Engllsh, French, German, Japanese
or Russian; otherwise, the demand must be filed in English,

What Is the Lenguage of Corresgendence (Rules 66,9 and 92.2,
Section £04)?  Any letter from the applicantto the IPE A must be
in the same langusge asthe internationsl applicstion towhich it re-
lates, However, the IPEA may suthorize the use of another len-
gusge for letters which do not contzin o5 relate to amendments of
the Internations! application, wheress emendments end letters re-
jating thereto must be in the language of publication. Any let-
tec from thie applicant to the Internatione) Buresu must be in the
semie lenguage s the intemnations) epplicstion if that language is
English or French; otherwise, it must be in English or French, st
the choice of the applicant.

Whilch Fees Mnot be Pold aud When (Rules 57 and 58)7 At
the time the demand is submitted, the applicant smust pay

(1) the preliminary examination fee, and
(i) the handling fee.

For detalls concerning the payment of those fees, see the Fee Cal-
culetion Sheet.

HOTES TO BOX Ne. |

Jdentification of the Intermatlonal Application (Rule 53.6):
The international application number must be indicated in Box
Ne. |, Where the demiand is filed at a time when the international
application number hes not yet been notified by the receiving Of
fice, the name of that Office must be indicated Instead of the 'nter-
naticnal application number,

Internations! Fillag Date and Prierity Date (Section 110):
They must be indicsted by the arabic number of the day, the
name of the month and the erabic aumber of the year; sfier or
below such indication, the date should be repeated in parenthe-
sis by indicating it by two-digit arabic numerals each for the
number of the day, for the number of the month and for the last
two numbers of the year, e.g., 10 June 1986 (10.06.86). Where the
international application claims the nriority of several earlier ap-
plications, the filing date of the esritest application whose prior-
ity is claimed must be indicated as the priority date.

ROTES TO BOX Ne. [

Aypplicant(s) (Rule 53.4); Make here the relevant indice-
tions as appearing in Boxes Nos. i1 end 111 ofthe REQUEST (Form
PCT/R0O/101). The Notestothe REQUES Tapply messsaris murendis,

if different epplicants for different designated States are indi-
cated in the REQUEST part of the international spplication, indi-
cate only the names of the applicants for the States elected in Box
No. V (no indication of the States for which & person is spplicant
must be made, because those indications have been made in the
REQUEST), If there are more then two applicants, make the re-
quired indications on the “continuation sheet,”

NOTES TO BOX Ne. Il

Agent er Common Represontative (Rule 53.5); The first
check-box must be marked where the applicant is already repre-
sented by an agent or where & common repregentative hes
been appointed. The secend check-bex must be marked where
the applicant was not represented in the earlier stages of the
PCT procedure and now wants to be represented by an sgent be-
fore the IPE A, or where the spplicant was represented in the earii-
er stages of the FCT procedure but wants to change the sgent for
the procedure before the IPEA. The third check-box must be
marked where the applicant wants to be represented by en ad-
ditional agent eppointed only for the procedure before the
IPEA without revocation of any earlier appointment; please
note thet in the latter case all notifications issued by the IPFEA
will be addressed only to thet additiona) egent, Where the sec-
ond or the third chieck-box is merked and the applicant does
not sign himself the demand, & separete power of stlomey
must be filed with the Internations) Bureau of WIPO or with
the receiving Office (Rule 90.3(b)).

Addrees for Netificatlons (Rule 4.4(d)):  1fno agent has been
sppointed, & special address for the sending of notifications to the
gpplicant may be indicated in Box No. 1] instead of the name snd
address of en agent, That address must be different from the
address given in Box No. I and the special check-box must be
marked, If an agent has been appointed, notlfications wil) be
sent to hils eddress.

NOTES TO BOX Re, IV

Declavetion Concerning Amendments of the Cialms (Rules
62.2,66.1 and 69,1(b))::  Marking of the appropriste check-box
is recommended, ae it will help the IPEA to know immediately
to which claims the international preliminery examinstion must
be directed. [nternationel preliminary exemination can only
start once this s cleer.

it is recalied thet eny amendment to the claims under Article
19 or any declaration that the applicant does not intend tofile such
smendments, are required 1o be filed with the Internations!
Bureau, That Bureay will promptily tranemit any amendmient or
declaration to the IPEA. The Internationsl preliminary exeming.
tion can steri when the IPEA hes recelved from the international
Bureau such amendments or such declaration or a notlce that fio
amgndments have been filed in ths prescribed time limit,

in case the demand for international preliminary examine-
tion has aiready been submitted, the applicant must, if e subse-
quently files amendments under Article 19 with the International
BpuEr'e:u \fle et the same time a copy of such amendments with the

The third of the three check-boxes relates to amendments
under Rule 66,1, Those amendments must be flled with the IPEA,
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KOTES TO BOX Ne. V

Ekection of Btates (Rule 53.7);  Only States which are bound
by Chapter 11 of the PCT sa4d which have been designated at the
time of filing the international application (in the REQUEST) can
be elected. The election is effected by marking the applicable
check-box. The kind of protection or treatment desired follows the
indication made in the REQUEST part of the internaiionei eppli-
cetion, If s Europesn patent is desired and only some of the Con-
trecting States of the European Patent Convention have been des-
ignated for 8 European patent in the REQUEST part of the in-
ternational application. the names of the other such States must
be siruck out, Switzerlend end Liechitenstein are not bound by
Chapter Il and cannot be elected; however, if they have been
designated in the REQUEST peari of the internatione) applica-
tion for & European patent togethier with st least one other
Contracting State of the European Patent Convention, the time
limit under PCT Ariicle 39(1) applies also with respect to those

e o3 ot o R TR D BRRERe

07/1987

two Siates if the other State has been elecied before the expira-
tion of 19 months from the priority date, Further States which
ere, 8t the time of publicatios of these Notes, not bourd by
Chapter 1T end cannot be elecied are: Denmark, Norway and
the Republic of Korea. Wernlng: if Japam is clected and the in-
ternational application was filed in 8 language other than Japs-
nese, a translation into Japanese of the international application
must be furnished to the Japanese Patent Office within 20
months {rom the priority date.

NOTES TO BOX Ne. Vi

Elgunture (Rule 53.8): The demand must be signed by the
applicant or by his agent. If the demand is not signed by (all) the
epplicant(s), @ power of ettorney signed by (all) the applicani(s)
must be filed with the International Bureau of WIPO or with the
receiving Office, unless the agent has previously been eppointed.
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PATENT COOPERATION TREATY 1898.01(¢c)
FEE CALCULATION SHEET
ANNEX TO THE DEMAND FOR INTERNATIONAL PRELIMINARY EXAMINATION
APPLICANT For use by
IPEA

Columbia Marine Corporation

INTERNATIONAL APPLICATION NUMBER DATE STAMP OF THE IPEA

PCT/US87/88888

I PRELIMINARY EXAMINATIONFEE..........c.civviiirenniinaninnnnnae

$370.00 P

If. HANDLING FEE

by
Indiceie the amount fixed in the Schedule of Fees................. | .$150..00
Repeat the amount indicaied in Box h; b2
if the Soviet Union has besn elected...........onveess P

Add the smount (if sny) entered in Box by lo the emount
entesed in Box ) and enter the toigl in Box H $150.00 H
This figure is the amount of the HANDLING FEE .cvvvevinrreneenrens e

Bl TOTAL OF PREECRIBED FEES SUBMITTED OR TO BE CHARGED TO

DEPOSIT ACCOUNT

?gd.r "’f smounis entered in Boxes P and H, snd enter the (ots) in the

THIE FIGURE 1S THE TOTAL AMOUNT OF THE PRESCRIBED

FEES a%.MIﬂED OR TO BE CHARGED TO THE DEPOSIT $520.00
.................... TR

‘l'HE APPLICANT MAY PAY THE PRESCRIBED FEES BY CHEQUE. POSTAL MONEY ORDER, BANK

DRAFT, CASH, IEVENUE ETAMPS, COUPONS, ETC. PAYMENT SHOULD BE MADE IN THE PRE-
SCRIBED CURRENCY TO THE {ACCOUNT OF, ACCOUNT INDICATED BELOW OF, ORDEB OFI THE
INTERNATIONAL PIELSMINAIY EXAMINING AUTHORITY, PAYMENT MAY ALSO BE MADE BY
AUTHORIZATION TO CHARGE A DEPOSIT ACCOUNT AT THE IN‘I'ERNATIONAL PRELIMINARY
EXAMINING AUTHORITY TF THE LATTER HAS A DEFOSIT ACCOUNT SYSTEM

DEPOSIT ACCOUNT AUTHORIZATION

gbeve 10 My depotit account,

The IPEA/ 35 (s hereby authorized to chasge the total feas indiceted sbove (o my depotit account,
&) The 1PEA/ US s hiereby suthorized to charge agy deficiency or credit any averpeyment in the total fees indicated

99-1111 88 Jrin Gidapve

Depom Account Number 8t Sigostule

John. Adams.

Form PCT/IPEA/40) (ABaes) (July 198T)

1800-93

$60 ROtES on Teveris side
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PCT Rule 53
The Demand

53.1 Form

(&) The demand shall be made on a printed form.

(b) Copies of printed forme shall be funished free of charge by the
receiving Offices to the applicants.

(c) The particulars of the forms shall be prescribed by the Administrative
Instructions.
53.2 Contents

(8) The demnand shall contain:

(i) & petition,

(i) indications conceming the applicant and the agent if there is an agent,

(iii) indications conceming the intemational application to which it
relates,

(iv) election of States.

(b) The demand shall be signed.
53.3 The Pelition

The petition shall be 1o the following effect and shall preferably be worded
as follows: “Demand under Aniicle 31 of the Patent Cooperation Treaty: The
undersigned requests that the intemational application epecified below be the
subject of intemetional preliminary examination according to the Patent Coop-
eration Treaty.”
53.4 The Applicans

As to the indications conceming the applicant, Rules 4.4 and 4 16 shall
apply, and Rule 4.5 shall apply mutatis mutandis.
53.5The Agent

If an agent is designated, Rules 4.4, 4.7, and 4.16 shall apply, and Rule 4.8
shall apply mutatis mutandis.
$3.6 Identificasion of the International Application

The intemstional application ehall be identified by the name of the
receiving Office with which the intemational application was filed, the name
end address of the applicant, the title of the invention, and, where the intema-
tional filing dste and the intemational application number are known 1o the
spplicant, that date and that number.
53.7 Election of States

The demend shell name, among the designated States, at least one Con-
tracting State bound by Chapter II of the Treaty as elected State,
53.8 Signature

The demand shall be signed by the applicant.

PCT Rule 55
Langusges (Internstional Prellminary Examination)

55.1 The Demand

The demand shall be in the language of the international application or, if
the intemationsl application has been filed in & language other than the language
in which it is published, in the language of publication.

PCT Rule 59
The Competent Internationai Preliminary Examining Authority

59.1 Demands under Article 31(2)(a)

For demands made under Asticle 31(2)(a), each Contracting State bound
by the provisions of Chapter II shall, in accordance with the terms of the
applicable agreement referred to in Article 32(2) and (3), inform the Interna-
tional Bureau which International Preliminary Examining Authority is or which
Intemational Preliminary Examining Authosities are competent for the inteme-
tional preliminary examination of international applications filed with its
nationel Office, or, in the case provided for in Rule 19.1(b), with the nationel
Office of another State or an intergovernmentsl organization acting for the
former Office, and the International Buresu shall promptly publish such
information, Where several Internationsl Preliminary Examining Authorities
are competent, the provisions of Rule 35.2 shall epply mutatis mutandis,

59.2 Demande under Article 31(2)(b)

As to demends under Article 31(2)(b), the Assembly, in specifying the
Intesnationsl Preliminery Examining Authority compeient for intemational
applications filed with a national Office which is an Intemational Preliminary
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Examining Authority, shall give prefesence to that Authority; if the naiional
Office is not an International Prelisninary Examining Authority, the Assembly
shall give preference to the Intemational Preliminary Examining Authority
recommended by that Office.

PCT Rule 63
Minimum Requirements for International Preliminary
Examining Authoritics

63.1 Definition of Minimum Requirements

The minimum requirements referred to in Article 32(3) shall be the
following:

(i) the national Office or intergovernmental organization must have at
least 100 full-time employees wits sufficient technical qualifications to carry
out examinations;

(ii) that Office or organization must have at its ready disposal at least the
minimum documentation referred to in Rule 34, properly arranged for exami-
nation purposes;

(iii) that Office or organization must have a staff which is capable of
examining in the required technical fields and which has the language facilities
to understand at lesst those languages in which the minimum documentation
referred to in Rule 34 is written or translated.

37 CFR 1.8 Certlficate of Malling

(a) Except in the cases enumerated below, papers and fees required to be
filed in the Patent and Trademark Office within a set period of time will be
considered timely filed if:

(1) They are addressed to the Commissioner of Patents and Trademarks,
Washington, D.C. 20231, and deposited with the U.S. Postal Service with
sufficient postage as first class mail prior to expiration of the set period; and

(2) They slso include a certificate for each paper or fee stating the date
of deposit. The person signing the certificate should have reasonable basis to
expect that the correspondence would be mailed on or before the date indicated.
The actual date of receipt of the paper or fee will be used for all other purposes.
This procedure docs not apply to the following:

LI ]

(xi) Thefiling of intemational applications forpatent and

all papers and fees relating thereto,
RN

Applicants should mail the demand and appropriate fees di-
rectly to the Intemational Preliminary Examining Authority
they desire to prepare the international preliminary examination
report. U.S. applicants who have had the international search
prepared by the European Patent Office may also request the
European Patent Office to act as the International Preliminary
Examining Authority. The use of the European Patent Office as
an International Preliminary Examining Authority by United
States applicants is further limited to 500 international applica-
tions a year for the first 3 years that Chapter I1 is in effect for the
United States. Applicants should consult the USPTO Official
Gazette or the PCT Branch for the latest information as to the
number of Demands that have been filed in the European Patent
Office.

Demands filed in the European Patent Office should be
addressed to:

European Patent Office
Erhardstrassc 27

8000 Munich 2,

Federal Republic of Germany.

Demands directed to the United States Patent and
Trademark Office should be addressed to:
United Siates Patent and Trademark Office
Box PCT
Washington, D.C. 20231,

1800-94
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The Express Mail™ provisions of 37 CFR 1.10 may be
used to file a Demand under Chapter Il in the USPTO.

All Demands filed in the USPTO must be in the
English language.

1898.01(c)(1) Preliminary Examination Fees
[R-5]

PCT Article 31
Demand for International Preliminary Examination
LA LT
(5) The demand shall be subject to the payment of the prescribed fees
within the prescribed time limit.
g

PCT Rule 57
The Handling Fee
57.1 Requirement io Pay

(a) Each demend for preliminary examination shall be subject to the
payment of a fee for the benefit of the International Bureau (“handling fee™) to
be collected by the International Preliminary Examining Authority to which the
demend is submitted.

= (b) Where, because of 1ater election or elections, the international prelimi-
nary examination report must, in application of Article 36(2), be translated by
the International Buseau into one or more additional languages, & “supplement
to the handling fee” shall be collected by the Intemational Bureau.

57.2 Amounts of the Handling Fee and the Supplement to the Handling Fee

() The amount of the handling fee is as set out inthe Schedule of Fees. The
amount peyable in any particular case shall bethe amount as so setout, increased
by as many times the same amount as the number of languages into which the
international preliminary examination report must, in application of Agicle
36(2), be trenslated by the International Bureau,

(b) The amount of the supplement to the handling fee is as set cut in the
Schedule of Fees. The amount payable in any particular case shall be the amount
as soget out, multiplied by the number of sdditional languages referredto in Rule
57.1().

(c) The amount of the handling fee shall be established, for esch Interna-
tional Pseliminary Examining Authority which, under Rule 57.3(c), prescribes
the payment of the handling fee in a currency or currencies otherthan the Swiss
curtency, by the Director General after consultation with that Authority sand in
the currency or currencies prescribed by that Authority (“prescribed currency™).
The emount in each prescribed currency shall be the equivalent, in roundfigures,
of the emount of the handling fze in Swiss currency set out in the Schedule of
Fees, The amounts in the prescribed currencies shall be published in the Gazette,

(d) Where the amount of the handling fee get out in the Schedule of Fees
is chenged, the corresponding amounts in the prescribed currencies shall be
gpplied from the same date as the amount et out in the amended Schedule of
Pees.

" () Whese the exchange rate between Swiss currency and any prescribed
currency becomes different from the exchange rate last applied, the Director
Genersal shall establish the new amount in the prescribed currensy according to
directives given by the Assembly. The newly established amount shall become
spplicable two months after its publication in the Gazette, provided that the
interested Intemational Preliminary Examining Authority and the Director
General may agree on a date falling during the said iwo-month period in which
case the amount shall become apolicable £.r that Authority from that date,
57.3 Time and Mode of Payment

(a) The handling fee shall be due at the time the demand is submited,

(b) Any supplement to the handling fee shall be due at the time the later
clection is submitted,

(c) The handling fee hall be paysble in the currency or currencies
prescribed by the Intemational Preliminary Examining Authority to which the
demand is submitted, it being undersiood that, when transferred by that
Authority to the Intemational Buresu, it shall be freely converntible into Swiss
currency.

(d) Any supplement to the handling fee shall be payable in Swiss currency.
57.4 Failure to Pay (Handling Fee)

(s) Where the handling fee is not paid as required, the International
Preliminary Examining Authority shall invite the applicant to pay the fee within
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one month from the date of the invitation.

(b) If the applicant complies with the invitation within the one-month time
limit, the handling fee shall be considered es if it had been paid on the due date.

(c) If the epplicant does not comply with the invitation within the
prescribed time limit, the demand shell be considered as if it had not been
submitted.

57.5 Failure to Pay (Supplement to the Handling Fee)

(#) Where the supplement to the handling fee is not peid as required, the
Internationel Bureau shall invite the applicant to pay the supplement within one
mont: from the date of the invitation.

(b) I the applicant complies with the invitation within the one-month time
limit, the supplement to thehandling fee shall be considered es if ithad been paid
on the due date.

(c) If the applicant does not comply with the invitation within the
prescribed time limit, the later election shall be considered as if it had not been
submitted.

57.6 Refund

In no cese shall the handling fee, or the supplement to the handling fee, be

refunded.

PCT Rule 58
The Prellminary Examination Fee

58.1 Right to Ask for a Fee

(a) Bach Intemational Preliminary Examining Authority may require that
the applicant pay & fee (“preliminary examination fee™) for its benefit for
carrying out the international preliminsry exemination and for performing all
other tasks entrusted to International Preliminary Examining Authorities under
the Treaty and these Regulations.

(b) The amount and the due date of the preliminary examination fee, if any,
sha!l be fized by the International Preliminary Examining Authority, provided
that the sgid due date shell not be esarlier than the due date of the handling fee.

(c) The preliminary examinstion fee ghall be payable directly to the
Iniemational Preliminary Exemining Authority. Where the Authority iz &
national Office, it shall be payable in the currency prescribed by that Office, and
where the Authority is &n intergovernmental orgenization, it shall be payable in
the currency of the State in which the intergovernmental organization ig located
or in any other currency which is freely convertible into the currency of the said
State.

58.2 Failure to Pay

(a) Where the preliminary exemination fee fixed by the Intemational
Preliminary Examining Authority under Rule 58.1(b) is not peid as required
under that Rule, the International Preliminary Examining Authority shall invite
the applicant to pay the fee or the missing part thereof within one month irom
the date of the invitation,

(b) If the applicant complies with the invitation within the prescribed time
limit, the preliminary examination fee will be considered as if it had been paid
on the due date.

(c) If the applicant does not comply with the invitstion within the
prescribed time iimit, the demand shall be considered as if it had not been
submitted.

58.3 Refund

The Intemational Preliminary Examining Authority shall inform the
Intemational Buresu of the extent, if any, to which, and the conditions, if any,
under which, they will refund any amount paid as a preliminary examination fee
where the demand is considered as if it had not been submitied, and the
Internaticnal Bureau shall prompily publish such information,

37 CFR 1.482 International preliminary examination fees.
() The following fees and cherges for insemational preliminary examina-
tion are established by the Commissioner under the authority of 35 U.8.C. 376:
(1) A preliminasy examination fee is due on filing the Demand:

(i) Where an internationel search fee ag set forth in §1.445(a)(2) hes
been paid on the intemational applicetion to the United States Patent and
Trademark Office as an Intemnational Searching Authority, & preliminary
examination fee of $370.00

(i) Where the Intemational Searching Authority for the intema-
tional application was &n suthority other than the United States Patent and
Trademerk Office, a preliminary examination fee of v — $570.00

(2) An additional preliminary examination fee when required, per addi-
tional invention:
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(i) Where a supplemental search fec as set forth in §1.445(a)(3) has
been paid on the international application to the Uniied States Patent and
Trademark Office as an International Searching Authority ........c..u $125.00

(ii) Where the International Searching Authority for the interna-
tionsl spplication was an authority other than the United States Patent and
Trademark Office $190.00

(b) The handling fee is due on filing the Demand. Any necessary supple-
ment to the handling fee shall be paid direcily to the Intemational Bureau.
(35US.C.6,1376)

1898.01(d) Correction of Defects in the
Demand [R-5]

.........

PCT Ruie 60
Certaln Defects in the Demand or Election
60.1 Defects in the Demand ,

(8)If the demand does not comply with the requirements specified in Rules
53 and 55, the Intemnational Preliminary Examining Awhority shall invite the
applicant to correct the defects within one month from the date of the invitation.

(b) If the applicant complies with the invitation within the prescribed time
limit, the demsand shall be considered as if it had been received on the actual
filing date, provided that the demand as submitted contained at least one election
and permitied the intemational application to be identified; otherwise, the
demand shell be considered as if it had been received on the date on which the
Intemational Preliminary Examining Authority receives the correction.

(c) If the epplicant does not comply with the invitation within the
prescribed time limit, the demand shall be considered as if it had not been
submitied,

(d) If the defect is noticed by the International Bureau, it shall bring the
defect 1o the attention of the Intemnational Preliminary Examining Authority,
which shall then proceed as provided in paragraphs (2) to (c).

60.2 Defects in Later Elections

(8) If the later election does not comply with the requirements of Rule 56,
the Internationel Bureau shell invite the applicant to correct the defects within
one month from the date of the invitation.

(b)If the applicant complies with the invitation within the prescribed time
limit, the later election shall be considered as if ithad been received on the actual
filing date, provided that the lster election as submiticd contained at least one
election and permitted the international application to be identified; otherwise,
the later election shall be considered as if it had been received on the date on
which the International Bureau receives the correction.

(c) If the applicant does not comply with the invitation within the
prescribed time limit, the later election shall be considered as if it had not been
submitted.

Defects in the Demand may be corrected. The type of
correction determines whether the filing date of the Demand
must be changed.

1898.01(e) Processing of Fees [R-5]

Fees for Chapter II procedure are processed promptly after
receipt and checked for completeness. If the fees are insuffi-
cient, the applicant is notified so that the required additional
amounts may be promptly paid.

1898.01(f) Preparation of Office Records [R-5]

The Patent and Trademark Office maintains status and
location information concerning international applications
before it on the “Patent Application Location and Monitoring™
(PALM) system. In addition, various other forms are used to
control financial and formality data..
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1898.01(g) Notification to International
Bureau of Demand [R-5]

PCT Article 31
Demand for International Preliminary Examination
Bk

(7) Each elected Office shall be notified of its election.

PCT Ruie 61
Notification of the Demand and Electlons
61.1 Notifications to the International Bureau, the Applicant, and the Interna-
tional Preliminary Examining Authority

(2) The International Preliminary Examining Authority shall indicate on
the demand the date of receipt or, where applicable, the date referred 1o in Rule
60.1(b). The Intemational Preliminary Examining Authority shall promptly
gend the demand to the International Bureau, and shall prepare and keep a copy
in its files.

(b) The Intemnational Preliminary Examining Authority shall promptly
inform the applicant in writing the date of receipt of the demand. Where the
demand has been considered under Rules 54.4(a), 57.4(c), 58.2(c) or 60.1(c) as
if ithad not been submitted or where an election has been considered under Rule
54.4(b) as if it had not been made, the Intemational Preliminary Examining
Authority shall notify the applicant and the Intemational Bureau accordingly.

(c) The Intemational Bureau shall promptly notify the International
Preliminary Examining Authority and the applicant of the receipt, and the date
of receipt, of any later election. That date shall be the actual date of receipt by
the International Bureau or, where applicable, the date referred to in Rule
60,2(b). Where the later election has been considered under Rules 57.5(c) or
60.2(c) as if it had not been submitted, the Intemnational Bureau shall notify the

applicant accordingly.
e

The PCT Division promptly notifies the International
Bureau and the applicant of the filing of any Demand. The
International Bureau in turn notifies each elected Office of their
election and also notifies the applicant that such notification has
been made.

1898.01(h) Priority Document and Translation
thereof [R-5]

PCT Rule 66
Procedure before the International Preliminary Examinlng
Authorlty
L1 217
66.7 Priority Document

() If the International Preliminary Examining Authority needs a copy of
the application whose priority is claimed in the intemational application, the
International Bureau shall, on request, promptly fumish such copy. If that copy
is not furnished to the Intcmnational Preliminary Examining Authority because
the applicant failed to comply with the requirements of Rule 17.1, the interna-
tional preliminary examination report may be established as if the priority had
not been claimed.

(b) If the application whose priority is claimed in the international
application is in a language other than the language or one of the languages of
the International Preliminary Examining Authority, that Authority may invite
the applicant to fumish a translation in the said language or one of the gaid
lenguages within twomonths from the the date of the invitation, If the translation
is not furnished within that time lirit, the intemational preliminary examination
repori may be established as if the priority had not been claimed.

b2

A copy of the priority document is required by the Interna-
tional Preliminary Examining Authority, and a translation
thereof, if the priority document is in a language which is not an
acceptable language of the International Preliminary Examin-
ing Authority.

1800-96
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1898.01(i) Processing Amendments filed under
Article 19 [R-5]

PCT Rule 62
Copy for the International Preliminary Examining Authority
*G2.1 [Deleted]
62.2 Amendments

(8) Any amendment filed under Anicle 19 shall be promptly transmitted
by the International Bureau to the Internationsl Preliminary Examining Author-
ity. If, at the time of filing such amendments, s demand for intemnational prelimi-
nary examination has already been submitted, the applicant shall, at the same
time as he files the amendments with the International Bureau, also file a copy
of such amendments with the Intemational Preliminary Examining Authority.

(b) If the time limit for filing amendments under Article 19 (see Rule 46.1)
has expired without the applicant’s having filed amendments under that Arnicle,
orif the applicant has declared that he does not wish to make amendments under
that Arnicle, the Intemational Bureau shall notify the International Preliminary
Examining Authority accordingly.

The receipt of a copy of the amendment under Article
19 or the statement that no amendment under Article 19 will be
made starts the examination before the International Prelimi-
nary Examining Authority.

1898.01(j) Transmittal of Demand to the Exam-
ining Corps [R-5]

PCT Administrative Instructions Section 605
Fite to be uged for Internationsl Preliminary Examination

Where the Intemational Preliminary Examining Authority is pan of the
same national Office or intergovemmental organization as the Intemational
Searching Authority, the same file shall serve the purposes of intemational
search end internstional preliminary examination.

When the PCT Division has finished processing of the
papers and fees filed with a complete Demand, a copy of the De-
mand and other papers are forwarded to the appropriate exam-
ining group for examination.The documents will be placed in
the “Search Copy” file wrapper when forwarded to the exam-
ining corps.

1898.01(k) Later Election of States [R-5]

PCT Article 31
Demand for Internations Preliminary Examination
GhuhYy

(6)(b) Any later election shall be submitied 1o the Intemational Bureau,
Wi s

BCT Rule 56
Later Elections

56.1Elections Submitted Later Than the Demand

The election of States not named in the demand shall be effected by a
notice signed and submitted by the applicant, and shell identify the intemational
application and the demand,
56.2 Identification of the International Application

The intemational application shall be identified as provided in Rule 53,6,
56.3 ldentification of the Demand

The demand shall be identified by the date on which it was submitted and
by the name of the Intemnational Preliminary Examining Authority to which it
wasg submitted.
56.4 Form of Later Elections

1800-97
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‘The later election shall preferably be made on a printed form fummiched free
of charge to applicants, If it is not mede on such a form, it shall preferably be
worded as follows: “In relation to the intemational application filed with ... on
... under No. ... by ... (applicant) (and the demand for international preliminary
examination submitted on ... to ... ), the undersigned elecis the following
additional Siate(s) under Anicle 31 of the Patent Cooperation Tresty: ...”
56.5 Language of Later Elections

The later election shall be in the language of the demand.

Applicants may, after filing of the Demand, later, but still
within 19 months of the priority date, elect additional States
which have been previously designated and obtain the benefit of
delaying the national stage until 30 months after the priority date
in the additional elected States. All such later elections must be
filed directly with the International Bureau, If additional trans-
lations are required due to the requirements of the additional
States elected, the supplement to the handling fee must also be
paid directly to the International Bureau.

1898.02(a) Determination if International
Preliminary Examination is
Required and Possible [R-§]

PCT Article 34
Procedure hefore the International Preliminary Examining
Authorlty
Beolr e sy
(4)(a) If the Intemnational Preliminary Examining Authority comiders
(i) that the international application relates to a subject matter on
which the International Preliminary Examining Authority is not required,
under the Regulations, to carry out an intemationel preliminery examina-
tion, and in the particular case decides not to casry out such examination,
or
(ii) that the description, the claims, or the drawings, are so unclear,
or the claims are so inadequately supporied by the description, that no
meaningful opinion can be formed on the novelty, inventive step (non-
obviousness), or industrial applicebility, of the claimed invention,
the said authority shall not go into the queastions referred to in Asticle 33(1) and
ghall inform the applicant of this opinion and the reasons therefor.
(b) If any of the situations referred to in subparagraph (a) is found to exist
in, or in connection with, certain claims only, the provisions of that subpara-
graph shall apply only 10 the said claims,

PCT Rutle 67
Subject Matter under Articie 34(4)(a)(l)

67.1 Definition

No Intemational Preliminary Examining Authority shall be required 1o
carry out an international preliminary examination on an intemationsal applice-
tion if, and to the extent to which, its subject matier is any of the following:

(i) scientific and mathematical theories,

(ii) plant or animal varieties or eggentially biclogical processes for
the production of plants or animals, other than microbiological processes and
the products of such processes,

(iii) schemes, rules ormethods of doing business, performing purely
mental acts or playing games,

(iv) methods of treatment of the human or animal body by surgery
or therapy, as well as diagnostic methods,

(v) mere presentation of information,

(vi) computer programs to the extent thas the Intemational Prelimi-
nary Exaniining Authority is not equipped to carry out an international prelimi-
nary examination concerning such programs,

There are instances where international preliminary exami-
nation is not required because of the nature of the subject matter
claimed or because the claims are so indefinite that no examina-
tion s possible. Such instances should seldom occur, especially
since most problems of this nature would have already been
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discovered and indicated at the time of the intemmational search.

If itis found that certain claims of an intemational applica-
tion relate to subject maiter for which no International Prelimi-
nary Examination is required, on Form PCT/IPEA/408, check
the first unnumbered box under box 2. Discretion is given as to
that subject matter under PCT Rule 67 which may be excluded
from International Preliminary Examination. It should be noted
that subject matter which is normally examined under U.S. na-
tional procedure should also be examined as an International
Preliminary Examining Authority,

Check the second and third unnumbered boxes under box
II of Form PCT/IPEA/408, respectively, if it is found that the
description, claims or drawings are so unclear, or the claims are
so inadequately supported by the description that no opinion
could be formed as to the novelty, inventive step (non-obvious-
ness) and industrial applicability of the claimed invention,

Form paragraph 18.06

Clalms (inventlons) for which no Internationzl Search Report
witl be fssued

_Claim [1] directed io en invention which has not been previously

searched by an Intemational Searching Authority, Consequently, these claims
are not considered for intemational preliminery examination, Note: 37 CFR
1.484(c).

EXAMINER NOTE:

This peragraph must be included when one or more of the claimed
inventions hag not been the subject of an International Search Report by a
competent Intemationsl Searching Authority,

Form paregraph 16.11

Name and Number of Examiner to be Contacted,

Any inquiry concerning this communication should be direcied to

{1] at telephone number 703-{2]

EXAMINER NOTE:

1. This paregraph should be used at the end of all requirements for unity
of invention,

2. In bracket [1], the examiner who prepared the requirement for lack of
unity of invention,

3.1n bracket [3] insert the telephone number of the exeminer identified at
i2}.

1898.02(b) Unity of Invention before the
International Preliminary
Examining Authority [R-5}

PCT Artlcle 34
Procedure before the Internatlonal Preliminary Examining
Authorlty

LLi1 2
(3Xa) If the Intemasional Preliminary Examining Authority considers that
the internatione] spplication does not comply with the requirement of unity of
invention as set forth inthe Regulations, it may invite the applicant, athis option,
to restrict the claims go &8 Lo comply with the requirement or to pay sdditional

ef.

fees L1111
(¢) If the applicant does not comply with the invitation referred to in
subpsragraph () within the prescribed time limit, the Intemational Frefiminary
Examining Authority shall establish an international preliminary exemingtion
report on those parts of the intemational application which relate 1o what sppears
10 be the main invention and shall indicate the relevant facts in the seid report,
‘The national law of any elected State may provide, where its national Office
finds the invitaticn of the Intemational Preliminary Examining Authority
justified, those parts of the intemational application which do not relate 1 the
mair in=-  <hgll, ag far as offects in that State sre concemed, be considered

-necial fee is paid by the spplicant to that Office,
Bowhn
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PCT Rule 68
Lack of Unity of Invention (International Prellminary
Exemination)
68.1 No Invitation to Restrict or Pay

Where the Intemational Preliminary Examining Authority finds that the
requirement of unity of invention is not complied with and chooses not to invite
the applicant 1o restrict the claims or to pay additional fees, iz shall establisk the
international preliminary exemination report, subject to Article 34(4)(®), in
respect of the entire international application, but shell indicate, in the said
report, thet, in its opinion, the requirement of unity of invention is not fulfilled
and shall specify the reasons for which the intemnational application is not con-
sidered as complying with the requirement of unity of invention.

68.2 Invitation to Restrict or Pay

Where the International Preliminary Examining Authority finds that the
fequirement of unity of invention is not complied with and chooses to invite the
applicant, at his option, to restrist the claims or pay additional fees, it shall
specify at least one possibility of restriction which, in the opinion of the
Intemational Preliminery Examining Authority, would be in compliance with
the spplicable requirement, and specify the amount of the additional fees and the
reasons for which the intemational application is not considered as complying
with the requirement of unity of invention. It shall, at the game time, fix & time
limit, with regard to the circumstences of the case, for complying with the
invitation: such time limit shall not be shorter than one month, and it shall not
be fonger than two months, from the date of the invitation,

68.3 Additional Fees

(2) The smount of the additionel fee due for intemeational preliminary
examinstion under Anicle 34(3)(e) shall be determined by the competent
International Preliminary Examining Authority,

(b) The edditional fee duz for intemational preliminary examination under
Anticle 34(3)(a) shall be payable direct to the Intemational Preliminery Exam-
ining Authority,

{c) Any spplicant may pay the additional fee under protest, that is,
accompeanied by « reasoned statement o the effect that the intemational
application eomplies with the requirement of unity of invention or that the
amount of the required additional fee is excessive. Such protest shall be exam-
ined by a three-member boerd or other special instance of the Intemational
Preliminary Examining Authority, orany competent higher suthority, which, to
the extent that it finds the protest justified, shall order the total or pastial
reimbursement to the applicant of the additionel fez, On the request of the
applicent, the text of oth the protest end the decision thereon shall be notified
tothe elected Offices as an annex to the international preliminary examination
report,
(d) The three-member board, specisl instance or competent higher author-
ity, referred to in paragraph (c), shall not comprise any person who made the
decision which is the subject of the protest,

68.4 Procedure in the Cases of Insufficient Restriction of the Claims

If the applicant restricts the claims but not sufficiently to comply with the
requirement of unity of invention, the International Preliminary Examining
Authority shall proceed as provided in Arnicle 34(3)(c).!

68.5 Main Invention

In case of doubt which invention is the main invention for the
pusposes of Article 34(3)(c), the invention first mentioned In the claims shall be
considered the main invention,

37 CFR 1.487 Unlty of Invention before the International
Preliminary Examinlng Authorlty,

(8) An intematicnal application before the Intemationsl Proliminary
Examining Authority will be considered to have unity of invention if the claims
are in accordance with PCT Rule 13 (see §1.475(D).

(b) An intemational application containing claims to different categories
of invention will be considered to have unity of invention if the claims are drawn
only to one of the combinations of categories as set forth in PCT Rule 13,2 (ges
§1.475()) or to the combination of (1) & product end a process for the
menufacture of said product or (2} & product and a process of use of said product,
1f &n application containg claims to more or less than one of the combinations
of categories of invention set forth in PCT Rule 13.2 (see §1.475(f)) or &
combination set forih in paragraphs (b)(1) or (2) of this section, unity of
invention may not be present.

(¢) I an intomational application containg claims 1o a category of inven-
tion in addition 10 those categories included in any one of the combinations
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specified in paragraph (b) of this section, lack of unity of invention may be held
between the categories included in the combination and the claims 1o the
additional category of invention.

(d) Unity of invention will exist whese the claims are limited to one of the
combinations of categories set forth in PCT Rule 13.2 (see §1.475(1)) or &
combination set forth in paragraphs (b)(1) or (2) of this section. If muliiple
products, processes of menufacture oruses are claimed, the first invention of the
cetegory first mentioned in the claims of the application end the first recited in-
vention of each of the other categories related thereto will be considercd as the
inventions to be examined. Any such holding by the exeminer will be made of
record a8 8 holding of lack of unity of invention.

(€) The inventions recited by the claims of different categories must be
related rather than independent inventions.

37 CFR 1.488 Determination of unity of inventlon before the
Internations) Preiiminary Exemining Authority.

(a) Before establishing any written opinion or the intemational prelimi-
nary examination report, the Internationsl Preliminary Exemining Authority
will determine whether the intemnational application complies with the require-
ment of unity of invention as set forth in §1.487.

(b) If the Intemational Preliminary Examining Authority considers that
the international application does not comply with the requirement of unity of
invention, it may:

- (1) Issue & written opinion and/or an intemnational preliminary
examination report, inrespect of the entire intemational application and indi-
cate thet unity of invention is lacking and specify the reagons therefor without
exiending an invitation (o restrict or pay additional fees. No international
preliminsry exeminstion will be conducted on inventions not previously
searched by an Intemational Searching Authority,

(2) Invite the epplicant to restrict the claims or pay additional fees,
pointing out the categories of the invention found, within s set time limit which
will not be extended. No intemationsl preliminary examination will be con-
ducted on inventions not previously searched by an Intemational Preliminary
Exemining Authority, or

(3) If applicent fails to restrict the claims or pay additionsl fees
within the time limit set for response, the Intemational Preliminary Examining
Authority will issue a written opinion and/or establish an intemations] prelimi-
nary examingtion seport on the main invention and shall indicate the relevant
facts in the said report, In case of any doult as 16 which invention is the main
invention, the invention first mentioned in the claims and previously scasched
by en International Searching Authority shell be considered the main invention,

(¢} Lack of unity of invention may be directly evident before considering
the cleims in refation to any prior art, or after taking the prior ast into considesa-
tion,, a8 where 8 document discovered during the gearch shows the invention
claimed in a generic or linking claim lacks novelty oris clearly obvious, leaving
twoormore claims joined thereby without s common inventive concept. Insuch
8 case the Intemational Preliminary Examining Authority may raise the objec-
tion of lack of unity of invention.

The examiner will usually begin the preliminary examina-
tion by checking the international application for unity of
invention. The international preliminary examination will only
be directed to inventions which have heen searched by the
International Searching Authority, All claims directed to inven-
tions which have not been searched by the International Search-
ing Authority will not be considered by the International Pre-
liminary Examining Authority, If the examiner in the Interna-
tional Preliminary Examining Authority finds lack of unity of
inventionin the claims to be examined, an invitation is prepared
and sent to the applicant requesting the payment of additional
fees or the restriction of the claims on Form PCT/IPEA/40S.
Such an invitation will include the identification of what the
examiner considers to be the “main invention” which will be
searched if no additional fees are paid or no restriction is made
by the applicant,

The procedure before the International Preliminary Exam-
ining Authority regarding lack of unity of invention is governed
by PCT Article 34(3)(a) through (c), PCT Rule 68 (sce also PCT
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Rule70.13),and 37 CFR 1,487 and 1.488. Itshould benoted that
in mostinstances lack of unity of invention will have beennoted
and reported upon by the International Searching Authority
which will have drawn up an Intemnational Search Report based
on those parts of the international application relating to the
invention, or unified linked group of inventions, first mentioned
in the claims (“muin invention”), If the applicant has paid
additional search fees, additional inventions would also have
been searched. No international preliminary examination will
be conducted on inventions not previously searched by an
International Searching Authority (37 CFR 1.488(b)(2)).

Unity of invention must be addressed within 7 days from
the date the PCT application is charged to the Examining Group
from PCT Central. This simply means that a determination must
be made as to whether or not the international application relates
to one invention or to a group of inventions so linked as to form
a single general inventive concept.

If it is determined that the international application does
meet the requirements for unity of invention and no additional
fees will be requested, the international application must be
returned to the PCT Docket Clerk in the Examining Group so
that an indication to that effect may be made on the PALM Sys-
tem which monitors deadlines such as the deadline for checking
unity of invention,

If the examiner determines that unity of invention is lack-
ing, there are two options;

1. The examiner may conduct an international prelimni-
nary examination covering all the claimed, previously searched
inventions and indicate that unity of invention is lacking and
specify the reasons therefor without extending an invitation o
restrict or pay additional fees (PCT Rule 68.1), or

2. The examiner may invite the applicant to restrict the
claims, 5o as to comply with the requirement, or pay additional
fees, pointing out the categories of invention found. The invita-
tion to restrict or pay additional fees shall state the reasons for
which the international application is considered as notcomply-
ing with the requirement of unity of invention, (PCT Rule 68.2).
Inventions not previously searched will not be considered or
included in the invitation,

The written opinion, if any, and the International Prelimi-
nary Examination Report must be established on ail inventions
for which examination fees have been paid.

If the applicant fails to respond to the invitation to restrict
the claims or pay additional examination fees due 1o lack of
unity of invention, the Written Opinion and Report must be
established on theclaims directed to what appears to be the main
invention, (PCT Article 34(3)(c). Themain invention, in case of
doubt, is the first claimed invention for which an International
Search Report has been issued by the International Searching
Authority, The main invention, as viewed by the examiner, must
be sct forth on form PCT/IPEA/40S.

Whether or not the question of unity of invention has been
raised by the International Searching Authority, it may be
considered by the examiner when serving as an authorized
officer of the Interational Preliminary Examining Authority,
Intheexaminer’sconsideration all documentscited by the Inter-
national Searching Authority should be taken into account and
any additional relevant documents considered, However, there
arecases of lack of unity of invention, where, compared with the
procedure of inviting the applicant to restrict the intemational
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application or pay additional fees (PCT Rule 68.2), no or little
additional effort isinvolved in establishing the Written Opinion
and the International Preliminary Examination Report for the
entire international application, Then reasons of economy may
make it advisable for the examiner to use the option referred to
in PCT Rule 68.1 by choosing not to invite the applicant to
restrict the claims or to pay additional fees.

Unity of invention is defined by PCT Rule 13 which sets
forth several combinations of related categories of invention
that may be included in an international application and still
comply with the unity of invention requircment.

1898.02(b)(1) Preparation of Invitation
Concerning Unity [R-§]

Notes on Completing “Invitation to restrict or pay addi-
tional fees”, Form PCT/IPEA/405

This form is used 1o invite the applicant, athis orheroption,
to restrict the claims to comply with the requirements of unity
of invention or, to pay additional cxamination fees, In addition,
the examiner must explain the reasons why the international ap-
plication is not considered to comply with the requirement of
unity of invention. The examiner must also specify, on Form
PCT/IPEA/405, at least one group or groups of claims which, if
clected, would comply with the requirement for unity of inven-
tion,

The following identifying information is to be placed onthe
top of the first page of Form PCT/IPEA/405:

- this is usually the

attorncy eaddreqs taken from lhc file wmppcr by the typm
J : : thig is the
apphcant 8 or dgent $ apphcauon rcfcrcncc (or dockct number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401.

- thisis the 14 digit PCT
application serial number as stamped and typed on the interna-
tional application file wrapper and may also be found on the fisst
page of the Demand, Form PCT/IPEA/401.

International ciiing Date - this is the filing date printed on
the international application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401.

Applicant (Name) - this is the first named applicant as set
forth on the international application file wrapper and may also
be found in box 11 of the Demand, Form PCT/IPEA/401,

INVITATION

In the space provided, after the first paragraph on form
PCT/IPEA/405, the examiner should identify the disclosed
inventions by claim numerals or drawing figure numerals, as
appropriate, and indicate which disclosed inventions are so
linked as to form a single gencral inventive concept, thereby
complying with the requirement of unity of invention, For
example, claims to different categorics of invention such as a
product, claims to a process specifically adapted for the manu-
facture of the product and a claim for a use of the product would
be considered related inventions which comply with the unity of
invention requirement, whereas a claim to an apparatus for
inaking the productin the same application would be considered
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a second invention for which additional fees would be required.
The reasons for holding that unity of invention is lacking must
be specified.

In the space provided after the third paragraph at the bottom
of the first page, the examiner should specify the main invention
and claims directed thereto which will be examined if the
applicant fails to restrict or pay additional fees. The main
invention, in case of doubt, is the first claimed invention or
related invention before the International Preliminary Examin-
ing Authority for which a search fee has been paid and an Initer-
national Search Report has been prepared.

In the space provided, after the first paragraph of the second
page of form PCT/IPEA/405, the examiner indicates the inven-
tion or groups of inventions which are so linked as to form a
single general inventive concept, thereby meeting the require-
ment of unity of invention. This is normally a restatement ¢f the
inventions identified in the space provided, after the first para-
graph on page 1 of form PCT/IPEA/405.

In the space at the end of the second paragraph of page 2 of
form PCT/IPEA/40S, the examiner should indicate the total
amount of additional fees required for examination of all
claimed inventions.

In the third paragraph printed on page 2, the time limit for
response is set according to PCT Rule 68.2, normally a one
saonth time limit should be set. No extensions of time are
permitted.

Since the space provided on form PCT/IPEA/405 is lim-
ited, supplemental attachment sheets, supplied by the examiner,
with reference back to the specific section, should be incorpo-
rated whenever necessary.

AUTHORIZED OFFICER

Form PCT/IPEA/405 must be signed by an examiner with
ar least partial signatory authority.

TELEPHONIC RESTRICTION PRACTICE

Telephone practice may be used in certain cases to allow
applicants to clect an invention to be examined or to pay
additional fees. Additional fees may be charged to a deposit
account using the telephone practice only if;

1) The Demand for International Preliminary Examination
included an authorization to charge additional fees to a deposit
account,

2) Applicant or the legal representative or agent orally
agrees to charge the additional fees to the account, and

3) A complete record of the telephone conversation is
included with the Written Opinion including:

a) Examiner’s name;

b) Authorizing attorney’s name;

¢) Date of conversation;

d) Invention elected and/or inventions for which addi-
tional fees paid; and

¢) Deposit account number and amount to be charged,

If applicant or the legal representative or agent refuses to
either restrict the claims to one invention or authorize payment
of additional fecs, form PCT/IPEA/405 should be prepared and
mailed to applicant,
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John Adams
Ademe, Baker n?d Charlie
1200 Marina Drive

Inscribe NAME end ADDRESS of the AGENT end if
thare b2 no agent, of the APPLICANT

PATENT COOPERATION TREATY

PATENT COOPERATION TREATY

UNITED STATES

ADDITIONAL FEES

lemuad gurmusd to PCT Anlcle 34 (3)(e) and Rule 68.2

1898.02(b)(1)

INTERNATIONAL FRELIMINARY BXAMINING AUTHORITY (PEANS)

DATE OF MAILING by the Intemationa! Preliminary

Bxemining Authority

APPLICANTS OR AGENTS FILE REFERENCE
CMC=123

IDENTIFICATION OF THE INTERNATIONAL APPLICATION

Ineemations) Application No, Intsmagonsl
PCT/UEBT /86868 06 July 1987 (06.07.87)
| Appilcam (emey

Columbia Marine Corporation

INVITATION

This internationel Preliminary exemining Authority coneiders that the
above-identified international apflicat.ion does not comply with the
requizement of unity of inventionil) for the following reasons:

Group I, Claims 1l-5, 9 and 10, drawn to a sailboat self-
steering gear.

Group 1I, Claims 6=-8, drawn to a compass with an alarm to
indicate deviation f£rom a desired course,

The claims of these two groups are directed to different
inventions which are not so linked as to form a single

general inventive concept. The inventions are not linked in
operation and perform completely different operations.

CONSEQUENTLY THE APPLICANT I8 HEREBY GIVEN THE OPTION OF RESTRICTING
THE CLAIMS OR FAYING ADDITIONAL FEES,

1f the applicant does not exercise the option, the International
Preliminaxy Examining Authority will esteblish the international
preliminary examination report on those perte of the international
application indiceted below which, 4in the opinion of thie
international Preliminary Examining Authority, appear to relate to the
main invention, {8Bpacify)

Ciaims 1-5, 9 end 10.

(Invitation econtinuad on the following page)

Sawespapnormmis
FORM PCTIIG £666(6) (Jarvery 1666

1800-101

846 noles on reverts tide

Rev. §, July 1087



1898.02(b)(1)

Rev, §, July 1987

MANUAL OF PATENT EXAMINING PROCEDURE

PCT/USBI/ZERBAR

INVITATION TO RESTRICT OR PAY ADDITIONAL FEES (continued)

1 the applicant optes to restrict the claims, this Internatioenal
Preliminary Examining Authority suggests below restrictien
possibilities which in its opinion would be in compliance with the
requirement of unity of invention. (specify)

Group I, Claime 1-5, 9 and 10
Group II, Claims 6-8

If the applicent opts to pay additional fees, this Internastional
Preliminary Examining Autherity will esteblish the international
preliminary examination report on the other parts of the international
application only if, and to the extent to which, additional fees are
pa%% Jd:oby the spplicant., The total amount of the additional fees
[T P A L4540

THE APPLICANT 185 HEREBY INVITED TO RESTRICT THE CLAIMS OR TO PAY THE
AMOUNT OF ADDITIONAL FEES WITHIN-BH@-c— (MONTHS) Bfdf 6k "ROM THE DATE
OF MAILING INDICATED ABOVE., The payment of any additional fee may be
made under protest'? .

Computation of the time limit starts on the day following the date of
mailing of the present invitation, Within this time limit either the
payment or the restriction has to be made to this International
Preliminary Examining Authority.

Payment should be made by check, postal money order, or bank draft,
payable to the Commissloner of Patents and Trademarks Payment and may
&lso be made by suthorization to charge & Patent and Trademark Office

deposit acecount,

THE INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY

Address Only:
Commissloner of Patants end Trademerks
Box PCT

Weshingien, D.C, 20231

Avthorized Officer . -
Steph¥n Decatur - Primary Examinpy

FORM FCIPEARDS (o) (lenwary 1608)
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Form paragraph 18.01

Permissible Combinations

In the exsmination of international applicatione filed under the Patent
Cooperation Treaty, "CT Rule 13.1 states that the intemational application shall
relate to one invention only or to a group of inventions so linked as to form “a
single general inventive concept”.

PCT Rule 13.2 indicates that this shall be construed as permitting , in
pariicular, one of the following three possible combinations of the clsimed
invention:

(1) a product, a process specifically adapied for the manufacture of said
product and a use of said product, or

(2)a process, and an apparstus or meens specifically designed for carrying
out said process, or

(3) a product, a process specially adapied for the manufacture of said
product and an apparatus or means specifically designed for carrying out the
process.

Additionally, current United States Patent and Trademark Office restric-
tion practice permits the following combinations of the claimed invention:

(4) a product, and a process specifically edapted for the manufacture of
said product, and

(5) & product, and a use of the said product, as where said use as claimed
cannot be practiced with another materially different product,

- EXAMINER NOTE:
1.This paragraph must be ugsed as the beginning peragraph of & separste
sheet holding of lack of unity of invention involving different categories of
invention. On the first pege of Form PCT/IPEA/40S inser the notation “See
sitached sheet” end proceed using these form paragraphe, Howcver, the main
invention should be indicated on the bottom of the form PCT/IPEA/40S.

Form paragraph 18.02

Invitation to restrict

This application contains the following inventions or groups of inventions
which are not go linked as to form a single inventive concept. In order for all
inventions to be examined, the appropriate additional examination fees must be
paid.

EXAMINER NOTE:

1.This ig the hzading that should be used in all holdings of lack of Unity
of Invention,

Ferm paragraph 18.03
Groupings of invention
Group(1), Claim (2] drawn io [3].

EXAMINER NOTE:
1. Inbracket 1), place sequential Roman numerals to identify the group-
ings.
2. In brackes [2], place the appropriste claim number(s).
3. In brackei [3], define the invention or groups of invention(e) so linked
as to form a single general inventive concept.

Form paragraph 18.04
Reagonsg for holding a fack of Unlty of Invention
Theinventions listed as Groups [1] do not meet the requirements for Unity
of Invention for the following reasons: [2]

EXAMINER NOTE:

1. In bracket {1}, list the Roman numerals that identify the groupings of
invention,

2. This paragraph follows the listing of the Groups of invention and should
be completed st [2] with a thorough and concige explanation as 1o why there is
8 lack of unity of invention between the groups.

Form paragraph 18.07

Telephone Election - Singie Inventlon

During a telephonic requirement for election, on (1] applicant’s represen-
tative, (2], elected the invention of Group [3] for examination.

Wo additional examination fees were suthorized and only one invention
was elected,

EXAMINER NOTE:

1. In bracket [1], insert the date the election was made.

1800-103
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2. In bracket (2], insert the name of epplicant’s representative.
3. In bracket [3], insert the Roman numeral identifying the elected inven-
tion.

Form paragraph 18.08

Telephone Election - Muitiple inventions

During a telephonic requiremert for election, on [ 1], applicent’s represen-
tstive, [2), elected the inventions of Groups [3) for examination.

Applicant’s repregentative also authorized the charging to the Deposit
Account for payment of additional examination fees toteling $(4] for the
examination of said inventions. The additional examination fees have been
charged to Deposit Account Number [5}].

EXAMINER NOTE:

1. In bracket [1], insert the date the election was made

2. In bracket {2], insert the name of applicant’s representative

3. In bracket [3), insert the Roman numersal identifying the elected
inventions.

4, In bracket {4], insert the amount of the additional fees for the examins-
tion of the additional invention(s).

5. In bracket [5), insert the Deposit Account Number.

Form paragraph 18.09

Notice of Right to Protest Teiephone Practice in Written
Opinlon

Applicant stands edvised that there is no right toprotest the holding of lack
of unity of invention for any group of invention(s) for which no additional
examination fees has been paid. Any protest to the holding of lack of unity of
invention or the amount of the additional fee required must be filed no laterthan
the filing of a response to the Written Opinion.

EXAMINER NOTE:
1. This paragraph must be included in the record of a telephone election
mede in & Written Opinion.

Form paragraph 18,10

Notice of Right to Protest Telephone Practice, No Written
Opinion

Applicant stands advised that there is no right to protest the

holding of lack of unity of invention for any group of invention(s) for which
no edditional examination fees has been paid. Any protest to the holding of
lack of unity of invention or the amount of the additional fee required must
be filed no later than one month from the date of this leuter.

EXAMINER NOTE:
1. This paragraph must be included in the record of a telephone election
mede in a separate letter,

1898.02(c) Response to Invitation Concerning
Lack of Unity of Invention [R-5]

PCT Administrative Instructiong Section 603
Trangmittal of Protest Against Payment of Additlonal Fee and
Declgion Thereon

The Intemnationsl Preliminary Examining Authority shall trenemit to the
applicent, at the latest together with the intemational preliminary examination
report, any decision which it has taken under Rule 68,3(c) on the protest of the
spplicent egainst payment of the additional fee. At the seme time, it shall
transmit 1o the Intemational Bureau a copy of both the protest end the decision
thereon, as well as any request by the applicant to forward the texts of both the
protest end the decigion thereon to any of the elecied Offices.

37 CFR 1.489 Protent to lack of unity of Invention before the
International Preliminary Examining Authorlty

(8) If the epplicent disagrees with the holding of lack of unity of invention
by the Intemational Preliminary Exemining Authority, edditional fecs may be
paid under protest, accompanied by a request for refund and & statement getting
forth reagons for disagreement or why the required additionel fees are consid-
ered excessive, or both,

(b) Protest under paragraph (a) of this section will be examined by the
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Commissioner or the Commnissioner's designee. In the event that the applicant's
protest is determined to be justified, the additional fees or a portion thereof will
be refunded.

(c) An applicant who desires that a copy of the protest and the decision
thereon accompany the intemational preliminary examination report when
forwarded to the Elected Offices, may notify the Intemational Preliminary
Examining Authority to that effect eny time prior to the issuance of the intema-
tional preliminary examination report. Thereafier, such notification should be
Jirected to the Intemational Bureau.

Applicant may respond by paying some or all additional
fees or by restricting the claims to one invention. If applicant
makes no reply within the set time limit, the international
preliminary examination will proceed on the basis of the main
invention only.

If applicant has paid an additional fee or fees, a protest to
the holding of lack of unity of invention may be filed with the
International Preliminary Examining Authority,

NOTIFICATION OF DECISION ON PROTEST

Form PCT/IPEA/420 is used by the Group Director 1o
inform the applicant of the decision regarding applicant’s pro-
test on the payment of additional fees concerning unity of
invention,

The following identifying information must be placed on
the top of the fqut page of Form PCT/IPEA/420:

- nsually the attorney's address taken

from mtcmauonal apphcauon ﬁle wrappcr

Je - this is the

apphcant $ or agent 8 apphcatmn reference (or docket number)

which is composed of either letters or numbers, or both, pro-

vided this reference does not exceed ten characters, This refer-

ence may be found in the upper right hand box on the first sheet
of the Demand Form PCT/IPEA/401

apphcauon senal number as stamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Demand, Form PCT/IPEA/401.

International Filing Date - this is the filing date printed on
the international application file wrapper and may also be found
on tke first page of the Demand, Form PCT/IPEA/401,

Applicant (Name) - this is the first named applicant as set
forth on the international application file wrapper and may also
be found in box II of the Demand, Form PCT/IPEA/401.

NOTIFICATION

The Group Director checks the apptopriate box, i.e., 1.,
1.b. or 2. If box 2 is checked, a clear and concise explanation as
to why the protest concerning the unity of invention was found
to be unjustified must be given,

Since the gpace is limited, supplemental attachrent
sheet(s) should be incorporated whenever necessary.

AUTHORIZED OFFICER

Form PCT/IPEA/420 must be signed by a Group
Director.

1898.02(d) Notation of errors and informalities
by the Examiner [R-§5]
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PCT Adminlstrative Instructions Section 607
Rectifications under Ruie 21.1
Where the International Preliminary Examining Authority authorizes a
rectification under Rule 91.1, Rule 70.16 and Section 602 shall apply mutatis
mutandis.

Although the examiner is not responsible for discovering
errors in the international application, if any errors come to the
attention of the examiner, they should be noted and called to the
applicant’s attention. Notations as to obvious errors (see PCT
Rule 91) should be called to the applicant’s attention by using
PCT form PCT/IPEA/411 or 423,

If the applicant requests correction of any obvious errors in
the international applicatior: or in any paper submitted to the
International Preliminary Examining Authority, other than in
the request, any acceptable correction should be authorized by
using Form PCT/IPEA/412,

INVITATION TO REQUEST RECTIFICATION OR
CORRECTION

The procecure governing the rectification of obvious errors
are PCT Rules 91.1(d) and 26.4(a) which state that:

The request for rectification which the applicant is invited
to make must be submitted in a letter, The rectification may be
stated in thatletter if it is of such a nature thatitcan be transferred
from the letterto the international application without adversely
affecting the clarity and direct reproducibility of the sheet on to
which the rectification is to be transferrcd; otherwise, the appli-
cant is required to submit a replacement sheet embodying the
rectification and the letter containing the request for rectifica-
tion must draw attention to the differences between the replaced
sheet and the replacement sheet.

Defects that are not obvious errors may be called to
applicant’s attention by using form PCT/IPEA/408 or 423,

Thefollowing identifying information is to be placed on the
top of the first page of Form PCT/IPEA/411 or 423:

Applicant’s address - usually the attorney's address taken
from the front of the mtemauonal apphcauon file wrapper.

- this is the
applicant’s or agent’s application reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401.

International Application Number - this is the 14 digit PCT
application serial number as stamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Demand, Form PCT/IPEA/401,

- this is the filing date printed on
the international application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401,

Abpplicant (Name) - this is the first named applicant as set
forth on the international application file wrapper and may also
be found in box Il of the Demand, Form PCT/IPEA/401.

INVITATION
The examiner may invite applicant to rectify obvious errors

which do not impede the examination of the PCT application,
Applicant is notified of the obvious errors by checking the first
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box and supplying a photocopy of the obvious errers or check-
ing the second box and clearly describing the obvious errors in
the space provided.

Since the space provided is limited, supplemental
attachment sheet(s) should be incorporated whenever neces-
sary.

The examiner then must complete the section of the Form
which notifies applicant where the Request for Rectification
should be submitted. This will be the USPTO if the error is ina
partof the international application other than the request which
has been submitted to the International Preliminary Examining
Authority. See PCT Rule 91.1(e). This should be indicated by
checking the last box.

AUTHORIZED OFFICER

Furms PCT/IPEA/411 and 423 must be signed by an
examiner having at least partial signatory authority,

In the large rectangle on the form, the examiner should
cléarly set forth the deficiency.

Since the space is limited, supplemental sheet(s), supplied
by the examiner, should be incorporated whenever necessary,
The examiner should check the appropriate box to indicate the
type of deficiency in the papers.

The time limit for response is set in the last paragraph
(which is in capital letters). Applicant is given 30 days, or less
depending on the time remaining to complete the International
Preliminary Examination Report.

Form paragreph 16.28
Drawings objected to, Correction requested
The drawings are objected to because [1]. Corretion is requeated,

Form paregraph 16.29

Subject matier admite of Hustration

‘The subject matter of this application admits of illustration by drawing to
facilitate undersianding of the invention. Applicent Is required under PCT
Anicle 7(1) 1o fumish & drawing,

Form paragraph 18.36

Amendment contalning New Matier

The amendment of [1] is objected to under PCT Article 34(2)(b) because
it introduces matter into the application that goes beyond the disclosure es
originally filed. The added material which is not supported by the original dis-
closure is as follows: (2}

Under PCT Rule 70.2(c), the international application is being treated as
if the entise amendment had not been made.

EXAMINER NOTE:

1. An amendment that sltempts to edd new matier to eny of the drawings,
specification or claims in effect volds the entire emendment, and the intema-
tional application is in effect treated a6 if the smendmant hed never been
subynisted,

Form paragraph 16,33

Improper Multiple dependent clalme

Claim {1} objected to under PCT Rule 6.4(s) as being in impropsr
dependent form because a multiple dependent claim [2). Accordingly, claim [3)
not being examined for novelty, Inventive siep and industrial applicability.

EXAMINER NOTE:

1. In bracket [2], Inseri “should refer 10 other eleims in the aliernative
only.”, sndfor “cannct depend from any other multiple dependent claim,”

1898.02(d)(1) Rectification [R-§]
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NOTIFICATION OF DECISION CONCERNING RE-
QUEST FOR RECTIFICATION

The rectification of obvious errors is governed by PCT
Rules 91,1(b)-(h) and 66.5,

The following identifying information is to be placed on the
top of lhc first page of Foxm PCT/IPEA/412:

- usually the attorney's address taken
from the from of the mtcmauonal application file wrapper.

- this is the
applicant’s or agent’s application reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401.

International Application Number - this is the 14 digit PCT
application serial number as stamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Demand  Form PCT/IPEA/401.

- this is the filing date printed on
the mtemauonal application file wrapper and may also be found
on the ﬂrst page of the Demand, Form PCT/IPEA/401.

ADL ame) - this is the first named appiicant as set
forth on the international application file wrapper and may also
be found in box II of the Demand, Form PCT/IPEA/401.

NOTIFICATION

The examiner after fully considering applicant’s Request
for Rectification of an obvious error, will notify applicant of the
action taken on Form PCT/IPEA/412, Since the space provided
is limited, supplemental sheet(s) should be incorporated when-
ever necessary,

The last box, indicating that this rectification with any at-
tachment has been sent to the International Bureau, is checked
when the Request foi Rectification has been approved or ap-
proved in part. This box is not checked when the Request for
Rectification hag been refused.

AUTHORIZED OFFICER

Form PCT/IPEA/412 must be signed by an examiner
having at lcast partial signatory authority.

1898.03(a) Preparation of the Written Opinion
(R-5]

PCT Artlcle 34
Procedure hefore the International Prellminery Examining
Authorlty
L L1

(2)(0) 'The applicant shall recelve at least one writien opinion from the
Intermnational Preliminasy Examining Authority unless such Authority consid-
ers that all of the following conditions are fulfilled:

(i) the Inveation satlsfies the criteria set forth In Article 33(1),

(i) the intemnational application complies with the requirements of this
Treaty end the Regulations in so far as checked by that Authority,

(Iit) no observations are intended to be made undsr Aricle 35(2), Yast

sentence,
LT
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PCT Reule 66
Procedure befere the International Preilminary Examining
Authority
66.1 Basis of the International Preliminary Examination

Before theinternational preliminary examination starts, the applicant may
make amendments according to Article 34(2)(b) and the intemnational prelimi-
nary examination shall initially be directed to the claims, the description, and the
drawings, as contsined in the international application at the time the intemna-
tional preliminary examination starts.

66.2 First Written Opinion of the International Preliminary Examining
Authority

(a) If the International Preliminary Examining Authority

(i) considers that the intemnational application hee any of the defects
described in Article 34(4),

(ii) considers that the international preliminary examination report
should be negative in respect of any of the claims because the invention claimed
therein does not appear to be novel, does not appeer to involve an inventive siep
(does not sppear to benon-obvious), or does not appesr to be industrially
applicable,

(iii) notices thai there is some defect in the form or contents of the
international application under the Treaty or these Regulations,

(iv) considers that any amendment goes beyond the disclosure in the
internationa] application as filed, or

(v) wishes to accompany the intemational preliminary examination
repori by observations on the clarity of the claims, the description, and the
drawingg, or the question whether the claims are fully supporied by the
description,

the said Authority shall notify the applicant accordingly in writing, Where
the national law of the national Office acting as Intemational Preliminary
Examining Authority does not sllow multiple dependent claims to be drafied in
& manner different from that provided for in the second and third sentences of
Rule 6.4(e), the International Preliminary Examining Authority may, in cese of
failure to use that manner of claiming, apply Article 34(4)(b). In such case, it
shall notify the epplicent sccordingly in writing.

(b) The notification shall fully stete the reasons for the opinion of the
International Preliminary Exemining Authority.

(c) ‘Ihe notification shall invite the applicant to submit & written reply
together, where appropriate, with amendments,

(d) The notification shall fix a time limit for the reply. The time limit shall
be reasonable under the circumstances. It shall normally be two months after the
date of neification. In no case shall it be shorter than one month after the ssid
date. It shall be at least two months efier the ssid date where the isilemational
search report is transmitted at the same time as the notification. In no case shell
it be inore than three months after the said date,

Biatasty
37 CFR 1.484 Conduct of international preliminary examination

(8) An intemnationzal preliminary examination will be conducted to formu-
late & non-binding opinion as to whether the claimed invention has novelty,
involves an inventive step (is non-obvious) and is industrially applicable.

(b) No intemational preliminary examination report will be established
prior to issuance of an intemational search report.

(¢} Nointernational preliminary examination report will be conducied on
inventions not previously searched by an Intemations] Searching Authority.

(d) The Intemational Preliminary Examining Authority will establish a
written opinion if any defect exists or if the claimed invention lecks novelty,
inventive step or industrisl applicability and will set e non-extendable time limit
in the written opinion for the applicant to respond,

(e) If no written opinion under paragraph () of thig section is necessary,
orefier eny writien opinion and she response theseto orthe expiration of thetime
limit for response to such writien opinion, an intemational preliminary exami-
nation report will be established by the Intemations] Preliminary Examining
Authotity. One copy will be submitted to the Intemational Buresu and one copy
will be submitied to the applicant.

(f) An applicant will be parmitted a personal or telephone interview with
the examiner, which must be conducted during the non-extendable time limit for
response by the applicant to & writien opinion, Additional interviews may be
conducted where the examiner determines that such additional interviews may
be helpful in advancing the intemnational preliminary examination procedure. A
summary of any such personal or telephone interview must be filed by the
applicant us a part of the reaponse to the wrilten opinion or, if applicant files no
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response, be made of record in the file by the examiner.

If the examiner:

1. considers that the international application has any
of the defects described in PCT Article 34(4);

2. considers that the report should be negative with
respect to any of the claims because of a lack of novelty,
inventive step (non-obviousness) or industrial applicability;

3. notices any defects in the form or contents of the
international application under the PCT;

4, considers that any amendment goes beyond the
disclosure in the international application as originally filed; or

5. wishes to make an observation on the clarity of the
claims, the description, the drawings or to question whether the
claims are fully supported Ly the description;

The applicant must be notified on Form PCT/IPEA/408 of
the defects found in the application. The examiner is further re-
quired to fully state the reasons for his or her opinion (PCT Rule
66.2(b)) and invite a written reply, with amendments where ap-
propriate (PCT Rule 66.2(c) setting two or three months time
limit for the reply.

WRITTEN OPINION

The following identifying information is placed on the first

page of the Wntten Opinion Form PCT/IPEA/408.
-usually the attorney's address taken
from the international application file wrapper.
icant. s Fi : - this is the
applicant’s or agent’s application reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401.

i icati - this is the 14 digit PCT
application serial number as stamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Demand, Form PCT/IPEA/401.

International Filing Date - this is the filing date printed on
the international application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401.

Applicant (Name) - this is the first named applicant as set
forth on the international application file wrapper and may also
be found i in box II of the Demand, Form PCT/IPEA/401.

- this is the Office with which the appli-
cation was first filed, identified on the first page of the Demand
as RO/US, RO/BR for Brazil, RO/BB for Barbados, eic, This
will usually be the United States Receiving Office identified as
RO/US.

Priority Date Claimed - this is the date of an earlier
application of which the priority is claimed under PCT Rule
4,10, This information is typed on the international application
file wrapper and can be found in Box VI of the Request Form
PCT/RO/101.

WRITTEN OPINION
The examiner should insert the words " first” or "second"” ,

as the case may be, in the space provided in the box below the
notation WRITTEN OPINION.
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ITEM 1. BASIS OF OPINION

Applicant has two opportunities to amend the international
application prior to international preliminary examination,
Under PCT Article 19 the applicant is entitled to one opportu-
nity to amend the claims of the international application by
filing amendments with the International Bureau within two
months of the mailing of the International Search Report.
Applicant is also permitted to make amendments before the
International Preliminary Examining Authority under PCT
Article 34(2)(b) and PCT Rule 66.1. However, this right is lim-
ited to the time of the filing of the Demand for International Pre-
liminary Examination by 37 CFR 1.485.

In item I, the first box is checked if the international appli-
cation remains as originally filed, i.e., with no amendments,

The second, third and/or fourth boxes are checked, as ap-
propriate, if the application has been amended under PCT
Article 19 and/or PCT Rule 66.1 and the U.S. rules. Verify any
changes to the international application in the spaces provided.
Proceed withthe examination and the praparation of the Written
QOpinion of the application as amended.

Check the l1ast box in Item I if it has been determined that
any amendment goes beyond the disclosure in the international
application as originally filed (contains “new matter”) and
proceed 1o establish the Written Opinion as if the amendment
had not been made, The Written Opinion should also indicate in
Paragraph V the reasons why the amendment goes beyond the
original disclosure. (Rule 70.1(c)).

ITEM II. NON-ESTABLISHMENT OF OPINION
ON NOVELTY, INVENTIVE STEP AND INDUS-
TRIAL APPLICABILITY

Item I, of Form PCT/IPEA/408, is intended to cover the
gituation where claims of an application are so defective thatthe
question of novelty, inventive step (non-obviousness) and in-
dustrial applicability cannot be considered. This should seldom
occur,

Check box 1 if all claims of an application are so defective
that no meaningful examination can be performed as to the
novelty, inventive step (non-obviousness) and industrial appli-
cability.

' Check box 2 where only some of the claims of an applica-
tion are defective and cannot be examined as to novelty, inven-
tive step (non-cbviousness) and industrial applicability or
where there has been no international search for the only
invention currently claimed in the international application.

The remaining unnumbered boxes inItem If are for indicat-
ing those claims which have specific defects under PCT Rules,
such as PCT Rules 6.4, 66.2(a)(v), and/or 67.1,

For example, check the first unnumbered box under
box 2 if it is found that ceriain claims of an international
application refate to subject matter for which no examination on
the meritsisrequired, Any subjectmatter thatis examined under
the U.S. national procedure should also be examined in intema-
tional applications

Check the second and third unnumbered boxes, respec-
tively, if it is found that the description, claims or drawings are
80 unclear, or the claims are so inadequately supported by the
Gescription, that no full opinion can be formed as to novelty,
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inventive step or industrial applicability of the claimed inven-
tion (PCT Rule 66.2(2)(v)). When box 1 or 2 of item II is
checked, reasons why no examination was given must be given
under items V or VI of Form PCT/IPEA/4(8.

Form paragraph 18.28
Indefinite claims
Claim [1] objected to as indefinite under PCT Anticle 6 for lack of
clarity. [2]

EXAMINER NOTE:

1. This form is analogous to & 35 U.8.C.112, second paregreph rejection.
However, remember in an internationsl application undergoing International
Preliminary Exemination, thet the claims are never rejected nor is the patenta-
bility or lack thereof discussed.

2. In bracke: {2] explain the lack of clarity.

Form paragraph 18.26
Cialins not supported by the disclosure
Cleim [1] objected to under PCT Article 6 because it is not fully
supporied by the disclosure, [2]
EXAMINER NOTE:
1. In bracket [2] explain the deficiency in the disclogure,

Form paragraph 18.27
Inadequate description
The description of the invention doesnot satisfy PCT Article § in that
the invention must be disclosed in a manner sufficiently clear and complete to
be carried out by & person skilled in the art. [1)
EXAMINER NOTE:
1. In bracket 1] explain why the description is not clear end complete.

ITEM IIi. NEGATIVE STATEMENT IN REGARD
TO NOVELTY, INVENTIVE STEP AND INDUS-
TRIAL APPLICABILITY OF CLAIMS

In Item III, the examiner must list in summary form those
claims that donot meet the criteria of novelty (N), inventive step
(IS) and/or industrial applicability (IA).

An example of this paragraph is as follows:

Claims 1 and 5 (no N)
Claims 1 to 10 (no IS)
Claims 11 and 12 (no 1A).

ITEM IV. CITATIONS AND EXPLANATIONS IN
REGARD TO NOVELTY, INVENTIVE STEP AND
INDUSTRIAL APPLICABILITY OF THE CLAIMS

Item IV is the focus of the Written Opinion, All claims
without fatal defects are treated on the merits in Item IV as to
novcllty. inventive step (non-obviousness) and industrial appli-
cability.

The treatment of claims in Item IV is similar in format to an
Office actionin aregularU.S. national patent application except
that the words “rejection” and “patentability” are never used in
a Written Opinion, On the international level, all Written
Opinions are non-binding and a patent does not issue; what does
issue is an International Preliminary Examination Report
(IPER), which is non-binding on the Elected States,

Examiner statements in Item IV can be positive and/or
negative, If, for example, claims define over the prior art and
meet the test of novelty, inventive step (non-obviousness) and
industrial applicability, a simple statement to this effect is
sufficient, If on the other hand it is the opinion of the examiner
that some or all claims lack novelty, inventive step and/or
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UNITED STATES
F.O_ INTERNATIONAL PRELDENARY EXAMINING AUTHORITY (PEAAS)
John Adams
Adams, Baker and Charlie
1200 Marina Drive

Baltimore, Maryland 20820 WRITTEN OPINION

lomed purasmt to PCT Rules 66207 6.4 ()

Inscribe NAME end ADDRESS of the AGENT and if
there is 6o sgemt, of the AFFLICANT

{DENTIFICATION OF THE INTERNATIONAL APPLICATION

Tnsemational Agplication No. Totemations) Fimg Deis
PCT/US87/88888 06 July 1987 (06.07.87)
T hoplican (Reme)
N Columbia Marine Corporation
“Yiscervmg Offics Priowity Déee Cinimed
RO/US 15 July 1986 (15.07.86)
WRITTEN OPINION

With iofnéence to the above-identified internationel application,this constitutes
r.hc_g__r_ﬂ;________(ﬂut., etc,) wtitten opinion by this Internationel Preliminary

Examining Auvtherity.
1. BASIS OF OPINION

The examination is being carried out on the fellowing application documents: ,

the application documents &5 filed
description, pages_1=20
degcription, peges,

as originally filed
filed with your letter of
claimis) le as originally f£iled
claim(s)..2..80G LU filed with your letter of 15 February 1pes

drawinge, sheet/fig. Jewl v + B8 0riginally filed
drawinge, sheet/fig, . e + £1led with your letter of
This opinion has been estaeblished as if the amendments indicated on the extra
sheet have not been made, since, for the =reasons indicated, they have been
considered to go beyond the disclosure as filed.

I1.HON ESTABLISHMENT OF OPINION ON NOVELTY, INVENTIVE STEP AND
INDUSTRIAL APPLICABILITY
The question whether the claimed invention &ppears to be nevel, to involve an

inventive step {(to be non-obvious), and to be industriplly applicable will not
for the reasocns indicated below be gone into in respect of:

i, The above-~identified international applicetion.
2, claims NOB. . L. e {BPEELLY PRrticular claime).
[ s50F Jhich. B8, ‘.%gﬁféé&’éﬁ‘l o£ 450 RENE hgen paid to the IEEA
the following subject matter(3) which does not require an international

preliminary examination. (specify)

L SN

B @ &0

O

m’rho description, claims, or drawings {(indicete particular elements) or
said cleims Wos ére 8o unclear that no meaningful opinion
could be formedid

D The claime, or Bald claime NOB wawmmwmmmomomn8E8 B0 inadoquanlg ;uppor:ed
by the description that no meaningful opinion could be formed.?)

SO PCTAPEALCE (Trad ehioad) (JAOJARY YRE) Eon r61ED 6N RGN 1o
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POT/NISAT /RRARA
WRITTEN OPINION (continued)

I11. NEGATIVE STATEMENT IN REGARD TO MOVELTY, INVENTIVE STEP AND INDUSTRIAL
APPLICABILITY OF CLAIMS

The statement under Article 35 (2) should be negative in respect of
the clalms indicated below. The eriterie not setisified in respect of
such clalms are indicated by the letter abbrevistion: N (for Novelty):
IS (for Inventlve Step); and IA (for Industrial Applicability).

Claim 1, No H
Claime 2 to 4, No IS

IV. CITATIONS ARD EXPLANATIONS 1IN REGARD TO NOVELTY, INVENTIVE STEP AND
INDUSTRIAL APPLICABILITY OF CLAIMS

No. of Claim / Relevent Supporting Documents Cited / Explanation
Claim 1 lacks novelty under PCT Article 33(2) as being antici-
pated by the patent to RNOOS.

claims 2 and 3 lack an inventive step under PCT Article 33(3)
as being obvious over IVERSEN in view of DAW. To mount the
device of IVERSEN in a position forward of the keel as taught
by DAW would not invelve an inventive step.
Claims 4, 5, 9 and 10 meet the criteria set forth in PCT
Article 33(2)=(4)

New Citation

Us, A, 4,366,767 KNOOS 04 Januvary 1983 (04.01.83), See figure 1.

FORA PCTIPES M08 (sacond shoet) (Janury 1866) 8o odes on Rveie side
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PCT/US87/88888

WRITTEN OPINION (continued)
v. CERTAIN DEFECTS IN THE INTERNATIONAL APPLICATION

The following defects in the form or contents of the above-identified
international application under the Treaty or the Regulations have
been noted.

Page 5, line 8, ®"victor" should be ®"vector”,

In figure 2 of the drawings, the lead line for reference
numeral 6 should be directed to the tiller rather than to
the boom.

VI, CERTAIN OBSERVATIONS ON THE INTERNATIONAL APPLICATION

The following observations on the clarity of the claims, description,
&nd drawings or on the question whether the claims are fully supported
by the description, are notified:

Vii. INVITATION

APPLICANT IS INVITED TO SUBMIT A ERITTEN REPLY ACCOMPANIED, WHERE APPRO-
PRIATE, BY AMENDMENTS'® wITHIN_TWO MONTHS/ DAYS OF THE DATE
OF MAILING INDICATED ON THE FIRST SHEET.

Any inguiry concerning this communication should be directed
to Stephen Decatur at telephone number 703-557-3310.

The time limit for response to a Written Opinion will not be
extended, 37 CFR 1.484(4). Any response received after the
expiration of the time limit set in the Viritten Opinion will
not be considered in preparing the International Preliminary
Exeamination Report.

THE INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY

Address Only: Authorized Otficer
L3
Washington, D.C. ATTN: PEANS | Stephen Decatur - Primary Examingr

FORM PCTAREA/OD (tant shost) (Janunry 1888)
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industrial applicability, specific reasons for the opinion em-
ploying PCT form paragraphs must be given similar to those
used in U.S. national applications.

Form paragraphs to be used by the examiners appear in the
relevant sections of this Manual. All examiners are expected to
use exclusively the PCT form paragraphs in appropriate situ-
ations in formulating any negative statements listed in Item IV,
See MPEP §§ 1898.03(a)(2) and (3).

Since the space provided in Item IV on Form PCT/IPEA/
408 is limited, supplemental sheets typed on plain white paper,
with reference back to Item IV should be incorporated into the
Written Opinion whenever necessary.

Examiners are encouraged to indicate any amendments
which applicant could present which weould avoid a negative
statement in the International Preliminary Examination Report.

All international applications where an examination has
been demanded should be searched by the examiner at least to
the point of bring the previous search up to date. Prior art
discovered in a re-search and applied in an Item IV statement
must be made of record in Item IV, Prior art already cited on the
International Search Report need not again be cited o5 the Writ-
ten Opinion or International Preliminary Examination Report.
The subsequently discovered prior art is to be cited in compli-
ance with PCT Rule 43.5 and Administrative Instructions Sec-
tion 503 using the same citation format used on the International
Search Report, See MP.E.P. §1863. See § 1898.03(a)(1) for
definition of prior art to be considered.

Form paragraph 18.32
Clalms that meet test of noveity, inventlve step and Industrlal
applicability
Claim [1] meets the criteria set out in PCT Anticle 33(2)-(4).
EXAMINER NOTE:
1. This form paragraph is used in Ttem IV of form PCT/IPEA/40B 10
indicate those claims that define over the prior art.

ITEM V. CERTAIN DEFECTS IN THE
INTERNATIONAL APPLICATION

In Item V, defects in the form and content of the interna-
tional application are identified.
Examples of defects that would be listed in Item V are:
1. Informalities such as misplaced and/or omitied
drawing numerals, misspelled words, grammatical efrors, etc.
" 2. An amendment to the drawings, description or
claims not filed with the Demand, unless it is an amendment to
theclaims under PCT Article 19 which was timely filed with the
International Bureau or in response to a Written Opinion,
3. Improper multiple-dependent claims (PCT Rule
6.4).
4, Defects detected by the PCT Branch that are trans-
mitted with the application to the examiner for inclusion in Item
V.

Form paragraph 18.31

Disclosure objected to, Minor Informallties

‘The disclosure is objected to because of the following informalities: (1.
Appropriate costection is requesied,

EXAMINER NOTE:

1. This form paragraph is used in Item V of Form PCT/IPEA/408 to point

out minor informalities in the disclosure.
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ITEM VI. CERTAIN OBSERVATIONS ON THE
INTERNATIONAL APPLICATION

In Item VI, the examiner noiifies the applicant of observa-
tions made as to the clarity of the claims, the description, the
drawings or on the question whether the claims are fully
supported by the description.

If the claims, the description or the drawings are so unclear,
or the claims are so inadequately supported by the description,
that no meaningful opinion can be formed on the question of
novelty, inventive step (non-obviousness) or industrial applica-
bility, the applicant is so informed in Item VI (PCT Article
34(4)(a)(ii). Reasons for the examiner’s opinion that the claims,
description and drawings, etc., lack clarity must also be pro-
vided.

Iftheabove situationis found toexist in certain claimsonly,
the provisions of PCT Article 34(4)(ii) shall apply to those
claims only.

If the lack of clarity of the claims, the description, or the
drawings is of such a nature that it is possible to form a
meaningful opinion on the claimed subject matter, then it is
required that the examiner consider the claims and render a
Written Opinion on novelty, inventive step, and industrial
applicability in Item IV of Form PCT/IPEA/408.

Since the claims of an international application are not sub-
ject to a rejection on either art or indefiniteness consistent with
U.S. practice, observations by the examiner with regard to
clarity of the claims, the description and the drawings will be
treated in the form of an objection in the Written Opinion in Item
VL

ITEM VII INVITATION

Item VII is an invitation by the International Preliminary
Examining Authority (IPEA) to applicant to reply to the
examiner’s Written Opinion, A two month time lisnit torespond
to the Written Opinion should normally be set, although a 3
month time limit may be set where the time limit for reply ends
prior to the expiration of 25 months from the priority date.

Form paragraph 18.35

Name and telephone number of examiner to be contacted

Any inquiry concemning this communication should be directed to

[1] et telephone number 703-{2),

EXAMINER NOTE:

1. This paragraph ghould be inserted in the “INVITATION", Item VII of
all Written Opinions,

2. In bracket {1], the examiner to be contacted first is the examiner who
prepered the Written Opinion,

Form paragraph 18.36 must be employed in Item VII of
every Written Opinion,

Form paragraph 18.36
No extensions of time limit to respond to the Written Opinion

The time Jimit set for response to 8 Written Opinion may not be
extended, 37 CFR 1.484(d). Any response received after the expiration of the
time limit set in the Written Opinien will not be considered in prepariny the
International Preliminary Examination Repon,
EXAMINER NOTE:

o ADIE N DRLASIRIL INUSY.S

AUTHORIZED OFFICER
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Every Wriiten Opinion must be signed by an examiner
having at least partial signatory authority.

The first document prepared by the examiner in most
international applications during the international preliminary
examination proceedings will be the Written Opinion. Only in
ihose international applications where all the formal matters are
proper and the claims are directed to inventions which have
novelty, inventive step and industrial applicability will an
international preliminary examination report be established
without a Written Opinion having be issued first.

1898.03(a)(1) Prior Art under Chapter II
[R-5]

PCT Article 33
The International Prellminary Examination

L L1

(6) The intemational preliminary examination shall take into considera-
tion all the documents cited in the intemetional gearch report, It may take into
consideration any additional documents considered to be relevant in the pariicu-
lar case.

PCT Rule 64
Prior Art for Internationsl Preliminary Examination

64.1 Prior Art

(s} For the purposes of Anticle 33(2) and (3), everything made available
to the public anywhere in the world by means of written disclosuse (including
drawings and other illustrations) shall be considered prior ani provided that such
making available occurred prior to the relevant date,

(b) For the pusposes of paragraph (a), the relevant date will be:

(i) subjecttoitem (ii), the intemational filing date of the intemational
application under intemnational preliminary examination;

(ii) where the international application under international prelimi-
nary examination validly claims the priority of an earlier application, the filing
date of such earlier application.

64.2 Non-Written Disclosure

In cases where the making available to the public occurred by means of an
orel disclosure, use, exhibition or other non-written mesns (“non-wrillen
disclosure™) before the relevant dete as defined in Rule 64, 1(b) and the date of
such non-written disclosure is indicated in & written disclosure which has been
mede availeble to the public after the relevant date, the non-written disclosure
shall not be considered part of the prior ant for the purposes of Article 33(2) and
(3). Nevenneless, the intemations] preliminary exemination report shall call
sttention to such non-written disclosure inthe manner provided for in Rule 70.9.
64.3 Certain Published Documents

In cases where any application or any patent which would constitute prior
art for the purposes of Article 33(2) and (3) had it been published prior to the
relevant date referred 1o in Rule 64.1 was published, as such, sfier the relevant
date but wes filed esrlier vhan the relevant date or claimed the priority of an
carlier application which had been filed prior tothe relevant date, such published
application or patent shell not be considered past of the prior art forthe purposes
of Anticle 33(2) and (3). Nevertheless, the intemational preliminary examina-
tion report shall call attention to such application or patent in the manner
provided for in Rule 70,10,

The relevant daie for the purpose of considering prior antis defined in PCT
Rule 64.1(b) as the intemational filing date or, where the intemational applica-
tion containg & valid claim for priority, that date of priority.

In cases where any applicatiun or any patent which would constitute prior
antforthe purpose of intemational preliminary exemination as tothe novelty end
inventive step (non-obviousness) was published on or afier the relevant date of
the international application under consideration but was filed easlier than the
relevant date or cleimed the priority of an earlier application which was filed
prior to the relevant date, the published application or patent is not to be consid-

J
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ered part of the prior art for the purpose of intemational preliminary examine-
tion as to noveity and inventive step. Nevertheless, these documents are to be
listed on Form PCT/IPEA/409 under the heading “CERTAIN PUBLISHED
DOCUMENTS",

1898.03(a)(2) Novelty under Chapter II [R-5]

Novelty is defined in PCT Article 33(2).

PCT Artlcle 33
The International Preliminary Examination
L]l
(2) For the purposes of the international preliminary examination, &
claimed invention shell be considered novel if it is not anticipated by the prior
art as defined in the Regulations.
o e s o
Form paragraph 18.21
Novelty
Claim [1] lack(s) novelty under PCT Article 33(2) as being [2] by
[3}.

EXAMINER NOTE:

1. This form paragraph is the equivalent of & 35 U.S.C.102 rejection,

2. In bracket [2], insert “clearly enticipated”, or inseri “anticipated” and
add an explanation at the end of the paragraph,

3. In bracket (3], insert the prior ari relied upon,

1898.03(a)(3) Inventive Step under Chapter Il
[R-5]

Inventive step is defined in PCT Article 33(3)

PCT Article 33
The International Prelimingry Examination
L1211
(3) For purposes of the intemational preliminary examination, a
claimed inventicn shall be considered to involve an inventive step if, having
regard to the prior ant as defined in the Regulations, it is not, at the prescribed

relevant date, obvious to & person skilled in the art.
(12 11]

PCT Rule 65
Inventive Step or Non-Obviousness
65.1 Approach to Prior Art

For the purposes of Anicle 33(3), the intemational preliminary examina-
tion shall take into consideration the relation of any particular claim to the prior
an as & whole. It shall teke into consideration the claim's relation not only toin-
dividual documents or pans thereof teken separately but elso its relation to
combinations of such documents or parts of documents, where such combina-
tions are obvious to & person skilled in the art,

65.2 Relevant Date

For the purposes of Article 33(3), the relevant date for the consideration
of inventive step (non-obviousness) is the date prescribed in Rule 64,1,
Form paragraph 18.22

Inventive Step (non-obvlousnens)

Claim [1] lack(s) an inventive step under PCT Anticle 33(3) a6
being obvious over [2],

EXAMINER NOTE:

1. This form paragraph is used when the claim(s) erc rendered obvious in
view of the prior art,

2, In bracket [2], insert the prior art relied upon and explain how it is
applied to the claimed subject matter. If the prior ant applied is a combination
of references, explain how they are obviously combined to show lack of inven-
tive step.

Form paragraph 18,23
Inventive Step (obviousness), further explenation
Claim [1]lacks an inventive stepunder PCT Anticle 33(3) asobvicus
over [2] in view of [3] es applied in the above paregraph, further in view of [4].
EXAMINER NOTE:
1. See the EXAMINER NOTE in paragraph 18.22 above,
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1898.03(a)(4) Industrial Applicability under
Chapter II {R-§]

Industrial applicability is defined in PCT Asticle 33(4).

PCT Article 33
The International Prellminary Examination
Pl L

(4) For the purposes of the intemational preliminary examination, &
claimed invention shall be considered industrially applicable if, according toits
nature, itcan bemade orused (inthe technological sense) in any kind of industry.
“Industry” shell be understood in its broadest sense, as in the Paris Convention
for the Protection of Industriel Property.

L2 L1

Form paragraph 18.24

Industrisl applicability

Claim {1] lack(s) industrial applicability as defined by PCT Anicle

33(4). 2]

EXAMINER NOTE:

1. This form paragraph is used when the claim(s) define an invention that
cannot be made or used (in the technological zense) in any kind of industry.

2. In bracket [2), identify the appropriate basis for stating that the claims
lack industrial applicability.

1898.03(b) Response to the Written Opinion
[R-5]

PCT Artlcle 34
Prscedure before the Internstional Preflminary Exsmining
Authorlty
L2110 ]
{2)(s) The spplicant shell have a right to communicate orally and in
writing with the Intemational Preliminary Examining Authority,

(b) The applicant shall have e right to emend the claims, the
description, and the drawings, in the prescribed manner and within the pre-
scribed time limit, before the intemational preliminary examination report is
establiched. The emendment shell not go beyond the disclosure ins the intema-
tionsl applicetion es filed.

L4 L]
(d) The applicant may respond 1o the written opinion.
L1411

PCT Rute 66
Procedure before the International Prelimingry Exeméning
Authorlty
[ Ld17

66.3 Formal Response 1o the International Preliminary Examining Authority

(e) The applicant may respond to the invitation referred to in Ruls 66.2(c)
of the Intemational Preliminary Examining Authority by meking amendments
or - if he disagrees with the opinion of that Authority - by submitting arguments,
&5 the case may be, or do both.

(b) Any response shall be submitted directly 1o the Intemational Prelimi-
nary Examining Authority.

whonE

66.5 Amendment

Any change, other than the sectification of obvious ervors, in the claims,
the description, or the drawings, including cancellation of claims, omisslon of
passages in the description, or omission of cestain drawings, shall bs considered
an amendment,
66.6 Informal Communication with the Applicans

The Internationsl Preliminary Bxemining Authority may, at any time,
communicate informally, over the telaphone, in writing, or through personal
intesviews, with the applicent, The seid Authority shall, at its discretion, decide
whether it wishes to grant more than one personel interview if so requested by
the spplicant, or whether it wishes to reply to any informal written communica-

tion from the applicant.
Bhben
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66.8 Form of Amendments

(2) The applicant shall be required 1o submit a replacement sheet forevery
sheet of the intemnational application which, on account of an emendment,
differs from the sheet originally filed. Theletter accompanying the replacement
sheets shall draw attention tothe differences between the replaced sheets and the
replacement sheets, Tothe externt that any amendment results in the cancellation
of an entire sheet, that amendment shall be communicated in & letter,

(b) [Deleted)
66.9 Language of Amendments

If the iiternationel application has been filed in a language other than the
language in which it is published, any amendmient, as well as any letter referred
w in Rule 66.8(a), shall be submitted in the language of publication.

37 CFR 1.485 Amendments by applicant during Internstional
preliminary examination.
The applicant may make amendments at the time of filing of the

Demand and within the time limit set by the Intemnational Preliminery Examin-
ing Authority for response to any written opinion. Any such arendments
must -

(1) be made by submitting & replacement sheet for each sheet of the
application which differs from the sheet it replaces unless an entire sheet is

cancelled and
(2) include & description of how the replacement cheet differs from the

replaced sheet,
If an amendment cancels an entire cheet of the international application,
that amendment shell be communicated in a letter,

RESPONSE OF APPLICANT TO THE WRITTEN
OPINION

All amendments in response to a Written Opinion must be
received within the time limit set for response in order to be
considered in the International Prcliminary Examination Re-
port. 37 CFR 1.484(d) does not allow for extensions of time to
respond to a Written Opinion, therefore, any amendment re-
ceived after the time limit is treated as if the amendment had not
been made,

Any change, other than the rectification of obvious errors
in theclaims, the description, or the drawings, including the can-
cellation of claims, omission of passages in the description or
omission of certain drawings, will be considered an amendment
(PCTRule 66.5). The Patent and Trademark Office when acting
as the Internatior:al Preliminary Examining Authority will not
accept any non-English applications or amendments.

Any amendments to the claims, the description and the
drawings in response to a Written Opinion must (1) be made by
submitting areplacement sheet for every sheet of the application
which differs from the sheet it replaces unless an entire sheet is
cancelled and (2) include a description of how the replacement
sheet differs from the replaced sheet in accordance with PCT
Rule 66.8.

Inthe particular case where the amendment cancels claims,
passages in the description or certain drawings resulting in the
cancellation of an entire shest, the amendment must be submit-
ted in the form of a letter cancelling the sheet (PCT Rule
66.8(a)).

Replacement sheets must be in typed form,

Any paper submitted by the applicant, if not in the form of
aletter, must be accompanied by a letter signed by the applicant
or agent (PCT Rule 92,1),

The examiner should make sure that amendments filed in
accordance with the PCT, which are necessary to correct any
deficiencies notified to the applicant, do not go beyond the
disclosure of the international application as filed, thus violating
PCT Article 34(2)(b). In other words, no amendment should
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contain matter that cannot be substantiated by the application as
originally filed. In asituation where new matter is introduced by
amendment in response to a Written Opinion, the International
Preliminary Examination Report will be established as if the
amendment had not been made, and the report should so
indicate. It shall also indicate the reasons why the amendment
goes beyond the disclosure (PCT Rule 70.2(c)).

INTERVIEWS

The examiner or applicant may, during the time limit for
response to the Written Opinion, request a telephone or personal
interview. Only one interview is a matter of right, whether by
telephone or in person, Additional interviews may be authorized
by the examiner in a particular international application where
such additional interview may be helpful to advancing the
international preliminary examination procedure.

All interviews of substance must be made of record by
using USPTO Form PTOL-413.

If the applicant desires to respond to the Written Opinion,
such response must be filed within the time limit set for
response, No extensions to the time limit will be considered or
granted. If notimely response isreceived from the applicant, the
international preliminary examinationreport will be established
by the examiner, treating each claim substantially as it was
treated in the Written Opinion.

The applicant may respond to the invitation referred to in
Rule 66.2(c) by making amendments or, if the applicant dis-
agrees with the opinion of the authority, by submitting argu-
ments, as the case may be, or both (PCT Rule 66.3).

The United States rules pertaining to international prelimi-
nary examination of international applications provide for a
second Written Opinion if time permits.

If applicant does not respond to the Written Opinion, the
International Preliminary Examination Report will be prepared
in time for forwarding to PCT Central in finished form by 27
months from the priority date.

Anv response to a Written Opinion that isreceived after the
expirationof the set time period is not timely and will not be con-
sidered in preparing the International Preliminary Examination
Report (IPER).

1898.04(a) Preparation of the International
Preliminary Examination Report [R-5]

PCT Articie 35
The International Prellminary Examination Report

(1) The intemationel preliminary exemination report shall be established
within the prescribed time limit and in the prescribed form,

(2) The international preliminary examination repori shall not contain eny
statement on the question whether the claimed invention is or seems Lo be
patentable or unpatentable according to any national law, It shell stats, subject
1o the provisions of paragraph (3), in relation to esch cleim, whether the claim
sppesrs to satisfy the criteria of novelty, inventive step (non-obviousness), and
industrial applicability, as defined for the purposes of the intemnational prelimi-
nary exemination in Anticle 33(1) to (4). The statement shall be accompenied by
the citation of the documents believed to support the siated conclusion with euch
explanations as the circumstances of the cage may require. The statement shell
also be accompenied by such other observation as the Regulations provide for.

(3)(e) If, &t the time of establishing the intemnational preliminary exami-
nation report, the Intemational Preliminary Examining Authority considers that
any of the situations referred to in Article 34(4)(e) exists, that report shall state
this opinion end the reasons therefor. It shall not conizin any gatement s
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provided in paragraph (2).

(b) If & situation under Anticle 34(4)(b) is found to exist, the intemna-
tional preliminary examination report shall, in relation to the clsims in question,
contain the statement as provided in subparagraph (a), whereas, in relationtothe
other claims, it shall contsin the statement as provided in paragraph (2),

PCT Rufe 70
The International Preliminary Examinsation Report
70.1 Definition

For the purposes of this Rule, “report” shell mean intemational prelimi-
nary examisation report.
70.2 Basis of the Report

(a) If the claims have been amended, the report shall issue on the claims
as amended,

(b) If, pursuant to Rule 66.7(2) or (b), the report is established &s if the
priority had not been claimed, the report ghell go indicate.

(c) If the Intemations! Preliminary Examining Authority considers thet
any amendment goes beyond the disclosure in the intemnationel applicsticn as
filed, the report shall be established as if such amendment had not been made,
and the report shell so indicate. It shall also indicate the reasons why it considers
that the amendiment goes beyond the seid disclosure.

70.3 Identification

The report shell identify the International Preliminary Examining Authos-
ity which estsblished it by indicating the name of the Authority, end the
intemational application, by indicating the international epplicetion number,
the name of the applicent, the name of the receiving Office, and the intemationsl
filing date,

70.4 Dates

The report shall indicate:

(i) the date on which the demand was submitied, end

(ii) the date of the report; thai date shall be the dste on which the
report is completed,

70.5 Classification

() The report shall repeat the clagsification given under Rule 42,3 if the
International Preliminary Examining Authority agrees with the classification.

(b) Otherwise, the International Preliminary Examining Authority shall
indicate in the report the classification, at least according to the Intemetional
Petent Classification, which it considers correct.

70.6 Statemens under Article 35(2) ,

(8) The sistement referred to in Ariicle 35(2) shall consist of the words
“YES" or “NQ” or their equivelent in the language of the repor, or some
appropriate sign provided for in the Administrative Instructions, and shall be ac-
companied by the citations, explanations and observations, if eny, refesred Lo in
the last sentence of Anicle 35(2).

(b) If any of the three criteria referred to in Anticle 35(2) (that is, novelty,
inventive step (non-obviousness), industrial applicebility) is not sstisficd, the
statement shall be negative. If, in such 2 cuse, any of the criteria, tsken
separstely, is satisfied, the reponi shall specify the critcrion or criterie so
satisfied,

70.7 Citations under Article 35(2)

(a) The repor shall cite the documents considered to be relevant for
supporting the statements made under Asticle 35(2).

(b) The provisions of Rule 43.5(b) and (c) chall apply also to the report.
70.8 Explanations under Article 35(2)

The Administrative Instructions shall contsin guidelines for cases in
which the explanations referred toin Article 35(2) should or should not be given
end the form of such explanetions, Such guidelines shell be based on the follow-
ing principles:

(i) exrtenstions shall be given whenever the statement in relation to
eny cleim is negative;

(ii) explanation shall be given whenever the staiement is positive
unless the reason for citing any document ie easy 1o imagine on the basis of
consultation of the cited document;

(iii) generally, explanations shell be given if the case provided for
in the last gentence of Rule 70.6(%) obtains.

70.9 Non-Written Disclosures

Any non-written disclosure referred to in the repor by virtue of Rule 64.2
shall be mentioned by indicating its kind, the date on which the written
disclosure referring to the non-written disclosure was made available to the
public, and the date on which the non-written disclosure occurred in public.
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70.10 Cestain Published Documents

Any published application or patent referred to in the report by virtue of
Rule 64.3 shall be mentioned as such and shall be accompanied by an indication
of the date of publication, of its filing date, and its claimed priority date (if eny),
Inrespect of the priority dete of any such document, the report may indicate that,
in the opinion of the Intemational Preliminary Examining Authority, such date
has not been validly claimed.
70.11 Mention of Amendments

If, before the Internationsl Preliminary Examining Authomy. amend-
ments have been made, this fact shall be indicated in the report, Where any
amendment has resulted in the cancellation of an entire sheet, this fact shall elso
be specified in the report.,
70.12 Mention of Ceriain Defects

Iihe International Preliminary Examining Authority considers that, at the
time it prepares the repost:

(i) the international application containg any of the defects referred
to in Rule 66.2(e)(iii}, it shall include this opinion and the reasons therefor in
the report;

(i) the imtemational application calls for any of the obeervations
referred to in Rule 66.2(a)(v), it may include this opinion in the report and, if it
does, it shall also indicate in the report the reasons for each opinion.

70.13 Remarks Concerning Unity of Invention

If the applicant peid additional fees for the intemational preliminery
examination, or if the intemational application or the intemational preliminary
examinstion was restricted under Anticle 34(3), the repost shell go indicate.
Furthermore, where the intemetions] preliminary examination wes carried out
on restricted claims (Article 34(3)a), or the main invention only (Aricle
34(3)(c)), the report shall indicate what parts of the intemational application
were and what paris were not the subject of intemational preliminary exemine-
tion,
70.14 Signature

The report shall be signed by an authorized officer of the Intemational
Preliminary Examining Authority.
70.15 Form

The physical requirements as to form of the report shall be preacribed by
the Administrative Instructions,
70.16 Annexes of the Repors

1f the claims, the description, or the drawings, were amended before the
Intemationsl Preliminary Examining Authorily, each replacemment sheet under
Rule 66.8(a) shall be annexed to the report. Replacemnent sheets superseded by
Iater replacement sheets and letters under Rule 66,8(s) ehall not be annexed,
70.17 Languages of the Report and the Annexes

(&} The seport end any annex shall be in the Iunguugc in which the
internationsl application to which they relate is published.

(b) [Deleted]

Administrative Instructions Section 604
Guldelines for Explanations Contained In the International
Preliminary Examination Report

Explanstions under Rule 70.8 shall clearly point out to which of the three
criteria refesved to in Anicle 35(2), taken separately, any cited document is
applicable and shell clearly describe, with reference to the cited documents, the
fressons supposting the conclusion that any of the said criteria is or is not
eatisfied,

After examination of the international application, if
there are no negative statements and/or negative comments for
Form PCT/IPEA/408, then the only statement that will issue
from the International Preliminary Examining Authority will be
the International Preliminary Examination Report (IPER),

The International Prefiminary Examination Report is
established on PCT form PCT/IPEA/409.

ESTABLISHMENT OF THE INTERNATIONAL
PRELIMINARY EXAMINATION REPORT

Forms PTO/IPEA/409

1800-115
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The following identifying information will be placed on the
first page of the International Preliminary Examination Report,
Form PCT/IPEA/409 and Transmittal Letter PCT/IPEA/416:

- usually the attorney's address taken
from the front of the mtemauonal appllcauon file wrapper.

apphcant sor agent 5 apphcauon reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters, This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand Form PCT/IPEAMOI

oy ) sef - thig is the 14 dxgltPCT
apphcanon senal number as stamped and typed on the interna-
tional application filc wrapper and may also be found an the first
page of the Demand, Form PCT/IPEA/401,

- this is the filing date printed on
the international application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401,

Receiving Office - this is the Office with which the interna-
tional application was filed, identified on the first page of the
Demand as RO/US,RO/BR, RO/BB, etc. This will normally be
the Umwd States Receiving Office, identified as RO/US.

; te Claimed - this is the date of an earlier appli-
cation of whlch the priority is claimed under PCT Rule 4.10,
This information is typed on the international application file
wga/p;(:)er)and can be found in Box VI of the Request (Form PCT/
RO/101),

- thig is the first named applicant as set
forth on the international application file wrapper and may also
be found in box 11 of the Demand, Form PCT/IPEA/401,

BASIS OF REPORT

The International Preliminary Examination Report will be
established on the basis of any amendments, rectifications,
priority and/or unity of invention holdings and shall answer the
questions concerning novelty, inventive step and industrial
applicability for each of the claims under examination,

Amendments and/or rectifications

In completing form PCT/IPEA/409, the examiner should
first indicate any amendments and/or rectifications of obvious
errors taken into account in establishing the International Pre-
liminary Examination Report, The amendments and/or rectifi-
cations should be indicated by references to the dates on which
the amendments and/or rectifications were filed, Amendments
and/or rectifications filed but not taken into account in the
eatablishment of the Report (e.g., an amendment not taken into
account because the amendment went beyond the disclosure of
the international application as filed or a rectification that is not
congidered 1o be merely a correction of an obvious error) are
then indicated separatcly, The replacement sheets (but not
replacement sheets superseded by later replacement sheets) or
letters cancelling sheats under PCT Rule 66.8(a) are included as
an anncx to the Report,

The final Report package when gent to the PCT Branch for
mailing must include copies of all amendments and rectifica-
tions entered and any cover letters to those amendments,

Rev. §, July 1947



1698.04(a) MANUAL OF PATENT EXAMINING PROCEDURE

PATENT COOPERATION TREATY
UNITED STATES
I T0 BIRRNATIONAL FRELIMINARY EXAMINING AUTHORITY OPEAAS)
John Adams

Adams, Baker and Charlie

1200 Marina Drive
NOTIFICATION OF TRANSMITTAL OF
Baltimore, Maryland 20820 INTERNATIONAL PRELIMINARY EXAMINATION REPORT
leeued pusmant to PCT Rule 71.1

DATE OF MAILING by the Intemational Prelimirary

Tnscribe NAME snd ADDRESS of the AGENT and If Exsmining Auhority
o I 50 agent, of 6 APPLICANT e
— - CMC~123
= IDENTIFICATION OF THE INTERNATIONAL APPLICATION
Inierasiona! Applicsiion Ne. Talemetions] FNeg Dite
PCT/USB7/86888 06 July 1987 (06.07.87)
Applicant (Name)
- Columbia Marine Corporation
NOTIFICATION

The applicant is hereby notified that this International Preliminary
Examining Authority transmits herawith the international preliminary
exemination zeport and its annexes, if eny, established on the above-
ldentified internatienal application.

The attention ¢f the agpplicant is drewn to the reminder contained in
foxm PCT/1B/332, whieh he received from the International Bureau,
eoncerning the time limits within which he must perform certain acts
before each elected Office.

A eopy of the report and its annexes, if any, has this same day aleo
been trensmitted to the Internatienal Bureau.

THE INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY

Address Only:
of Paumis end Trodemarks

£
Wesh!ngten, D.C, 20231 ATIN, PEANS

FORM POTIRE 418 (January 1065)
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INTERNATIONAL PRELIMINARY EXAMINATION REPORT
Soplicante or Agente File Reference
HOENTIRCATION OF THE BITRRAATIONAL APPLICATION
CHMC-123

Intemational Apgication No. inmasional Fling Daim
PCT/US87/88888 06 July 1987 (06.07.87)
Recalving Offics Friority D Cltimod
RO/US 15 July 1986 (15.07.86)
Applicant (Name)
Columbia Marine Corporation

BAGID OF REPORT

1. AMENDNENTS ANDYOR FECTIFICATIONS' © - The emendmants ardior recifications miats bators this ivemational Prefiminary Examining
Austhortty in cespect of the daime, ¥he deacripiion, enditr drasings I 16 sbove-identified internetions) epplication ase annexed (o this reptrt

o () Thisroporthesbesn semblishad on e basis of the tuligving esplicaiion documents:

D) we appiication domumants es ted

@ descrigon,pages 1=20 s originally fled
Coription, peges ... Hiad with your letiar of
CORTIGEDN, PGS s Glad vt your letier of
daacripiion, pages . - fod with you letier of
ciaim(s) Abnnd 5 worgingyMed
daimis) 9 and 10 fedwinyouienwret 15 _February 1988
elaim{o) Al=d3 Seduihyouweowol 14_Bugust 1988
elaimis) e ———— $iad with you letuer of
O smwinge,ommemy 1=4 e criginally flod
GBI, BIVEY. ... Bled with yow lettar of

b [0 The amenments resuliod in o cancetiaton of o lcwing sheut: .. 5o .o & 21 and 22

¢ [ Tiersponhes been esiablishod e e ermendments indicesed en the extrs sheat have nat been made, sincs, for the reagsens indicalsd,
$wy havo been canuidensd (o go boyond te disdoeure as flsd,

2. PRICAITVE

@, Thisreperthas baen eatbliehed es K no prisrty has been daimed due © the faliwre W furnich withdn the prescribed tme limlt e requasted:
oy of 018 edor sppicalon vhose prieriy hes been daimed,

) vansladon of b eadier applicatien vhoes prisry i been deimed,

b3 Tis repon as been osmblished 68 f no priariy hes been Caimed dus © the st hal the prisdly daim has been found lnvalld.
Thus, o1 the purmoss of this repert, 1 insrmadens) Hing daie indiosted ebove Is contidsrad 10 be the felovant daw.

° Wheo -eplacement 6ot 810 B7Neud 1 this report, 6 Yenslason of thees repiacemaen shesets Muat be fumished 1o the wecied Offices within
the tme limit eppticalsle under FCT Articte 36(1).

Bevn PCTIPEAAOD (fred ehaed (Jamary 1080) Bes notes on accaTREYRg ehest
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LY

Pogs &

PCT/USB7/88888

BASIS CF REPORY (Conirusd)
5.UNITY OF IVENTION ® -The intemational epplicaion dees not comply with the reguirement of unlty of Eweniion.

e  Ihresponse © & invitston B reetric or pay additongl fess the epplicant hes:
] resvicied the caime.
[ peldaddiionel tess.

[ oaid additenal ises undsr protest. Whiere requested by the applican, te 611 o 10 protset iogether with ¥he decision talien thareon
@6 ernaxed 10 this report,

(B neither restricied nor paid additional feos.

b. [J Mo invimton hes been lsacad, The opinion of this bemationul Preliminary Exsmining Authority i6 that the intemational epplication
€088 not comply with the reguirement of unity ol invention for the faliowing reasons, (epeciy)

, e of the internationa) the of intemnationsl
mmm@m nter epplication were the gubject prefiminary examination

] dipes.
[ e parts relating 1o the restrictsd claims, thatis dlaime Nog

L 0 pavs refaing e main invenion, bhatis claime Nos,_4 ¢ 5 and 9 to 13,

4. NON-ESTABLISHMENT OF REPOIRT ON QUESTUONS OF NOVELTY INVENTIVE BTEP OR INDUSTRIAL APPLICABILITY?

The questions of whether $e clelmed Invention 878 15 bo novel, © Ivoive en inventive siep o 10 be Industrielly spplicable have net for
mr‘mommudbommmmmm:z” s Y

o) theentre inemationsl epplication
b[] daimsNos,
e the foliowing reassns,

[ Sadinematona appficaton, or said dams Nog. ... 181008 15 0 feliowing eublect matier which does not reduire &
Inmmationss prefiminary examination, (Specify)

The description, cisima, &1 dramings (ndicate pariculer elements) or eakl caims Nos. ... 80 60 undiear thel no meaninghil
epinion could be formed,

e56 66 nadequaiely supporiad by e description that ro meaningful apinion coud

£ he deims, or sald claima oe,___.,
e lormed,

&6 Oapanden ciaime and ere nol Gralted In acetvdance with he second end third sentencss of PCT

Ead claime Moo
Rule 6.4(8),

r';mm/mmumwmunmim Ban nien en GUIRIRANYING Whost
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med.  por/USB7/68888

CLASBIFICATION OF SUBJECT MATTER (U severel clussifisation eymbole spply, indleate all)°
Aocordigg 1 ilerasons Pasent lassficaton (IPC) ot both Nasonsl Claasfcaton snd 1PC
pc® B 63 H 25/062 // B 63 H 25/04
v.S. ClL. 114/144C
REASONED STATEMENT
A e o T B ™ o
BUSROATING BUCH BTATEMENT
NADER | A CITATIONS AND EXPLANATIONS
4,5, | Yes(N)| Claims 4, 5, 9 and 10 meet the eriteria of PCT
9,10 | Yes (I8] Article 33(1l) because the combination claimed
ves(IA] consisting of a sailboat with a rudder position=
ed forward of the keel and a wind controlled
vane electronically connectimg the forward
rudder and the wind vane to maintain course
direction within 2 degrees of the desired
course ig not shown in the prior art.
New citation
UsS, A, 1,846,458 ROBINSON, 23 February 1932,
(23.02.32) (See figures 2 and 4)
li~ |Yes(N) Claims 11-13 lack an inventive step under PCT
13 |ves(IA)| Article 33(3) as being obvious over DAW in view
No (18) of ROBINSON. To control the forward rudder of
paw with a wind vane located at the opposite
end of the sailboat as in ROBINSON would not
involve an inventive step.
Form BOT/REAMOD (cardnahn ehesd) (Janvery 1068) 8o fols 6n asmprpanyng shesl
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Fegs 4.

PCT/USB7/88688
NOK-WRITTEN DISCLOSURES ®
Kind of Non- Witen Disciosure Duto of Wrken Discogcrs rofening © o Date of Non-Writien Disclosur

CERTAIN PUBLIBHED DOCUMENTS'
Agplication/Patent Dein of Publicaion

Filing Dala Priority Dale (V&6 Clam)

CERTAN DEFECTS N THE IITERNATIONAL ABRLICATION"
The foltawing defecss I the fomm o contants 6f the IMamadonal epplication have besn noted,

Page 5, line 8, "victor" should be "vectox".

In figure 2 of the drawings, the lead line for reference

numersl 6 should be directed to the tiller rather than the
hoom.

CERTAN OBBERVATIONS O THE ITERNATIONAL APBLICATION *°
The foliowing chesrvatons en the Cerity of e Caims, deetriplion, and drewingé oren the ton whether the ceims &re fully suppored
wnwawmwanmanmmg?W paan e d

CERTIFICATION

Dieta of Completinn of the intemations) Preliminary Examination Repori
10 Pebruary 1988 (10.02,.88) 10 Oetober 1988 (10.10.88)

Date Demand Gubmivad

Internatonal Rreliminary Examining Aublty Bignanre of Avderized

1PEA/US Sﬁﬁu«%m

Steplien Decatur-Primary Examin
Bea Neten 00 RLORPANYING shoed

_%

Boirn BOTIPEA/LR (st ehost] (Janusty 1066)
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Priority

If the Report is established as if the priority claim contained
in the Request of the international application had not been
made, it shall so indicate. This will occur in the event that the
applicant has failed to comply with the invitation to furnish
cither (1) a copy of the earlier application whose priority has
been claimed, or (2) a translation of the earlier application,
where the priority claim has been found invalid (PCT Rule 17),
or where the priority claim has been withdrawn.,

Unity of Invention

If the applicant has paid additional fees or has restricted the
claims inresponse to an invitation to do so or if the applicant has
failed to respond to the invitation to pay additional fees or
restrict the claims, the International Preliminary Examination
Report shall so indicate. The examiner should place the indica-
tions on Boxes 3(a) and (b) of the supplemental sheet, indicating
whether:
(a) the claims have been restricted,
(b) additional fees have been paid without protest
(c) additional fees have been paid by the applicant
under protest
(d) the applicant has neither restricted the claims nor
paid additional fees
(¢) the examiner was of the opinion that the interna
tional application did not comply with the requirement
of unity of invention but decided not to issue an invita
tion to restrict the claims or pay additional fees.

In addition, if the examiner is examining less than all the
claims, the examiner must indicate on Box 3(c) which parts of
the international application were, and which parts were not, the
subject of international preliminary examination,

In the case where additional fees were paid under protest,
the text of the protest, together with the decision thereon, must
be annexed to the Report if the applicant has so requested.

Where an indication has been given under item (e) above,
the examiner must aiso specify the reasons for which the
international application was not considered as complying with
the requirement of unity of invention,

NON-ESTABLISHMENT OF REPORT REGARDING ALL
OR PART OF THE APPLICATION ON QUESTIONS OF
NOVELTY, INVENTIVE STEP OR INDUSTRIAL
APPLICABILITY

Indications that a Report has not been established on the
questions of nsvelty, inventive step or industrial applicability,
either as to some claims or as to all claims, are given in item 4
on the supplemental sheet of the Report, The examiner must
specify that the Report hag not been established because:

(a) the application relates to subject matter which does not
require international preliminary examination;

(b) the description, claims or drawings are so unclear that
no meaningful opinion could be formed,;

(c) the claims are so inadequately supported by the descrip-
tion that no meaningful opinion could be formed.

Where the Report has not been established in relation to
certain claims only, the claims affected must be specified.

1800-121
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CLASSIFICATION OF SUBJECT MATTER

The classification of the subject matter shall be cither (1)
that given by the International Searching Authority under PCT
Rule 43.3, if the examiner agrees with such classification, or (2)
shall be that which the examiner considers to be correct, if the
examiner does not agree with that classification. Both the
International Patent Classification (IPC) and the U.S. classifica-
tion should be given. This classification is placed on the top of
the Continuation Sheet.

REASONED STATEMENT AS TO CLAIMS MEETING
CRITERIA OF NOVELTY, INVENTIVE STEP, AND IN-
DUSTRIAL APPLICABILITY AND CITATIONS AND
EXPLANATIONS SUPPORTING SUCH STATEMENT

The examiner must indicate on the Continuation Sheet
whether each claim appears to satisfy the criteria of novelty,
inventive step (non-obviousness) and industrial applicability by
placing the words “YES” or “NO” in the column labeled
“Statement”/(Criteria). The determination or statement should
be made on each of the three criteria taken separately. The
determination as to any criteria should be negative if the criteria
as to the particular claim is not satisfied. The examiner should
always cite documents believed to support any negative deter-
mination as to novelty and inventive step. Any negative holding
astolack of industrial applicability must be fully explained, The
citation of documents should be in accordance with Administra-
tive Instructions Section 503,

Explanations should clearly indicate, with reference to the
cited documents, the reasons supporting the conclusions that
any of the said criteria is or is not satisfied, unless the statement
is positive and the reason for citing any document is easy to
understand when consulting the document. If only certain
passages of the cited documents are relevant, the examiner
should identify them, for example, by indicating the page, col-
umn or the lines where such passages appear.

NON-WRITTEN DISCLOSURES AND/OR
CERTAIN PUBLISHED DOCUMENTS

If the examiner has discovered or the International Search
Report has cited, a relevant document which refers to a non-
written disclosure, and the document was only published on or
after the relevant date of the international application, the
examiner must indicate at the top of the last sheet of the
International Preliminary Examination Report:

(i) the date on which the document was made available
to the public;

(ii) the date on which the non-written public disclosure
occurred.

The examiner should also identify any published applica-
tion or patent and should provide for cach such published
application or patent the following indications:

(i) its date of publication;
(ii) its filing date, and its claimed priority date (if any);

The Report may also indicate that, in the opinion of the
International Preliminary Examining Authority, the priority
date of the document cited has not been validly claimed (PCT
Rule 64.3).

Guidclines explaining to the examiner the manner of indi-
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be cited in the International Preliminary Examination Reportas
well as the manner of indicating the claims to which the
documents cited in such Report are relevant are set forth in Ad-
ministrative Instruction Section 507(c), (d), and (¢).

CERTAIN DEFECTS IN THE INTERNATIONAL
APPLICATION AND OBSERVATIONS ON THE
INTERNATIONAL APPLICATION

If, in the opinion of the examiner, defects exist in the form
or contents of the international application, the clarity of the
claims, the description, and the drawings, or the question
whether the claims are fully supported by the description hasnot
been suitably solved at the prescribed time limit for establishing
the International Preliminary Examination Report, the exam-
iner may include this opinion in the Report and if included, must
also indicate the reasons therefor,

- CERTIFICATION

When completing the certification of the Report, the exam-
iner must indicate the date on which the Demand for Interna-
tional Preliminary Examination was submitted and the date on
which the examiner completed the Report and the name of the
International Preliminary Examining Avthority.

These last mentioned items may either be completed when
including the other data or when completing the certification.
Every International Preliminary Examination Report must be
signed by a Primary Examiner.

1898.04(c) Time Limit for Preparing Report
[R-5]

PCT Rule 69
Time Limit for International Prellminsry Exeminstion

69.1 Time Limit for International Preliminary Examination

(8) The timie limit for establishing the intemational preliminary examine-
tion repost shall be:

{i) 26 months from the priority date if the demand was filed prior to
the expiration of 19 months from the priority date;

(ii) nine months from the astart of the intemational preliminary
examination if the demand wes filed afier the expiration of 19 months from the
priority date.

(b) Intesnational preliminary examination ghall ster upon receipt, by the
International Preliminary Examining Authority;

(i) under Rule 62.2(s), of the clsims as amended under Anicle 19, or

(i) under Rule 62.2(b), of a notice fromthe International Bureau that
no amendments under Article 19 have been filed within the prescribed time
limit or that the applicant has declared that  he does not wish 1o make such
amendments, of

(iif) of & notice, after the inmemational search repont le in the
sussension of the Intemationsl Preliminary Exemining Authority, from the
applicant eapressing the wish that the intemational preliminary examination
should start and be disecied 10 the claims as specified in such notics, or

(iv) of & notice of the declaration by the Intemational Searching
Authority that no intemational seerch report will be established (Anicle
17(2)(a)).

(c) Ifthe competent International Prefiminary Examining Authority is past
of the same national Office or intergovernmental orgenization & the competent
Intemational Searching Authority, the intemational preliminary exemination
may, if the Intesnational Prefiminary Bxamining Authority ao wishes, stari st the
gsame time a8 the intemational search. Tn such a case, the intemational prelimi-
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nery examination report shall be established, notwithstanding the provisions of
peragraph (8), no iater then six months after the expiration of the time limit
aliowed under Anicle 19 for smending the claims,

1898.04(d) Transmittal of the International
"Preliminary Examining Report [R-5)

PCT Article 36
Transmittai, Transiation, and Communication, of the
Internstional Preliminary Examination Report

(1) The intemational preliminary examination report, together with the
prescribed annexes, shall be transmitted o the applicant and to the Intemational

Buresu,
Beds b s

PCT Rule 71
Transmittal of the International Preliminary Examination
Report

71.1 Recipients

The Intemationsl Preliminary Examining Authority shell, on the seme
day, transmit one copy of the intemational preliminary examination report &nd
its annexes, if any, to the Intermnational Bureau, and one copy to the spplicant,
71.2 Copies of Cited Documents

() The request under Article 36(4) may be preserited any time during
seven years from the intemationel filing date of the intemational application 1o
which the report relates,

(b) The International Preliminary Examining Authority may require that
the party (applicant or elected Office) presenting the request pay to it the cost
of preparing and mailing the copies, The level of the eost of preparing copics
shall be provided for in the agreements referred to in Article 32(2) between the
International Preliminary Examining Authorities and the Intemational Buresu,

(c) Any International Preliminary Examining Authority not wishing to
send copies direct to any elected Office shall send e copy to the Intemational
Bureau and the Intemstional Buresu shall then proceed as providad in para-
graphs (a) end (b),

{d) Any Intemaiionel Preliminary Examining Authority may perform the
obligations referred to in (a) to (c) through snother sgency responsible to it,

Thefollowing identifying information will be placed on the

top of the ﬁrst page of Fonn PCT/IPEA/4 16:
erefice - this is the

apphcam 8 or agem’s apphcauon refcrcnce (or docket number)
which is composed of either letters or nunibers, or both, pro-
vided this reference does not exceed ten characters, This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form I?C’I'/IPEAMOI.

-thisis the 14 digit PCT
appiication serial number as stamped and typed on the applica-
tion file wrapper and may also be found on the first page of the
Demand, F’orm PCT/IPEA/401
- this is the filing date printed on

the applxcauon ﬁle wrapper and may also be found on the first
page of the Demand, Form FC CT/AIPEA/40L,

- thig is the first named applicant as set
forth on the application file wrapper and may also be found in
box II of the Demand, Form PCT/IPEA/401,

AUTHORIZED OFFICER

~ Form PCT/IPEA/416 must be signed by a primary exam-
iner.

1800-122




PATENT COOPERATION TREATY

1898.04(e) Translations [R-5]

PCT Artlcle 36
Transmittal, Tranclstion, and Communication, of the
Internstional Preifminary Examination Report
Bk

(2)(e) The intemational preliminary exemination report and its annexes
thall be trenslated into the prescribed languages.

() Any translation of the said repori shall be prepared by or under the
respongibility of the Intemationel Bureau, whereas any translation of the said
ennexes shell be prepared by the applicant,

LA NN

PCT Rule 72
Translation of the International Preliminery Examination
Kevort

72.1 Languages

(e} Any elected Stete may require that the intemationsl preliminary
exemination report, estublished in any lenguage ctherthenthe official language,
orone of the official languages, of its national Office, be tranclated into Englich,
French, German, Jepanese, Russian, or Spanish,

(b) Any such sequirement shall be notified 1o the Intemnational Bureau,
which shall promptly publish it in the Gazette.
T2.2 Copies of Translations for the Applicant

The Internationst Bureau shall transmit e copy of each translation of the
international preliminary examination report to the applicant at the same time
a8 it communicates such translation to the interested elected Office or Offices.
72.3 Observations on the Translation

‘The applicent may make writien observations on what, in his opinion, are
esrors of translation of the intemational preliminary exemination report and
¢hall send e copy of any such observation to esch of the intesested elected Of-
fices and & copy to the Intemationsl Burean,

1898.04(f) Confidential Nature of the Report
[R-5)

PCT Articie 38
Confidential Neture of the International Prellminary
Exemination

(1) Neither the International Buresu nor the Intemational Preliminary
Examining Authority ehall, unlese requested or authorized by the spplicant,
allow sccess within the meening, and with the provise, of Article 30(4) to the
file of the international preliminary examination by any person or authority at
any time, except by the elected Offices once the intemational preliminary
examination repost has been established,

" (2) Subject to the provisions of paragraph (1) and Anicles 36(1) and (3)
and 37(3)(b), neither the Internstionsl Bureau northe Intemnational Preliminary
Bxamining Authosity shall, unless requested or authorized by the applicant, give
information on the issuance or non-issuance of an intemational preliminary
examination report and on the withdrawal or nonwithdrawal of the demand or
of any election,

1898.05(a) Withdrawal of Demand or Election
[R-§]

PCT Article 37
Withdrawal of Demand or Efectlon

(1) The spplicant may withdraw any or all elections,

(2) If the election of all elected Siates is withdrawn, the demand shall be
considered withdrawn,

(3)(e) Any withdrawal shall be notified to the Intemationsl Bureau,

(b) The clecied Office concemed and the Intemational Preliminary
Exemining Authority concemed shall be notified accordingly by the Intema-
tional Bureau,

(4)(s) Subject to the provisions of subparagraph (b), withdrawal of the

1800-123
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demand or of the election of a Contracting Stete shall, unless the national law
of thut State provides otherwise, ba considered to be withdrawal of the interma-
tional application as far as that State is concemed.

(b) Withdrawsl of the demeand or of the election shall not be considered
10 be withdrawal of the international spplicstion if such withdrawel is effecied
priortotheexpiration of the applicable time limitunder Article 22; however, any
Contracting State may provide in its netional law that the aforessid shell apply
oaly if its national Cifice has veceived, within the said time limit, & copy of the
international applicetion, together with o translation (as prescribed), and the
nationel fee,

PCT Rule 78
Withdrawal of the Demand, or of Electlons

75.1 Withdrawals

(e) Withdrawel of the Demand or all the elections may be effected
prior to the expiration of 30 months from the priority date except as o any
elected State in which nationsl processing or exemination has already started,
Withdrawal of the election of any elected Stats may be effected prior to the date
on which examination and processing may start in that State.

(b) Withdrawal shall be effected by & signed notice from the epplicant to
the International Bureau. In the caee of Ruls 4.8(b), the notice shell require the
signature of all the applicants.

75.2 and 75.2 [Deleted]
75.4 Faculty under Article 37(4)(b)

(s) Any Contracting State wishing to take adventege of the faculty
provided for in Anticle 37(4)(b) shall notify the Intemationsl Bureau in writing

(b) The notification under paragraph (a) shall bs promptly published by
the Intsmational Bureau in the Gazeute, and shall have effect in respect of
intemetionsl applications filed more then one month sfter the publicetion dete
of the relevant issue of the Gazetts,

Administrative Instructions Section 606
Cencellation of Elections

The Intemationsl Preliminary Examining Authority shell, if the election
is in the demend, cancel ex officio the election of any State which is nx &
designated Siate or which is not bound by Chepter 11 of the Treaty, shell enclose
that election within square brackets, shall eiter, in the margin, the words
“CANCELLED EX OFFICIO BY IPEA" or their equivalent in the languege of
publicstion of the intemational application, and shall notify the applicant sc-
cordingly.

Any withdrawal of the demand or any election must be
sent io ihe International Bureau,

1898.06(a) Receipt of Notice of Election by the
Patent and Trademark Office [R-5]

BCT Rule 61
Notification of the Demand and Election
L1211
61.2 Notification to the Elecied Offices

(8) The notification provided for in Anticle 31(7) shall be cffected by the
Intemationel Bureau,

(b) The notification shell indicate the number and filing date of the
Intemationsl epplication, the neme of the applicent, the name of the receiving
Office, the filing date of the epplication whose priority is clsimed (where
priority {6 claimed), the date of recsipt by the Intemetional Preliminary Exam-
ining Authority of the demand, and - in the case of later elections - the dete of
recelpt by the Internetional Busesu of the loter election,

(c) The noiification si:all be sent to the elected Office promptly afier the
expiration of the 18th month from the priority dets, or, if the internaticaal
preliminary exemination repont is communicated earlier, then, at the same time
as the communication of that report. Elections effected afier such notification
shail be notified promptly after they have been effected.

61.3 Information for the Applicans

The Interational Bureau shall inform the applicant in writing thet it has
effecied the notification referred to in Rule 61.2, At the same time, It shell
Indicats to him, in respect of each elected State, any applicable time limit under
Article 39(1)(b).
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All notices of election are received by the PCT Division
from the International Bureau. The PCT Division prepares the
appropriate records of the election and places the paper in
siorage with the communicated copy of the international appli-
cation until the national stage is entered.

1898.06(b) Receipt of the International
Preliminary Examination Report from
the International Bureau [R-5]

PCT Article 36
Teansmittal, Translatien, and Communlcation, of the
International Preliminary Examination Report

L1t

(3)(s) The international preliminary exemination report, together with its
translation (as prescribed) and its annexes (in the original language), shall be

communicated by the International Bureau to each elected Office.
L2 ]

- PCT Rule 73
Communlcation cof the Internatlonsi Prellminary Examination
Report

73.1 Preparation of Copies

The Intemnational Bureau shall prepare the copies of the documents to be
communicated under Aniicle 36(3)(a).
73.2 Time Limit for Communication

The communication provided for in Article 36(3)(a) shall be effected as

promptly as possible.

The International Bureau will forward to the Patent and
Trademark Office copies of all International Preliminary Ex-
amination Reports in international applications in which the
United States of America has been elected. The Reports are
processed by the PCT Division and are forwarded for national
processing when the requirements for entering the national
stage have been fulfilled.

1898.07(a) Entering the National Stage under
Chapter II [R-5]

PCT Artlcle 36
Transmittal, Translation, and Communication, of the
Internationsi Preliminary Examination Report
Shsg
(3)(b) The prescribed translation of the annexes shali be transmitted

within the prescribed time limit by the applicant 1o the elected Office.
L1421

PCT Articte 39
Copy, Transistion, and Fee, to Elected Offices

(1)(s) If the election of any Contracting State has been effected priortothe
expiration of the 19th month from the priority dets, the provisions of Article 22
shall not apply to such State and the spplicant shall furnish & copy of the
intemational applicetion (unless the communicetion under Anicle 20 has
already taken place) and s translation thereof (as prescribed), and pay the
nations] fee (if any), to each elected Uffice not Jater than at the expiration of 30
months from the priority date,

() Any nationisl law may, for perforining the acts refesred to in subpara-
graph (a), fix time limits which expire later than the time limit provided for in
that subparagraph.

(2) The effect provided fos in Article 11(3) shall cease inthe elected State
with the same consequences asthe withdrawal of any national application inthat
State if the applicant fails to perform the acts referred 1o in paragraph (1)(a)
within the time limit spplicable under paragraph (1)(e) or (b}
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(3) Any elected Office may maintain the effect provided for in Anticle
11(3) even where the applicant does not comply with the requirements provided
for in paregraph (1)) or (b).

PCT Rule 74
Transiation of Annexes of the International Preliminary
Examination Report end Transmittal Thereof

74.1 Contents of Translation and Time Limit for Transmittal Thereof

Where the fumishing of a translation of the intemnational application ig
required by the elected Office under Article 39(1), the applicant shell, within the
time limit applicable under Asticle 39(1), tranemit a translation of any replace-
ment sheet referred to in Rule 70.16 which is annexed to the internationel
preliminary examination report. The same time limit shall apply where the fur-
nishing of & translation of the international applicstion to the elected Office
must, becauge of & declaration made under Article 64(2)(a)(i), be effected within
the time limit applicable under Anicle 22.

The statutory requirements for entering the national stage
in the United States are set forth in 35 U.S.C. 371.

37 CKFR 1.495 Entering the natlongl stage In the United States
of Americe a9 an Elected Offlce

(a) Where a Demand has been filed with an eppropriste Intemational
Preliminary Examining Authority and not withdrawn by the expiration of 19
months from the priority date, the applicant must fulfill the requirements of 35
U.S.C. 371 within the time periods set forth in paragraph (b) and (c) of this
gection in order to prevent the abandonment of the intemational application as
to the Unites States of America. Intemational applications for which those
requirements are timely fulfilied will enter the nationsl stage and obtain an
examination as to the patentability of the invention in the Unites State of Ames-
ica.

(b) The applicant shall furnish to the United States Patent and Tredemark
Office not later then the expiration of 30 months from the priority date

(1) & copy of the intemnational application, unless it has been previously
communicated by the International Buresu or unless it was originally filed in the
United States Patent and Trademark Office;

(2) & transletion of the intemnational epplication into the English languege,
if it was originally file in another language;

(3) the basic national fee (see §1.492(a)); and

(4) &n cath or declaration of the inventor (see §1.497),

(c) The applicant may furnish any required English translation of the
intemnational application, the basic national fee and the oath or declaration of the
inventor after 30 months but not later than the expisation of 32 moaths from the
priority date. The payment of the processing fee set forth in §1.492(f) is required
for acceptance of an English translation later than the expiration of 30 months
after the priority date. The payment of the surcharge set forth in §1.492(e) is
required for acceptance of the basic national fee or the oath or declaration of the
inventor later than the expiration of 30 months after the priority date,

(d) A copy of eny smendments to the claims made under PCT Article 19,
and atrsnslation of those emendments into English, if they were made in another
language, must be fumished not later then the expiration of 30 months from the
priority date, Amendments under PCT Article 19 which are not received by the
expiration of 30 months from the priority date will be considered to be cancelled.

() Atranslation into English of any annexes tothe international prelimi-

nary examination report, if the annexes were made in another language, mustbe

fumished notlaterthan the expiration of 30 months from the priority date, Trans-
lations of the annexes which are not received by the expiration of 30 months
from the priority date may be submitied within 32 monthe from the priority date
accompanied by the processing fee set forth in §1,492(f), Translations of the
annexes which are not timely received will be considered to ba cancelled.

() Verification of the trans!stion of the intemational application or any
other document pertaining to an international application may be required
where it Is congidered necessary, If the intemationel application or other docu-
ment was filed in a langunge other than Englich,

(f) The documents submitted under paragraphs (b) and (c) of thie section
must be cleasly identified as & submission 1o enter the national stage under 35
U.8.C, 371, otherwise the submission wil! be considered as being made under
I5USClL

(g) Thetime limits set out in paragraphs (b), (c), (d) and (e) of this section
may not be extended pursuant to §1.136 or otherwise,
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may nol be extended pursuant o §1.136 or otherwise.

(i) An intemationsl application becomes abandoned as to the United States
30 months from the priority date if & copy of the intemationel epplication is not
communicated to the Patent and Tredemartk Offics prior to 30 months from the
priority dete and & Demand for Intemationz] Preliminary Exemination which
elected the United States of Americs has been filed prior 1o the expiration of19
months from the priority date. If a copy of the internationsl applicetion is com-
municated within 30 months to the Patent and Trademask Office, an interna-
tional spplication will become abandoned a5 to the United States 32 months
from the priority date if the required Englich translation(s), fees and oath or
declaration under 35 U.8.C. 371(c) are not filed within 32 months from the
priotity date.<

21.497 Osth or declaration under 35 U.8.C. 371(c)(4).

(2) When an applicant of an intemnational application, if the inventor,
desires to enter the national stage under 35 U.S.C. 371 pursuent to §1.494 or
§1.495, he or ghe must file an oath or declaration in accordance with §1.63,

{b) If the intemational application was made as provided in §1.422, 1,423
or 1,425, the epplicent shall state hig or her relationshiptotheinventor and, upon
information and belief, the facts which the inventor is required by §1.63 to
sate.<

_ See also MPEP § 1890 for fees and explanation of require-
ments,

1898.07(b) National Stage Amendments [R-5]

PCT Article 41
Amendment of the Clalms, the Description, snd the Drawings,
before Elected Offices

(1) The epplicant shail be given the opportunity to amend the claims, the
description, and the drawings, before each elected Office within the prescribed
time limit. No elected Office shall grant e patent, or refuge the grant of & patent,
before such time limit has expired, except with the express consent of the
applicant,

(2) The smendments shall not go beyond the disclosure inthe intemational
aepplication ac filed, unless the national law of the elecled State permits them 1o
go beyond the gaid disclosure.

(3) The emendmenits shall be in accordance with the national law of the
elected State in all respects not provided for in this Treaty end the Regulations,

(4) Where an elected Office requires & translation of the international
application, the amendments shall be in the language of the translation,

PCT Article 42
Resulte of Nationai Examination ir Elected Offlces
Mo elected Office receiving the intemational preliminary examination
report may require thet the applicent fumish copies, or information on the
contents, of any papers connecied with the examination relating to the same
internationa! application in any other elected Office,

PCT Rule 76
Copy, Translatlon and Fee under Article 39(1); Transiation of
Priority Document

6.1, 76.2 end 76.3 [Daleted]
76.4 Time Limit for Translation of Priority Document

The applicant shall not be required to fumish to uny elected Office a
centified transistion of the priority document before the expiration of the
applicable time limit under Asticle 39,
6.5 Application of Rules 22.1(g), 49 and 514

Rules 22,1(g), 49 and 51bis shall apply, provided that:

(i) any reference in the gaid Rules to the designated Office or to the
designated State shall be construed as & reference to the elected Office or tothe
elected State, respectively;

(i) eny reference in the said Rules to Article 22 shall be construed
as & refesence 1o Article 39(1).

(iii) the words “international applications filed” in Rule 46.1(c) shall
be replaced by the words “a demand submitied,”

PCT Rule 77
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Faculty under Article 39(1)(b)
T1.1 Exercise of Faculty

{a) Any Contraciing State allowing a time limit expising laterthan thetime
limit provided for in Article 39(1 )(a) shall notify the International Buresu of the
time limit so fixed,

(b) Anynotification received by the Intemationel Buresu under paragreph
(e} ghell be promptly publithed by the Internetional Bureau in the Gazeue,

(=) Moification concerning the shortening of the previously fixed time
timit shell be effective in relation to demands submitted afier the expiration of
three moniths computed from the date on which the notification was published
by the International Buresu,

(d) Notification concerning the lengthening of the previously fixed time
limit shell become effective upon publication by the Intemaiional Buresu inthe
Gazette in respect of demands pending at the tisne or subznitted after the date of
such publication, or, if the Contracting State effecting the notification fixes
some later date, ag from the latier date.

PCT Rule 78
Amendment of the Claims, the Description, and the Drawlags,
before Elected Offices
78.1 Time Limit Where Election Is Effected prior to Expiration of 19 Months
Jrom Priority Date.

(a) Whete the election of any Contracting State is effected prior to the
expiration of the 19th month from the priority date, the applicant shall, if he so
wishes, exercise the right under Article 41 after the transmiutal of the intems-
tional preliminary examination report under Article 36(1) has been effected and
before the time limit epplicable under Anicle 39 expires, provided that, if the
gaid tranemittal has not taken place by the expiration of the time limit applicable
under Article 39, he shall exercige the said right not later than on such expiration
dste. In either case, the applicant may exercise the said right at any time if g0
permitted by the nationsl law of the said State,

(b) In eny elecied State in which the national law provides that the
examination staris only on special request, the national law may provide that the
time limit within or the time at which the applicant may exercise the right under
Anticle 41 ghall, where the election of any Contracting State is effected priorto
the expiration of the 19th month from the priority date, ba the same s that
provided by the national law for the filing of emendments in the case of the
examination, on special request, of national applications, provided that such
time limit shall not expire prior 1o, or such time shall not come before, the
expiration of the time limit applicable under Asticle 39,

78.2 Time Limit Where Election [s Effected after Expiration of 19 Months from
Prigrity Date

Where the election of any Contracting State has been effecied after the
expiration of the 19th month from the priority date and the applicam wishes to
make amendments under Article 41, the time limit for meking amendments
under Aricle 28 shall apply.

78.3 Utility Models

The provisions of Rules 6.5 and 13,5 shall apply, mutatis mutandis, before
elecied Offices. If the election was made before the expiration of the 19th month
from the priority dete, the reference to the time limit applicable under Anicle 22
is replaced by & reference to the time limit applicable under Anticle 39,

Under §§ 1.494 and 1.495, applicanis must indicate on all
application papers filed for entry into the national stage in the
United States under 35 U,S.C. 371 that the filing is being made
under 35 U.S.C. 371, Otherwise the application papers will be
treated under 35 U.S.C, 111,

37 CFR 1.492(a)(4) and 1.496(b) provide for a substan-
tially reduced national fee and special procedure, respectively,
where the application has satisfied the requirements of iovelty,
inventive step (non-obviousness) and industrial applicability
before the United States International Preliminary Examining
Authority as to the identical claims which are in the application
at the national stage in the Patent and Trademark Office.
Amendments during subsequent prosecution will only be per-
mitted in response to an examiner's rejections or objections.
Thus, no new claims are permitted. Therefore, most of such
cases will require little or no prosecution to satisfy the require-
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ments for patentability,

The Patent and Trademark Office considers the interna-
tional application pending as to the United States where it has
been designated until the 22nd month from the priority date and
no Demand for International Preliminary Examination hasbeen
filed prior to the expiration of the 19th month from the priority
date and pending until the 32nd month from the priority date if
a Demand for International Preliminary Examination which
elected the United States of America has been filed prior to the
expiration of the 19th month from the priority date, provided
that a copy of the international application has been communi-
cated tothe Patent and Trademark Office within 20 or 30 months
of the priority date respectively. If a copy of the international
application has not been communicated to the Patent and
Trademark Office within the 20 or 30 month period, respec-
tively, the international application becomes abandoned as to
the United States 20 or 30 months from the priority date
respectively. These periods have been placed in the rules as
paragraph (h) of §1.494 and as paragraph (i) of § 1.495. A
continuing application under 35 U.S.C, 365(c) and 120 may be
filed anytime during the pendency of the international applica-
tion,

1898.07(c) Unity of Invention during the
National Stage [R-§]

37 CFR 1.499 Unity of Inventlon during the natlonal stage.

(8) An intemational application which has entered the national sisge by
meeting the requisements of 35 U.S.C. 371 will be considered to have unity of
invention if the claims are in accordance with PCT Rule 13 (see §1.475(0)),

(b) An applicetion in the nations] stege contalning claims to different
categories of invention will be considered to have unily of invention if the claims
are drawn only 1o one of the combinations as set forth in PCT Rule 13.2 (see
§1.475(6)) or to the combination of

(1) & product end & process for the manufacture of said product or

(2) & product and a process of use of sald product,
1f an application conteins claims to more or less than one of the combinations
of categories of invention set forh in PCT Rule 13.2 (see §1.475(0) or
combination set forth in paragraphs (b)(1) and (2) of this section, unity of
invention may not be present.

() If an application in the national stage contains claims to s category of
invention in addition tothose categories included in any one of the combinations
specified in paragraph (b) of this section, lack of unity of invention may be held
between the categories included in the combination and the claims to the addi-
tionial category of invention.

(d) Unity of invention will exist in an application in the national stage
where the cleims are limited 10 one of the combinations of categories set forih
in PCT Rule 13,2 (gee §1.475(F)) or & combination set forth in paragraphs (b)(1)
or (2) of this section, If mubiple products, processes of manufaciure or uses are
cleimed, the first invention of the category first mentioned in the claims of the
spplication and the first recited Invention of each of the other categories related
thereto will be considered as the elecied invention 10 be examined, Any such
holding of en election by the examiner will be made in the form of & restriction
requirement which confirms the election made by the prosentation of claims,
Buch o remriction requirement would be made on the basle of whether the
Inventions are independent and distinct, Applicant has the right to travesse such
& restriction requirement in the response 1o the Office action in which the
election ie indicated,

(e) The inventions recited by the claims of difforent categories must be
related rather then independent inventions,

(f) If the enaminer finds that & nationsl stege application lacks unity of
invention, the examiner may In an Office action requirs the applicent In the
response o that Office ection to elect the invention to which the clelms shall be
resiricted, this official action being called & requirement for regtriction, Such
requiresnent may be made before any action on the merits but may be made at
any time before the final action at the discretion of the examiner, Review of any
such raquirement is provided under §61,143 and 1,144,
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The unity of invention practice set forth in PCT Rule 13 will
be applied in national siage applications entered under 35
U.S.C. 371 bacause 35 U.S.C. 372(b) provides that, "The
Commissioner may cause the question of unity of invention o
be reexamined under section 121 of this title, within the scope
of the requirements of the treaiy and the Regulations." How-
ever, continuing applications filed under 35 U.S.C. 111 of the
international applications under the provisions of 35 U.S.C.
365(c) will be subject to the same restriction practice as other
United States national applications filed under 35 U.S.C, 111,
Where several inventions have been searched in the parentinter-
national application, the examination of such inventions in a
continuing national application may not be burdensome and the
examiner may consider all the inventions in such an application
without making a restriction requirement,

See aslo MPEP § 1868 for explanation of Unity of Inven-
tion requirements,

1898.08(a) National Stage Processing [R-5]

PCT Article 33
'Fhie Internationsl Preliminary Examination
LLL ]

(5) The criteria described above merely serve the purposes of international
preliminery examinstion. Any Contracting State msy apply additionsl or
different criteria for the purpose of deciding whether, in thet State, the cleimed
invention is patentable or not,

(6) ‘The international preliminary examination shall take inte considers-
tion all the documents cited in the international search report, Tt may teke into
consideration any addiiional documents considered to be relevant in the particu-
Jar casge,

PCT Article 40
Delaying of Natlonsl Examination and Other processing
(1) If the election of any Contracting State has been effected prior to

the expiration of the 19th month fro:+: the priority dats, the provisions of Axicle
23 shall not apply to such State ane *ae national Office of or acting for that State
shell not proceed, subject to the provisions of paragraph (2), 1o the exsmination
snd other processing of the intemutionel application prior o the expiration of the
spplicable time limit under Article 39

(2) Notwithstanding the provisiens of peragraph (1), any slected Office
may, on the express request of the applicant, proceed to the examination and
other proceasing of the international application at any time,

237 CFR 1,496 Examination of Internstional applications In the
natlonal stage

(&) International applications which have complied with the requirements
of 35 U.8.C, 371(c) will be taken up for action based on the date on which such
requirements were met. However, unless an express request for esrly processing
has been flled under 35 U.S.C. 371(f), no action may be taken prior to one month
alier entry Into the national stage,

(b) A nutional stago application filed under 35 U.S.C, 371 may have pald
therein the basic natlonal fee as set forh in §1,492(e)(4) if it contains, or ie
amended to contaln, st the time of entry into the nationel slege, only clelms
which have been Indicated in an intemational preliminary examination repon
prepared by the Unlted States Patont and Trademask Office as satlsfying the
criterle of PCT Anicle 33(1)-(4) as to novelty, inventive step and industrial
applicability, Suck national siage applications In which the basic national fee ag
g6t fosth in §1.492(a)(4) has boen paid may be amended subsequent to the date
of entry into the national stage only to the exlent necessary to eliminate
objections as to form or to cancel rejected claims, Such nationsl stage epplica-
tions in which the basic natlonal fee an set forth In §1,492(s)(4) has been paid
will be taken up out of order<

The unity of invention practice set forth in PCT Rule 13 will
be applied in national stage applications under 35 U.S.C. 371
because 35 U.S.C. 372(b)(2) provides that, "The Commissioner
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may cause the question of unity of invention to be reexamined
under section 121 of this title, within the scope of the require-
ments of the treaty and the Regulations." However, continuing
applications filed under 35 U.S,C. 111 of international applica-
tions under the provisions of 35 U.S.C. 365(c) will be subject to
the same restriction as other national applications filed under 35
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U.S.C. 111, However, it is noted that where several inventions
have been searched in the parent international application, the
examination of such inventions in & continuing national appli-
cation may not be burdensome and the examiner may congider
all the inventions in such an application without making a
restriction requirement.
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