Chapter 1800 Patent Cooperation Treaty

1801 Baslc PCT Principles

1802 PCT Definitions
1803 Reservations Under the PCT Taken by the Unlted States

of America
1804 USPTO - WIPQ Agreement

1805 Who May File in the United States Recelving Office

1807 Agent or Common Representative

1808 Revocation of the Apponitment of an Agent or Common
Representative

1810 Filing Date Reguirements

1812 Elements of the International Application

1815 Forma! Requirements of am International Appiication

1820 The Reguest

1820.01 Tide of the Invention

1820.02 Applicant

1820.03 Investor

1620.94 Agent or Common Representstive (if eny)

1820.05 Degignation of States

1820.06 Priority

1820.07 Parent Application or Gramt |

1820.08 Earlier International or Intemational-Type Seerch

1820.09 Different Applicants for Different Designated States

1820.10 Different Inventors for Different Designated States

1820.11 Signature of Applicant

1820.12 Check List

1623 The Description

1823 .01 Reference to Depasited Microorganism

1824 The Cialims

1825 The Drawings

1826 The Abstract

1827 Fees

1827.61 Advence for Unpaid Fees

1828 Priority Document

1830 PCT International Application Transmittal Letter

1832 Licenge Reguest for Forelgn Fillng Under the PCT

1840 Internationsl Stage Time Limits

1845 Recelving Office Procedures

1845.01 Transmiwal of Record Copy

1845.02 Correction of Defects Before the Receiving Office

1845.03 Correction of Obvious Errors in Documents

1845.04 Changes in Certain Indications in the Request

1860 The Internstional Searching Authority

1861 The Evropean Patent Office as an International Searching
Auvtherity

1862 The International Search

1863 The Internationatl Search Report

1865 Time Limit for Establishing the International Search
Report

1867 Refund of International Search Fee

1868 Unity of Invention before the International Searching
Authorlty

1876 Adminlstrative Instruction Annexes

1871 Administrative Instruction Appendices

1800-1

1872 International-type Search
1873 Amendment under PCT Articie 19

1875 International Bureau Procedures
1877 International Publicatlon
1880 Withdrawal of International Application or Designations

1885 Receipt of the International Application by the Designated
Offices
1887 Entry into the National (or Regional) Phase Before the
Designated Offlces
1889 Representation Before the Designated Office
1890 Requirements to Enter National Stage In United States of
America
1892 Filing of Continuation or Continzation - In - Part
Application During Pendency of International
Application Designating the United States
1895 Review Under PCT Artlcie 25
1896 Effect of U.S. Patent Issued on an International
Application
1897 Filing ard Prior Art Effect in United States of America

1898.01 International Prellminary Examination
1898.01(a) Provisions of Agreement with the Intemational Buresu to
serve as an International Preliminary Examining Authority
1898.01(b) Preparation for filing of Demand
1898.01(b}1) Amendmentis filed with Demand
1898.01(bX2) Applicant’s Right o file a Demand
1898.01(b)}(3) States which may be Elected
1898.01(b}{4) Agent’s Right 1o Act
1898.01(c) Filing of Demand
1898.01(c)(1) Preliminary Examination Fees
1898.01(d) Correction of Defects in the Demand
1898.01(e) Processing of Fees
1898.01(fy Preparation of Office Records
1898.01(g) Neatification to Intemational Bureau of Demand
1898.01 (h) Priority Document and Translation thereof
1898.01(i) Processing Amendments filed under Article 19

1898.01(j) Transmitial of Demand to the Examining Corps
1898.01(k) Later Election of States
1898.02(a) Determination if Intemational Preliminary Examination is
Required and Possible
1898.02(b) Unity of Invention before the International Preliminary
Examining Authority
1898.02(b)(1) Preparation of Invitation Conceming Unity
1898.02(c} Response o Invitation Conceming Lack of Unity of Invention
1898.02(d) Naation of errors and informalities by the Examiner
1898.02(d)(1y Rectification
1898.03(2) Preparation of the Written Opinion
1898.03(a)}(1) Prior Art under Chapter I
1898.03(2)(2) Novelty under Chapter [T
1898.03(2)(3) Inventive Step under Chapter I
1898.03(a}(4) Industrial Applicability under Chapter II
1898.03(b) Response 1o the Written Opinion
1898.04(a) Preparation of the Intemational Preliminary Examination Repost
1898.04(c) Time Limit for Preparing Repont
1898.04(d) Transmittal of the Intemational Preliminary Examination Report

1898.04(e) Transiations
1898.04(f) Confidential Nature of the Report
1898.05(2) Withdrawal of Demand or Election
1898.06(a) Receipt of Notice of Election by the Patent and Trademark Office
1898.06(b) Receipt of the Intemational Preliminary Examination Repont
. from the Intemational Bureau
1898.07(a) Entering the National Stage under Chaprer II
1898.07(b) National Stage Amendments
1898.07(c) National Stage Fees
1898.08(a) National Stage Processing

Rev. §, July 1987



1801

1801 Basic PCT Principles [R-5)
MAJOR CONCEPTS

 ‘The Patent Cooperation Treaty (PCT) is an international

agreement to which the United States of America is a party,
which provides for the filing of patent applications on the same
inver. on in a number of countries. The PCT enables the U.S.
applicant to file one application, “‘an international application”,
in a standardized format in English in the >U.S.< Receiving
Office (the U.S. Patent and Trademark Office), and have that
application acknowledged as aregular national filing inas many
member countries to the PCT as the applicant “designates™ that
is, names, as countries in which patent protection is desired. In
the same manner, >the< PCT enables foreign applicants to file
a PCT application designating the United States of America in
their home language in their home patent office and have the
application acknowledged as aregular U.S. national filing. The
PCT also provides that the application will be subjected to a
search for published disclosures which are capable of assisting
in the determination of whether the invention disclosed in the
application is new and uncbvious. Upon payment of national
fees and the fumishing of a translation, usually some twenty
months after the filing of *>any priority< application for the
invention >or the international filing date if no priority is
claimed<, the application will be subjected to national proce-
dures in: each of the designated countries. >If a Demand for an
International Preliminary Examination is filed within 19
months of the priority date, the period for entering the national
stage is extended to thirty months from the priority date.<

The PCT offers an alternative route to filing patent applica-
tions directly in those countries which are members of the PCT.
It does not preclude taking advantage of the priority rights and
other advantages provided under the Paris Convention (PCT
Article 1). The PCT provides an additional and optional foreign
filing route to United States and foreign applicants.

PCT Anicle 1
Establishment of & Union

(1) The Siates party to this Treaty (hereinafter called “the Contracting
States”) constitute @ Union for cooperation in the filing, searching, and exami-
nation, of epplications for the protection of inventions, and for rendering special
technical services, The Union shall be known as the Intemational Patent
Cooperation Union.

(2) No provision of this Treaty shall be interpreted as diminishing the
rights underthe Parig Convention forthe Protection of Industrial Property of any
national or resident of any country panty to that Convention.

The PCT has also substantially harmonized the formal re-
quirements of applications for the member countries and the
European Patent Convention (EPC).

The PCT also provides new filing and searching procedures
whereby much of the processing and transmittal of papers is
done for the applicant by the various national patent offices
which act as international authorities and the International
Bureau (IB) of the World Intellectual Property Organization
(WIPO) in Geneva, Switzerland, which administers the Treaty.

The filing and search procedures are set forth in Chapter I
of the PCT. Additional procedures for a preliminary examina-
tion of PCT international applications are set forth in PCT
Chapter I1.%*
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__ Basic Flow >of PCT Chapter I<

To understand the PCT, it is important to know the basic

flow of an international application under the PCT. This flow is
iflustrated on the next page.

- Inmostinstances a U.S. national application (NA) is filed
first. An international application for the same subject matter
will then be filed subsequently within the priority year provided
by the Paris Convention and claim the priority benefit of the
U.S. national application filing date.

RECEIVING OFFICE (RO)

The international application (TIA) must be filed in a
Receiving Office (RO), (PCT Article 10). The United States
Patent and Trademark Office will act as a Receiving Office for
United States residents and nationals (35 U.S.C. 361(a)). The
Receiving Office functions as the filing and formalities review
organization for international applications. International appli-
cations must contain upon filing the designation of those coun-
tries in which patent protection is desired and must meet certain
standards for complefeness and formality (PCT Articles 11(1)
and 14(1)). :

Where a priority claim is made, the date of the earlier filed
national application is used as the date for determining, the
timing of international processing, including the various trans-
mittals, the payment of certain international and national fees,
and publication of the application. Where no priority claim is
made, the international filing date will be considered to be the
“priority date” for timing purposes (PCT Article 2(xi)).

The intemnational application is subject to the payment of
certain fees upon filing >or within one month thereafter< and at
the expirationof 12 months from the priority date >or within one
month thereafter< (PCT Article 11(3) and 35 U.S.C. 361). The
Receiving Office will grant an international filing date to the
application, collect fees, handle informalities by direct commu-
nication with the applicant, and monitor all corrections (35
U.S.C. 361(d)). By 13 months from the priority date, the
Receiving Office should prepare and ransmit a copy of the
international application, called the Search Copy (SC), to the
International Searching Authority (1SA); and > forward the
original <* copy, called the Record Copy (RC), to the Interna-
tional Bureau (PCT Rules 22.1 and 23). A >second<® copy of
the international application, the Home Copy (HC), remains in
the Receiving Office (PCT Article 12(1)). Once the Receiving
Office has transmitted copies of the application, the Interna-
tional Searching Authority becomes the focus of international

processing.
INTERNATIONAL SEARCHING AUTHORITY (ISA)

The basic function of the International Searching Authority
(ISA) is to conduct a prior art search of inventions claimed in
international applications; it does this by searching inatleast the
minimum documentation defined by the Treaty (PCT Articles
15and 16 and PCT Rule 34). Atthe option of the U.S. applicant,
either the U.S. Patent and Trademark Office or the European
Patent Office acts as an International Searching Authority for
U.S. residents and nationals, The International Searching Au-
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thority isalsoresponsible for checking the content of the title and
abstract (PCT Rules 37.2 and 38.2). An International Search
Report (SR) will normally be issued by the International Search-
ing Authority within three months from the receipt of the Search
Copy (usually about 16 months after the priority date}(PCTRule
42). Copies of the International Search Report and prior art cited
will be sent to the applicant and the International Bureau (PCT
Rules 43 and 44.1). The Search Report will contain a listing of
those documents found tobe relevant and will identify the claims
in the application to which they are pertinent; however, no
judgments or statements as to patentability will be made (PCT
Rule43.9). The applicant will alsoreceive without charge a copy
of the cited prior art from the U. S. Patent and Trademark Office
as an International Searching Authority. Once the International
SearchReporthasbeen completed and transmitted, international
processing continues before the International Bureau.

INTERNATIONAL BUREAU (IB)

The bagic functions of the International Bureau (IB) are to
maintain the master file of all international applications and to
act as the publisher and ceniral coordinating body under the
Treaty. The World Intellectual Property Organization
>(WIPO)< in Geneva, Switzerland performs the duties of the
International Bureau.

If ¢he applicant has not filed a certified copy of the priority
document in the Receiving Office with the international applica-
tion, or requested upon filing that the Receiving Office prepare
and transmit to the International Bureau a copy of the prior U. §.
national application, the priority of which is claimed, the appli-
cant must submit such a document directly to the International
Bureau or the Receiving Office not later than 16 months after the

priority date (PCT Rule 17).

The applicant has normally two months from the date of
transmittal of the International Search Report to amend the
claims by filing an amendment directly with the International
Bureau (PCT Article 19 and PCT Rule 46). The International
Bureau will then normally publish (P) the international appli-
cation along with the Search Report and any amendment
(Amdt) at the expiration of 18 months from the priority date
(PCT Article 21). The international publication is in pamphlet
form with a front page containing bibliographical data, the
abstract, and a figure of the drawing (PCT Rule 48). The
pamphlet also contains the search report and any amendments
to the claims submitted by the applicant. If the application is
publisiied in a language other than English, the search report
and abstract are also published in English. The International
Bureau also publishes a > PCT< Gazette in the French and
English languages which contains information similar to that
on the front pages of international applications, as well as
various indexes, and announcements (PCT Rule 86). The
International Bureau also transmits copies of the international
application to all the Designated Offices (PCT Article 20 and

PCT Rule 47).
DESIGNATED OFFICE (DO)

>If no Demand for International Preliminary Examination
has been filed within 19 months of the priority date ,<** the
applicant must send to each Designated Office any required
translations and the appropriate national or regional filing fees
>within twenty months from the priority date of the interna-
tional application,< unless the individual Designated Office
grants additional time (PCT Article 22). The applicant also has

Honths o 12 13 is 18 20 21
amendment T 1at d-
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Basic Flow under PCT Chapter Ii
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the right to amend the application within one month from the
fulfiliment of the requirements under Article 22. After this
month has expired (PCT Article 28 and PCT Rule 52), each
Designated Office will make its own determination as to the
patentability of the application based upon its own specific
national or regional laws (PCT Article 27(5)).

>Basic Flow of PCT Chapter II

PCT Anicle 33
The International Preliminary Examination

(1) The objeawe of the intemational preliminary examination is to
formulate 2 preliminary and non-binding opinion on the questions whetherthe
claimed invention appears to be novel, to involve inventive siep (to be non-
obvious), and to be industrially applicable.

SECHD

The basic flow of PCT Chapter Il is iflustrated in the above
diagram. If the applicant desires to obtain the benefit of delay-
ing the entry into the national stage until the 30th month, a
demand for international preliminary examination must be
filed with an appropriate International Preliminary Examining
Authority within 19 months of the priority date. Those States in
which the Chapter 11 procedure is desired must be “elected” in
the demand.

A copy of the demand is forwarded to the International
Burcau by the International Preliminary Examining Authority.
The International Burcau then notifies the various elected
Offices that the applicant has cntered Chapter II and that the
application should not be considered withdrawn for failure to
enter the national stage within 20 months of the priority date.

The examiner of the Intemational Preliminary Examining
Authority may comment on lack of unity of invention, note
errors, and issue a written “opinion” as i whether each claim is
“novel”, involves an “inveniive step”, and is “industriaily
applicable”. If 2 written “opinion” isissued by the examiner, the
applicant may recpond (o the opinion by arguments and amend-
ments within the time period set for response. The examiner will

‘

then issue the “International Preliminary Examination Report”
which presents the examiner’s final position as to whether each
claim is “novel”, involves an “inventive step”, and is “industri-
ally applicable” by the 27th month after the priority date. A copy
of the “International Preliminary Examination Report” is sent to
the applicant and to the International Bureau. The International
Bureau then communicates a copy of the “International Prelimi-
nary Examination Report” to each “Elected Office”.

The applicant must complete the requirements for entering
the national stage by the expiration of the 30th month from the
priority date in order to avoid any question of withdrawal of the
application as to that elected Office.

In accordance with the agreement between the United
States Patent and Trademark Office (USPTO) and the Interna-
tional Bureau (PCT Article 34), the USPTO will act as an Inter-
national Preliminary Examining Authority (IPEA) for interna-
tional applications filed by residents and nationals of the United
States and for those applications of other western hemisphere
countries which have been searched by the USPTO as an
International Searching Authority.

Upon filing of a proper demand and the payment of the
necessary fees, the international application shall be the subject
of an intemnational preliminary examination.

An international preliminary examination will be carried
out only on those inventions for which an International Search
Report has been established since the International Preliminary
Examining Authority must take into consideration the docu-
ments cited in the International Search Report. (PCT Article
33(6)).

The International Searching Authority has the responsibil-
ity of initially determining whether or not unity of invention
exists in an international application. However, since searching
authorities may differ on the guestion of unity of invention and
since an applicant has the right to amend the application subse-
quent to the receipt of the International Search Report, the
international application isagain reviewed by the examiner with
respect to the question of unity of invention at the onset of the
international preliminary examination.

Rev. §, July 1987 1800-4
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~ The primary purpose of international prelxmmary examina-
tion is to render a nonbinding opinion on the question of whether
the subject matter of the international application meets the
criteria set out in PCT Article 33(1), i.c., whether the claimed
invention appears to be novel, to involve inventive step (to be
non-obvious) and to be -industrially applicable. Form PCT/
IPEA/408 is provided for use by the examiner to notify applicant
of any negative aspects of the applicationin the form of a written
opinion,

After an opportunity to repond, final results of the interna-
tional preliminary examination are set forth in an International
Preliminary Examination Report on Form PCT/IPEA/409. This
report takes into consideration any amendments that may have
been filed by the applicant in response to the written opinion.<

1802 PCT Definitions [R-5]

PCT Article 2
Definitions
For the purposes of this Treaty and the Regulstions and unless expressly
stated otherwise:

(i) “application” means an application for the protection of an invention;
references toan “application” shall be construed as references to spplications for
patents for inventions, inventors® certificates, utility centificates, utility models,
patents or certificates of addition, inventors® centificates of addition, and utility
centificates of addition;

(ii) references to & “patent™ shall be construed as references to patents for
inventions, inventors' cenificates, wiility cenificates, utility models, patents or
cerificates of addition, inventors® cenificates of addition, and utility centificates
of addition;

(iif) “national patent” means a patent granted by & national authority;

(iv) “regional patent” means & patent granted by a national or an intergov-
emmental authority having the power to grent patents effective in more than one
State;

(v) “regional epplication” means an application for a regional patent;

(vi) references to 2 “national application” shall be construed as references
to applications for national patents and regional patents, other than applications
filed under this Treaty;

(vit) * “intemational application” means &n application filed under this
Treaty;

(viii) references to an “application” shall be construed as references to
intemnational applications and national applications;

(ix) references to & “patem” shall be construed as references to national
patents and regional patents;

(x) references to “national law” shall be construed as references to the
national law of a Contracting State or, where a regional application or a regional
patent is involved, to the treaty providing for the filing of regional applications
or the granting of regional patents;

{xi) “priority date,” for the puspose of computing time limits, means

(a) where the international application containg a priority claim under
Article 8, the filing date of the application whose priority is so claimed;

(b) where the international application contains several priority claims
under Anicle 8, the filing date of the earliest epplication whose priority is so
claimed;

(c) wherse the intemations] spplication does not contain any priority
claim under Anicle 8, the international filing date of such application;

(xii) “national Office” means the government suthority of 2 Contracting
State entrusted with the granting of paten:s: references (0 & “national Office”
shall be construed as referring elso 1o sany intergovernmental suthority which
several States have entrusted with the tagk of granting regional patents, provided
that at least one of those Staies is 8 Contracting State, and provided thet the said
States have authorized that authosity to essume the obligetions and exercise the
powers which this Treaty and the Regulations provide for in respect of national
Offices;

(xiii) “designated Office” means the national Office of or acting for the
State designated by the applicant under Chapier I of this Treaty;

(xiv) “elected Office” means the national Office of or acting forthe State
elected by the applicant under Chapter II of this Treaty;

1800-5
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menul organization with which the intemnational apphauon hag been filed;
(xvi) “Union™ means the Intemational Patent Cooperation Umon.
(xvii) “Assebly” means the Assembly of the Union;
(xviii) “Organization” means the World Intellectual Property Organizs-
tion; S ,
(xix) “Initemational Bureau"” means the International Bure:u of the Or-
ganization and , s¢ long as it subsists, the United Intemational Bureaux forthe
Protection of Intellectual Property (BIRPI);
(xx) “Director General” means the Director General of the Organization
and, as long as BIRPI subsists, the Director of BIRPL

PCT Rule 2
Interpretation of Certain Words
2.1 “Applicant”

Whenever the word “applicant” is used, it shall be construed as meaning
alsothe agent or other representative of the applicant, except where the contrary
clearly follows from the wording or the nature of the provision; or the context
in which the word is used, such as, in particular, where the provision refers to
the residence or nationality of the applicant.

2.2 “Agent”

Whenever the word “agent™ is used, it shall be construed as meaning any
person who has the right to practice before international suthorities as defined
in Article 49 and, unless the contrary clearly follows from the wording or the
nature of the provision, or the context in which the word is used, also the
common representative referred to in Rule 4.8.

2.3 “Signature”

Whenever the word “signature” is used, it shall be understood that, if the
national law applied by the receiving Office or the competent Intemational
Searching or Preliminary Examining Authority requires the use of a seal instead
of a signature, the word, forthe purposes of that Office or Authority, shalimean
seal.

35 U.8.C. 351 Definitions.

When used in this part unless the context otherwise indicateg—

(a) The term “treaty” means the Patent Cooperation Treaty done at
Washington, on June 19, 1970 %%,

(b) The term “Regulations”, when capitalized, mesans the Regulations
underthe treaty *®, done at Washington on the same date as the treaty. The term
“regulations”, when not capitalized, means the regulations established by the
Commissioner under this title.

(c) The term “international application” means an application filed under
the treaty.

(d) The term “intemational application originating in the United States”™
means an intemational application filed in the Patent and Trademark Office
when it is acting as a Receiving Office under the treaty, irrespective of whether
or not the United States has been designated in that international applicstion.

(e) The term “international application designating the United States™
means an intemational application specifying the United States as a country in
which a patent is sought, regardless where such international application is
filed.

(f) The term “Receiving Office” means a national patent office or inter-
govemnmental organization which receives and processes international applics-
tions as prescribed by the treaty and the Regulations.

(2) The terms “International Scarching Authority” >and'Intemationel
Preliminary Examining Authority”mean<® a national pstent office orintergov-
emmental organization 25 appointed under the treaty which processes interma-
tional applications as prescribed by the treaty and the Regulations.

(h) The term “International Bureau” means the intemational intergovem-
menta] organization which is recognized as the coordinating body under the
treaty and the Regulations.

(i) Terms and expressions not defined in this part are to be taken in the
sense indicated by the treaty and the Regulations.

37 CFR 1.401 Definitions of terms under the Patent Cooperation

Treaty.
(a) The abbrevialion “PCT” and the term “Treaty” mean the Petent

Cooperation Treaty.
(b) “Intemational Bureau™ means the World Intellectual Property Or-

ganization located in Geneva, Switzerland.
(c) “Administrative Instruclions” means that body of instructions for
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operating under the Patent Cooperation Treaty refesved o in PCT Rule §9.
- (@) "Request”, when capitalized, means that element of the intemational
application descnbal i PCT Rules 3 and 4. ,
. 9@)(::) “Intemational apphcmon" a3 used in this mbdnptu is defined in §
(£} “Priority dam" for the purpose of compuung time limits under the
Patent Cooperation Tresty is defined in PCT Art. 2(xi). Note also § 1.465.

(2) >"Demand,” when capitalized, means that document filed with the
Intemational Preliminsry Examining Authority which requests an intemationsl
prelinunary examination.

(h)*“ Annezes” means smendments made to the claims, description or the
drawings before the Intemational Preliminary Examining Authority.

(i)< Other terms and expressions in this Subpart C not defined in this
section are 10 be taken in the sense indicated in PCT Art. 2 end 35 U.S.C. 351.

1803 Reservations Under the PCT Taken by the
United States of America [R-§]

PCT Article 64
Reservaiions

(1)(a) Any Suste may declare that it shall not be bound by the provisions
of Chapter 1.

(b) States meking & declaration under subparagraph (2) shali not be bound
by e provisions of Chapter Il and the comresponding provisions of the
Regulations.

(2)(8) Any Sistenct having made & declaration under paragraph(1)(a) may
declare that:

(i) it shall not be bound by the provisions of Article 39(1) with respect to
the furnishing of & copy of the intemational application and s translation thereof
(as prescribed),

(i) the obligation to delay national processing, 2¢ provided for under
Anticle 40, shall not prevent publication, by or through its national Office, of the
intemnational application or 2 translation thereof, it being understood, however,
that it is not exempted from the limitations provided for in Anticles 30 and 38,

(b) Suates making such e declaration shall be bound accordingly.

(3)(e) Any State may declare that, as {ar 28 it is concemed, intemational
publication of inemstional applications is not required.

(6) Where, at the expiration of 18 months from the priority date, the
intemational epplication contains the designstion only of such States as have
made declarstions under subparagraph (a), the intemational applicstion shall
not be published by vistue of Asticle 21(2).

(c) Where the provisions of subparegraph (b) apply, the intemational
application shall nevertheless be published by the Internationsl Buresu:

(i) a the request of the applicant, as provided in the Regulations,

(ii) when 3 nationsl application or & patent based on the international
application is published by or on behalf of the national Office of sny designated
Stste having made a declaration under subparagraph (), promply afier such
publication but not before the expiration of 18 months from the priority date.

(4)(z) Any State whose national law provides for prior ast effect of its
patents as from z date before publication, but does not equate for prior an
purposes the priority date claimed under the Paris Convention for the Protection
of Industrisl Property to the actual filing dste in that State, may declase that the
filing outside that State of an intemational spplication designating that State is
not equated to an actual filing in that Stste for prior en purposes.

(b) Any Siste making 8 declaration under subparagraph (s) shall to that
extent not be bound by the provisions of Anicle 11(3).

(c) Any State meking e declerstion under subparagraph () shall, & the
samelime, state in writing the date from which, end the conditions under which,
the prior art effect of any intemational application designating that State
becomes effective in thas State. This statement may be modified at anytime by
notification addressed to the Director General.

(5) Each State may deciare that it does not consider itself bound by Arnticle
59. With regard to any dispute between eny Contracting Stete having mede such
adeclaration and any other Contracting State, the provisions of Article 59 shall
not apply.

(6)(a) Any declaration rade under this Anicle shall be made in writing.
It may be made at the time of signing thig Tresaty, at the time of depositing the
instrument of ratification or accession, of, except in the case referred to in
paragraph (5),at any latertime by novification addressed tothe Director General.
In the case of the said notification, the declaration shall take effect six months
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after the day on which the Director General has regeived the notification, and
shall not affect mtemmoml apphcauom filed prior tothe expiration of the said
gix-month penod

(byAny dechnuon madeunder this Anticle may be withdrawn at eny time
by aotification sddressed to the Dirsctor General. Such withdrawal shell take
effect three months afierthe day on which the Disector General has received the
notification end, in the case of the withdrawal of a declarstion made under
paregraph (3), shall not affect intemational applications filed prior to the
expirstion of the said three-month period.

{7y No reservations to this Treaty other than the reservations under
paragraphs (1) to (5) are permitted.

The United States of America >had originally<* declared
that it >was<* not bound by Chapter II (Article 64 (1)), >but has
now withdrawn that reservation effective July 1, 1987<.

It has also declared that, as far as the United States of
America is concerned, international publication is not required
(Article 64 (3)).

The ** United States of America >also< made >a reserva-
tion<** under Anicle 64(4) which relates to the prior art
effective date of a U.S. patent issuing from an international
application. See 35 U.S.C. 102(e).

>1804 USPTO - WIPO Agreemert [R-5]

Agreement between the UNITED STATES PATENT AND TRADE-
MARK OFFICE and THE INTERNATIONAL BUREAU OF THE WORLD
INTELLECTUAL PROPERTY ORGANIZATION conceming the functions
of the United States Psteni and Trademark Office in the capacity of an
Internations] Searching and Preliminary Examining Authority sppointed under
the Patent Cooperation Treaty.

Preamble
The United States Paient and Trademark Office and the Intemastional
Buresu of the World Intellectual Propenty Organization agree to conclude the
following Agreement under Articles 16(3)(b) and 32(3) of the Patent Coopera-
tion Treaty:

Article 1

Terminology Used in the Agreement

(1) For the purpose of this Agreement:

(8) “Treaty"” means the Patent Cooperation: Treaty;

(b) “Regulations” mesn the Regulations under the Treaty;

(¢} “Administrative Instructions” means the Administrative Instructions
under the Treaty;

(3) “Arnticie” (except where & specific reference is made to an Anticle of
this Agreement) means an Anticle of the Treaty;

(e) “Rule” means a Rule of the Regulations;

(f) “Authority"” refers to the United States Patent and Trademark Office
acting in the capacity of an Intemational Searching and Preliminary Examining
Authority pursuant to this Agreement and appointed under the Treaty;

(g) “Intemational Buresu” mezns the Intemational Buresu as defined in
Article 2(xix); and

(h) “Gazeuie” means the publication referred w0 in Anticle 55(4).

Anrticle 2
Basic Qbligstions

(1) The Authority will, except in respect to subject matier which pursuant
to Anticle 6 of this Agreement the Authority is not required to gearch or to
examing, carry owt intemational searches and intemational preliminary exami-
netions and perform such other functions a4 are specifically provided for by the
Treaty, the Regulations, this Agreement, and the Administeative Instructions. In
canying out an intemational search and an intemational preliminery examina-
tion, the Authority shall be guided by the Guidelines for Intemational Sesrch
and for International Preliminary Examination to be Carried Out under the
Patems Cooperation Treaty. The Authority undeniskes to apply and observe all
the common rules of intemationsl search and of international preliminary ex-
amnination.
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(2) The Authority and the Intemational Bureau shall, having regard to their
rezpective fonctions under the Treaty, the Regulstions, this Agreement, snd the
Administrative Instructions, each render, to the extent considered to be sppropri-
ate by both the Authority and the Intemational Bureau, assistance 1o the other in
relation to the performance, by the other, of its functions thereunder. ‘

Article 3
Competence of the Authority

(1) Subject to Asticle 6 of this Agreement, the Authority undestakes to act
as an International Sesrching Authority for all intemational applications (i) filed
with the receiving Office of, or acting for, the States specified in Annex A of this
Agreement, and (i) filed in or translated into the lsnguages specified in Annex
4 of this Agreement. ;

(2) Subject 1o Anicle 6 of this Agreement, the Authority undestakes to act
&3 an Intemationsl Preliminsry Exsamining Authority for all intemstionsl appli-
cations (i) filed with the receiving Office of, or acting for, the States specified in
Annex A of this Agreement, and (i) filed in or translated into the languages
specified in Annex A of this Agreement.

Article 4
Minimum Persommel Reguirements

(1) The Authority shall, for the parposes of carrying out internstional
sezrch and intemnational preliminary exeminstion, make available the s1aff at its
disposal, to the extent required by the workload, having sufficient technical
qualifications ty cary out such search end examination in all technical fields
excepithosereferredto in Anicle 6 of this Agreement. The staff of the Authority
shall be maintained ot s level exceeding the minimum requirement s ges o in
Rules 36.1(i) and 63.1(i).

(2) The Authority shall meaintain, or ctherwise secure assistance by, a staff
which has the Isngusge fecilities tounderstand at least those langusges in which
the minimurn documentation referred to in Rule 34 is written or is transiated.

Article 5
Documentstion Facilities
The Authority shell maintain end use all documentation fecilities ordinss-
ily at the disposal of the staff referred to in Anticle 4(1) of this Agreement for
search snd exsminstion pusposes, and shall maeintsin and vse for the said
purposges &t Jeast the minimum documentation fecilities prescribed by Rules
36.1(ii) and 63.1(ii).

Article 6
Subject Matter not required to be Searched
Inaccordance with Anticles 17(2)(i) and 34(4)(2)(i), the Authority will not
beobligated to search or examin: any of the subject matter specified in Rule 39.1
or Rule 67.1 except for subject matter specified in Annex B of this Agreement.

Article 7
Fees
(1) A schedule of all fees charged by the Authority in relation to its
functions as an Intemational Searching and Preliminary Examining Authority is
set out in Annex C of this Agreement.
(2) The Awthority shall, to the extent and under the conditions set out in
Annex, C of this Agreement, refund the paid search fees in whole or in part.

Article 8
Review of Protest
The Commissioner of Patents and Trademarks or his designee shall
examine protests in respect of additional fees where such additionel fees are paid
under protest pursuant 1o Rule 40.2(c) or Rule 68.3(c).

Article 9
[Deleted]

Article 10
Classification
The Authority, in addition to applying the Intemational Patcnt Classifica-
tion to a particular subject matier, may elso apply the United States Patent
Classification.

Article 11
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: {nguns'e of Correspondence Used by the Authority
" For purposes of correspondence, including forms, the Authority shall
use the English language.’

Article 12
Patent Information Services and Technical Assisance
The Authority shall cooperate with the International Bureau in providing
patent information services and gsuch other contributions to the technical
assistance program under Chapter IV of the Treaty as are both practicable
within the facilities of the Authority and 2s may be sgreed.

Ariticle 13
Entry into Force of the Agreement
This Agreement shall enter into force, after approval by the Assembly, on
the date of signature thereof. The Agreement together with an indication of the
date of its entry into force shall be published in the Gazette by the Intemational
Bureau.

Article 14
Duration and Renewability of the Agreement
Subject to Article 16 of this Agreement, thig Agreement shall remain in
force for 8 period of 10 years. It shall be renewable for a period of 10 years
subjecttothe approval of, and the extension of the appointment of the Authuviity
for that period by, the Assembly.

Article 15
Amendment

(1) Without prejudice to paragraphs (2) and (4) below, emendments may
be made to this Agreement by agreement between the Authority and the
Intemational Bureau and shall take effect on the date on which those amend-
ments are approved by the Assembly, or, if a later date is specified in the
amendments, on that later date.

(2) Annex A may be amended by the Authority at sny time. Any
amendment adding s State or leniguage will be made by notificstion from the
Authority to the Intemational Fureau and shall take effect one month from the
date of publication in the Gaze'le. Any amendment deleting & State or language
will be made by notification frum the Authority to the International Bureau and
shall take effect nine months from the date of publication in the Gazette.

(3) Annex B msy be amended by the Authority st any time. Any
smendment adding subject matter to that Annex will be made by notification
from the Authority to the Intemational Bureau end ghall tzke effect one month
from the date of publication in the Gazette. Any amendment deleting subject
matter from the Annex will be made by notification from the Authority 1o the
Intemational Bureau and shall take effect nine months from the date of
publication in the Gazeue.

(4) Annex C may be amended by the Authority at any time. Any
amendment may be made by notification from the Authority 1o the Intemational
Bureau and shall take effect on a date specified by the Authority but not eatlier
than one month afterthe publication of the notification in the Gazette. Normally
Annex C shall not be amended during the first year after the entry into force of
this Agreement or theseafier at an interval of less than one year from & previous
amendment of the schedule.

(5) The Intemational Bureau shall publish prompdy in the Gazetie any
amendment of this Agreement agreed to by the Authority and the Intemnational
Buresu and approved by the Assembly under peragraph (1) and any naifics-
tions received by the Intemational Bureau under paragraphs (2) to (4).

Article 16
Termination of the Agreement

(1) This Agreement shall terminate:

(a) if the Authority gives the Director General of the World Intellectual
Propenty Organization written notice to terminate this Agreement; or

(b) if the Direcior General of the World Intellectual Propenty Organiza-
tion, with the approval of the Assembly, gives the Authority written notice to
tenminate this Agreement.

(2) The termination of this Agreement under paragraph (1) shall take
effect one year sfter receipt of the notice by the other party, unless a longer
period is specified in such notice.

(3) Notwithstanding paragraph (2), if:

(2) notice to terminate this Agreement ig given by the Authority
under paragraph (1); and
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(k) &t the same time all those Contracting States, whose receiving
Offices have spacificd the Authority under Anticles 16(2) snd 32(2), nothaving
denounced the Treaty previously, made the denunciation wnder Amicle 66, .-
the notice to terminate this Agreement shall take effect ax such time as the
denunciation of the Treaty becomes effective for all suck States.
ANNEX A :
COUNTRIES AND LANGUAGES UNDER ARTICLE 3 OF THIS
AGREEMENT
(1) The Authority will conduct intemational searches and prepare
intemz..onal search reports
(i) for the following countries:
United States of America, Brazil, Barbados
(i) in the following languages:
English
(2) The Authority will conduct international preliminary examinations
and prepare intemational preliminary examination reports
(i) for the following countries:
United States of America,
and where the Authority has prepared the international
sesech repont, for Brazil and Barbados
(i) in the following languages:
English

ANNEX B
SUBJECT MATTER SPECIFIED UNDER ARTICLE 6 OF THIS
AGREEMENT

Subject matter which is searched or examined in United States national
applications

ANNEX C
SCHEDULE OF FEES AND EXTENT AND CONDITIONS OF REDUC-
TIONS OR REFUNDS OF THE SEARCH AND EXAMINATION FEES
FOR THE PURPOSES OF ARTICLE 7 OF THE AGREEMENT

(s) Fees
Search fee
(i) where no corresponding prior United States national application
with basicfiling fee has been filed $520.00
(ii) where a corresponding prior United States national application
with basicfiling feehas been filed $350.00
Supplemental Search Fee (peradditional invention) ............$140.00

Preparation of an intemational-type search report in a United States
national epplication $28.00

Preliminary examination fee

(i) where an international search fee has been paid on the intema-
tional application for the benefit of the United States Patent and Trademark
Office as an Intemational Searching Authority. $370.00

(ii) where the Intemational Searching Authority for the intemational
application was an authority other than the United States Paterit and Trademark
Office $570.00

(2) additionsl preliminary examination fee (per additional inven-

tion)

(i) Where a supplemental search fee has been paid on the
international application to the United States Patent and Trademark Office as an
International Searching Authority ..$125.00

(ii) Where the Intemational Searching Authority for the
internationa! spplication was an authority other then the United States Patent

and Trademark Office $190.00

(b) Extent and Conditions of Refunds of the Search and Examination Fees

(i) Money paid for scarch and preliminary examination fees, where
paid by actual mistake or in excess will be refunded.

(ii) Refund of the supplemental search fec and addisiona) prelimi-
nary examination fee will be made if such refund is detesmined 10 be warranted
by the Commissioner of Patents and Trademarks or his designee acting under
Rule 40.2(c) or Rule 68.3(c).
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(iii) The search fee will be refunded if the determination under

Article 11(1) is negative.'<

1805 Who May File in the United States
Receiving Office [R-5]

PCT Articie 9
The Applicant

(1) Any resident or national of & Contracting State may file an intema-
tional application.

(2) The Assembly may decide to allow the regidents and the nationsls of
any country panty to the Paris Coavention for the Protection of Industrial
Property which is not party to this Treaty to file intemational applications.

(3) The concepts of residence and netionality, end the spplicetion of those
concepts in cases where there are several applicants or where the spplicants are
not the same for zll the designated States, are defined i the Regulations.

( Editor's Wote: The PCT Assembly hes not as yet sllowed residents or nationals of
non-PCT member countries to file PCT intemational epplications.)

PCT Rule 18
The Applicant
18.1 Residence

(a) Subject to the provisions of paragraph (b), the question whether an
applicant is & resident of the Contracting State of which he claims to be regident
shall depend on the national law of that Stste end shall be decided by the
receiving Office.

(b) In any case, possession of & real and effective industrial or commer-
cial estzblishment in & Contracting State shall be considered residence in that
State.

18.2 Nationality

(a) Subject to the provisions of paragraph (b), the question whether an
applicant is anational of the Contracting State of which he claims to be a national
shall depend on the netions! law of that State and shall be decided by the
receiving Office.

(b) In any casge, a legal entity constituted according to the national law of
a Contracting State shall be considered a national of that State,
18.3 Several Applicants: same for All Designated States

If all the applicants are applicants for the purposes of all designated States,
the right to file an interational application shall exist if at Ieast one of them is
entitled 1o file an intemnational application according to Article 9.
18.4 Several Applicants: Different for Different Designated States

(a) The international application may indicate different applicants forthe
purposes of different designated States, provided that, in respect of each
designated Staie, at least one of the applicants indicated for the purposes of that
Siate is entitled to file an intemnational application according to Article 9.

(b) If the condition referred to in paragraph () is not fulfilled in respect
of any designated State, the designation of that State shall be consid-

ered not to have been made.

(c) The International Buresu ghall, from time to time, publish informa-
tion on the various national laws in respect of the question who is qualified
(inventor, successor in title of the inventor, owner of the invention, or other) to
file a national application and shall accompany such information by a waming
that the effect of the international applicsiion in any designated State may
depend on whether the person designated in the inlemational application as
applicant for the purposes of that State is & person who, under the national law
of that State, is qualified 1o file a national application.

PCT Ruic 19
The Competent Recelving Office
19.1 Where 10 File

() Subject 10 the provisions of paragraph (b), the intemnational
application shall be filed, a1 the option of the applicant, with the national
Office of or acting for the Contracting State of which the applicant is a
resident or with the national Office of or acting for the Contracting State of
which the applicant is a national.

(b) Any Contracting State may agree with another Contracting State or
any intergovemmental organization that the national Office of the latter State or
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the intergovernmental organization shall; for all or some purposes, act instead of
the national Office of the former State as receiving Office for applicants who are
residents or nationsl of that former State, Notwithstanding such agreement, the
national Office of the former State shell be considered the competent receiving
Office for the purposes of Article:15(5) - - = =0 i oo

{c) In connection with any decision made under Article 9(2), the Assembly
thall appoine the nationsl Office or the intergovemmentsl organization which
will act as receiving Office for spplications of residents or nationals of Sistes
specified by the Assembly. Such eppointment shell require the previous consent
of the said nations! Office or intergovernmentsl organization.

19.2 Several Applicants

If there are several spplicants, the requirements of Rule 19.1 shall be
considered to be mex if the national Office with which the intemational applica-
tion is filed is the national Office of or acting for s Contracting State of which at
least one of the spplicants is a resident or national.

19.3 Publication of Fact of Delegation of Dusies of Receiving Office

(e ) Any agreement referred to in Rule 19.1(b) shall be promptly notified
to the Intemational Buresu by the Contracting State which delegates the duties
of the receiving Office to the national Office of or acting for another Contracting
State or an intergovermmental organization.

(b) The Intemational Bureau shall, promptly upon receipt, publish the
notification in the Gazette.

PCT Administrative Instructions Section 317
Procedure in the Case of the Designation of a State Belng
Censldered Not To Have Been Made

Where the receiving Office finds that, undes Role 18.4(b), the designation
of & State is to be considered as not having been made, it shell indicate that fact
in the intemational application by enclosing the designation of that State within
square brackets and entering, inthe margin, the words "CONSIDERED NOT TO
HAVE BEEN MADE" or their equivalent in the language of publication of the
internstional spplication, and shall promptly notify the applicant accordingly. If
the record copy has elresdy been sent to the Internationel Bureau, the receiving
Office shall also notify prompily that Bureau.

35 U.S.C. 361 Recelving Office.

(a) The Patent and Trademark Office shall act as a Receiving Office for
international spplications filed by nationals or residents of the Uniled States. In
accordance with any agreement made between the United States end another
country, the Patent and Trademark Office may also act as a Receiving Office for
intemational applications filed by residents or nationals of such country who are
entitled to file intemational applications.

(b) The Patent and Trademask Office shall perform all acts connected with
the discharge of duties required of a Receiving Office, including the collection
of international fees end their transmittal to the Intemational Bureau.

(c) Imtemnational spplications filed in the Patent and Trademerk Office
¢hall be in the English lengusge.

(d) The ** internstional fee, and the transmittal and search fees prescribed
under section 376(z) of this part, shall either be peid on filing of an imemational
application or within *®*>such later time as may be fixed by the Commissioner.<

35 U0.8.C. 373 Improper Applicant.

An internationsal application designating the United States, shall not be
accepted by the Patent end Trademark Office for the national stage if it was filed
by enyone not qualified under chapter 11 of this title to be an applicant for the
purpoze of filing a national application in the United States. Such international
applications shall not serve as the basis for the benefit of an earlier filing date
under gection 120 of this title in a subsequently filed application, but may serve
as the bagis for a claim of the right of priority under section 119 of this title, if
the United States was not the sole country designated in such intemational
application.

37 CFR 1.421 Applicant for international application.

(a) Only residents or nationals of the United States of America may file
international applications in the United States Receiving Office.

(b) Although the United States Receiving Office will accept intemational
gpplications filed by any resident o national of the United Siates of America for
international processing, an intemationel application designating the Uniles
States of America will be accepted by the Patent and Trademark Office for the
national giage only if filed by the inventor or as provided in §§1.422, 1.423 or
1.425.
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~+: (c)Intemational spplications which do niot designate the United Statés of
America may be filed by the assignee orowner. : ‘
(d) The attomey or agent of the applicant may sign the intemational ap-
‘plication Requeit a:d file the intémational application for the applicant if the
. internstional application when filed is secompanied by a separate power of
~auorney.to that altomey o agent from the applicant. The separate power of
atioeney from the epplicans may be submitted after filing if suffic’en: cause is
shown for not submitting it et the time of filing. Note that paragraph (b) of this
section requires thet the applicant be the inventor if the United States of
Americe is designated,

(e) Any indication of different applicants for the purpose of different
Designated Offices must be shown on the Request portion of the international
application.

(f) Changes in the person, name, or address of the applicant of an intemational
application shall be made in accordance with PCT Rule 18.5.

37 CFR 1.422 When the inventor is dead.

In case of the death of the inventor, the legal representative (executor,
administrator, etc.) of the deceased inventor may file an international applica-
tion which designates the United States of America.

37 CFR 1.423 When the inventor is Insane or legally incapacl-
tated.

In case an inventor is insane or otherwise legally incapacitated, the legal
Tepresentative (guardian, conservator, etc. ) of such inventor may file an
intemational application which designates the United States of America.

37 CFR 1.424 Joint jpventors.

Joint inventors must joinily file an intemationa! application which
designates the United States of America; the signature of either of them alone,
or lcss. than the entire number will be insufficient for an invention invented by
them jointly, except as provided in § 1.425.

37 CFR 1.425 Filing by other than inventor.

(2)If 2 joint inventor refuses Lo join in an international application which
designates the United Staes of America or cannot be found or reached after
diligent effort, the intematjonal application which designates the United States
of America may be filed by the other inventor on behalf of himself or herself
and the omitted inventor, Such an intemational application which designates
the United States of America must be accompenied by proof of the pertinent
facts and must state the last known address of the omitted inventor. The Patent
and Trademark Office shal} forward notice of the filing of the international
application to the omitted inventor at said address.

(b) Whenever an inventor refuses to execute an international application
which designates the United States of America, or cannot be found or reached
lfl.cl.' diligent effort, a person 1 whom the inveritor has assigned or agreed in
writing 1o asign the invention or who otherwise shows sufficient proprietary
interest in the matter justifying such action may file the intemational applica-
tiont on behalf of and as egen forthe inventor. Such an international application
which designates the United States of America, must be accompanied by proof
of the pertinent facis and a showing that such action is necessary to preserve the
rights of the parties or to prevent irreparable damage, and must state the last
known address of the invenior. The assignment, written sgreement to assign or
otherevidence of Proprietasy interest, or a verified copy thereof, must be filed
in the Patent and Trademari; Office. The Office shall forward notice of the filing
of the application to the inventor &t the sddress stated in the application.

Any resident or national of the United States of America
may file an interational application in the United States Re-
ceiving Office (PCT Article 9(1) and (3), PCT Rule 19.1, 35
U.S.C. 361(a) and 37 CFR 1.412(a), 1.421). The concepts of
residence and nationality are defined in PCT Rules 18.1 and
18.2. For the purpose of filing an international application, the
app!icant may be either the inventor or the successor in title of
the inventor (assignee or owner), See also>MPEP<§1820.02.

However, the laws of the various designated countries
regarding the requirements for applicants must also be consid-
ered when filing an international application. For example, the
patent law of the United Stuates of America requires that, for the
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purposes of designating the United States of‘Aﬁédca. the

applicant(s) must be the inventor(s) (35 U.S.C. 373, PCT
Aniicle 27 (3)). o

Where there are different applicants for differeat desig-
nated States, at least one applicant named for each designated
State must be entitled to file an intemational application under
PCT Article 9, and PCT Rule 18.4. See >MPEP< §1820.09.

PCT Rule 19.2 relates to the situation where there are
seve:al applicants for all the designated States.

1807 Agent or Common Representative
[R-2]

PCT Article 49
Right to Practice before Intemational Authorities
Any sttomney, patent agent, or other person, having the righ 1o practice
before the national Office with which the intemationnl applicstion wes filed,
thall be entitled to practice before the Intemational Buresu and the competent
International Sesrching Authority and competent Intemational Preliminary
Examining Authority in respect of that spplication.

PCT Rule 2
Interpretation of Certain Words
2.1 “Applicant”

Whenever the word * applicant” is used, it shall be consuroed es meaning
alzo the agent or other representative of the spplicant, exceps where the contrasy
clearly follows from the wording or the nature of the provision, of the context
in which the word is used such a8 in pasticular, where the provision refersto the
residence or nationality of the applicant.

22 “Agens”

Whenever the word “agent” i used, it shall be construed 23 mesning sny
person who has the right to practice before intermations] authorities s defined
in Article 49 and, unless the eontrary cleasly follows from the wording or the
nature of the provision, or the context in which the word is used, also the
eomsmon fepresentative referved to in Rule 4.8.

2.3 “Signature”

Whenever the word “signature” is used, it shall be understocd thae, if the
national law applied by the receiving Office or the competent Intema-
tional Searching or Preliminary Examining Authority requires the use
of a seal instead of a signature, the word, for the purposes of that Office
or Authority, shell mean seal.

PCT Rule 83
Rigist ¢o Practice before International Authorities

£3.1 Proof of Right

The International Bureau, the competent International Searching Author-
iy, end the competent Imemstions) Preliminasy Examining Asthority, may
require the production of proof of the right to practice referved 1o in Anicle 49.
83.2 Information

(2) The national Office or the intergovernmentsl organizstion which the
interested person is alleged to have s right 1o practice before shall, upon request,
inform the International Bureau, the competent Intemational Searching Author-
ity, or the competent Internationsl Preliminary Exemining Authority, whether
such person hae the right to practice before it.

(b) Such information shall be binding upon the Interational Bureau, the
Intemational Seasching Authority, or the Intemational Preliminary Examining
Authority, as the cage may be.

PCT Rule 90
Representation
90.1 Definitions
For the pusposes of Rule 90.2 and Rule 90.3:
(i) “agent” means any of the persons refesved to in Anticle 49;
(ii) “common representative” means the applicant referred to in Rule

90.2 Effects
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(z) Any act by or in relation to an agent shall have the effect of en act by
or in relation to the spplicant or applicents having eppointad the agent. .

" (b) Any ect by or in relstion 1o & common representative or his sgent shall
have the effect of an act by or in relation to ¢ the spplicamts. - - -

(c) If there ere veversi agents appointed by the same applicent or appli-
cants, any act by or in relstion to eny of the several agents shall have the effect
of an sct by ot in relation to the eaid epplicant or applicants. -

(d) The effects described in paragraphs (s), (b), and (c), shall apply (> the
procegsing of the intemations] spplication before the receiving Office, the
Intemationsl Buresw, the Intemnational Sesrching Authority, and the Intema-
tional Preliminery Exsmining Authority.
90.3 Appoiniment

(a) Appoimement of eny sgent, or of eny common representative within the
mesning of Rule 4.8(z), thall be effected by each applicant, at his choice, either
by signing the request in which the agent or common representative is desig-
nated or by a separaie power of atiomey (i.e., & documens sppointing en egent
or common representative).

(b) The power of attomey may be submitted to the receiving Office of the
Intemational Bureau. Whichever of the two ig the recipient of the power of
atiomney submitted shall immedistely notify the other and the interested Inter-
national Searching Authority and the interested Intemasiionsl Preliminary
Examining Authority.

(c) If the separate power of attomey is not signed or if the required separate
power of altorney is missing, or if the indication of the name or address of the
appointed person does not comply with Rule 4.4, the power of attomey shall be
considered non-existent unless the defect is corrected,

(d) A genesal power of sttomey may be deposited with the receiving
Office for parposes of the processing of the intemational epplicuion as defined
in Rule 90.2 (). Reference may be mede in the request to such general power
of suomey, provided that a copy thereof is suiached to the request by the
epplicent.

90.4 Revocation

(e) Any eppointment may be revoked by the persons who have made the
appointsent or their succesgon in tide.

(b) Rule $0.3 shall apply, muatis mutandis, 1o the document containing
the revocation,

37 CFR 1.455 Representation in International applications.

(a) Applicants of international applications may be represented by attor-
neys or agents licensed to practice before the Patent and Trademark Office orby
a common representative (PCT Ast. 49, Rules 4.8 and 90 and §10.10).

{b) Appoiniment of an agent, stlomey or common representative (PCT
Rule 4.8) must be effected either in the Request form, signed by ell applicants,
of in & separate power of attomey submitied either to the United Ststes
Receiving Office or to the Imemational Buresu.

(c) Powers of attomey and revocations thereof should be submitted icthe
United Siates Receiving Office until the issuence of the intemstional search

(d) The eddressee for correspondence will be as indicated in Section 108
of the Adminisirative Instructions.

PCT Adminlstrative Instructlons Section 106
Representation

(2) In the case of several applicants, any agent appointed in accordance
with Rule 90.3 as an agent representing all the epplicants shall be considered a
common agent.

(b) Where the international application is filed with reference to 2 general
power of attorniey not signed by all the applicants, it shall be sufficient for the
purpose of appointment of 8 common agent under Rule 90.3, if the requestor a
geparate power of sttomey is signed by the spplicant, who did not sign the
general power of sitomey.

{c) The sppointment of an agent, orof a common representative within the
meaning of Rule 4.8(s), shall, unless otherwise indicated by the pessons who
make the eppoiniment, be regarded as the revocation of eny earlier appointment
of any other sgem, or of any other common representative, and shall be
congidered s & request for recording & change in the pereon of the sgent or
common representative under Rule 92bis, 1(a)(ii).

(d) Any document entailing the revocation of an appointment of an agent,
or of 8 common represeatative within the meaning of Rule 4.8(z), may be
submitied to the receiving Office or the Intemational Buresu.
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(©) Any agent, of my common repmmuuve within the meamng of Rule
4.5(s), may renounce his sppointment through & notification sngnedby him and
addressed 1o the receiving Office or the Intemational, Bureau. o

PCT Administrative Instructions Section 108
Correspondence Intended for the Applicant

(2) Any correspondence from an Internationsl Authority intended for the
wpplicant, or, in the cage of several spplicants, the spplicants, shall be eddressed
as follows: - o

(i) Where the spplicant has designated or sppointed one agent, correspon-
dence shall be addressed to that agent. Where, in the case of several applicants,
the applicants are represented by & common representative or a common sgent,
correspondence shall be gddressed 1o that represenative or that agent.

(if) Where the spplicant has designated several agents in the request,
comespondence shall be addressed to the agem first mentioned therein. Where,
inthe case of several applicants, the applicants have designated several common
agents in the request, correspondence shall be addressed to the common agent
first mentioned therein.

(iii) Where the applicant has appointed several agente in one or more
separute powers of altomey, correspondence ghall be addressed 10 the agent first
mentioned in the easliest filed and sifl) valid separate power of attomey. Where,
in the case of several applicants, the epplicants have sppointed several common
sgente in one or more separate powers of attomey, correspondence chall be
addressed to the conunon agent first mentionad in the earliest filed and seill velid

sepasste power of aliomey.
(b) Any correspondence from an International Authority to the spplicentoe

his agent shall be marked with the file reference, composed either of fetters or
numbers, or both, of the applicant or the agent, if so indicated on the request
Form, provided this reference does not exceed ten characters.

Any gct by or in relation to an agent has the effect of an act
by or in relation to the applicant or applicants who have desig-
nated the agent; any act by or in relation to a common represen-
tative has theeffect of anact by or in relation to all the applicants;
the foregoing applies to the international phase (37 CFR
1.421(d) and 1.435). Powers of Attormey forms are found in
Annexes G1 and G2 of the PCT APPLICANT'S GUIDE.

Any attorney or agent registered to practice before the
United States Patent and Trademark Office may be appointed as
an agent under the Patent Cooperation Treaty to file applications
in the United States Receiving Office (PCT Article 49 and PCT
Rule83)and to prosecute the application before the International
Authorities.

In the national (or regional) phase, other agents usually
s>must<** be appointed (PCT Rule 90.2). The national laws of
the designated states govern the appointment of agents or attor-
neys in the national stage.

Powers of attormey should be submitted to the United States
Receiving Office until the Search Report has issued in order that
communications may be correctly addressed. After the Search
Report has issued, powers of attorney should be submitied to the
International Bureau.

General powers of attorney are recognized for the purpose
of filing and prosecuting an international application before the
international authorities. The original general power of attorney
should be deposited with the PCT Division in the Patent and
Trademark Office and any applications relying thereon must
include a copy thereof. A general power of attorney form is in
Annex G2 of the “PCT Applicant’ s Guide.”

See also > MPEP< §1820.04 for the power of attorney onthe
Request form.

1808 Revocation of the Appointment of an
Agent or a Common Representative [R-5]
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37 CFR 1.472 Changes in person, namc, or ad’dnu of appllcanls
ard invertors.

All requests for 8 change in person, name or address of apphcams and
inventor should be seix to the United States Receiving Office until the time of
issuence of the internstionel search report, Themﬂermquemfonucb changes
ehould be submitted to the Intemationsl Buresu.

The document containing the revocation must be signed by
the applicant or, where there are several applicants, by all the
applicants. It must be submitted to the Receiving Office or the
International Bureau (PCT Rule 90.4).

Revocations should be submitted to the United States Re-
ceiving Office until the time the Search Report has issued. After
the Search Report has issued, revocations should be sent to the
International Bureau.

1810 Filing Date Requirements [R-5]

PCT Articie 11
Filing Date and Effects of the International Application

(1) The receiving Office shall accord as the intemational filing date the
dste of receipt of the intemational spplication, provided that that Office has
found that, at the time of receipt:

(i) the applicant does not obwviously lack, for reasons of residence or
nssionality, the right to file en internstionel application with the receiving
Office,

(ii) the intemational spplication is in the prescribed language,

(iii) the intemnational application contains st least the following elements:

(8) an indication that it is iniended ag an international application,

(b) the designation of at least one Contracting State,

(c) the name of the applicant, as prescribed,

(d) a part which on the face of it appears to be a description,

() & part which on the face of it appears to b e a claim or claims.

(2)(a) If the receiving Office finds that the interational application did
not, st the time of receipt, fulfill the requirements listed in paragraph (1), it shall,
as provided in the Regulaiions, invite the applicant to file the required
correction.

(b) If the applicant complies with the invitation, as provided in the
Regulations, the receiving Office shall accord as the intemational filing date the
date of receipt of the required correction.

(3) Subject 1o Article 64(4), any intemationel application fulfilling the
requirements listed in items (i) o (iii) of paragraph (1) and accorded an
intemstional filing date shsll have the effect of a regular national application
in each designsied State s of the intemational filing date, which date shall be
considered 10 be the actual filing date in each designated State.

(4) Any intemational applicstion fulfilling the requirements listed in
items (i) to (fii) of paragraph (1) shall be equivalent to a regular national filing
within the meaning of the Paris Convention for the Protection of Industrial

Propenty.

38 U.S.C. 363 International application designating the Unlted
States: Effect.

An intemational application designating the United States shall have the
effect, from its internstional filing date under article 11 of the wreaty, of a
national applicetion for patent regularly filed in the Patent and Trademark
Office except as otherwise provided in section 102(c) of this title.

35 U.8.C, 376 Fees.

() The required payment of the intemational fee >and the handling fec<,
which amounts® >are< specified in the Regulations, shall be paid in United
Swtes currency. The Patent and Trademark Office may also charge the
following fees:

(1) A wensmiutal fee (see section 361(d));

(2) A search fee (see section 361(d));

(3) A supplemental search fee (to be paid when required);

(4) A national fee (see section 371(c));

(5) >A preliminary examination fee and any additional fees (see section
362(b)).<

>(6)< Such other fees as established by the Commissioner.
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- (b) The amounts of fees specified in subsection (a) of this section, except
lbe mtemnioml fee >and the handling fee<, shall be pr:sedbed by the
Commissiones. He may refund any sum paid by mistake or in excess of the fees
so specified, or if required under the tresty and the Regulnm The Commis-
umcrnuyalsomfundmypandthenwchfee,xhepfehmmryeummmm
fee and any additional fees,< where he determines such refund 1o be warrented.

37 CFR 1.431 International application requirements.

(#) An intemational spplication shall contain, as specified in the Treaty
end the Regulmons. a Request. a description, one or more claims, en abstract,
and one ormote drawings (where reqmred) (PCT Art. 3(2) and Section 207 of
the Administrative Instructions. )

(b) An intemational filing date will be accorded by the United States
Receiving Office, atthe time of receipt of the intemational application, provided
that:

(1) The applicant is a United States resident or national (35 U.S.C. 361(a),
PCT Art. 11(1)GE)).

(2) The intemational application is in the English language (35 U.S.C.
361(c), PCT Ast. 11(1){i)).

(3) The intemational application contains at least the following elements
(PCT Ar. 11Q1)ii)):

(i) An indication that it is imended as an intemationat epplication (PCT
Rule 4.2);

(if) The designation of at least one Contracting State of the Imemational
Paient Cooperation Union;

(iif) The name of the applicans, as prescribed (note §§ 1.421-1.424);

(iv) A pan which on the face of it appears to be a description; and

{v) A part which on the face of it appears to be a claim.

{c) Paymnent of the basic portion of the international fee (PCT Rule 15.2)
end the traneminal and search fees (§ 1.445) may be made in full 2t thetime the
international application papers required by paragraph (b) of this section are
deposited or within one month theveafter, Failure to make full pavment within
one month of the deposit of the international application papers required by
paragraph (b) of this section will result in the fees being charged 1o the Interna-
ﬁg&d Bureauwunderihe provisions of paragraph (d) of this section and PCT Rule
1

(d) The United States Receiving Office will charge 1o the Intemational
Bareau in scoordance with BCT Rule 16bis and will consider as having been
timmely paid:

(1) The transmittal fee, the basic fee portion of the intemational fee, or the
search fee where these fees have not been fully paid by the spplicant within one
month of the date of deposit of the intemational application, and

(2) The designation fee, or the amount necessary to cover all the designa-
tions mede in the request * >if not< paid by the epplicant within one year from
the priorily date >or within one month from the date of receipt of the intema-
tional spplication if that momth expires afier the expiration of one year from the

iority date<.

(e} The International Bureau will notify applicant of any amount charged
under paragraph (d) of this section and invite the applicant to pay directly to the
Intemnational Bureau within one month from the date of the notification, the
amount charged, augmented by a surcharge of 50%, provided the surcharge will
ncs be less, and will not be morz, than the amounts indicated in the Schedule of
Fees appended to the PCT Rules. If the payment needed to cover the transmitial
{ees, the basic fee, one designation fee and the surcharge is not timely made to
the Intemnational Buresu, the Intemnational Bureau will noify the Receiving
Office which will declare the international application withdrawn under PCT
Asicle 14(3){a). If the applicamt makes timely payment of the fees referred to
in the previous sentence, but the amount paid is not sufficient to cover all
designation fees, the Receiving Office will declare any designation not paid
withdrawn under PCT Rule 14(3)(b) in accordance with PCT Rule 16bis, 2(c).

37 CFR 1.445 International application filing, processing and
search fees.
(a) The following fees and charges for intemational spplications are
established by the >Commissioner< under the authority of 35 U.S.C. 376:
(1) Atransmittal fee (see 35 U.S.C. 361(d) and PCT Rule 14) — $170.00.
(2) A search fee (see 35 U.S.C. 361(d) and PCT Rule 16} where:
(i) No corresponding prior United States national application with
>basic filing< fee has been filed. > $520.00<%,
(ii) A corresponding prior United States national application with >basic
filing< fee has been filed. > $350.00<",

Rev. 5, July 1987
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) @A mmlu'.nmul search fee when mquued per additional

mvmucn. _— - $140. 0%
(b) The basic fee and deslgmum fee pomom of the intemational fee
shall be as pfesaibedeCTRule 15,

THE ¢ INTERNA.TIONAL FILING DATE"

An mtemanonal ﬁlmg date is accorded on the date on
which the international application was received by the Receiv-
ing Office or— pursuant to the correction of defects — onalater
date (PCT Articles 11(1)and 11(2)(b) and PCTRules 20.1,20.3,
20.4(a), 20.5, and 20.6): in the former case, the mtemanonal
filing date will be the date on which the international application
was received by the Receiving Office; in the latter case, the
international filing date will be the date on which the correction
was received by the Receiving Office. Any correction
>must<** be submitted by the applicant within certain time
limits. Where all the sheets pertaining to the same international
application are not received on the same day by the Receiving
Office, in most instances, the date of receipt of the application
will be amended to reflect the date on which the last missing
sheets were received. As an amended date of receipt may cause
the priority claim to be forfeited, applicants should assure that
all sheets of the application are deposited with the Receiving
Office on the same day. For particulars see PCT Rule 20.2.

CONDITIONS THAT MUST BE FULFILLED FOR THE
INTERNATIONAL APPLICATION TO BE ENTITLED TO
AN “INTERNATIONAL FILING DATE”

An “international filing date” will be accorded to the inter-
national application by the United States Receiving Office if it
finds that the conditions of PCT Art. 11(1) and 37 CFR 1.431 are
fulfilled.

NON-PAYMENT, INCOMPLETE PAYMENT OR LATE
PAYMENT OF FEES: EFFECT ON THE “INTERNA-
TIONAL FILING DATE”

The non-payment, incomplete or late payment of the fees
does not affect the filing date since the payment of fees isnotan
Article 11(1) reguirement. However, non-payment or incom-
plete payment of fees due will result in the Receiving Office
declaring that the international application is considered with-
drawn (PCTArticle 14(3)(a), PCT Rule 27.1(a) and 35 U.S.C.
361(d)). Although an intemnational application which has not
received an international filing date and an international appli-
cation which is considered to be withdrawn are both excluded
from further processing in the internationat phase, an interna-
tional application which fulfills the requirements necessary for
being accorded an intemational filing date may be invokedasa
priority application under the Paris Convention (PCT Ar-
ticie11(4) (if the conditions set by that Convention ar e fulfilled)
even where it will be considered as withdrawn for non-payment
of fees or other reasons.

In order to assist applicants in the case of mistakes in fees
or delays in meeting deadiines for fee payment, PCT Rule 16bis
procedures may be used. See >MPEP< § 1827.01.

1812 Elements of the International Application
[R-2]
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PCT Avrticle 3
o " The International Applicatlon :

(1), Apphcauom forithe protection of inveiitions in any of the Comracung
States may be filed s intemational applications under this Treaty. ’

(2) An intemations] application shall contain, as specified in this Treaty
and the Regulations, & request; a description, ené or more claims, one or more
drawings (where required), and an abstract.

(3) The sbstract merely serves the purpose of technical information and
cannot be taken into account for any other purpose, panicularly not for the
purpose of interpreting the scope of the protection sought.

(4) The international spplication shall:

(i) be in @ prescribed language;

(ii) comply with the prescribed physical requirements;

(iii) comply with the prescribad requirement of unity of invention;
(iv) be subject to the paymc.:.t of the prescribed fees.

PCT Rule 9
Expregsions, etc., Not to be Used
9.1 Definition
The international application shall not contain:

(i) expressions or drawings contrary to morality;

(ii) enpressions or drawings contrary 1o public order;

(iii) statements disparaging the products or processes of any panticular
personother thanthe epplicant, orthe merits or validity of applications or patents
of any such person (mere comparisons with the prior art shall not be considered
disparaging per se);

(iv) any statement or other matter obviously irrelevant or unnegessary
under the circumstances.

9.2 Noting of Lack of Compliance

The receiving Office and the Intemational Searching Authority may note
lack of complignce with the prescriptions of Rule 9.1 and may suggest to the
spplicant that he voluntarily correct his intemational application accordingly. If
the lack of compliance was noted by the receiving Office, that Office shall inform
the competent Intemational Searching Authority and the Intemational Bureau;
ifthe lack of compliance was noted by the Intemational Searching Authority, that
Authority shell inform the receiving Office and the International Bureau,
9.3 Reference to Article 21(6)

“Disparaging statements,” referred to in Arnicle 21(6), shall have the
mesning as defined in Rule 9.1({ii).

PCT Rule 10
Terminology and Signs
10.1 Terminology and Signs

(&) Units of weights and measures shall be expressed interms of the metric
system, or also expressed in such terms if first expressed in terms of a different
system. ,

(b) Temperatuses shall be expressed in degrees Celsius, or also expressed
in degrees Celsius, if first expressed in a different manner.

(c) (deleted)

(d) For indications of heat, energy, light, sound and magnetism, as well as
for mathemstical formulae and electrical units, the rules of intemational practice
shall be observed; for chemical formulae the symbols, atomic weights, and
molecular formulae, in genera! use, shall be employed.

(e} In general, only such technical tenns, signs and symbols should be used
ag ere generally accepted in the art,

() When the intemational application or its translation is in English or
Japanese, the beginning of any decimal fraction shall be marked by a period,
whereas, when the international application or its translation is in 8 language
other than English or Japanese, it shall be marked by a comma,

10.2 Consistency
The tenminology and the signs shall be consistent throughout the interna-

tional application.

PCT Rule 12
Language of the International Application

12,1 Admitted Languages

{a) Any intemational application shall be filed in the language, or one of
the languages specified in the agreement concluded between the International
Bureau and the Intemational Searching Authority competent for the interna-
tions] searching of that application, provided that, if the agreement specifies
several languages, the receiving Office may prescribe among the specified
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languages that language in which or those langunges in one of whchm:nmcr-
national application must be filed.

{b) If the international application iz filed in a language other then the
language in which it is to be published, the request may, notwithstanding
paragraph (a), be filed in the language of publication.

(c)* Subject to paragraph (d), where the official Janguage of the receiving
Office is one of the languages referred to in Rule 48.3(a) but is a 'ar.guage not
specified in the agreement referred to in paragraph {(a), the intemazionsl
application may be filed in the said official language. If the internazional
application is filed in the said official language, the scarch copy trensmizted to
the International Searching Authority underRule 23. 1 shall be accompenied by
a translation into the language, or one of the languages, specified in the
agreement referred to in paragraph (a); such translation shall be prepared under
the responsibility of the receiving Office.

(dy* Paragraph (c) shall apply only where the International Searching
Authority has declared, in a notification addressed to the Intemational Buresn,
that it accepts to search international applications on the basis of the transistion
referred to in paragraph (c).

12.2 Language of Changes in the International Application

Any changes in the international application, such as smendments and
corrzctions, shall, subject to Rules 46.3 and 66.9, be in the same language asthe
said application.

¢ Paragraphe (c) end (d) of Rule 12.1 will become appliceble at the sazze tme
that the PCT will enter into force in respect of the country which, among the Sperish-
speak ing countries, is the first to ratify or accede to the PCT.

PCT Administrative Instructions Section 207
Arrangement of Elements and Numbering of Sheets of the
International Application

(a) In effecting the scquential numbering of the sheets of the international
application in accordance with Rule 11.7, the elements of the internstional
application shall be placed in the following order: the request, the descziption,
the claims, the abstract, the drawings.

(b} The sequential numbering of the sheets shall be cffected by using three
separate series of numbering, the first series applying to the request oniy and
commencing with the first sheet of the request, the second series commencing
with the first sheet of the description and continuing through the claims until
the last sheet of the abstract, and the third series being applicable to the sheets
of the drawings only and commencing with the first sheet of the drawings. The
number of cach sheet of the drawings shall consist of two arabic numerals
separated by a slant, the first being the sheet number and the second being the
total number of sheets of drawings.

Any international application must contain the following
elements: Request, description, claim or claims, abstract and
one or more drawings (where drawings are necessary for the
understanding of the invention (PCT Article 3(2) and PCT
Article 7(2)). The elements of the international application are
to be arranged in the following order: the