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2201 Introduction [R-12]

Statutory basis for citation of prior patents or printed publi-
cations in patent files and recxamination of patents became
available on July 1, 1981, as aresult of new sections 301-307of
title 35 United States Code which were added by Public Law 96-
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CITATION OF PRIOR ART AND REEXAMINATION OF PATENTS

517 cnacted on December 12, 1980. The rules of practice in
pitent cases relating to reexamination were initially promul-
gated on April 30, 1981, at 46 Fed. Reg. 24179-24180 and on
May 29, 1981, at 46 Fed. Reg. 29176-29187, ##*

This Chapter is intended to be primarily a guide for Patent
and Trademark Office personncel on the processing of prior art
citations and recxamination requests. Sccondarily, it is to also
serve as a guide on the formal requirements for filing such
documents in the Office.

The flow chart which follows shows the general provisions
of both the citation of prior art and reexamination proceedings
including rclerence to the pertinent rule sections.

2202 Citation of Prior Art

IS US.LC. 301. Citation of prior art.

Any person at any time may cite to the Office in writing prior art
consisting of patents or printed publications which that person believes
10 have 4 bearing on the patentability of any claim of a particular patent.
11 the person explaing in writing the pertinency and manner of applying
suchprior artto at least one claim of the pateny, the citation of such prior
art and the explanation thereofl will become a part of the official file of
the patent. At the written request of the person citing the prior art, his
or her identity will be excluded from the patent file and kept confiden-
tial.

37 CFR 1.501 Citation of prior art in patent files.

(a) Atany time during the period of enforceability of a patent, any
person may cite to the Patent and Trademark Office in writing prior art
consisting of patents or printed publications which that person states to
be pertinent and applicable to the patent and believes to have a bearing
on the patentability of any claim of a particular patent. I{ the citation is
made by the patent owner, the explanation of pertinency and applica-
bility may include an explanation of how the claims differ from the
prior art. Citations by the patent owner under § 1.555 and by a
reexamination requester under either § 1.510or § 1.535 will be entered
in the patent file during a reexamination proceeding. The entry in the
patent file of citations submitied after the date of an order to reexamine
pursuant 1o § 1.525 by persons other than the patent owner, or a
reexaminationrequester under cither § 1.5100r § 1,535, willbe delayed
until the reexamination proceedings have been terminated.

(b) If the person making the citation wishes his or her identity to be
excluded from the patent file and kept confidential, the citation papers
must be submitted without any identification of the person making the
submission.

(c)Citationof patents or printed publications by the publicinpatent
files should either (1) reflect that a copy of the same has been mailed
10 the patent owner at the address as provided for in § 1,33(c); or in the
event service is not possible (2) be filed with the Office in duplicate.

"o R

Prior art in the form of patents or printed publications may

be cited to the Patent and Trademark Office for placement into

the patent files. Suchcitations may be made without payment of

a fee. Citations of prior art may be made separate from and
without a request for reexamination,

The basic purpose for citing prior art in patent files is to
inform the patent owner and the public in general that such
patents or printed publications are in existence and should be
considered when evaluating the validity of the patent claims.
Placement of citations in the patent file along with copics of the

2200 -3
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cited prior art will also insurc consideration thercof during any
subscquent reissue or reexamination procecding.

The citation of prior art provisions of 35 U.S.C. 301 and 37
CFR 1.501 do not apply to citations or protests filed in pending
applications.

2203 Persons Who May Cite Prior Art [R-12)

The patent owner or any member of the public may submit
prior art citations of patents or printed publications to the Patent
and Trademark Office. 35 U.S.C. 301 states that “Any person at
any time may cite to the Office . .. ."

“Any person” may be corporate and governmental entitics
as well as individuals.

Ifapersonciting prior art desires his or her identity tobe kept
confidential, such a person need not identify kimself or herself.

“Any person” includes patentecs, licensees, reexamination
requesters, real partics in interest, persons without areal interest
and persons acting for real parties in intercst without & need to
identify the rcal party of interest.

The statute indicates that “at the written request of the person
citing the prior art, his or her identity will be excluded from the
patent file and kept confidential”. Although an attempt will be
made to exclude any such papers from the public files, since the
review will be mainly clerical in nature, complete assurance of
such exclusion cannot be given. Persons citing art who desire to
remain confidential arc therefore advised to not identify them-
selves anywhere in their papers.

Confidential citations should include at least an unsigned
statement indicating that the patent owner has been sent a copy
of the citation papers. In the event that it is not possible to serve
acopy on the patentowner, a duplicate copy should be filed with
the Office.

Patent examiners should not ,at their own initiative, place or
forward for placement in the patent file any citations of prior art,
Patent cxaminers are charged with the responsibility of making
decisions as to patentability for the Commissioner, Any activity
by examiners which would appear to indicate that patent claims
arc not patentable, outside of those cases pending before them,
is considered to be inappropriate.

2204 Time for Filing Prior Art Citation [R-12]

Citations of prior art may be filed “at any time” under 35
U.S.C. 301. However, this period has been defined by rule (37
CFR 1.501(a)) to be “any time during the period of enforceabil-
ity of a patent™. The period of enforceability is the length of the
termof the patent (normally 17 years for a utility patent) plus the
six yearsunder the statute of limitations for bringing an infringe-
ment action, In addition, if litigation is instituted within the
period of the statute of limitations, citations may be submitted
after the statute of limitations has expired, as long as the patent
is still enforceable against someone. Also, while citations of
prior art may be {ited at any time during the period of enforcea-
bility of the patent, citations submitted after the date of any order
to rcexamine by persons other than the patent owner, or a
recxamination requester who also submits the fee and other
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documents required under 37 CFR 1.510, or ina response under
37 CFR 1,535, will not be entered into the patent file until the
pending reexamination proceeding has been terminated. (37
CFR 1.501(a)). Therefore, if prior art cited by a third party isto
be considered without the payment of another reexamination
fee, it must be presented before reexamination is ordered.

The purpose of this rule is to prevent harassment of the
patent owner due to frequent submissions of prior art citations
during reexamination proceedings.

2205 Content of Prior Art Citation [R-12]

The type of prior art which may be submitted under 35
U.S.C. 301 is limited to “written prior art consisting of patents
or printed publications”.

An explanation is required of how the person submitting the
prior artconsiders it to be pertinent and applicable to the patent,
as well as an explanation why itis believed that the prior art has
a hearing on the patentability of any claim of the patent.
Citations of prior art by patent owners may also include an
explanation of how the claims of the patent differ from the prior
art cited.

1t is preferred that copies of all the cited prior patents or
printed publications and any necessary English translation be
inchided so that the value of the citations may be readily
determined by persons inspecting the patent files and by the
examiner during any subsequent reexamination procecding.

All prior art citations filed by persons other than the patent
owner must cither indicate that a copy of the citation has been
mailed to, or otherwise scrved on, the patent owner at the
correspondence address as defined under 37 CFR 1.33(¢), or if
for some reason service on the patent owner is not possible, a
duplicate copy of the citation must be filed with the Office along
with an explanation as to why the service was not possible. The
most recent address of the attorney of record may be obtained
from the Office’s register of registered patent attorneys and
agents maintained by the Office of Enrollment and Discipline
pursuant to 37 CFR 10.5 and >10.11{a)<.

All citations submitted should identify the patent in which
the citation is to be placed by the patent number, issue date and
patentec.

A cover sheet with an identification of the patent should
have firmly attached to it all other documents relating to the
citation so that the documents will not become separated during
processing. The documents should also contain, or have placed
thereon, an identification of the patent for which they are
infended.

Affidavits or declarations relating to the prior art documents
submitted which explain the contents or pertinent dates in more
detail may accompany the citation,

A commercial success aflidavit tied in withaparticular prior
art document may also be acceptable,

No fee is required for the submission of citations under 37
CER 1501,

Examples of fetters submitting prior art under 37 CFR 1,501
follow,

Rev. 12, July 1989
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re patent of
Joseph Smith

Patent No. 4,444,444
Issued: July 7, 1977

For: Cutting Teool

Hon. Commissioner of Patents and Trademarks
Washington, D. C. 20231

Sir:

The undersigned herewith submits in the above iden-
tified patent the following prior art (including
copies thereof) which is pertinent and applicable to
the patent and is believed to have a bearing on the
patentability of at least claims 1 - 3 thereof:

Weid et al u.s. 2,585,416 April 15, 1933
McGee U.5. 2,722,794 May 1, 1934
Paulk et al U.S. 3,625,291 June 16, 1936

More particularly, each of the references discloses
a cutting tool strikingly similar to the device of
Smith in having pivotal handles with cutting blades
and a pair of dies. It is felt that each of the
references has a bearing on the patentability of
claims 1-3 of the Smith patent.

Insofar as claims 1 and 2 are concerned, each of the
raeferences clearly anticipates the claimed subject
matter under 35 USC 102.

As to claim 3, the differences between the subject
matter of this claim and the cutting tool of Weid et
al ara shown in the device of Paulk et al. Further,
Waid et al suggests that different cutting blades can
be used in their device. A person of ordinary skill
in the art at the time the invention was made would
have been led by the suggestion of Weid et al to the
cutting blades of Paulk et al as obvious substitutes
for the blades of Weid et al.

Respectfully submitted,
(Signed)
John Jones

Cartificate of Servica

I hereby certify on this first day of June 1982, that
a true and correct copy of the foregoing “Submission
of Prior A-t” was mailed by first-class mail, postage
paid, to:

Joseph Smith

585 Emery Lane

Arlington, VA 22202
(Signed)

John Jones
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re patent of
Joseph Smith

Patent No. 4,444,444
Issued: July 7, 1977
For: Cutting Tool

Submi.ssi ¢ prior Art Under 37 CFR 1.501

Hon. Commigsioner of Patents and Trademarks
Washington, D. C. 20231

Sir:

The undersigned herewith submits in the above
ldentified patent the following prior art (including
copies thereof) which is partinent and applicable to
the patent and is believed to have a bearing on the
patentability of at least claims 1 - 3 thereof:

Weid et al U.S. 2,585,416 April 15, 1933
McGeea U.s. 2,722,794 May 1, 1934
Paulk et al U.S. 3,625,291 June 16, 1936

More particularly, each of the references discloses
a cutting tool strikingly similar to the device of
Smith in having pivotal handles with cutting blades
and a pair of dies. While it is felt that each of
the references has a bsaring on the patentability of
claimsz 1-3 of the Smith patent, the subject matter
claimad differs from the references and is believed
patentable thereover.

Insofar as claims 1 and 2 are concerned, none of the
referencea show the particular dies claimed and the
structurae of these claimed dies wculd not have been
obvious to a person of ordinary skill in the art at
the time the invention was made.

As to claim 3, while the cutting blades recquired by
this claim are shown in Paulk et al, the remainder
of the claimed structure is found only in Weid et al.
A person of ordinary skill :n the art at the time the
invention was made would not have found it obvious
to substitute the cutting blades of Paulk et al for
those of Weld et al. In fact, the disclosure of Weid
ot al would lead a person of ordinary skill in the
art away from the use of cutting blades such as shown
in Paulk et al.

The reference to McGee, while generally similar,
lacks the particular cooperation between the ele-
ments which is specifically set forth in each of
claims 1-3.

Raspect.fully submitted,
(Signed)

William Green
Attorney for Patent Ownear

2200 -5
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2206 Handling of Prior Art Citation [R-12]

Prior art citations received in the Patent and Trademark
Office will be forwarded by the Correspondence and Mail
Divisiontothe Reexamination Preprocessing Unit for handling.

If the prior art citation relates to a patent currently undergo-
ing rcexamination, the Reexamination Preprocessing Unit should
promptly forward the prior art citation to the examining group
assigned with the reexamination proceeding.**

It is the responsibility of the Reexamination Preprocessing
Unit personnel where no recxamination proceeding is present,
or the examining group personnel where a reexamination pro-
cecding is present, to >immediatcly< determine whether a
citation forwarded to them meets the requircments of the law
and rulesand toenteritinto the patent file at the appropriate time
if it is proper.

>If & proper citation is filed after the date of an order for
reexamination, the citation is rctained in the examining group
by the group’s recxamination clerk until the recxamination is
terminated. Note 37 CFR 1.501(a) and MPEP § 2294, At that
time, the citations are processed for placement in the patent file.
Citations filed after the date of an order for recxamination will
not be considered by the examiner during the reexamination, <

CITATION QUALIFIES FOR ENTRY UNDER 37 CFR 1.501
1. Citations by third party.
A. Prior >te< Order inany pending Reexamination Pre ceeding

If the citation is *proper, (i.c., limited 1o patents and printed
publications) and is filed prior to an order in a recxamination
proceeding, it should be >immediately< entered into the patent
file. If the citation includes an indication of service on the patent
owner, the citation is merely timely entered and no notice of
suchentry is sent to any party. If the citation docs not include an
indication of service, the patent owner should be notified thata
citation of prior art has been entered into the patent file. If a
duplicate copy of the citation was filed, the duplicate copy
should be sent to the patent owner along with the notification. If
no duplicate copy is present, no copy will be sent with the
notification. Wording similar to the following should be used:

A citation of prior art under 35 U.S.C. 301 and 37 CFR
1.501 has been filed on _____ in your patent number
cntitled -

This notification is being made to inform you that the
citation of priorart has been placed in the file wrapper of the
above identificd patent.

The person submitting the prior art:

1. | ] was not identificd

2.{ }is confidential

3.0 Jis_
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B. After >the< Order in Any Pending Reexamination Proceed-
ing

If the citation is proper butis filed after an order for reexami-
nation in a pending >reexamination<®, the citation is not cn-
tered at the time because of the ongoing reexamination. The
patent owner and sender **(if known) should be alerted of this
fact. Such notification is important to ¢nable the patent owner to
consider submitting the prior artunder 37 CFR 1.555 during the
reexamination. Such notification will also enable the third party
sender to consider the desirability of filing a separate request for
recxamination. If the citation does notinclude service of a copy
on the patent owner and a duplicate copy is submitied, the
duplicate copy should be sent to the patent owner along with the
notification. If a duplicate copy is not present, no copy will
accompany the notification to the patent owner. In this situation
the original copy (in storage) should be made available for

MANUAL OF PATENT EXAMINING PROCEDURE

copying by the patent owner. If the citation includes service ot
a copy on the patent owner, the citation is placed in storage and
not entered until the reexamination is terminated. T . patent
owncr and third party sender (if known) should be given notice
of this action.

11, Citation filed by patent owner

If a proper prior art citation is filed by the patent owner it
should be entered in the file. This is true whether the citation is
filed priortoor afteran order for reexamination has been mailed.
No notification to the patent owner is necessary.

The following diagram shows the various situations which
can occur when a proper prior art citation is filed and the action
10 be taken for cach alternative situation:

PROCESSING OF CITATIONS OF PRIOR ART WHICH QUALIFY
FOR ENTRY UNDER 37 CFR 1.501

CITATION QUALIFIES UNDER 37 CFR 1.501
4

| |
FILED BY THIRD PARTY FILED BY PATENT OQOWNER
1 ¥
[ ] -
PRIOR TO REEXAMINATION ORDER AFTER REEXAMINATION ORDER :
X | 1
j ] ¥ i '
NQ SERVICE SEVICE OF NO SERVICE SERVICE :
OF COPY COPY OF COPY OF COPY 1
)1 ¥
I i ' froesch y 0 :
DUPLICATE COPY [ | NO DUPLICATE | DUPLICATE COPY NO DUPLICATE : :
PRESENT COPY PRESENT : PRESENT COPY PRESENT] 0
5 L] 1} ¥ ! r
' : g : Notlce to s Notlze to eNotice to :
¢ ' ' 1 third part s third part sthird part 8
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: Notice to s Notice to . ! Notl ! :N ice t :
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| patentowner . tsentto patent. ¥ patont owner | :
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ACTION TAKEN BY APPROPRIATE PARTY

CITATION DOES NOT QUALIFY FOR ENTRY UNDER

37 CFR 1.501

I. Citation by third party

should be notificd that the citation is improper and that it is not
being entered in the patent file, The handling of the citation will

vary depending on the particular following situation,

If the citation is not proper (i.c., it is not limited (o patented
or printed publications), it should not be entered in the patent
file. The sender (if known) and titc patent owner in all cases
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A. Service of Copy Included

Where the citation includes an indication of service of copy
on the patent owner and the identity of the third party sender is
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known, the original citation paper should bereturned to the third
party sender along with the notification of nonentry. If the
identity of the third party sender is not known, the original
citation papers should be discarded

B. Service of Copy Not Included, Identity of Third Party Sender
Known

Where the citation doces not include an indication of service
on the patent owner, the identity of the third party sender is

known, and a duplicate copy of the citation is present, the -

original citation papers should be returned to the third party
sender and the duplicate copy should be sent to the patent owner
along with the notification of nonentry, If the duplicaic copy
required in 37 CFR 1.501(c) is not present, the original citation
papers should be sent to the PATENT OWNER along with the
notification of noncntry.

2206

C. Service of Copy Not Included. Identity of Third Party Sender
Not Known

Where the citation docs not include an indication of service,
the identity of the third party sender is not known, and a
duplicate copy of the citation is or is not present, the duplicate
copy (if present) should be discarded and the original citation
papers should be sent to the patent owner along with the
notification of noncntry.

I1. Citation filed by the patent owner

If an improper prior art citation is filed by the patent owner,
it should not be entered in the file. This is true whether the
citation is filed prior to or after an order for reexamination,

The patent owner should be notificd of the nonentry and the
citation papers should be returned to the patent owner along with
the notification,

The following diagram shows the various situations which
can occur when an improper prior art citation is filed and the
action to be taken for each alternative situation:

PROCESSING OF CITATIONS OF PRIOR ART WHICH DO NOT QUALIFY
FOR ENTRY UNDER 37 CFR 1.501

CITATION DOES NOT QUALIFY FOR ENTRY
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2200 -

Any unusual probiems should be brought to the attention of
the Office of the Assistant Commissioner for Patents.
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2207 Entry of Court Decision in Patent File
[R-12]

The Solicitor's Office processes notices under 35 U.S.C.
290 received from the clerks of the various courts and enters
them in the patent file,

1t is, however, considered desirable to all partics concerncd
that theentire courtdecision be supplied to the Patent and Trade-
mark Office for entry into the patent file. Such eniry of submit-
ted court decisions is performed by the Files Repository person-
nel unless a reexamination procecding is pending.

It is important for the Office 1o be aware of any prior court
procecdings in which a patent undergoing recxamination is or
was involved, and any results of such proceedings. 37 CFR
1.505¢a) requires the patent owner to provide the Office with
information regarding the existence of any such proceedings

and the resufts thereof, if known, Ordinarily, no submissions of

any kind by third parties filed after the date of the order are
placed in the reexamination or patent file while the reexamina-
tion proceeding is pending. However, in order 10 ensure a
complete file, with updated status information regarding prior
proceedings regarding a patent undergoing reexamination, the
Office willacceptatany time copies of rotices of suits and other
proceedings involving the patent and copics of decisions or
other couri papers , or papers filed in the court, from litigations
or other proceedings involving the patent from the partics
involved or third parties for placement in the patent file, How-
cver, such submissions must be without additional comment,
Persons making such submissions must limit the submission to
ihe notification and not include further arguments or informa-
tion. Any proper submission will be promptly placed on record

in the patent file. See MPEP §§ 2240 and 2242 for handling of

requests for reexamination of patents involved in litigation,
2208 Service of Citation on Patent Owner [R-4]

A copy of any submission of a citation of prior art patents or
prinied publications in a patent file should be served on the
patent owner so that the patent owner is fully informed as 10 the
congent of his or her patent file wrapper., See MPEP § 2206 for
handling of prior ari citations.

The service to the patent owner should be addressed to the
correspondence address as set forth in 37 CFR 1.33(¢).

2209 Reexamination [R-4)

Procedures for reexamination of issued patents began on
July 1, 1981, the date when the reexamination provisions of
Public Law 96-517 came into effect.

The reexamination statate and rules permit any person to fife
arcquest for reexamination containing cerain clements and the
fee required under 37 CFR 1.20(c). The Patent and Trademark
Office initially determines if “a substantial new question of
lentability™ (35 ULS.C. 303() is presented. I such a new
question has been presented, reexamination will be ordered.
The reexamination proceedings are very similar o regular
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examination procedures in patent applications except for certain
limitations as 1o the kind of rejections which may be made.
When the reexamination proceedings are terminated, a centifi-
cate is issucd which indicates the status of all claims following
the recxamination,

The following scctions of this Chapter explain the details of
reexamination.

The intent of the reexamination procedures covered in this
Chapter include the following:

1. To provide procedures for reexamination of patents.

2. To implement reexamination in an cssentially ex
partc manncr,

3. To minimize the processing costs and complexitics
of reexamination.

4. To maximize respect for the reexamined patent.

5. To provide procedures for prompt and timely deter-
minations by the Office in accordance with the “special
dispatch” requirements of 35 U.S.C. 305.

The basic characteristics of reexamination are as lol-
lows:

1. Anyone can request reexamination at any time during
the period of enforceability of the patent.

2. Prior art considered during reexamination is limited
to prior art patents or printed publications applied under the
appropriate parts of 35 U.S.C. 102 and 103.

3. A substantial ncw question of patentability must be
presented for reexamination Lo be ordered.

4. 1f ordered, the actual reexamination proceeding is ex
parte in nature,

§. Decision on the request must be made within three
months from initial filing and remainder of proceedings
must proceed with “special dispatch®”,

6. If ordered, a reexamination procecding will be con-
ducted to conclusion and issuance of certificate.

7. The scope of a claim cannot be enlarged by amend-
ment.

8. All reexamination and patent files arc open to the
public,

2210 Request for Reexamination [R-12]

35 US.C. 302, Request for reexamination.

Any person atany time may file a request for reexamination by the
Office of any cluim of a patent on the basis of any prior art cited under
the provisions of section 301 of this title, The request must be in writing
and must be accompanied by pavment of & reexamination fee estab-
lished by the Commission of Patents pursuant to the provisions »f
section 41 of this title. The request must set forth the pertinency and
manner of applying cited prior art to every claim for which reexamina-
tion is requested. Unless the requesting person is the owner of the
patent, the Commissioner promptly will send a copy of the request to
the owner of record of the patent,

37 CFR 1.510 Request for reexamination,

(a) Any personmay, st any time during the period of enforceability
of a patent, file a request for reexamination by the Patent and Trade-
mark Office of any claim of the patent on the basis of prior art patenty
orprinted publications cited under § 1.501. The request must be secom-
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panicd by the fee for requesting reexamination set in § 1.20(c).

(b} Any request for reexamination must include the following
parts:

(1) A statement pointing out each substantial new question of pat-
entability based on prior patents and printed publications.

(2) Anidentification of every claim for which reexamination is re-
quested, and a detailed explanation of the pertinency and manner of
applying the cited prior art to every claim for which reexamination is
requested. If appropriate, the party requesting reexamination may also
point out how claims distinguish over cited prior art.

(3) A copy of every patent or printed publication relied upon or

-referred to in paragraph (b) (1) and (2) of this section accompanicd by
an English language translation of all the necessary and pertinent parts
of mny non-English language patent or printed publication.

(4) The entire specification (including claims) and drawings of the
patent for which reexamination is requested must be furnished in the
form of cut-up copies of the original patent with only a single column
of the printed patent securcly mounted or reproduced in permanent
form on one side of a scparate paper. A copy of any disclaimer,
certificate of correction, or reexumination certificate issued in the
patent must also be included.

(5) A certification that & copy of the request filed by a person other
than the pstent owner hias been served inits entirety on the patent owner
at the address as provided for in §1.33(c). The name and address of the
purty served must be indicated. If service was not possible, a duplicate
copy must be supplied to the Office.

(¢) If the request does not include the fee for requesting reexami-
nation or all of the parts required by paragraph (b) of this section, the
person identified as requesting reexamination will be so notified and
given an opportunity to complete the request within a specified time,
If the fee for requesting reexamination has been paid but the defect in
the request is not corrected within the specified time, the determination
whether or not to institute reexamination will be made on the request
as it then exists. If the fee for requesting reexamination has not been
puid, no determination will be made and the request will be placed in
the patent file os a citation if it complies with the requirements of §
1.501(u).

(d) The filing date of the request is: (1) the date on which the request
including the entire fee for requesting reexamination is received in the
Patent and Trademark Office; or (2) the date on which the last portion
of the fee for requesting reexamination is received.

(¢) A request filed by the patent owner, may include a proposed
aniendment in accordance with § 1.121(f).

() If & request is filed by an attorney or agent identifying another
party on whose behalf the request is being filed, the attorney or agent
must have a power of attorney from that party or be acting in a

representative capacity pursuant to § 1,.34(a).
LR N

Any person, at any time during the period of enforceability
of a patent, may file a request for recxamination by the Patent
and Trademark Office of any claim of the patent based on prior
art patents or printed publications. The request must include the
clements set forth in 37 CFR 1L510(b) (sce MPEP § 2214) and
be accompanied by the fee as sct forth in 37 CFR 1.20(¢). No
attempt will be made to maintain a requester’s name in confi-
dence.,

Afier the request for reexamination, including the entire fee
for requesting reexamination, is received in the Patent and
Trademark Office, no abandonment, withdrawal, or striking, of
the request is possible, regardless of who requests the same. In
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some limited circumstances afier a court decision, >e.g., where
all of the claims are finally held invalid,< a recxamination order
may be vacated, scc MPEP § 2286.

2211 Time for Requesting Reexamination [R-4]

Under 37 CFR 1.510(a), any person may, at any time during
the period of enforceability of a patent, file a request for reex-
amination. This period was set by rule since no useful purpose
was seen for expending Office resources on deciding patent
validity questions in patents which cannot be enforced. In this
regard sce Patlex Corporation v. Mossinghoff, 225 USPQ 243,
249 (Fed. Cir. 1985). The period of enforceability is the term of
the patent, normally 17 ycars from the issuc date for utility
patents, plus the 6 years after the end of the term during which
infringecment litigation may be instituted. In addition, if litiga-
tion is instituted within the period of the statute of limitations,
requests for reexamination may be filed after the statute of
limitations has expired, as long as the patent is still enforceable
against someone.

2212 Persons Who May File a Request

35U.S.C. 302 and 37 CFR 1.510(a) both indicate that “any
person” may file a request for reexamination of a patent,
Accordingly, there arc no persons who are excluded from being
able to seck regxamination. Corporations and/or governmental
entitics arc included within the scope of the termt “any person™.
The patent owner can ask for reexamination which will be
limited to an ex parte consideration of prior patents or printed
publications. If the patent owner wishes to have a wider consid-
cration of issues by the Office, including matters such as prior
public usc or sale, the patent owner may file a reissue applica-
tion, It is also possible for the Commissioner to initiate reexami-
nation on the Commissioner’s own initiative under 37 CFR
1.520. Reexamination will be initiatcd by the Commissioncron
a very limited basis such as wherc a gencral public policy
question is at issuc and there is no interest by “any other person”.
Some of the persons likely to use recxamination ase patentees,
licensees, potential licensees, attorneys without identification
of their rcal client in interest, infringers, potential cxporters,
patent litigants, interference applicants and International Trade
Commission respondents, The person’s name who files the
reguest will not be maintained in confidence.

2213 Representative of Requester [R-4]

Where an attorney or agent files a request for an identified
client (the requester), he or she may act under cither a power of
attorney, or act in a representative capacity under 37 CFR
1.34(a), 37 CFR 1.510(f). While the filing of the power of
autorney is desirable, processing of the reexamination request
will not he delayed due to its absence,

If any question of authority toact is raised, proof of authority
may be required by the Office.

All correspondence for a requester other than the patent
owner should be addressed o the representative of the requester
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unless a specific indication is made to forward correspondence
10 another address.

If the request is filed by a person on behalf of the patent
owner, correspondence will be directed to the patent owner at
the address as indicated in 37 CFR 1.33(c), regardless of the
address of the person filing the request. See MPEP § 2222 fora
discussion of who receives correspondence on behalf of a patent
owner and how changes in the correspondence address are tobe
made. ‘

A patent owner may not be represented during a reexamina-
tion proceeding by an attorney or other person who is not
registered to practice before the Office since those individuals
are prohibited by 37 CFR 1.33(c) from signing amendments and
otherpapers filed in arecxamination proceeding on behalf of the
patent owner.

2214 Content of Request [R-4]

37 CFR 1510 Request for reexamination.

(2) Any person may, at any time during the period of enforceability
of a patent, file a request for reexamination by the Patent and Trade-
mark Office of any claim of the patent on the basis of prior art patents
orprinted publications cited under § 1.501. The request must be accom-

panied by the fee for requesting reexamination set in § 1.20(c).
LR

27 CFR 1.510(a) requires the payment of a fee specified in
37 CFR 1.20(c).

37 CFR 1.510(b) sets forth the required elements of arequest
for reexaminatiori. The elements are as follows:

"(1) & statement pointing out cach substantial new question of
patentability based on prior pateiits and printed publications.”

This statement should clearly point out what the requester
considers to be the subsiantial new question of patentability
which would warrantareexamination, The cited priorari should
be listed on a form PTO-1449 by the requester. See also MPEP
§ 2217.

“(2) An identification of every claim for which reexamination is
requested, and a detailed explanation of the pertinency and manner of
applying the cited prior art to every claim for which reexamination is
requested, If appropriate the party requesting reexamination may also
point out how claims distinguish over cited prior art,”
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Therequest should apply the cited prior art to cvery claim for
which reexamination is requested. If the request is filed by the
patent owner, he or she may also indicatc how the claims
distinguish from the cited prior art patents and printed publica-
tions.

*(3) A copy of every patent or printed publication relied upon or
referred to in paragraph (b)(1) and (2) of this section accompanicd by
an English language translation of all the necessary and pertinent parts
of any non-English language patent or printed publication.”

A copy of cach cited patent or printed publication, as well as
a translation of cach non-English document is required so that
all materials will be available to the examiner for full considera-
tion. Scc MPEP § 2218.

*(4) Theentire specification (including claims) and drawings of the
patent for which recxamination is requested must be fumnished in the
form of cut-up copies of the original patent with only a single column
of the printed patent securely mounted or reproduced in permanent
form on one side of & scparate paper. A copy of any disclaimer,
certificate of correction, or reexamination certificate issued in the
patent must also be included.”

A copy of the patent, for which reexamination is requested,
should be provided in a single column paste-up format so that
amendments can be casily entered and to casc printing. Sce also
MPEP § 2219.

"(5) A certification that a copy of the request filed by e person other
than the patent owner has been served in its entirely on the patent owner
at the address as provided forin § 1.33(c). The name and address of the
party served must be indicated. If service was not possible, a duplicate
copy must be supplied to the Office.”

If the request s filed by a person other than the patent owner,
a certification that a copy of the request papers has been served
on the patent owner must be included. The request should be as
complete as possible since there is no guarantee that the exam-
iner will consider other prior art when making the decision on
the request. Also, if no statement is filed by the patent owner, no
later reply may be filed by the requester. Sce also MPEP § 2220,

Form PTO-1465 should be helpful to persons filing requests
for recxamination. The usc of this form is encouraged but its use
is not a requirement of the law nor the rules.

2200 - 10
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FORM PTO - 1408 U, 8. DEPARTMENT OF COMMERCE
PATENT AND TRADEMARK OFWICE

REQUEST FOR REEXAMINATION TRANSMITTAL FORM
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Addreds to

Commissioner of Patents and Trademarks Attorney Docket No.
Box Reexam

Washington, ). C. 20231 : Date:

1. [ This is a request for reexamination pursuant to 37 CFR 1.510
of issued

2. [J The name and address of the person requesting reexumination is:

3. [ & A check in the amount of $2,000.00 is enclosed to cover the reexamination fee,
37CFR 1.20(c); or
3 b. The Commissioner is hereby authorized to charge $2,000.00 to the deposit
account of
Depozit account number

4, Any refund should be made by I check or byD credit to dcposil. gceount
no. .37 CFR 1.26(¢)

5. 3 A cut-upcopy of the patent to be rexamined or a permanent reproduction thereof
with a single column of the l;rinled patent securely mounted on one side of a
separate paper is enclosed. 37 CFR 1.510(b)(4)

6. [J A copy of any disclaimer, certificate of correction or reexamination certificate issued
in the patent is included.

7. 3 Reexamination of claim(s) is requested.

8. [J A copy of every patent or Frinlcd publication relicd upon is submitled herewit
including a listing thereofl on Form PTO - 1449,

9. [J AnEnglish language trenslation of all necessary and pertinent non-English
lenguage patents or printed publications is included,

10.  E1 The attached detailed request includes at least the following items:

& A statement identifying each substantial new question of patentability based on
prior patents and printed publications. 37 CFR 1.510(b)(1)
b. An identification of every claim for which reexamination is requested, and a
detailed explanation of the pertinency and manner of applying the cited prior art
to every clam for which reexamination is requested, 3’} Cl¥ R L.510(b)(2)

1. fJa !;roposcd amendment is included (only where the patent owner is the applicant),
37 CFR 1.510(¢)

12, O3 a Itis certif ied that acopy of this request (if filed by other than the patent owner) has
been served in its entirety on the patent owner as provided in 37 CFR 1.3(c).
The name and address of the party served and the date of service are:

Date of Service: i orF
£J b. A duplicate copy is enclosed sinco service was not possible,

13, [J The requester's correspondence address (if different fron Number 2 abovo):

Authorized Signature Date
1 Patent Owner
Third Party Requester
Attorney or Agent for Patent Owner
Attorney or Agent for Requester

2200 - 11 Rev. 12, July 1989
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Sir: Pat. No. 4,444, 444

Reexamination under 35 U.S.C. 302 - 307 and 37 CFR 1.510 is requested of United
States patent number 4,444,444 which issued on July 7, 1977, to Joseph Smith. This
patent is still enforceable.

“aims £ hic) nation i ,

Reexamination is requested of claimgs 1-3 of the Smith patent in view of the earlier
United States Patent document number 594,225 to Berridge which is listed on attached
form PTO~1449 and of which a copy is enclosed.

Reexamination is also requested of claim 4 of the Smith patent in view of the earlier
Swiss Patent document 80,555 to Hotopp in view of the disclosure in “American Machin-
ist” magazine, October 16, 1950, issue, on page 169. An English translation of the
German language Swiss document is enclosed. Copies of the Hotopp and “American Ma-
chinist” documents are also enclosed.

Claims 1-3 of the Smith patent are considered to be fulliy anticipated under 35 U.S.C.
102 by the prior art patent document to Berridge.

Claim 3 of the Smith patent, which i3 more specific than claims 1 and 2 in all fea-
tures, is set forth below with an explanation as to how the prior art patent document
to Berridge meets all the recited features.

Smith, claim 3:

“In a cutting and crimping tool” (Berridge page 1, lines 10-13
states his invention is
“*an improved tool for crimping
metal which in its preferred
form of embodiment is combined
with a cutting-tool or shears,
forming therewith a combination-

tool.")
“the combination with the cutting (elements 4 and 5 in Berridge)
blades”
*and their pivoted handles” (elements 1 and 2 in Berridge)
“of bosses arranged at an angle (“bosses" as used in the
to and offset from the plane of Smith claim is used to mean
the shear blades” a projection, The dies

6 and 7 of the Berridge prior

art patent document are arranged

at the same angle to the plane

of the shear blades and are

arranged at an angle in the

same manner as shown in the

drawing figures of the Smith patent.)
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- 2= Pat. No 4,444,444
“and crimping dies formed on (The dies 6 and 7 (bosses)
the meeting faces of said bosses” of Berridge have meeting

die-faces 12 and 13 (page 1,
line 63) for performing crimping
cperations (page 1, lines 70 -
74.1))

Claim 4 of the Smith patent is considered to be unpatentable under 35
U.5.C.103 in view of the prior art Swiss patent document to Hotopp and further
in view of the prior art magazine publication on page 169 of the October 16,
1950 issue of American Machinist magazine.

Claim 4 of Smith reads as quoted below

“In a cutting and crimping tool,” {The prior art Swiss patent
document to Hotopp discloses
cutting jaws (column 1, line 8)
and dies "b" and "c" which may
be used for crimping.)

“the combination of a pair of (elements "a" and "e" in the
pivoted handles" prior art document to Hotopp).
“with cutting jaws at one end (The prior art document to

and crimping dies on the opposite Hotopp discloses cutting jaws
side of the pivot” (column 1 line 8) and crimping

dies "b" and "c" on the opposite
side of pivot "d" from the cutting

jaws.)
"and rounded prongs projecting (Rounded prongs are not
from said cutting jaws" specifically disclosed by Hotopp

but are shown to be old in the
art by the illustration in
"American Machinist" magazine
under the title "Double-Purpose
Pliers Don’t Break Insulation®.
To provide the cutting jaws of
Hotopp with rounded prongs as
shown in the "American Machinist"
magazine is considered to be a
matter which would have been
obvious to a person having
ordinary skill in the art at the
time the invention was made.)

Statement pointing out substantial new question of patentability

The prior art documents referred to above were not of record in the file
of the Smith patent. Since the claims in the Smith patent are not
allowable over these prior art documents, a substantial new question of patentability
is raised. Further, these prior art documents are closer
to the subject matter of Smith than any prior art which was cited during
the prosecution of the Smith patent.
{(Signed)
John Doe
Attorney for requester
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Shest 1 of 1

rﬂ%v\sgg)oq 49 D s Tadaman e R "‘:}N‘: NZNZ“4 ,444
INFORMATION DISCLOSURE CITATION PauntOuner ~ Joseph Smith
(Use several sheels it necessary) ) DmJu ly 7, 1977 Group Art Unit
U. S. PATENT DOCUMENTS
EXAMINER DOCUMENT NUMBER DATE NAME cLass | susclass | FILMGOATE
51914]2]2]15]11-1897 BERRIDGE 140 106
FOREIGN PATENT DOCUMENTS
DOCUMENT NUMBER DATE COUNTRY cLass | suscLass Yg;“"“'“"“No
8l 0j5i515110~1918 SWITZERLAND - - X

OTHER DOCUMENTS (including Author, Title, Date, Pertinent Fages, Etc.)
"American Machinist" magazine, October 16, 1950 issue,
page 169 (copy located in class 72, subclass 409)

EXAMINER DATE CONSIDERED

EXAMINER: inftial If cltatlon conslderad, whather or not cltation ls In conformence with MPEPR § 609; Draw line through cltation if not in conformance and not
consldered, Include copy of thie form with next communlcation to the patant cwner
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2215 Fee for Requesting Reexamination [R-12]

37 CFR 1.20 Post-issuance fees

LR N

(c) For filing a request for reexamination — >$2,000.00<*
% k% ok
37 CFR 1.26 Refunds.

(a) Money paid by actual mistake or in excess, such as a payment
not required by law, will be refunded, but a mere change of purpose
after the payment of money, as when a party desires to withdraw, an
application, an appeal, or a request for oral hearing, will not entitle a
party to demand such a return. Amounts of one dollar or less will not
bereturned unless specifically demanded within areasonable time, nor
will the payer be notified of such amount; amounts over one dollar may
be returned, by check or, if requested, by credit to a deposit account.

(b) [Reserved)

(c) If the Commissioner decides not to institute a reexamination
proceeding, a refund of >§1,500.00<* will be made to the requester of
the procecding. Reexamination requesters should indicate whether any
refund should be made by check or by credit to a deposit account.

In order for a request to be accepted, be given a filing date
and be published in the Official Gazette it is necessary that the
>$2,000.00<* fec for filing a request for reexamination be paid.
If the fee is not paid, the request will be considered to incom-
plete.

If the request for reecxamination is denied or vacated, a
refund of >$1,500.00<* inaccordance with 37 CFR 1.26(c) will
be made to the identified requester.

As stated in 37 CFR 1.510 (¢) and (d):

LR

(c) If the request does not include the fee for requesting reexami-
nation or all of the parts required by paragraph (b) of this scction, the
person identified as requesting reexamination will be so notified and
given an opportunity to complete the request within a specified time.
If the fee {or requesting reexamination has been paid but the defect in
therequest is not corrected witkin the specified time, the determination
whether or not to institute reexamination will be made on the request
as it then exists. If
the fee for requesting reexamination has not been paid, no determina-
tion will be made and ihe request will be placed in the patent file as a
citation if it complies with the requirements of § 1.501(a).

(d) Thefiling date of the request is: (1) the dateon which therequest
including the entire fee for requesting reexamination is received in the
Patent and Trademark Qffice; or (2) the date on which the last portion
of the fee for requesting reexamination is received.

ST E

Where the entire *>$2,000.00< fee is not paid, the request,
if otherwise proper, should be treated as a citation of prior art
under 37 CFR 1.501.

2216 Substantial New Question of Patentability
[R-12]

37 CFR L.510(b)(1) requircs that the request include “a
statement pointing out cach substantial new question of patenta-
bility based on prior patents and printed publications.” Under 35
U.S.C. 304 the Office must determine whether “a substantial
new question of patentability” affecting any claim of the patent
has been raised. If such a new question is found, an order for
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reexamination of the patent is issued. It is therefore clear that it
isextremely imporiant that the request clearly set forth in detail
exactly what the requester considers the “substantial new ques-
tion of patentability” to be in view of prior patents and printed
publications. The request should point out how any questions of
patentability raised are substantially different from those raiscd
in the earlier prosecution of the patent before the Office**. If a
substantial new question of patentability is found as to one
claim, all claims will be reexamined during the ex parte recx-
amination process. See also MPEP § 2242.

Questions relating to grounds of rcjection other than those
based on prior patents or printed publications, such as on public
use, on sale, or fraud should not be included in the request and
will not be considered by the examiner if included.

Affidavits or declarations which ¢xplain the contents or per-
tinent dates of prior patents or printed publications in more
detail may be considered in recxamination. Sec MPEP § 2258.

2217 Statement Applying Prior Art [R-12]

The third sentence of 35 U.S.C. 302 indicates that the
“request must set forth the pertinency and manner of applying
cited prior art 1o cvery claim for which reexamination is re-
quested.” 37 CFR 1.510(b)(2) requires that the request include
“An identification of every claim for which reexamination is
requested, and a detailed explanation of the pertinency and
manner of applying the cited prior art to every claim for which
reexamination is requested.” If the request is filed by the patent
owner, the request for reexamination may also point out how
claims distinguish over cited prior art.

The prior art applied may only consist of prior patents or
printed publications. Substantial new questions of patentability
may be based upon the following portions of 35 U.S.C. 102:

“(a) .. . patented or described in a printed publication in this or a
forcign country, before the invention thereof by the applicant for
patent, or”

*(b) the invention was patented or described in a printed publica-
tion in this or a foreign country . . . more than one year prior to the date
of the application for patent in the United States, or”

deo

*(d) the invention was first patented or caused to be patented, or
was the subject of an inventor’s certificate, by the applicant or his legal
representatives or assigns in a forcign country prior to the date of the
application for patent in this country on an application for patent or
inventor's certificate filed more than twelve months before the filing of
the application in the United States, or”

*(e) the invention was described in a patent granted on an applica-
tion for patent by another filed in the United States hefore the invention
thereof by the applicant for patent, or on an international application by
another who has fulfilled the requirements of paragraphs (1), (2), and
(4) of section 371(c) of this title before the invention thereof by the

applicant for patent, or”
LR R

Similarly, substantial new questions of patentability may
also be made under 35 U.S.C. 103 which are based on the above
indicated portions of 35 U.S.C. 102. Public Law 98-622 enacted
on November 8, 1984, changed a complex body of case law and
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amended 35 U.S.C. 103 by adding a new sentence which
provides that the subject matter developed by another which
qualifics as prior art only under 35 U.S.C. 102(f) or (g) shall
>not< preciude patentability under 35 U.S.C. 103, provided the
subjectmatterandtheclaimed invention were commonly owned
at the time the invention was made. This change overrules the
practice under In re Bass, 177 USPQ 178, (CCPA, 1973)
wherein an carlier invention by acoemployee was treated as >35
U.S.C.< 103 prior art and applies through >35 U.S.C.< 102(g),
and possibly through >35 U.S.C.< 102(f) with respect to a later
invention made by another employee of the same organization.
>However, the Federal Cercuit held in duPont v. Phillips, 7
USPQ2d 1129, 1134-1135 (Fed. Cir. 1988), that the prior work
of another under 35 U.S.C. 102(g), except as qualified by 35
U.S.C. 103 with respect to certain commonly owned subject
matter, can be used as 35 U.S.C. 103 prior art so long as it has
not been abandoned, suppressed, or concealed.< Accordingly,
substantial new questions of patentability may be found under
35 U.S.C. 102(H)/103 or (g)/103 based on the prior invention of
another disclosed in a patent or printed publication, See Chapter
2100.

Substantial new questions of patentability based on matters
other than patents or printed publications, such as public use or
sale, inventorship, 35U.S.C. 101,35 U.S.C. 112, fraud, ctc. will
not be considered when making the determination on the request
and should not be presented in the request. A prior patent or
printed publication cannot be properly applicd as a ground for
reexamination if it is merely used as evidence of alleged prior
public usc or sale, insufficiency of disclosure, etc. The prior
patent or printed publication must be applicd directly to claims
under 35 U.S.C. 103 and/or an appropriate portion of 35 U.S.C.
102 or relate to the application of other prior patents or printed
publications to claims on such grounds.

The statement applying the prior art may, where appropri-
ate, point out that claims in the patent for which reexamination
is requested are entitled only to the filing date of the patent and
are not supperted by an carlier foreign or United States patent
application whose filing date is claimed. For example, under 35
U.S.C. 120, the effective date of the claims would be the filing
date of the application which resulted in the patent, Therefore,
intervening patents or printed publications arc available as prior
art under /n re Ruscetta, 118 USPQ 101 (CCPA, 1958).

Double patenting is normally proper for consideration in
recxamination,

The mere citation of new patents or printed publicaticns
without an explanation doesnotcomply with 37 CFR 1.510(b)(2).
An cxplanation of how the cited patents or printed publications
are applicd to all claims which the requester considers to merit
reexamination should be presented. This not only sets forth the
requester’s position to the Office, but also (o the patent owner,

Affidavits or declarations which explain the contents or per-
tinent dates of prior patents or printed publications in more
detail may be considered in reexamination. Sec MPEP § 2258.

ADMISSIONS
>1. Initial Reexamination Determination and Order
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The consideration under 35 U.S.C. 303 of arequest for reex-
amination is limited to prior patents and printed publications.
Sce Ex parte McGaughey, 6 USPQ2d 1334, 1337 (Bd. of Pat.
Appl. & Inter, 1988). Thus an admission per se may not be the
basis for establishing a substantial new question of patentabil-
ity. However, an admission by the patent owner of record in the
file or in a court record may be utilized in combination with a
patent or printed publication.

I1. Recxamination Examination on Merits

After reexamination has been ordered, the examination on
the meritsisdictated by 35U.S.C. 305, see Ex parte McGaughey,
6 USPQ2d 1334, 1337 (Bd. of Pat. Appl. & Inter. 1988). <

Admissions by the patent owner >in the record< as
matters affecting patentability may be utilized in a reexamina-
tion Proceeding, see 37 CFR 1.106(c).

The rules, 37 CFR 1.106(c) provides that admissions by the
patent owners as 1o matters affecting patentability may be
utilized in a reexamination proceeding. The Supreme Court
when discussing 35 U.S.C. 103 in Graham v. John Deere Co.
148 USPQ 459 (1966) stated, inter alia, *“the scope and content
of the prior art are to be determined”. Accordingly, a proper
evaluation of the scope and content of the prior art in determin-
ing obviousness would require a utilization of any “admission™
by the patent owner whether such admission results from a
patent or printed publication or from some other source. ** An
admission as to what is in the prior art is simply that, an
admission, and requires no independent proof. >It is an ac-
knowledged, declared, conceded or recognized fact or truth, Ex
parte McGaughey, 6 USPQ2d 1334, 1337 (Bd. of Pat. Appl. &
Inter. 1988).< While the scope and content of the admission
may sometimes have to be determined, this can be done from the
record and from the paper {ilc in the same manner as with patents
and printed publications. To ignore an admission by the patent
owner, from any source, and not usc the admission as part of the
prior art in conjunction with patents and printed publications in
recxamination would make it impossible for the examiner 1o
properly determine the scope and content of the prior art as
required by Graham, supra.

The Board of Appeals upheld the usc of an admission in a
reexamination proceeding in Ex parte Seiko Koko Kabushiki
Kaisha, 225 USPQ 1260 (1984), Ex parte Kimbell, 226 USPQ
688 (1985) »and in Ex parte McGaughey, 6 USPQ2d 1334 (Bd.
of Pat. Appl. & Inter, 1988).<. In Sciko, the Board relied on /n
re Nomiya, 184 USPQ 607 (CCPA 1975) holding an admission
of prior art in the specification of the parent undergoing reex-
amination is considered prior art which may be considered for
any purpose, including usc as evidence of obviousness under 35
U.S.C. 103. In Kimbell the Board referred to the patent specifi-
cation and noted the admission by appellant that an cxplosion-
proof housing was well known at the time of the invention,
>In Ex parte McGaughey, 6 USPQ2d 1334, 1337 ( Bd. of Pat,
Appl. & Inter. 1988), the Board held that any equivocal admis-
sion relating to prior art is a fact which is part of the scope and
content of the prior art and that prior art admissions cstablished
in the record are 1o be considered in reexamination, The Board
expressly overruled the prior Board decision in Ex parte Hor-
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ton, 226 USPQ 697 (1985) which held that admissions which
are used as a basis for a rejection in reexamination must relate
to patents and printed publications.<

>The admission<** ¢an reside in the patent file (made of
record during the prosecution of the patent application) or may
be presented during the pendency of the reexamination procecd-
ing »or in litigation<,** Admissions by the patent ewncr as to
any matter affecting patentability >may be wtilized< to deter-
mine the scope and content of the prior art in conjunction with
patents and printed publications ** in a prics art icjection
whether such admissions result from patents or printed publica-
tions or from somc other source. >An admission relating (o any
prior art (i.c., on sale, public usc, ¢tc.) established in the *record
or in court may be used by the examiner in combination with
patents or printed publications in a reexamination proceeding.
>The admission must stand on its own. Information supple-
menting or further defining the admission would be improper.
Any admission submitted by the patent owner is proper. A third
party, however, may not submit admissions of the patent owner
made ouiside the record or the court. Such a submission would
be outside the scope of reexamination.<

2218 Copies of Prior Art

Itisrequired thata copy of cach patent or printed publication
relicd upon or referred to in the request be filed with the request
(37 CFR L.510(b)(3)). If any of the documents are not in the
English languagc, an English language transtation of all neces-
sary and pertinent parts is also required. An English language
summary or abstract of a non-English language document is
usuaily not sufficient,

Itis also helpful to include copies of the prior art considercd
during carlier prosecution of the patent for which recxamination
is requested. The presence of both the old and the new prior ant
allows acomparison to be made todetermine whethera substan-
tial new question of patentability is indeed present, Copies of
parent applications should also be submitted if the parent
application relates to the alleged substantial new question of
patentability; for cxample, if the patent is a continuation-in-part
and the question of patentability relates to an/n re Ruscetia, 255
F. 2d 687, 118 USPQ 101 (CCPA 1958) type rejection where
support in the parent application is rclevant.

2219 Copy of Printed Patent [R-4]

The Patentand Trademark Office will prepare a separate file
wrapper for cach reexamination request which will become part
of the patent file. Since in some instances, it may not be possible
to obtain the patent file promptly aitd in order to provide a format
which can be amended and used for printing, requesters are
required under 37 CFR 1.510(b){(4) to include a copy of the
entire specification (inchuding claims) and drawings of the
patent for which reexamination is requested in the form of a cut-
up copy of the original printed patent with only a single column
of the patent sceurely mounted or reproduced in permanent form
on onc side of a sheet of paper. A copy of any disclaimer,
certificate of correction, or reexamination certificate issued in
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the patent must also be included so that acompick aistory of the
patent is before the Office for consideration, A copy of any
Federal court decision, complaint in a pending civil action, or
interference decision should also be submited,

2220 Certificate of Service [R-4]

If the requester is a person other than the patent owner, the
owner of the patent must be served with a copy of the request in
its entircty. The service should be made to the correspondence
address as indicated in 37 CFR 1.33(c). The name and address
of the person served and the certificate of service should be
indicated on the request.

The most recent address of the attorney or agent of record
can be determined by checking the Office’s register of patent
attorneys and agents maintained by the Office of Enrcliment
and Discipline pursuant to 37 CFR 10.5 and 10.11(a).

2221 Amendments Included in Request by Patent
Owner [R-12]}

Under 37 CFR 1.510(c) a patent owner may include a pro-
posed amendment with his or her request, if he or she so desires.
Any such amendment must be in accordance with 37 CFR
1.121(f). Sce MPEP § 2250). Amendments may also be proposed
by patentowners >inastatement under 37 CFR 1.530 or< during
theactual ex partereexamination prosecution (37CFR 1.550(b)).

The request should be decided on the wording of the claims
without the amendments. The decision on the request will be
made on the basis of the patent claims as though the amendment
had not been presented. However, if the request for recxamina-
tion is granted, the ex parie reexamination prosccution should
be on the basis of the claims as amended.

2222 Address of Patent Owner [R-12]

37 CFR 1.33, Correspondence respecting palent applications, reex-
aminaiion proceedings, and other proceedings.
Wk

(¢) All notices, official letiers, and other communications for the
patent owner or OWners in a reexamination proceeding will be directed
10 the aorney or agent of record (see §1.34(b)) in the patent file at the
address listed on the register of patent attorneys and agenis mainlained
pursuantto §§ 10.5 and 10.11 or, if no attorney or agent is of record, 10
the patent owner or owners at the address or addresses of record.
Amendments and other papers filed in a reexamination proceeding on
behalf of the patent owner must be signed by the patent owner, or if
there is more than one owner by all the ewners, or by an atlorney or
agentof record in the patent file, or by aregisiered attorey or agent not
of record who acts in a representative capacity under the provisions of
§ 1.34(a). Double correspondence with the patent owner or owners and
the patent owner's attorney or agent, or with more than one atlorney or
agent, will not be undertaken. If more than one attomey or agent is of
record and a correspondence address has not been
specified,correspondence will be held with the last attorney or agent

made of record.
TEEE
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»37CFR 1.33(c) indicates which correspondence address is
1o be normally used to direct correspondence (o the patent
owner, In most instances this will be the address of the first
namced, most recent attorney or agent in the patent file at his or
her current address. As a gencral rule, the attorney-client rela-
tionship terminates when the purpose for which the attorney was
employed is accomplished, ¢.g., the issuance of a patent o the
clicnt. However, apart from the attorney-client relationship, the
Officc has, by regulation, 37 CFR 10.23(¢c)(8), made it the
responsibility of every “practitioner,” by virtue of his/her regis-
tration, “to inform a client or former client * * * of correspon-
dence received from the Office * * * when the correspondence
(1) could have asignificant effect on amatter pending before the
Office, (ii) is received by the practitioner on behalf of a clientor
former client and (iii) is correspondence of which a reasonable
practitioner would belicve under the circumstances the client or
former client should be notified.” (Emphasis added.) This
responsibility of a practitioner to a former client manifestly is
not climinated by withdrawing as an attorney of record, The
practitioner if hefshe so desires, can minimize the need for
forwarding correspondence concerning issucd patents by hav-
ing the correspondence address changcd after the patent issues
il the u)rrcspondcncc address is the practitioner’s address,
which frequently is the case where the practitioner is the
attorney of record.

Further, 37 CFR 10.23(c)(8) requires apractitioner to “timely
notify the Offlice of an inability to notify aclient or former client
of correspondence received from the Office * * * " (Emphasis
added.) As the language of this requircment clearly indicates,
the duty to notily the Office is a consequence, not of any
attorney-client relationship, but rather arises by virtue of the
practitioner’s status as a registercd attorney or agent.<**

If the patent owner desires that a different attorney or agent
receive correspondence, then a new power of attorney must be
filed. Correspondence will continue to be sent to the attomey or
agent of record in the patent file absent a revocation of the same
by the patent owner, I the attorney or agent of record specifics
4 correspondence address to which correspondence is to be
dirceted, such direction should be followed. However, since a
change in the correspondence address does not withdraw a
power of attorney, a change of the correspondence address by
the patent owner does not prevent the correspondence from
heing directed to the attorney or agent of record in the patent file
under 37 CFR 1.33(c).

A form {or changing correspondence address or power of
attorney is set forth below. Such forms should be addressed to
the Commissioner of Patents and Trademarks, Box Patent
Address Change, Washington, D.C. 20231,

CHANGE OF POWER OF ATTORNEY OR

CORRESPONDENCE ADDRESS IN U.S. PATENT
Address Lo
Commissioner of Patents and Trademarks
Box: Patent Address Change
Wasiington DD.C, 20231

To the Commissioner of Patents and Trademarks:

In United States patent number ____, granted _____to ____ (list
(ivst inventar) please make the following change:

{ | 1. Change the address of the sttiomey(s) of cecord o

LTINS T L T O T T S T R YT Y erieasesnniinn essasnan 4usvsNRsaNLATO L N caRRasARY aeveeasy
werane P T L L L T T T T Ty P LT Py T PR T Ty T P P S T TR Y

l l 2. Chan;,,e the mmeapomimce addmss uf the p&lem owner

LTRYPTTTITRINS tasrenuse asrennenee erarrersivirennes [TTTITIITIVITERSYPLIY TP TYT PRI aesessseranang

.................................

[ 1 3. Add apower of attotney o and uddress any {uture comrespon-
dence (o the first named person below

Wll() l hcrcby appoint to transact all business in the Patent and Trade-
mark Office.

{ ] *4. Remove all previous powers of attomney which 1 hereby
revoke and enter a power of attorney and address any future correspon-
dence to
who I hereby appoint to transact all business in the Patent and Trade-
mark Office.

Itis certified that the person whose signature appears below has the
authority to make the requested changes in the patent.

Authorized Signature
[ ] Atomey/Agent Reg. No.
[ ] Patent QOwner

*Requires signaturce of patent owner.,

2223 Withdrawal of Power of Attorney [R-4]

Any request for withdrawing a power of attorncy from a
patent will normally only be approved if at least 30 days remain
in any running period for response. Sce also MPEP § 402.06.

2224 Correspondence [R-12]

37 CFR 1.1 All communications to be addressed 1o be addresyed to
Comunissioner of Patents and Trademarks.

(a) All letters and other communications intended for the Patent
and Trademark Office must be addressed to “Commissioner of Patents
and Trademarks,” Washington, D.C. 20231, When appropriate, a letier
should also be marked for the attention of a particular officer or

individual.
Wode ko

(c) Requests for reexamination should be additionally marked

“Box Reexam."
PR

All requests for reexamination iailed to the Patent and
Trademark Office should be additionally marked “Box Reexam.”
>on the face of the envelope.< Such mail will not be opencd by
the Correspondence and Mail Division but will be sorted out
immediately and processed by the Reexamination Preprocessing
Unit. Subscquent correspondence should »not be marked “Box
Reexam,”, It shoulde* be directed to the cxamining group art
unit indicated on the Office letters. Any correction or change of
correspondence address for a United States patent should be
addressed to the Office at Box “Patent Address Change.”

Lctters sent to the Patent and Trademark Office relating to
a reexamination proceeding should identify the proceeding by
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the number of the patent undergoing reexamination, the reex-
amination request control number assigned, examining group
art unit, and the name of the examiner. The certificate of mailing
practice (37 CFR 1.8) and “Express Mail” with certificate (37
CFR 1.10) may be used to file any paper in a recxamination
proceeding,

Communications from the Patent and Trademark Office to
the patent owner will be directed to the first named, most recent
attorney oragentof record in the patent file at the current address
on the Office’s register of patent attomeys and agents or (o the
patent owner’s address il no attorney or agent is of record, 37
CFR 1.33(c).

Amendments and other papers filed on behall of patent
owners must be signed by the patent owners, or the registered
attorney or agent of record in the patent file, or any registered
attorncy or agent acting in a representative capacity under 37
CFR 1.34(a). Scc MPEP § 2213,

Double correspondence with the patent owners and the
autorney or agent normally will not be undertaken by the Office.

Where no correspondence address is otherwise specified,
correspondence will be with the most recent attorney or agent
made of record.

Note MPEP § 2220 on certificate of service,

2225 Untimely Paper Filed Prior to Order [R-12]

After filing of a request, no papers other than (1) citations of
patents or printed publications under 37 CFR 1.501; (2) another
complete request under 37 CFR 1.510; or (3) notifications
pursuantto MPEP § 2282, should be filed with the Office by the
requester, patent owner, or third parties prior to the date of the
decision on the request for recxamination. Any papers other
than thosc under 37 CFR 1.501 or 1.510 or MPEP § 2282 filed
prior to the decision on the request will be returned to the sender
by the group dircctor without consideration. A copy of the leticr
accompanying the returned papers will be made of record in the
patent filc. However, no copy of the returncd papers will be
retained by the Office. If the submission of the returncd papers
is appropriate later in the proceedings, they wili be aceepted by
the Office at that time. Scc [n re Amp Inc., 212 USPQ 826
(Comr. Pats., 1981); Inre Knight, 217 USPQ 294 (Comr, Pats.,
1982) and Patlex Corporation v. Mossinghoff, 226 USPQ 985,
989 (Fed. Cir. 1985).

2226 [Initial Processing of Request [R-12]

The opening of all maitmarked “Box Recxam™ and all initial
clerical processing of requests for reexamination will be per-
formed by the Reexaminatioa Preprocessing Unit in the Office
of **>National and Intemational Application Reviews,

2227 Incomplete Request [R-12]

37 CFR 1 510, Request for reexamination
LR

() If the request does not include the fee for requesting reexami-
nation or all of the parts required by paragraph (b) of this section, the
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person identified as requesting reexaminution will be » » notified and
given an opporiunity o complets the request within a specified time.
If the fee for requesting reexamination has been paid but the defect in
the request is not comected within the specified time, the detersmination
whether or not o instituwte reexamination will be mude on the reguest
as it then exists. I the fee for requesting reexamination has not been
paid, no determination will be made and the request will be placed in
the patent file as & citation if 3t complics with the requirements of §
1.501(a).

(d) The filing date of the request is: (1) the date on which therequest
including the entire [ee for requesting reexamination is received in the
Patent and Trademark Office; or (2) the dute on which the last portion
of the fee for requesting reexamination is received.

L3 I

If the required fec under 37 CFR 1.20(c) is not paid in full,
therequestisconsidered tobeincomplete, 37 CFR 1.510(c), and
will not be considered on its merits or have a notice of its filing
announced in the Official Gazette. The reguest is considered 1o
have a “filing date” under 37 CFR 1.510(d) only when the entire
fee is paid.

If no fec, or only a portion of the fec is received, the
Reexamination Preprocessing Unit will notify the requester of
the defect and give the requester a specified time, normally 1
month, to complete the request. A telephone call may also be
made to the requester indicating the amount of the insufficient
fee. 1fthe request is not timely completed, any partial (ee will be
returncd and the request will be treated as a citation under 37
CFR 1.501(a) if it complics therewith,

2228 Informal Request [R-4]

Ifthe fec under 37 CFR 1.20(c) has been paid, but the request
docs not contain all the clements called for by 37 CFR 1.510(D),
the request is considered to be informal. All requests which are
accompanicd with the entire fec will be assigned a filing date
from which the three month period for making a decision on the
request will he computed, Notice of filing of all complete
requests will be published in the Official Gazette. approxi-
mately 4-5 weeks after filing,

The Reexamination Preprocessing Uuit will attempt to
notify the requester of any informality in the request in order to
give the requester time to respond before a decision is made on
the request. If the requester does not respond and correct the
informality, the decision on the request will be made on the
information presented. If the information presented doces not
present “asubstantial new question of patenitability”, the request
for reexamination will be deniced.

2229 Notice of Request in Official Gazette [R-4]

37 CFR 111, Files open to the public
TR R}

(¢) Allrequiests for reexamination for which the fee under § 1.20(c)
has been paid, will be announced w the Official Gazette. Any reexami-
nations at the iniliative of the Commissioner pursuant to § 1.520 will
also be announced n the Official Gazette. The announcement shall
mclude at least the date of the request, if any, the reexamination request
control number or the Conunissioner initiated order contrel number,
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patent number, title, class and subclass, name of the inventor, name of
the patent owner of record, und the examining group to which the
reexamination is ussigned.

(1) All papers or copies thoreof relating 10 & reexamination pro-
ceeding which have been entered of record in the patent or reexamina-
tion file are open o inspeetion by the general public, and copics may

be furnished upon paying the fes therefor,
LI

Under 37 CFR 1.11(c¢), reexamination requests with suffi-
cient fees and any Commissioner initinted orders made without
a request will be announced in the Official Gazette. The Reex-
amination Preprocessing Unit will complete a form with the
information needed o print the notice. The forms are forwarded
atthe end of each week to the Office of Publications for printing
in the Official Gazette.

In addition, a record of requests filed will be located in the
Public Scarch Room and in the Recxamination Preprocessing
Unit, Office personnet inay use the PALM System to determine
il o request for reexamination has been filed in a particulor
patent, The Official Gazette notice will appear in the notice
section of the Official Gazette under the hicading of “Recxami-
aation Requests Filed” and will include the name of any re-
quester along with the other items set forth in 37 CFR 1.11(c).
2230 Constructive Notice to Patent Owner

insome instances itmay not be possible to deliver matl to the
patent owner becsuse no current address is available, 1f all
¢lforts to correspond with the patent owner fail, the reexamina-
tion proceeding will proceed without the patent owner. The
publication in the Official Gazette of the notice of the filing of
arequest or the ordering of recxamination at the initiative of the
Commissioner will serve as constructive notice 1o the patent
owner in such an instance,

2231 Processing of Request Corrections [R-12]

Any pnyment of insufficient >request fiting fee<* should be
marked “Box Reexam” o that the fee may be promply for-
warded to the Reexamination Preprocessing Unit. If the fee
payment completes the payment of the required fee, the request
will be processed, notice will be published in the Official
Gazete and the request will be forwarded to the appropriase
examining group lor determination.

Any correction of a defect other than the fee should be
directed (o the examining group where the file is located. The
group clerical personnel process any timely corrections and
enter them in the file of the seexamination,

2232 Public Access [R-4]

The reesamination fokders will be stored in & separate
central location in the patent examining group unless being
acted upon by the examiner or g communication is being
processed by the group clerical personnel. In view of the desire
e conduct the reexamination proceeding with special dispaich,
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the reexamination folder may NOT be available to the put- .
when it is in the Recxamination Preprocessing Unit, and wiicn
the examiner has started consideration of some matter until an
action is mailed, However, all arcas should be as reasonable as
possible in allowing access and copying of the file, At times
other than those identificd above, the reexamination file wilt be
made available to members of the public upon request. Inspec-
tion will be permitted in the patent examining group. If a copy
of the file is requested, it may be ordered from the Certification
Branch of the Examination Services Division or the file wrapper
may b¢ hand carried by 8 member of the group to the Record
Room and left with amember of the Record Room stalt, The file
will be dispatched by using PALM transaction 1034-921, A
charge card will be stapled to the file identifying the Reexami-
nation Control Number, Art Unit Number, Reexamingtion
Clerk's name and phone number,

A memberof the Record Room staff should call the reexami-
nation clerk in the group whencopying is completed, and the lile
can then be reirioved by a member of the group. The group
should maintnin a tickler record of the location of the [ile
wrapper by some system,

Similar procedures shoull be utilized in the event that an
associated patentfile is requested for inspection and/or copying,
Access 1o the patent file wrapper should be restricted only when
the examiner is preparing an action in the reexamination folder
wlhich requires consideration of the patent file.

To: RECORD ROOM PERSONNEL
Re: Reexam. No,
Patent No.
Serial No.
This file is charged out from group
Please roturn prompily by:
[ 1Oflice Mail

[ 1Calling  557-...... for pickup of the file

Sale of Copies of Reexamination Requests

Copies of reexamination requests, all cited references, and
the file wrapper und conients of the patent file for which
reexaminaticn is requested are available o the standard charge
per page. Orders for such copics must indicate the control
number assigned the reexamination request, Ordess should be
addressed o the Commissioner of Patents and Trademarks,
Washington, D.C. 20231, Atiention: Examination Services
Division,

TO DETERMINE ON PALM [F A REEXAMINATION
REQUEST HAS BEEN FILED FOR A GIVEN PATENT
NUMBER

Assume Patent Number Is 4104156

- Clear PALM Terminal

- Koy In: 3110 And Press Send

- When Screen Fills

Enter: PAT NO 4104156 (In Family Name)
Press: TAR
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Enter; $ (In Given Name)

Press: TAB

Enter: Y

Press: SEND

Any reexamination for the patent number will be listed on
the return screen,

There will be aboutaten (10) day lag between filing and data
eotry.

2233 Processing in Examining Group [R-12]

Each examining group has designated at least one docket
clerk and one backup clerk to act as the reexamination clerk and
has assigned to that person those clerical duties and responsibili-
ties which are unique to reexamination. The regular docket
clerks will still perform their normal duties and responsibilitics
in handling papers and records during the actual reexamination
process. The reexamination clerk has sole responsibility for
clerical processing until such time as the request is cither
granted or denied. If a request is granted, the responsibility for
all docket setivities relating to ex parte examination is assigned
to the regular docket clerk,

FEES

Under reexamination, there are no fees duc other than for the
request and any appeal, brief, and oral hearing (ees under 37
CFR 1.191, 1.192 and 1.194(b). No fces are required for
additional claims added or for issue of the certificate, Any
petitions filed under >35US.C. 133 or< 37 CFR 1,182 0r 1183
relating 10 o reexamination proceeding require fees (37 CFR
1.17(h) >and (D)<). Small entity reductions are available (o the
patent owner for the »35 U.S.C, 133,< appeal, bricl, and oral
hearing fees, Small entity reductions in fees are >not< available
for the reexamination filing fce nor for petition fees >for
petitions filed under 37 CFR 1,182 and 1.183.<. When a [ec is
required in a merged proceeding, only a single lee is needed
even though multiple copies of the submissions (one for cach
(ile) are required.

MAILING

A transmittal form with the requester’s address will be used
to forward copics of Office actions to the requester. Whenever
an Office action is issucd, a copy of this form will be made and
attached to a copy of the Office action. The use of this form
removes the need o retype the requesier’s address cach time a
mailing is requircd. When the patent owner is the requester, no
suchi form is necded.

The following steps should be taken when processing reex-
amination requests in the examining groups.

1. Report receipt of the reexamination file in the group
on the PALM terminal and forward the file to the group’s
reexamination clerk.

2. Date stamp the date of receipt in the group on the
reexamination file,

3. Charge file to the supervisory primary examiner of
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the group art unit indicated on the reexamination «c on the
PALM terminal and forward the file o the supervisory
primary ¢xaminer,

4. The supervisory primary examiner promptly reviews
the subjcct matter of the patent in which reexamination was
requested and either wansfers the request file (which should
rarcly occur) or assigns it to a primary ¢xaminer. The
primary examineris informed and the request file is returmncd
tothe group'sreexamination clerk forentry of the examiner's
name into PALM,

5. At about 6 weeks afer the filing of the request, the
request file should be given to the examiner and charged to
him or her on PALM,

6. The primary examiner then drafts a decision on the
request and returns it o be typed on a “special” basis,
normally within 8 weeks after the filing date of the request.

7. The typed decision is forwarded to the primary
examiner for signature. After signing, the file is retumed to
the group clerical unit for mailing and PALM update,
normally within 10 weeks after the filing date of the request,

The initial reexamination files were regular patent applica-
tion files which had orange tape applied to the face. The
scurrent< reexamination file wrappers have an orange color for
casy identification.

2234 Entry of Amendments [R-4)

37 CFR 1.121 Manner of making amendments.
TR R

(f) Proposed amendments presented in patents involved in reex-
amination proceadings must bo presented in the form of a full copy of
the text of: (1) Ench claim which is amended and (2) each puaragraph of
the description which is amended. Matter deleted from the patent shall
be pliced between brackets and matter added shall be undertined.
Copies of the printed claims from the paent may be used with any
additions being indicated by carets and deloted material being placed
between brackets. Claims must not be renumbered and the numbering
of the cleims added for reexamination must follow the number of the
highest numbered patent cleim, No anmendment may enlarge the scope
of the claims of the patent. No new nuttter may be introduced into the
patent.

Amendments which comply with 37 CFR 1.121(f) arc
entered in the reexamination file wrapper, An amendment is
given a Paper No. and is designated by consecutive fetters of the
alphabet (A, B, C, ctc)).

The amendment will be entered by drawing a line in red ink
through the claim(s) or paragraph(s) canceled or amended, and
the substituted copy being indicated by reference letter. Claims
must not be renumbered and the numbering of the claims added
during recxamination must follow the number of the highast
numbered patent ¢laim,

ALL amendments in reexamination procecdings must be
presented in the form of a full copy of the text of cach claim
which is amended and cach paragraph of the description which
is amended,

If & portion of the text is amended more than onee, cach
amendment should indicate ALL of the changes (insertions and
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deletions) in relation 10 the current text of the patent under
reexamination,

Examples of proper claim amendment format arc as follows:
1. Patent ¢laim:

A cutting means having a handle portion and a blade portion,
2. Proper first amendment format:

A |cutting means] knife having a bong handle portion and
a potehed blade portion,

3. Proper second amendment format:
A [cutting means) kpife having a handle portion and
a serrated blade portion,

Note that the second amendment includes the changes
presented in the first amendment, i.c. Jcutting means}) knile, as
well as the changes presented in the seeond amendment, i.c.
seroted. However, the term gogehed which was preseated in the
first amendment and replaced by the term geerated in the second
amendment and the term hone which was presented in the first
amendment and deleted in the second amendment are NOT
shown in brackets, t.c. [notched] and [bonge), in the sccond
amendment. This is because the terms [notched) and [bone)
would not be changes from the current patent text and therefore
are not shown, In both the first and the second amendments, the
entire claim is presented with all the changes from the current
patent text,

Although amendments will be entered for purposes of
examination, the amendments are not legally effective untit the
ceetificate is issued,

Sec MPEP § 2250 for manner of making amendments by
patentowner, For entry of amendments inamerged proceeding
see MPEP §§ 2283 and 2285, :

2235 Record Systems
PALM « MONITORING SYSTEMS

The Patent Access and Location Monitoring (PALM) sys-
tem is used to support the reexamination process. The sections
below delineate PALM related activities,

1. Reexamination File Data on PALM -— The routine
PALM retricval transactions are used to obain data on reexanii-
nation files. The user keys in the retricval transaction code
(2952, 2962, cte.) the reexamination series code (90) and the
reexamination control number, Almost all data displayed for
reexamination files has the same meaning as for regular patent
applications. Two changes should be noted. In the first named
applicant location (normally upper left corner, abbreviation
APPL) the patent number being reexamined will appear for
reexamination files. For a patent undergoing reexamination the
number of the proceeding can be determined on the 2953
retrieval screen, The pertinent reexamination number(s) will
appear in the “Details” section of the screen as asix digit number
preceded by an “R™ If no “R” number is present then no
reexamination has heen filed.

2. Reexamination File Location Control— The location of
arcexamination file is monitored in the same manner as regular
patent application files. All PALM transactions arc ¢gually
applicable o regular patent applications and recxaminagion
files.
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3. Patent File Location Control — The movement of pate
files related o requests for reexamination throughout the Oft.ce
is monitored by the PALM system in the normal fashion. Within
the groups the reexamination file and patent file will be kept
together, from initial receipt until the reexamination is assigned
1o an examiner for determination, At this point the patent file
will be charged to the examiner assigned the reexamination file
(use transaction 1036) and will be kept in the examiner’s room
until the proceeding is terminated. After the recxamination
proceeding has been erminated, the patent file should be
forwarded with the reexamination file to the Office of Publica-
tions via the appropriate office. Publishing Division will for-
ward the patent file and the reexamination file 1o the Record
Room afier printing ol the certificate.

4, Reporting Events to PALM —— The PALM system is used
to monitor major ¢vents that take plice in processing reexanii-
nation proceedings. During initial processing all major pre-ex
parte examination events are reporied. During the ex parte phasc
the mailing ol cxaminer's actions are reported as well as
owner's responses thereto, The group reexamination clerk is
responsible for reporting these events using the bar code reader
(BCR) initiated 2920 cathode ray tube (CRT) update screen
display. The cvents that will be reported are as follows:

Determination Mailed — Denial of request [or reexaming-
tion,

Determination Mailed — Grant of request for reexamina-
tion.

Petition for reconsideration of determination received,

Decision on petition mailed —- Denied,

Decision on petition mailed —— Granted.

Owner response o determination received.

Requester response 1o determination received.

The mailing of all examiner actions.

The reccipt of owner's responses to examiner's actions and
Office receipt date,

Each of these events, as well as ndditional events reported by
the Reexamination Preprocessing Unit will he permanently
recorded and displayed in the “Contents™ portion of PALM. In
addition, status representative of these cvents will also be
displayed,

5. Status Reports — Various weekly “tickler” reports can
be generated for cach group given the event reporting discussed
above. The primary purpose of these computer outputs is to
assure that reexaminations are, in fact, processed with “special
dispatch,”

PALM Reports -— A number of automated reports generated
from the PALM system are provided to the groups at the
beginning of cach weck. These reports serve 1o indicate (o the
groups when certain deadlines are approaching. Each report is
subdivided by group and lists the requests in control number
sequence, The following reports have been identified.

Requests not yet received in group ~ This report serves o
indicate 10 a group those requests assigned to it for which
preprocessing has not been completed and which have not yet
been received in the group. This report provides an indicator of
future workload as well as identifying potential, problem strag-
glers,
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Requests Not Yet Assigned to an Examiner - This report
serves to highlight those requests which have not been assigned
to an examiner by the six week anniversary of their filing,
Requests appearing on this report should be located and dock-
cled immediately.,

Requests Which Should Be Taken Up for Determination -
This report lists those requests which have been assigned (o an
examiner and in which no determination has been maited and
the six week anniversary of their fiting is past. Requests on this
report should be taken up for determination by the examiner,

Requests for Which Determinations Should be Prepared -~
This report lists those requests which have been assigned (o an
examiner and in which no determination has been maited and
the two month anniversary of their fiting is past. Determinations
for requests on this report shoukd be in the final stages of
preparation,

*Requests for Which Determinations Should Have Been
Mailed - "This report lists those requests which have been
assigned o anexaminer and in which no determination has been
mailed and the ten week anniversary of their filing is past,
Determinations for requests on this report should be mailed
immiediately.

*Overdue Deterininations ~-"This report lists those requests
in which no determination has been maited and the three month
anniversary of their filing is past. This report should always be
710,

Overdue Petitions for Reconsideration of a Denial — This
report fists those requests in which the determination denicd
reexamination and no petition has been reecived and six weeks
have passed since the determination was mailed. Requests on
this report should be erminated.

Overdue Owner Responses (o Determineations — ‘This re-
port lists those requests in which the determination ordered
reexamination and the owner has not filed a response and ten
weeks have passed since the mailing of the determination,
These requests should be taken up for immediate ex parte action
by the examiner.

Overdue Requester Responses to Statements - This report
lists those requests in which a proper OWNER statement was
received and NO requester reply has been received and ten
weeks have passed since the receipt of the owner response,
These requests should be taken up for immediate action.

*Overdue First Ex Parte Actions — This report ists those
reqguests in which reexamination has been ordered and a first
action has not been mailed and six weeks have passed since the
request became available for ¢x parte prosecution, These se-
quests should be taken np for immediate action by the examiner.

*Overdue Action or Examiner' s Answer —- This report lists
those recxaminations which are up for second or subsequent
action by the examiner and no such action has been mailed and
two months have passed since the filing of an owner response 1o
a previous action,

*Overdue Advisory Action— This report lists those reex-
aminations which are up for action by the examiner and no such
action has been mailed and one month has passed since the filing
of an owner response to a previous final action,

*Overdue Owner Response — This report lists those re-
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quests in which there has been an action rendercd and four
months have passed without an owner response.

*Overdue Certificates — This report lists those requests in
which a Notice of Intent o Issue @ Reexamination Certificate
has been mailed and three months have passed since its maiting
and no issue date has been assigned.

*Requests With Prolonged Prosecution — This report lists
pending requests which have not matured into a certificate and
fiftcen.months have passed since the date of filing,

*Asterisk items require immediate action and followup, if
appropriate.

6. Historical Reporting — A varicty of historical reports are
possible given the event recording described above. Thus such
sttistics as the number of requests filed and determinations
made in a specificd period or number or kind of reexaminations
in which an appeat was filed can be made available.

2236 Assignment of Reexamination [R-4]

Reexamination requests should normally be assigned to the
art unit which examines the class and subclass in which the
patent to be reexamined is currently classified as an original and
to the primary examiner most familiar with = claimed subject
matter of the patent. Where no knowledgeable primary exam-
iner is available, the reexamination may be assigned to an
assistant exaniiner, In such an instance the supervisory primary
examiner must sign all actions and take responsibility for all
actions taken,

2237 Transfer Procedure

Although the number of reexamination requests which must
be transterred should be very small, the following procedures
have been established for an expeditious resolution of any such
problems.

No transter inguiry forms (PTQO-447A) should be used in
reexamination situations, All reexamination requests in which
atranster is desired must be hand carricd with the patent file by
the supervisory primary examiner to the supervisory primary
examiner of the group art unit to which atransfer is desired. Any
conflict which cannot be resolved by the supervisory primary
cxaminers will be resolved by the group directors involved,

If the reexamination request is accepted in the “new” art
unit, the “new™ supervisory primary examiner assigns the re-
quest 1o ancxaminerand the “new” group’sreexamination clerk
PALMS in the request.

2238 Time Reporting [R-4]
A, Clerical time reporting

Both the Program Management System (PMS) and Payroll
systems now uscd 1o monitor clerical time have been modified
to report reexamination activities, Time devoted to processing
actual reexamination files in the groups should be reporied
using the appropriate PMS Code and Project Code. It should be
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noted that all clerical ime consumed by reexamination activi-
tics must be reported in the above manner. Such activities as
supervision, copying, typing and docketing should be included.

B. Professional time reporting

Reexamination fees are based on futl cost recovery and it is
essential that all time expended on recxamination activities be
reported uccurately, Thus, directors, supervisory patent exam-
incrs and board members as well as examiners should report
lime spent on reexamingtion on their individual Time and
Aticndance Report (PTQ-1411) using the following Project
Codes:

119050 — Used to report training.

119051 - - Used to report all activities related to a specific
reexamination proceeding up until the time ¢x parte prosecution
is hegun,

119052 — Used to report all activities related to a specific
recxamination proceeding from the time it is taken up for first,
ex parte, action until the issuance of a certificate takes place.

Examiners and SPE's will use the above codes toreport their
time for reexamination activities on the Examiner's Biweekly
Time Worksheet (PTO-690E) by making appropriate entrics in
the ltem 16 space.

Time reported using codes 119050 and 119051, and 119052
will also be reported in the Examiner Production System as
“Other™ time,

2239 Reexamination Ordered at the
Commissioner’s Initiative [R-4]

37 CFR 1520, Reexamination af the initiative of the Commissioner.

The Comniissionier, at any time during the period of enforceability
of u putent, may determine whether or not a substantial new question
of patentability is raised by patents or printed publications which have
been discovered by the Commissioner or which have been brought to
the Commissioner’s gtiention even though no request for reexamina-
tion has been filed in secordance with § 1.510. The Commissioner may
initiste reexamination without @ request for reexamination pursuant to
§ 1.510. Normully requests from outside the Patent and Trademark
Office that the Commisgioner undertake reexamination on his own
mitiative will not be considered. Any determination to initinte reexami-
nation under this section will become a part of the official file of the
patent and will be given or mailed to the patent owner at the address as
provided for in § 1.33(¢).

The Comnissioner may initiate reexamination without a
request being filed and without a fee being paid, Such reexami-
nation may beordered st any time during the period of enforeca-
hility of the patent.

The decision to order reexamination at the Commissioner’s
initiative is normally made by the Deputy Assistant Commis-
sioner for Patents after a review of all the facts concerning the
patent. It may be made by the Commissioner of Patents and
Trademarks, Deputy Commissioner or Assistant Commissioner
for Patents. The number of such Commissioner initiated orders
is expected (o be very small,

If an Office employee becomes aware of an unusual fact
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situation in a patent which he or she considers o clearly warrant
reexamination, a memorandum setting forth these facts along
with the patent file and any prior art patents or printed publice:
tions, should be forwarded o the Deputy Assistant Commis-
sioner for patents through the supervisory chain of command.

If an order to reexaming is to be issucd, the decision is
prepared and signed by the Deputy Assistant Commissioner for
Patents and the patent file is forwarded to the Reexamination
Preprocessing Unit for preparation of the reexamination file and
Official Gazette notice.

The decision o order reexamination made in the Office of
the Deputy Assistant Commissioner for Patents is NOT mailed
by that Office. The Reexamination Preprocessing Unit, once the
recxamination file has been prepared and the Control Number
assigned, will mail the decision letter o the patent owner.
Prosccution will then proceed without further communication
with anyone but the owner.,

If the Deputy Assistant Connnissioner for Patents refuses o
issue an order for reexamination, no record of any consideration
of the matter will be placed in the patent file and the patent owner
will not be notificd.

The Commissioner will not normally consider requests to
order reexamination at the Commissioner’s initigtive reccived
from members of the public. If a member of the public desires
recxamination, a request and fee should be filed in accordance
with 37 CFR 1.510.

2240 Decision on Request [R-12]

35 US.C. 303. Determination of issue by Commissioner,

(1) Within three months following the filing of a request for
reexaminstion under the provisions of section 302 of this title, the
Commissioner will determine whether a substantial new question of
patentability affecting any claim of the patent concerned is raised by the
request, with or without consideration of other patents or printed
publications. On his own initistive, and any time, the Commissioner
may determine whether & substantial new question of patentability is
raised by patents and publications discovered by him or cited under the
provisions of section 301 of this title.

(b) A record of the Commissioner's determination under subsec-
tion (a) of this section will be pleced in the official file of the patent, and
# copy promptly will be given or mailed to the owner of record of the
patent and to the person requesting reexamination, if any.

(¢) A determination by the Commissioner pursuant to subsection
(a) of this section that no substantial new question of patentability has
been raised will be final and nonappealable. Upon such a determina-
tion, the Commissioner may refund a portion of the reexamination fee
required under section 302 of this title.

37 CFR 1.515, Determination of the request for reexamination.

(8) Within three months following the filing date of 1 request for
reexamination, an examiner will consider the request end determine
whether or not a substantial new question of patentability affecting any
claim of the patent is raised by the request and the prior art cited therein,
with or without consideration of other patents or printed publications.
The examiner’s determination will be based on the claims in effect at
the time of the determination and will become n part of the official file
of the patent and will be given or mailed to the patent owner at the
address as provided for in § 1.33(c) and 10 the person requesting
reexamination.
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(b) Where no substantial new question of patentability has been
found, arcfund of a portion of the fec for requesting reexamination will
be made 1o the requester in accordance with § 1.26(c).

{¢) The requester may scek review by a petition to the Commis-
sioner under § 1.181 within one month of the mailing date of the
examiner’s determination refusing reexamination. Any such petition
must comply with § 1.181(b). If no petition is timely filed or if the
decision on petition affirms thatno substantial new question of patenta-
bility has been raised, the determination shall be final and nonappesl-
able.

Prior to making a determination on the request for reexami-
nation, the examiner must review the litigation records main-
tained in the >Solicitor’s< Law Library to check if the patenthas
been, or is, involved in litigation, The “Litigation Review” box
on the reexamination file wrapper should be completed to
indicate that the review was conducted and the results thereof.
Ifthe patentis or was involved in litigation, and a paper referring
to the court proceeding has been filed, reference to the paper by
number should be made in the “Litigation Review” box as
“litigation, sec paper #1C". If a litigation records scarch is
alrcady noted on the file, the examiner need not repeat or update
it.

If litigation has concluded or is taking place in the patenton
which a request for recxamination has been filed, the request
must be promptly brought io the attent.on of the group director,
who ** >should review< the decision on the request and any
examiner's action >1o ensurc it conforms to the current Office
lisigation policy and guidelines, Sce MPEP § 2286<.

An appropriaic review of litigation records in the Law
Library includes checking the foliowing sources: (1) the card
file of “pending patent suits”; (2) the card file of “decisions
rendered” and (3) Shepard’s United States Citations in the
volumes containing “Patents”. All volumes and supplements
issued after the patent date should be checked. Sce also MPEP
§§ 2207 and 2242,

35 U.5.C. 303 requires that the Commissioner determine
whether or not a “substantial new question of patentability”
affecting any claim of the patent of which reexamination is
desired, is raised in the request within a time period of three
months following the filing date of a request. See also MPEP §
2241, Such a determination may be made with or without
consideration of other patents or printed publications in addition
1o those cited in the request. No input from the patent owner is
considered prior o the determination unless the patent owner
filed the request. Sce Patlex Corporation v. Mossinghoff, 226
USPQ 985 (Fed, Cir. 1985).

The claims in effect at the time of the determination will be
the basis for deciding whether a substantial new question of
patentability has been raised., (37 CFR 1.515(a)). Amendments
which have been presented with the request if by the patent
owner or which have been filed in a pending reexamination
proceeding in which the certificate has not been issued, or
amendments which have been submitted in arcissue application
on which no reissuc patent has been issued, will not be consid-
ered or commented upon when deciding requests,

The decision on the request for reexamination has asits main
object cither the granting or denial of an order for reexamina-
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tion. This decision is based on whether or not “a substantial new
question of patentability” is found. The final decicion as w
unpatentability will be made during any reexam. aation pro-
ceedings. Accordingly no prima facic case of unpatentability
need be found to grant an order for reexamination, It must be
noted, however, that a decision 1o deny an order for reexamina-
tion is cquivalent to a holding that the patent claims are patent-
able over the cited prior art. *Where there have been prior
decisions relating to the patent, >sec MPEP § 2242<,

It is only necessary 10 cstablish that a substantial new
question of patentability exists as to one of the patent claims o
order reexamination. In a reexamination, normaily all patent
claims will be reexamined, However, where there has been a
prior Federal court decision as o some claims, sec MPEP §
2242, The decision should discuss ALL patent claims in order
1o inform the patent owner of the examiner’s position so that a
response thereto may be made in the patent owner's statement,

The examiner should indicate insofar as possible, his or her
initial position on all the issues identificd in the request or by the
requester so thatcomment thercon may be received in the patent
owner's statement and in the requester’s reply. However, the
cxaminer SHOULD NOT reject claims in the order for reex-
amination,

The Commissioner of Patents and Trademarks has the
authority o order reexamination only in those cases which raise
a substantial new question of patentability. The substantial new
question of patentability requirement protects patentees from
having to respond to, orparticipate inunjustificd reexaminations,
Patlex Corporation v. Mossinghoff, 226 USPQ 985, 989 (Fed.
Cir. 1985).

>SECOND REQUEST FILED DURING
REEXAMINATION

If a second request for reexamination is filed (by any party)
while a reexamination is pending, the presence of & substantial
new question of patentability depends on ihe prior art cited by
the second requester. If the requester includes in the second
request prior art which raised a substantial new question in the
pending reexamination, recxamination should be ordered. This
is because the prior art which raised a substantial new question
of patentability resulting in an order for reexamination contin-
ucs to raise a substantizl new question of patentability until the
pending reexamination is concluded. If the sccond requester
docs not include the prior art which raised a substantial new
question of patentability in the pending reexamination, reex-
amination may or may not be ordered depending on whether the
diffcrent prior art raises a substantial new question of patenta-
bility, The sccond request should be determined on its own
merits without reference to the pending reexamination.<

Where a reexamination is pending at the time a second
request for reexamination is to be decided, secec MPEP § 2283,

2241 Time for Deciding Request [R-12)

The determination whether or niot 10 reexamine must be
made within three months following the filing date of a request.
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See 35 U.S.C. 303() and 37 CFR 1.515(a), The examiner
should pick up a request for decision about six weeks after the
request was filed, The decision should be mailed within **>ten
weeks< of the filing date of the request. A determination to
reexamine may be made at the initiative of the Commissioner at
any time during the period of enforceability of a patent, See 35
U.S.C. 303(a) and 37 CFR 1.520.

2242 Criteria for Deciding Request [R-12]
SUBSTANTIAL NEW QUESTION OF PATENTABILITY

The presence or absence of “a substantial new question of
patentability” determines whether or not reexamination ... or-
dered. The meaning and scope of the term “a substantial new
question of patentability” is not defined in the statute and must
be developed to some extent on a case-by-case basis. In making

a determination whether or not “a substantial new question of

patentability” is present the examiner must consider the mate-
riality of the prior art patents and printed publications to the
claims of the patent for which reexamination is requested. If the
prior art patents and printed publications are material (o the
reexamination of at least one claim of the ptent, then a substan-
tial new question of patentability is present, unless it is clear to
the examiner that the same gquestion of patentability has already
heen decided by (1) >a final holding of invalidity by< a Federal
court or (2) by the Office either in the original examination, the
examination of a reissue patent, or an carlicr concluded reex-
amination, The answer to the question of whether a “subsiantial
new question of patentability” exists, and thercfore whether
reexamination may be had, is decided by the Commissioner,
and, as 35 U.S.C. 303 providcs, that determination is final, i.c.,
not subject o appeal. See In re Ener, 225 USPQ 1 (Fed. Cir.,
19835).

A prior art patent or printed publication is material to the
examination of a claim of the patent where there is a substantial
likelihood that a reasonable examiner would consider the prior
art patent or printed publication important in deciding whether
ornot theclaim is patentable, Thus, in making the determination
on the request the examiner should consider the materiality of
the prior art patents and/or printed publications and, if they are

found to be material, should find “a substantial new question of

patentability” unless the same question of patentability has

alrcady been decided as 1o the claim >in a final holding of

invalidity< by a Federal court or favorably by the Office. For
example, the same question ol patentability may have already
been decided by the Office where the examiner finds the
additional prior art patents or printed publications are merely
cumultive o similar prior art already fully considered by the
Office in a previous examination of the claim,

For “a substantial new question of patentability” 1o be
present it is only necessary that (1) the prior art patenis and/or
printed publications be material to the examination of at least
one claim and (2) the same question of patentability as 10 the
claim has not been decided by the Office in a previous exami-
nation or >in a final holding of invalidity< by the Federal conrts
inadecisionon the merits involving theclaim, Itis ot necessary
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that 4 "prima facie” case of unpatentability exist as (o the claim
in order for “a substantial new question of pateniability™ to be
present as 1o the claim, Thus, “a substantial new question of
patentability™ as to a patent ciaim could be present even if the
cxaminer would not necessarily reject the claim as cither fully
anticipated by orobvions in view of, the prior patents or printed
publications. 712 difference between “a substantial new ques-
tion of patentability” and a “primafacic” case of unpatentability
is important. >See generally In re Etter, 225 USPQ 1, 4 (Fed.
Cir. 1985)(Toownolc 5).

Inorder to further clarify the meaning of “a substantial new
question of patentability” certain situations are outlined below
which, if present, should be considered when making a decision
asto whetherornot “a substantial new question of patentability™
is present,

POLICY IN SPECIFIC SITUATIONS

1. Prior Favorable Decisions by, the Patent and Trademark
Ofiice on the Same or Substantially Identical Prior Artin Rela-
tion to the Same Patent

If the Office has previously decided the same question of
patentability as o a patent claim favorable to the patent owner
based on the same or substantially identical prior art patents or
printed publications it is unlikely that “a substantial new ques-
tion of patentability” will be present absent a showing that
material new arguments or interpretations raise “a substantial
new question of patentability”. Material new arguments or
interpretations can raise “a substantial new question of patenia-
bility” as to prior art patents or printcd publications already
considered by the Office. >In this regard see Ex parte Chicago
Rawhide, 223 USPQ 351 (Bd. Pat. App. & Inter., 1984) and £x
parte Goula, 231 USPQ 943, 946 (Bd. Pat. App. & Inter.,
1986).< However, the “substantial new question” requirciment
would generally mean that an argument presented which has
been alrcady decided by the Office astoaparticular claim would
nol raisc “a substantial new question of patentability™ as to that
claim,

2. Prior Adverse Decisions by the Office on the Same or
Substantially Identical Prior Art in the Same Patent

A prior decision adverse to the patentability of a claim of a
patent by the Office based upon prior art patents or printed
publications would usually mean that “a substantially new
question of pateni.. ility” is present. Such an adverse decision
by the Office could arise from a reissuc application which was
abandoned after rejection of the claim and withowt disclaiming,
the patent claim,

3. Prior Adverse Reissue Application Final Decision by the
Commiissioner or the Board of Patent Appeals and Interferences
Rased Upon Grounds Other Than Patents or Printed Publica-
tions

Any prior adverse final decision by the Commissioner, or
the Board of Patent: Appeals and Interferenees, on an applica-
tion seeking to reissue the same patent on which reexamination
isrequested will be considered by the examiner when determin-
ing whether or not a “substantial new question of patentability”
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is present. To the extent that such prior adverse final decision
was based upon grounds other than patenis or printed publica-
tions the prior adverse final decision will not be considered in
determining whether or not a “substantial new question of
patentability”™ is present. [fa prior finaf decision by the Board of
Patent Appeals and Interferences in a reissue application af-
firmed the rejection of patent claims on grounds other than
patents or printed publications, tor example, because of fraud in
obtaining the original patent, such information will be noted on
the certificate.

4. Prior Favorable or Adverse Decisions on the Same or
Substantially Kdentical Prior Patents or Printed Publications in
Other Cases not  Involving the Patent,

While the Office would consider decisions involving sub-
stantially identical patents or printed publications in determin-
ing whether o “substantial new guestion of patentability” is
raised, the weight 1o be given such decisions will depend upon
the circumstances. For example, if the Office has used the same
or substantinlly identical prior art to reject the same or similar
claims in another application or patent under reexamination,
this would be considered as being material in making a deteimi-
nation, Siznilurly, if a forcign patent office or a forcign court has
used the same or substantially identical prior art o reject or
invalidate the same or similar claims, this would be considered
as being material in making the determination. Likewise, if a
United States Court has invalidated simitar claims in another
patent based on the same or substantially édentical prior patents
or printed publications, this would be considered as being
material in making the determination, Favorable decisions on
the same or substantially identical prior patents or printed
publications in other cases would be considered, but would not
be controlling.

POLICY WHERE A FEDERAL COURT DECISION HAS
BEEN ISSUED ON THE PATENT

#sWhen the initial question as to whether the prior art
raises a substantial new question of patentability as o a patent
claim is nnder consideration, the existence of a final court
decision of ¢laim validity in view of the same or different prior
ait does not necessarily mean that no new question is present, in
view of the different standards of proof emiployed by the district
courts and the Office, Thus, while the Office may accord
deference to factual findings made by the court, the determina-
tion of whether a substantial new guestion of patentability exists
will be made independently of the court’s decision on validity
asitisnotcontrotling on the Office. A non-finalholding of claim
invalidity or unenforceability will not be controlling on ihe
tuestion of whether a substantial new question of patentability
is present. >However, a< final holding of claim invalidity or un-
enforceability, * is controtling on the Office. In such cases a
substantial new question of patentability would not be preseint
as 1o the claims >finally<held invatid or unenforceable. Sce
Ethicon v, Quigg, 7T USPQ21 1152 (Fed. Cir, 1988).<

Any situations requiring clarification should he brought 10
the attention of the Office of the Assistant Commissioner for
Patents,
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2244
2243 Claims Considered in Deciding Request
[R-12)

The claims in effect at the time of the determination will be
the basis for deciding whether “a substantial new question of
patentability” is present (37 CFR 1.515(n)). While the examiner
will ordinarily concentrate on those claims tor which reexami-
nation is requested, the finding of *a substantial new question of
patentability” can be based upon aclaim of the patent other than
the ones for which reexamination is requested. For example, the
request might scek reexamination of particular claims, but the
examingr is not limited 1o those claims and can make a determi-
nation that “a substantial new question of patentability” is
present as o other claims in the patent without necessarily
finding “a substantial new question” with regard 10 the claims
requested. If a substantial new question of pateniability is found
astoany ¢claim, reexamination wiltbe ordered and will normally
cover all claims except where some claims huve been >finally<
held invalid in a Federal court decision on the merits. The
decision should discuss all patent claims in order to inforn the
patent owner of the examiner's position, Sce MPEP § 2242 for
patent claims which have been the subject of a prior decision,
Aniendments or new claims will not be considered or com-
mented upon when deciding a request.

Prior Art on Which the Determination Is
Based [R-4]

2244

The determination whether or not “a substantial new ques-
tion of patentability” is present can be based upon any prior art
patents or printed publications, Section 303(a) of the statute snd
J7TCFR 1.515) provide that the determination on a request will
be made “with or without consideration of other patents or
printed publications,” i.c., other than those relicd upon in the
request. The examiner is not limited in making the determing-
tion to the patents and printed publications relied upon in the
request. The examiner can {ind “a substantial new question of
patentability” based upon the prior art patents or printed publi-
cations relied upon in the request, a combination of the prior art
relicd upon in the request and other prior art found elsewlere, or
based entirely on different patents or printed publications. The
primary source of patents and printed publications used in
making the determination are those relied upon in the request.
However, the examiner can also consider the prior art of recosd
inthe patent file from the carlier examination or a reexamination
and any patents and printed publications of record in the patent
file from submissions under 37 CFR 1,501 which are in compli-
ance with 37 CFR 1,98 in making the determination, 1f the
examiner belicves that additional prior art patents and publica-
tions can be readily obtained by scarching to supply any defi-
ciencies in the prior art cited in the request the examiner can
perform such an additional scarch. Such a search shoutd be
limited 1o that area most likely to contain the deficiency of the
prior art previously considered and should be made only where
there is a reasonable likelihood that prior art can be found 10
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2245
supply any deficiency necessary o “*a substantial new question
of patentability™,

The determination should be made on the claims in effect at
the time the decision is made (37 CFR 1.515(a)).

‘The Commissioner of Patents and Trademarks has the
authority to order reexamination only in those cases which raise
a substantial new question of patentability. The substantial new
yuestion of patentability requircment protects patentees from
having to respond o, or participate inunjustificd reexamingtions.
Patlex Corporation v. Mossinghoff, 226 USPQ 985, 989 (Fed.
Cir, 1985),

2245 Processing of Decision

After the examiner has prepared the decision and proofrcad
and signed the typed version, the reexamination file and deci-
sion are given o the group'sreexamination clerk for processing.

The reexamination clerk then prints the heading on the
decision by using the computer terminal and makes 3 copies of
any prior art documents not already supplicd by or to the patent
owneror requester, if the request was made by a party other than
the patent owner. If the patent owner filed the request, only 2
copics are required.

A copy of the decision is then mailed to the requester and the
patent owner, along with any required copics of prior art
documents, The original signed copy of the decision and a copy
of any prior art enclosed is made of record in the recxamination
file,

The file is returned to the special storage area in the exam-
ining group.

2246 Decision Ordering Reexamination [R-12]

35 US.C. 304, Reexamination order by Commissioner,

If, in a determination made under the provisions of subscction
303(n) of this title, the Commissioner finds that a substantinl new
question ol patentability affecting any ¢laim of a patent is raised, the
determination will include an order for reexamination of the patent for
resolution of the question. The putent owner will be given a reasonable
period, not less than two months from the date & copy of the deternii-
riation is given or mailed to him, within which he may file a statement
onsuch question, including any smendment to his patent and new claim
or claims he may wish 1o propose, for consideration in the reexamina-
tion. If the pateni owner files such a statement, he promptly will serve
a copy of it on the person who has requested reexamination under the
provisions of section 302 of this title, Within a period of two months
from the date of service, that person may file and have considered in the
reexamination a reply to any statement filed by the patent owner, That
person promptly will serve on the patent owner a copy of any reply
filed,

$7 CER 1.52S. Order to reexamine,

(1) If n substantial new question of putentability is found pursuant
1o §§ 1.515 or 1.520, the determination will include an order for
reexmuination of the patent for resolution of the question, I the order
for reexamination resulted from g petition pursuant to § 1.515(c), the
reexamination will ordinarily be conducted by an exaniiner other than
the examiner responsible for the initial determination under § 1.515(a).

(b)Y If the order for reexamination of the patent mailed to the patent
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owner at the address as provided forin § 1.33(¢) isreturned to the Office
undelivered, the notice published in the Official Gazette under §
1.11(c) will be considered to be constructive netice and reexamination
will proceed.

If the request is granted, the examiner will conclude that a
substantial new question of patentability has been raised by
identifying all claims and issues, the paten:s or printed publica-
tions relied on, and a bricf statement of the rationale supporting
cach new question. In a simple casc, this may entail adoption of
the reasons provided by the requester. The references relicd on
by the examiner should be cited on a PTO-892, unless already
listed on a form PTO-1449 by the requester, and a copy of the
reference supplicd only where it has not been previously sup-
plied 1o the owner and requester.

The decision granting the request is made on adecision form
and will remind the owner and requester of the statutory time
periods that they have in which to respond.

The wording of form paragraph 22.01 should be used at the
end of cach decision letter,

§ 22,01 New Question of Patentability

A substantial new question of patentability affecting claim {1] of
United States Patent Number | 2] is raised by the request for reexami-
nation.

Extensions of time under 37 CFR 1.136(a) will not be permitted in
reexamination proceedings because the provisions of 37 CFR 1.136
apply only to *sn applicant” and not to partics in a reexamination
proceeding. Additionally, 35 U.S.C. 303 requires that reexamination
proceedings “will be conducted with special dispatch” (37 CFR
1.550(n),. Extension of time in reexamination proceedings are pro-
vided for in 37 CFR 1,550(c).

Upon determination that a substantial ncw question of
patentability is present, either pursuant o a request under 35
U.S.C. 302 and 37 CI°R 1.5185, or a sua sponte determination
under 35 U.S.C. 303(a), sccond sentence, and 37 CFR 1,520, the
Commissioner issucs an order to reexamine. The statutory
wording is that:

[T }he determination [that a substantial new question of patentabil-
ity is raised] will include an order for reexamination of the putent for
resolution of the question, {35 U.S.C. § 304, first scntence]

If the request is granted, the examiner must identify at least
onc substantial new question of pateniability and explain how
the prior art patents or printed publications raise such a question,
The examiner should indicate insofar as possible, his or her
initinl position on all the issucs identified in the request or by the
requester (without rejecting claims) so that comment thercon
may be received in the patent owner’s statement and in the
requester’s reply. The prior art relicd upon should be listed by
the examiner on a form PTO-892 if it is not alrcady listed on a
form PTO-1449 by the requester.

If arguments arc presented as Lo grounds not based on prior
patents or printed publications, such as those based on public
usc or salc, >or< abandonment under 35 U.S.C. 102(c), the ex-
amincr should note that such grounds arc improper for reexami-
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UNITED STATES DEPARTMENT OF COMMERCE
Patent and Trademark Office

Address: COMMISSIONER OF PATENTS AND TRADEMARKS
Washington, D.C. 20231

REEXAM CONTROL NO. FILING DATE PATENT NUMBER ATTORNEY DOCKET NO.
90/000,016 07/02/81 4,444,444 0803071

(Patent owner's correspondence address)

rWilliam Dyre "
2400 Jefferson Davis Highway - L. lurner
Arlington, VA 22202 ART UNIT PAPER NUMBER

125 5
DATEMAILED  09/14/81
ORDER GRANTING / DENYING REQUEST FOR REEXAMINATION

The request for reexamination has been considered. Identification of the claims, the
references relied on and the rationale supporting the determination are attached.

-l EXAMINER

Attachment(s): D PTO-892 D PTO-1449 D Other
ORDER

‘ 1. The request for reexamination is GRANTED,

RESPONSE TIMES ARE SET TO EXPIRE AS FOLLOWS:
For Patent Owner's Statement (optional); TWO MONTHS from the date hereof, 37 CFR 1.530(b).
Extensions of time governed by 37 CFR 1.550(c).

For Requester's reply (optional): TWO MONTHS from the date of service of any patent owner's
statement, 37 CFR 1.535. No cxtension of time. If patent owner does not file a timely statement
under 37 CFR 1.530(b), no reply will be considered.

2. [] The request for reexamination is DENIED.

This decision is not appealable. 35 U.S.C. 303(c). Requester may seck review by a petition to
the Commissioner within one month from the filing date hereof. 37 CFR 1.515(c).

In due course, a refund under 37 CFR 1.26(c) will be made D by Treasury check or [:I by
credit to Deposit Account Number 1o the requester ( listed below
if not patent owner) unless notificd otherwise. 35 U.S.C. 303(c).

(Third party requester's correspondence address)

r.CC: John Doe -1
12 Seemore Street
New York, New York 10001
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90/000016

RECISION

A substantial new question of patentability affecting claims 1-
4 of United States patent number 4,444,444 to Smith is raised
by the request.

The request indicates the requester considers that claims 1-3
of Smith are fully anticipated by the prior art patent document
of Berridge under 35 U.S$.C. 102,

It is agreed that the consideration of the Berridge patent
document raises a substantial new question of patentability as
to claims 1-3 of the Smith patent. The Berridge patent document
is clearly material to the examination of the claims of the
Smith patent as pointed out in the request.

The Swiss patent to Hotopp and the “American Machinist” prior

art documents do not raise a substantial new question of
patentablility as to claim 4 of the Smith patent and are not
materlal because these prior art documents are considered to be
substantial equivalents to the German patent number 7777 of
December 25, 1917 to Hotopp and the “Popular Mechanics” maga-
zine article of April 1, 1924, considered by the examiner
during the initlal prosecution of the application which re-
sulted in the Smith patent. Claim 4 will, however, be reexam-
ined along with all the other claims in the Smith patent.

(signead)
V.D. Turner
Primary Examiner
Art Unit 125

Rev. 12, July 1989 2200 - 30



CITATION OF PRIOR ART AND REEXAMINATION OF PATENTS

nation and are not considered or commented upon, See 37 CFR
1.552(c).

Copics of any patents or printed publications relied upon,
which have not been previously supplicd (o the owner and
requester, should be included with the decision.

The decision granting a request must sct forth the time
periads for the patent owner and requester to file their statement
and any reply thereto.

Neither the patent owner nor the requester has any right to
petition or request reconsideration of a decision 10 grant a
request for reexamination even if the decision grants reexami-
nation for reasons other than those urged by the requester or on
fess than all the grounds urged by the requester.

Any prior art citations under 37 CFR 1.501 submitted after
the date of the decision on the order should be retained in a
separate file by the reexamination clerk and stored until the
reexamination procecding is terminated, at which time the pricr
art citation is then entered of record on the pitent file, »>See
MPEP § 2206.<

2247 Decision on Request for Reexamination
Denied [R-12]

The request for recxamination will be denied if a substantial
new question of patentabifity is not found based *on patients or
printed publications,
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If the examiner concludes that no substantial new question
of patentability has been raised because prior patents or printed
publications are not material to the examination of at Icast one
claim (see >SMPEP<§ 2242), the cxamincr should indicate why
the claims arc clearly patentable in a manncr similar to that used
to indicate reasons for allowance (MPEP § 1302.14). The
examincer should also respond to the substance of cach argument
raised by the requester which is based on patents or printed
publications. If arguments are presented as to grounds not bascd
on prior patents or printed publications, such as those based on
public usc or sale, or abandonment under 35 U.S.C. 102(c), the
cxaminer should notc that such grounds ar¢ improper for reex-
amination and are not corsidered or commented upon. Sce 37
CFR 1.552(c).

A copy of any denied request and the decision thercon arc
made part of the official patent fife.

If the denial of the request is not overturned by a petition
decision, arefund ** will be made to the requesterunder 37 CFR
1.26(¢) after the period for petition has expired.

Use From Paragraph 22.02 as the introductory paragraph in
a decision denying reexamination.

22.02 No New Question of Patensability
No substantial new question of patentability is raised by the request

for reexamination and prior art cited therein for the reasons set forth
below.
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UNITED STATES DEPARTMENT OF COMMERCE
Patent and Trademark Office

Address: COMMISSIONER OF PATENTS AND TRADEMARKS
Washington, D.C. 20231

REEXAMCONTROLNO. | FILINGDATE ] =~ PATENT NUMBER ATTORNEY DOCKET NO.
90/000,016 07/02/81 4,444,444 0803071
I__ . D(Pulcnt owner's correspondence address) _I SXAMINER
William Dyre
2400 Jefferson Davis Highway V. D. Turner
Arlington, VA 22202 ART UNIT PAPER NUMBER
125 5

DATEMAILED 09/14/81
ORDER GRANTING / DENYING REQUEST FOR REEXAMINATION

The request for reexamination has been considered. Identification of the claims, the
references relied on and the rationale supporting the determination are attached.

Attachment(s): [:I PT(-892 PT(-1449 D Other
ORDER

f. [] The request for reexamination is GRANTED.
RESPONSE TIMES ARE SET TO EXPIRE AS FOLLOWS:

For Patent Owner's Statement (optional): TWO MONTHS from the date hereof, 37 CFR 1.530(b).
Extensions of time governed by 37 CFR 1.550(c¢).

For Requester's reply (optional): TWO MONTHS from the date of service of any patent owner's
statement, 37 CFR 1.535. No cxtension of time. If patent owner does not file a timely statement
under 37 CFR 1.530(b), no reply will be considered.

2. The request for reexamination is DENIED.,

This decision is not appealable, 35 U.S.C. 303(c). Requester may scck review by a petition 1o
the Commissioner within onc month from the filing date hereof, 37 CFR 1.515(c).

In due course, a refund under 37 CFR 1.26(c) will be made by Treasury check or I:I by
credit o Deposit Account Number 10 the requester ( listed below

if not patent owner) unless notified otherwise, 35 U.S.C. 303(c).

'__ (Third party requester's correspondence address)

CC: John Doe —]
12 Seemore Street
New York, New York 10001
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90/000016
RECISION

No substantial new question of patentability 1s raised by the request and
prior art cited therein for the reasons set forth below.

The claims of the Smith patent for which reexamination is requested de-
fine the blades to be no longer than 4 inches and the tips of the blades
to be curved. The claims of the Smith patent also define the dies to be
grooved to allow their use for crimping operations.

The prior art patent to Berridge 1is not material to the examination of
the claims of the Smith patent since the essential features of the claims
of the Smith patent referred to above are not present in Berridge.

An evaluation of the prior art patent document to Berridge as outlined in
the request does not appear to meet the terms of the Smith patent. The
cutting blades of Berridge are indicated as “being at least six inches
long” and the dies of Berridge have smooth, flat surfaces used “to flat-
ten bent washers”., There is no suggestion in Berridge that the features
claimed by Smith could be present therein and it would not be obvious to
a person of ordinary skill in the art to so modify the structure of Ber-
ridge. Since the Berridge prior art patent does not disclose a number of
the essential features recited in the Smith patent to which the request
for reexamination is directed, the Barridge patent 1s not material to the
patentability of the Smith patent and no substantial new question of pat-
entablility is railsed in view of the Berridge prior art patent document,
@ither taken alone or in combination with other known prior art docu-
ments.

(Signed)

V.D. Turner
Primary Examiner
Art Unit 125
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~248 Petition From Denial of Request [R-12]

37 CER 1515 Determination of the request for reexamination.
AR E

(¢) The requester may sceek review by a petition 1o the Commis-
sioner under § 1.181 within one month of the mailing date of the
examiner's determination refusing reexamination. Any such petition
must comply with § 1.181(b). if no petition is timely filed or if the
decision on petition affirms that no substantial new question of patenta-
bility has been raised, the determination shall be final and nonappeal-
able.

PROCESSING OF PETITION UNDER 37 CFR 1.515(c)

Once the request for reexamination has been denicd, the
reexamination file will be stored in the group central files o
await a petition. If no petition is filed within one (1) month, the
file is forwarded to the Office of Finance for a refund. If a
petition is filed, it is forwarded to the office of the group dircctor
for decision,

The director’s review will be de novo. Each decision by the
group director will conclude with the paragraph:

“This decision is final and nonappcalable, 37 CFR 1.515(c¢).
No further communication on this matter will be acknowledged
or considered.”

If the petition is granted, the decision of the group director
should include a sentence sctting a two month period for filing

astatementunder 37 CFR 1.530, the reexamination file will then

be .ctumed to the supervisory primary examiner of the art unit
that will handle the reexamination for consideration of reassign-
ment to another examiner,

Reassignment will be the general rule and only in excep-
tional circumstances where no other examinger is available and
capable to give a proper examination will the case remain with
the original examiner. If the original determination is signed by
the supervisory primary examiner, the reexamination ordered
by the dircctor will be assigned to a primary cxamincr.

The requester may seck review of a denial of a request for
reexamination by petitioning the Commissioner under 37 CFR
1.515(c) and 1.181 within onc month of the mailing datc of the
decision denying the request for reexamination. A request foran

extension of the time period to file a petition from the denial of

a request for reexamination can only be entertained by filing a
petition under 37 CFR 1,183 with appropriate fee to waive the
time provisions of 37 CFR 1.515(c). No petition may be filed
requesting review of a decision granting a sequcest for reexami-
nation cven if the decision grants the request for reasons other
than those advanced by requester or as o claims other than those
for which requester sought reexamination, No right 1o review
exists if reexamination is ordered in such a case because all
claims will be reexamined in view of all prior art during the
reexamination under 37 CFR 1.550.

After the time for petition has expired without a petition
having been filed, or a petition has been filed and the decision
thereon affirms the denial of the request, a >partial< refund of
* the>filing<* fee for requesting reexamination will be made (o
the requester. (35 US.C. 303(c) and 37 CFR 1.26(c)). A
decision on a petition is final and is not appcalable.
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2249 Patent Owner’s Statement [R-12]

37 CFR 1.530 Statement and amendment by patens owner.

(a) Exceptas provided in § 1.510(¢), no statement orother response
by the patent owner shall be filed prior 10 the determinations made in
accordance with §§ 1.515 or 1.520. If a premature stitement or other
response is filed by the patent owner it will not be acknowledged or
considered in making the determination.

(b) The order forreexamination will set aperiod of not less than two
months from the date of the order within which the patent owner may
file a staterent on the new question of patentability including any
proposed amendments the patent owner wishes 1o make.

(¢) Any statement filed by the patent owner shall clearly point out
why the subject matter as claimed is not anticipated or rendered
obvious by the prior art patents or printed publications, cither alone or
in any reasonable combinations. Any statement filed must be served
upon the reexamination requester in accordance with § 1.248.

(d) Any proposed amendments to the description and claims must
be made in accordance with § 1.121(f). No amendment may enlarge the
scope of the claims of the patent or introduce new matter. No amend-
ment or new claims may be proposed for entry in an expired patent.
Moreover, no amended or new claims will be incorporated into the
patent by certificate issued after the expiration of the patent.

(e) Although the Office actions will treat proposed amendments as
though they hiave been entered, the proposed amendments will not be
cffective until the reexamination certificate is issued,

The patent owner has no right to file a statement subsequent
10 the filing of the request but prior to the order for reexamina-
tion. Any such premature statement will not be acknowledged
or consi-lered by the Office when making the decision on the
request, See MPEP § 2225 >and Patlex Corp. v. Mossinghoff,
226 USPQ 985 (Fed. Cir. 1985)<.

If reexamination is ordered, the decision will set a period of
not less than two months within which period the patent owner
may file a statement and any narrowing amendments 0 the
patentclaims, If nceessary, an extension of time beyond the two
months may be requested under 37 CFR 1.550(c) by the patent
owner. Such request is decided by the group director.

Any statement filed must clearly point out why the patent
claims are belicved (o the patentable, considering the cited prior
art patents or printed publications alone or in any rcasonable
combination,

A copy of the statement must be served on the requester, if
the request was not fited by the patent owner.

In the ¢vent the decision is made to reexamine, the patent
statute (35 U.S.C. 304) provides that the owner will have a
period, not less than two months (minimum time), to file a
statement directed to the issuc of patentability. Since the two
month period is the minimum provided by statute, first exten-
sions may be granted up to onc (1) month based upon good and
sufficient reasons. Further extensions should be granied only in
the most extraordinary situations ¢.g. death or incapacitation of
the representative or owner.

Lack of proof of scrvice poscs a problem especially where
the patent owner fails to indicate that he or she has scrved the
requester in the statement subscguent to the order for reexami-
nation (37 CFR 1.530(c)). In this sitwation, the Reexamination
Clerk should immediatcly contact the patent owner by tele-
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phone to see whether the indication of proof of service was
inadvertently omitied from the patent owner’s response. I it
was, the patent owner should be advised to submita supplemen-
tal paper indicating the manner and date of service onirequester,
If the patent owner cannot be contacted, the Reexamination
Clerk will then contact the requester to verify that service has in
fact been made by the patent owner and indicate that acknowl-
cdgment of proof of service should accompany requester’s
reply (37 CFR 1.248(b)(1)). If the two month period for re-
sponsc under 37 CFR 1.530 has cxpired and requester has not
been served, the patent owner’s statement is considered inap-
propriate (37 CFR 1.248) and may be denicd consideration, sce
MPEP § 2267.

It should be noted that the period for response by requester
forareply under 37 CFR 1.535 is two months from the owner’s
service date and not two months from the date the patent
owner’s statement was received in the Patent and Trademark
Office.

2250 Amendment by Patent Owner [R-4]

37 CFR 1.121 Manner of making amendments.
O Yk

(f) Proposed amendmenis presented in patents involved in reex-
amination proceedings must be presented in the form of a full copy of
the text of (1) each claim which is amended and (2) cach paragraph of
the description which is amended. Matter deleted from the patent shall
be placed between brackets and matter added shall be underlined.
Copics of the printed claims from the patent may be used with any
additions being indicated by carets and deleted material being placed
between brackets, Claims must not be renumbered and the numbering
of the claims added for reexamination must follow the number of the
highest numbered patent claim, No amendment may enlarge the scope
of the claims of the patent. No new matter may be introduced into the
patent.

Amcndments to the patent may bhe filed by the patentowner.,
Such amendments, however, may not enlarge the scope of a
claim of the patent or introduce new matter. For handling of new
matter sce MPEP § 2270, Additional claims may also be added
by amendment without any fee., Any amendment proposed will
normally be entered and be considered to be entered for pur-
poses of prosecution before the Office, however, the amend-
ments do not become effective in the patentuntil the certificate
under 35 U.S.C. 307 is issucd,

Noamendment will be permiticd where the certificate issues
after expiration of the patent, Sce 37 CFR 1.530 (d) and (c)

Amendment Entry —— Amendments which comply with 37
CFR 1.121(fy will be entered in the reexamination file wrapper.
Anamendment will be given a Paper Number and be designated
by consecutive letters of the alphabet (A, B, C, ctc.). The
amendment will be entered by drawing a line in red ink through
the claim(s) or paragraph(s) canceled or amended, and the
substituted copy being indicated by reference Ieuer,

ALL amendments in reexamination proceedings must be
presented in the form of a full copy of the text of cach claim
which is amended and cach paragraph of the description which
is amended,
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I a portion of the text is amended more than once, cach
amendment should indicate ALL of the changes (insertions and
deletions) mn relation to the current text of the patent under
reexamination,

Examples of proper claim amendment format arc as follows:

1. Patent claim:

A cutting means having a handle portion and a blade
portion.

2. Proper first amendment format:

A [cutting means] knife having a bone handle por-
tion and a gotched blade portion.

3. Proper second amendment format:

A [cutting means) knife having a handle portion and
a serrated blade portion,

Note that the second amendment includes the changes
presented in the first amendment, i.c. {cutting means] kpife, as
well as the changes precented in the second amendment, i.c.
serrated. However, the term potched which was presented in the
firstamendment and replaced by the term gerrated in the second
amendment and the term bone which was presented in the first
amendment and deleted in the second amendment are not shown
inbrackets, i.c. [notched) and [bone], in the second amendment,
This ts because the terms [notched] and [bone] would not be
changes from the current patent text and therefore arc not
shown, In both the first and the second amendments, the entire
claim is presented with all the changes from the current patent
text,

No renumbering of patent claims is permitted.

New claims added during reexamination must be underlined
and follow consccutively the number of the highest numbered
patentclaim. If a new claim is amended during prosccution, any
material which is defeted will NOT appear in brackets because
suchdcleted material would not be achange to the current patent
text, The deleted material would not appear in any fashion.
Further, the new claim as amended will be COMPLETELY
underlined as required by 37 CFR 1.121(f). If the patent expires
during the ex parte reexamination procedure and the patent
claims have been amended, the Office will hold the amend-
ments as being improper and all subsequent reexamination will
be on the basis of the unamended patent claims, This procedure
is necessary since no amendments will be incorporated into the
patent by certificate after the expiration of the patent.

For entry of amendment in a merged proceeding seec MPEP
§8 2283 and 228S.

For handling a dependent claim in recxamination proceed-
ings sce MPEP 2260.01.
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2250.01
2250.01 Correction of Patent Drawings

In the reexamination proceeding the copy of the patent
drawings submitted pursuant to § 1.510(hW)(4) will be used for
reexamination purposes provided no change whatsoever is
made 10 the drawings. If there is to be ANY change in the
drawings, a new sheet of drawing for cach sheet changed must
be submitted. The change may NOT be made on the original
patent drawings.

The new shieets of drawings must be submitted and approved
prior 1o forwarding the recxamination file to the Office of
Publications for issuance of the certificate. The new sheets of
drawings should be entered in the reexamination file,

2251 Reply by Requester

37 CFR 1535 Reply by requester,

A reply to the patent owner's statement under § 1.530 may be filed
by the reexamination reguester within two months from the date of
service of the patent owner's statement. Any reply by the requester
mustbe served upon the patentowner in accordance with § 1,248, If the
putent owner does not file a statement under § 1.530, no reply or other
submission from the reexamination requester will be considered.

If the patent owner files a statement in a timely manner, the
requester is given a period of 2 months from the date of service
1o reply. Since the statute (Scction 304) did not provide this as
a minimum time period, there will be no extensions of time
granted,

The reply need not be limited 10 the issues raised in the
statement. The reply may include additional prior art patents
and printed publications 2nd raisc any issuc appropriale for
reexamination,

If no statement is filed by the patent owner, no reply is
permitted from the requester.

A copy of any reply by the requester must be served on the
patent owner.

The requester is not permitied to file any further papers after
his or her reply to the paient owner’s statement, Any further
papers will not be acknowledged or considered. The patent
owner cannot file papers on behalf of the requester and thercby
circumvent the rules.

2252 Consideration of Statement and Reply
[R-12]

37 CER 1.540 Consideration of responses,

The failure to timely (ile or serve the documents set forth in § 1,530
or in § 1.535 may result in their being refused consideration, No
submissions other than the statement pursuant to § 1.530 and the reply
by the requesier pursuant to § 1.535 will be considered prior 10
examination,

Although 37 CFR 1.540 would appear 10 be discretionary in
stating that late responses *may result in their being refused
consideration”, patentowners and requesters can expeet consid-
eration to be refused if the statement and/or reply is not timely
filed, »37 CFR<* 1,540 resiricts the number and kind of sub-
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missions to be considered prior o examination 10 those ex-
pressly provided for in 37 CFR 1.530 and 1.535, Untimely
submissions will ordinarily not be considered. Untimely sub-
missions, other than untimely papers {iled by the patent owner
after the period set for response, will not be placed of record in
the reexamination file, but will be returned to the sender.
Papers filed in which no proof of service is included and
proof of service is required, may be denied consideration,
Where no proof of service is included, inquiry should be made
of the sender by the recxamination clerk as to whether service
was in fact made, If no service was made the paper is placed in
the reexamination file but is not considered, sec MPEP § 2267.

2253 Consideration by Examiner [R-4]

Once reexamination is ordered, any submissions properly
filed and served inaccordance with 37 CFR 1,530 and 1.535 will
be considered by the primary examiner when preparing the first
Office action, The cxaminer will be guided in his or her
consideration by the provisions of 37 CFR 1.121(f) with respect
toany proposed amendments by the patent owner to the descrip-
tion and claims and by 37 CFR 1,530(c) regarding the patent
owner's statement, If the requester’s reply to the patent owner's
statement raises issucs not previously presented, such issucs
will be treated by the examiner in an Office action pursuant o
37 CFR 1.552(c), if not within the scope of reexamination.

For handling of ncw matter scc MPEP § 2270.

2254 Conduct of Reexamination Proceedings
[R-12]

35 U.8.C. 308. Conduct of reexamination proceedings.

After the times for filing the statement and reply provided for by
section 304 of this title have expired, reexamination will be conducted
according to the procedures established for initial examination under
the provisions of sections 132 and 133 of this title, In any reexamination
procecding under this chapter, the patent owner will be permitted to
propose any amendment to his patent and snew claim or claims thereto,
in order 10 distinguish the invention as claimed from the prior art cited
under the provisions of section 301 of this title, or in response to a
decision adverse to the patentability of & claim of a patent. No proposed
amended or new claim enlarging the scope of a claim of the patent will
be pemiitted in o reexamination proceeding under this chapter. All
reexamination proceedings under this section, including any appeal to
the Board of Patent Appeals and Interferences, will be conducted with
special dispatch within the Office.

37 CFR 1.550 Conduct of reexamination proceedings.

(a) All recxamination proceedings, including any appeals to the
Board of Patent Appeals and Interforences, will be conducted with
gpecial dispatch within the Office, After issuance of the reexamination
order und expiration of the time for submitting any responses thereto,
the examination will be conducted in accordance with §& 1.104-1.119
and will result in the issuance of a reexamination certificate under §
1.570.

(b) The patent owner will be given at least 30 days to respond to any
Office sction. Such response may include further statements in re-
sponse to any rejections and/or proposed amendments or new claims to
place the patent in & condition where all the claims, it ended as
proposed, would be patentable.
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(c) The time for taking any action by a patent owner in a reexunmi-
nation proceeding will be extended only for sufficient cause, and for a
reasonable time specified. Anyrequest for such extension must be filed
onor before the day on which action by the patent owner is due, but in
no case will the mere filing of the request effect any extension. »Sce §
1.304() fer extensions of time for filing & notice of appeal to the U.S,
Court of Appeals for the Federal Circuit or for commencing a civil
action.<

(d) If the patent owner fails to file atimely and appropriate response
to any Office action, the reexamination proceeding will be terminated
and the Commissioner will proceed to issue a certificate under § 1.570
in accordance with the last action of the Office.

(¢) The reexumination requester will be sent copies of Office
actions issued during the reexamination proceeding. Any document
filed by the patent owner must be served on the requester in the manner
provided in § 1.248. The document must reflect service or the docu-
ment may be refused consideration by the Office. The active participa-
tion of the reexamination requester ends with the reply pursuant to §

1.535, and no further submissions on behalf of the reexamination

requester will be acknowledged or congidered. Further, no subinissions
on behalf of any third parties will be acknowledged or considered
unless such submissions are (1) in accordance with § 1.510 or (2)
entered in the patent {ile prior 10 the date of the order to recxamine
pursunnt 10 § 1.525, Submissions by third parties, filed after the date of
the order to reexamine pursuant to § 1.525, must meet the requirements
of and will be treated in accordance with § 1.501(a),

Once reexamination is ordered and the times for submitting
any responses thereto have expired, no (urther active participa-
tion by a reexamination requester is allowed and no third party
submissions will be acknowledged or considered unless they
are in accordance with 37 CFR 1.510. The reexamination
procecdings will beex parte becausc this was thic intention of the
legislation. The patent awner cannot file papers on behall of the
requester and thereby circumvent the intent of the legislation
and the rules. Ex parte proceedings also prevent extra proceed-
ings and reducc possible harassment of the patent owner, The
cxamination will be conducted in accordance with 37 CFR
1.104-1.119 (35 U.S.C. 132 and 133) and will result in the
issuance of areexamination certificate under 37 CFR 1,570, The
proceeding shall be conducted with special dispatch within the
Office pursuant 1o 35 U.S.C. 305, last sentence. A {ull scarch
will not be made routinely by the examiner, The reexamination
requester will be sent copics of Office actions and the patent
owier must serve responses on the requester. Citations submi-
tzd in the patent file prior to issuance of an order for reexamina-
tion will be considered by the examiner during the reexaming-
tion, Reexamination will proceed even if the order is returned
undelivered. The notice under 37 CFR 1.11(c) is constructive
notice ond lack of response from the patent owner will not delay
feexamination,

2255 Who Reexamines [R-4)

The examination will ordinarily be conducted by the same
primary cxaminer in the cxamining groups who made the
decisionon whether the reexamination request shoutd be granied,
Sce MPEP § 2236.

However, if a petitionunder 37 CFR 1,515(¢) is granted, the
reexamination will normatly be conducted by another ecxam-
incr, sce MPEP § 2248,
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2256 Prior Art Patents and Printed Publications
Considered by Examiner in Reexamination
[R-4]

The primary source of prior art will be the patents and
printed publications cited in the request.

The examiner must also consider patents and printed publi-
cations

- cited by a reexamination requester under 37 CIFR 1.510

——cited in patent owner’s statement under 37 CFR 1.530 or
arcquester’s reply under 37 CFR 1.535 if they comply with 37
CFR 1.98

-=cited by patentowner under a duty of disclosure (37 CFR
1.555) in compliance with 37 CFR 1.98§

— discovered by the examiner in scarching,

—of record in the patent file from carlicr cxamingtion

— of record in patent file from 37 CFR 1,501 submission
prior to date of an order if' it complics with 37 CFR 1.98. The
reexamination file must indicate which prior art patents and
printed publications the examiner has considered during ex
partc examination,

2257 Listing of Prior Art

The examiner must list on a form PTO-892, if not alrcady
listed on a form PTO-1449, all prior patents or printed publica-
tions which have been properly

1. cited by the reexamination requester in the request under
37 CFR 1.510,

2. cited by the patent owner in the statement under 37 CFR
1.530 il the citation complics with 37 CFR 1,98,

3. cited by the reexamination requester in the reply under 37
CFR 1.535 if the citation complics with 37 CFR 1,98, and

4. cited by the patent owner under the duty of disclosure
requirements of 37 CFR 1,555 if the citation complics with 37
CFR 1.98.

The examiner must also list on a form PTO-892, if not
alrcady listed on a form PTO- 1449, all prior patents or printed
publications which have been cited in the decision on the
request, or applied in making rejections or cited as being
pertincnt during the reexamination proceedings. Such prior
patentsor printed publications may have come to the examiners’
attention because:

1. they were of record in the patent file due to & prior art
submission under 37 CFR 1.501 which was reccived prior to the
date of the order,

2. they were of record in the patent file as result of earlier
cxamination proceedings, or

3. they were discovered by the examiner during a prior art
scarch,

Ininstances where the examinerconsiders but does not wish
10 cite documents of record in the patent file, notations should
be made in the reexamination file in the manner set forth in
MPEP § 717,05, items BS, CI and C2,

All citations listed on form PTO-892 and all citations not
lined out onany form: PTO-1449 will be printed on the reexami-
nation certificate under “References cited™.
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2258 Scope of Reexamination [R-121

I7CKFR 1.552. Scope of reexamination in reexamination proceedings.

() Patent claims will be reexamined on the basis of patents or
printed publications.

(b) Amended or new claims presented during a reexamination
proceeding must not enlarge the scope of the claims of the patent and
willbeexamined on e basis of patents or printed publications and also
for compliance widh the requirements of 35 U.S.C. 112 and the new
nuatter prohibition of 35 U.S.C. 132,

{¢) Questions other than those indicated in paragraphs (a) and (b)
of this section will not be resolved in a reexamination proceeding. If
such questions are discovered during a reexamination proceeding, the
existence of such questions will be noted by the examiner in an Office
action, in which case the patent owner may desire to consider the
advisability of Tiling a reissue application to have such questions
considered and resolved,

Rejections on prior art in recxamination proceedings may
only be made on the basis of prior patents or prinied publica-
tions, Prior art rejections may be based upon the following
portions of 35 U.S.C. 102:

“(a) .. . putented or deseribed in a printed publication in this or a
foreign country, hefore the invention thercof by the applicant {or
patent, or™

“(h) the invention was patented or described in a printed publica-
tion in this or a foreign country . . . more than one year prior to the date

of the application for patent in the United States, or”
oW h o A

“(d) the invention was first patented or caused to be patented, or
wirs the subject of aninventor's certificate, by the applicant or his legal
representatives or assigns in a foreign country prior to the date of the
application for patent in this country on an application for patent or
inventor's certificate filed more than twelve months before the filing of
the application in the United States, or”

“(e) the invention was described in a patent granted on an applica-
tion for patent by another filed in the United States before the invention
there of by the applicant for patent, or on an international application
by another who has fulfilled the requirements of paragraphs (1), (2),
and (4yof section 371(¢) of this title before the invention thereof by the
applicant for patent”,

B He e N o

Similurly, substantial new grounds of patentability may also
he made under 35 U.S.C. 103 which are based on the above
indicated portions of section 102,

Public Law 98-622 cnacted on November 8, 1984, changed
acomples body of case law and amended 35 U.S.C. by adding
a new senience which provides that subject matter developed by
another which qualifies as prior art only under subsections 102
(fyor {gyol 35 UL.S.C. shall >not< preclude patentability under
35 ULS.CO 103 provided the subject matter and the claimed
invention were commonty owned at the time the invention was
mude. This change overrules the pracidce under In re Bass, 177
USPQ 178, (CCPA 1973) wherein an carlicr invention by a
coemployee was treated as prior art under >35 U.S.C.< 102(g)
and possibly § 102(F) with respeet 1o a later invention made by
another employee of the same organization, >However, the
Federal Cercuit held in duPont v. Phillips, 7 1)SPQ2d 1129 |
FE3-1135 (Fed. Cir. 1988), that the prior work of another under
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35 U.S.C. 192(g), except as qualilicd by 35 U.S.C. 103 with
respect (o certain commonly owned subject matter, can be used
4 35 U.S.C. 103 prior art so long as it has not been abandoned,
suppressed, or concealed.< Accordingly, a substantial new
question ol patentability may be found under 35 U.S.C. 102(f)
or (£)/103 bascd on the prior invention of another disclosed in
a patent or printed publication. See Chapter 2100.

>Once reexamination is ordered based on a proper substan-
tial new question of patentability, any issucs proper for reexami-
nation may be raised by the examiner including issues previ-
ously addressed by the Office.<

Rejections will not be based ot matters other than patents or
printed publications, such as public usc or sale, inventorship, 35
U.S.C. 101, fraud, ctc. >In this regard sec /n re Lanham, 1
USPQ2d 1877 (Comr. Pats. 1986), and Stewart Systems v.
Comr. of Patents and Trademarks, 1 USPQ2d 1879 (E.D. Va.
1986).<A rejection on prior public use or sale, insuflicicncy of
disclosure, ctc. cannot be made cven if it relics upon a prior
patent or printed publication. Prior patents or printed publica-
tions must be applied under an appropriaic portion of 35 U.S.C.
102 and/or 103 when making a rejection.,

Rejections may be made in reexamination proceedings
bascd on intervening patents or printed publications where the
patent.claims under reexamination arc entitled only to the filing
date of the patent and are not supported by an earlier forcign or
United States patent application whose filing date is claimed.
For example, under 35 U.S.C. 120, the cffective date of the
claims would be the filing daic of the application which resulted
in the patent. Intervening patents or printed publications arc
avaitable as prior art under /n re Ruscetta, 118 USPQ 101
(CCPA, 1958).

Double patenting is normally proper for consideration in
reexamination, Sce Ex parte Obiaya, 227 USPQ 58, 60 (Rd.
Appl. 1985).

Affidavits or declarations which explain the contents or
pertinent dates of prior patents or printed publications in more
detail may be considered in reexamination, but any rejection
must be based upon the prior patents or printed publications as
cxplained by the affidavits or declarations. Therejection in such
circumstances cannot be based on the affidavits or declarations
as such, but must be based on the prior patents or printed
publications.

ADMISSIONS

> Initial Reexamination Determination and Order

The consideration under 35 U.S.C. 303 of a request for
rcexamination is limited to prior patents and printed publica-
tions. Sce¢ Ex parte McGaughey, 6 USPQ2d 1334, 1337 (1988).
Thus an admission per se may not be the basis for establishing
a substantial new question of patentability. However, an admis-
sion by the patent owner of record in the file or in a court record
may be utilized in combination with a patent or printed publica-
tion,

11. Reexamination Examination on Merits
After reexamination has been ordered, the examination on
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the meritsisdictated by 35 U.S.C. 305, sec Exparte McGaughey,
6 USPQ2d 1334, 1337 (Bd. of Pat. Appl. & Inter., 1988). <

Admissions by the patent owner >in the record< as o
matters affecting patentability may be utilized in a reexamina-
tion Proceeding, sec 37 CFR 1.106(c).

“*37 CFR 1.106(c) provides that admissious by the patent
owners as to matters affecting patentability may be utilized in a
recxamination proceeding. The Supreme Court when discuss-
ing 35 U.S.C. 103 inGrahamv. John Deere Co. 148 USPQ 459
(1966) stated, inter alia, “the scope and content of the prior art
are to be determined”. Accordingly, a proper evaluation of the
scope and content of the prior art in determining obviousness
would require a utilization of any “admission” by the patent
owner whether such admission results from a patent or printed
publication or from some other source, ** An admission as to
what is in the prior art is simply that, an admission, and requires
no independent proof’, >1t is an acknowledged, declared, con-
ceded or recognized fact or truth, Ex parte McGaughey, 6
USPQ2d 1334, 1337 (Bd. of Pat. Appl. & Inter.,, 1988).< While
the scope and content of the admission may sometimes have to
be determincd, this can be done from the record and from the
paper file in the same manner as with patents and printed
publications. To ignore an admission by the patent owner, from
any source, and not use the admission as part of the prior art in
conjunction with patents and printed publications inreexaming-
tion would make it impossible for the examiner to properly
determine the scope and content of the prior art as required by
Graham, supra,

The Board of Appeals upheld the use of an admission in a
reexamination proceeding in Ex parte Seiko Koko Kabushiki
Kaisha, 225 USPQ 1260 (1984), Ex parte Kimbell, 226 USPQ
688 (1985) >and in Ex parte McGaughey, 6 USPQ2d 1334 (IRd.
of Pat. Appl. & Inter., 1988).<. In Sciko, the Board relied on In
re Nomiya, 184 USPQ 607 (CCPA 1975) holding an admission
of prior art in the specification of the parent undergoing reex-
amination is considered prior art which may be considered for
any purpose, including use as evidence of obviousness under 35
U.S.C. 103, In Kimbell the Board referred o the patent specili-
cation and noted the admission by appeltant that an ¢xplosion-
proof housing was well known at the time of the invention, >In
Exparte McGaughey, 6 USPQ2d 1334, 1337 (Bd. of Pat. Appl.
& Inter., §988), the Board held that any cquivocal admission
relating to prior artis & fact which is part of the scope and content
of the prior art and that prior art admissions established in the
record are to be considered in recxamination, The Board ex-
pressly overruled the prior Board decision in Ex parte Horton,
226 USPQ 697 (1985) which held that admissions which arc
uscd as a basis for a rejection in reexamination must relate to
patents and printed publications.<

>The <** admission can reside in the patent file (made of
record during the prosccution of the patent application) or may
be presented during the pendency of the reexamination proceed-
ing >or in litigation<.** Admissions by the patent owner as (o
any maiter affecting patentability »may be utilized< o deter-
mine the scope and content of the prior art in conjunction with
patents and printed publications ** in a prior art rejection
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whether such admissions result from patents or printed publica-
tions or from some other source. > An admission relating to< any
prior art (i.e., on sale, public ase, etc.) established in the *record
or in court may be used by the examiner in combination with
patents or printed publications in a reexamination proceeding,
>The admission must stand on its own. Information supple-
menting or further defining the admission would be improper.
Any admission submitted by the patent owner is proper. A third
party, however, may not submit admissions of the patent owner
made outside the record or the court. Such a submission would
be outside the scope of reexutiination.<

Original patent claims will oe examined only on the basis of
prior art patents or prizied publications applied under the
appropriate parts of 35 U.S.C. 102 and 103. Sec MPEP § 2217,
During reexamination, claims arc given the brondest reasonable
interpretation consistent with the specification and limitations
inthe specification are not read into the claims, In re Yamamoto
et al. 222 USPQ 934 (Fed. Cir. 1984). In a rcexamination
proceeding involving claims of an expired patent, which are not
subject toamendment, apolicy of liberal (i.e., narrow) construc-
tion should be applicd. Such a policy favors a construction of a
patent claim that witl render it valid, i.e., a narrow construction,
over a broad construction that would render it invalid. See fn re
Papst-Motoren, 1| USPQ2d 1659 (Bd.Pat. App. & Inter. 1986).
The statutory presumption of validity, 35 U.S.C. 282 has no
application in reexamination, I'n re Etzer, 225 USPQ 1 (Fed. Cir,
1985).

Where some of the patent claims in a patent being reexam-
ined have been the subjectof a prior Office or court decision, see
MPEP § 2242. Where other proceedings involving the patent
arecopending with the reexamination proceeding, see MPEP §§
2282-2286. New claims will be examined on the basis of prior
art patents or printed publications and for compliance with 35
U.S.C. 112 including the new matter prohibitions. Amended
claims will be examined on the basis of prior art patenis and
printed pubtications and for compliance with 35 U.S.C. 112,10
the extent that the amendatory matter raises an issue under 35
Us.C 1z,

The examincr should be aware that new or amended claims
are to be examined for compliance with 35 U.S.C. 112 and that
consideration of 35 U.S.C. 112 issnes should be limited 1o the
ameadatory (i.c., new language) matter, For example, a claim
which is amended or a nexw claim which is presented containing
a limitation not fonnd in the original patent claim should be
considered for compliance under 3§ U.S.C. 112 only with
respect to that limitation. To go further would be inconsistent
with the statute to the extent that 35 ULS.C. 112 issues would be
raised as (o matter in the original patent claim. Thus, a term in
a patent claim which the examiner might deem to be 1o broad
cannot be considered as 100 broad in a new or amended claim
rnless the amendatory matter in the new or amended claim
creates the issue.

Although a request for reexamination may not specify all
claims as presenting a substantial new question, each claim of
the patent normally will be reexamined, The resulting reexami-
nation certificate will indicate the staws of all of the patent
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claims and any added patentable claims,

Restriction requirements cannot be made in a reexamination
proceeding since no statutory basis exists therefor, and no new
or amended claims enlarging the scope of a claim of the patent
are permitted,

There are matters ancitlary to reexamination which are
necessary and incident 10 patentability which will be consid-
ered. Amendments may be made to the specification Lo correet,
for example, an inadvertent failure o claim forcign priority or
tile continuing status of the patent relative to a parentapplication
if such correction is necessary to overcome a refere ¢ applied
against a claim of the patent, No rencwal of previously made
claims for foreign priority under 35 U.S.C. 119 or continuing
status of the application under 35 U.S.C. 120, is necessary
during recxamination, Correction of inventorship may also be
made during reexamination,

Affidavits under 37 CER 1,131 and 1.132 may be utilized in
a reexamination proceeding. Note, however, that an affidavit
under 37 CFR 1,137 may not be used to “swear back” of 4
reference patent if the reference patent is claiming the same
invention as the patent undergoing reexamination, In such a
situation the patent owner may, if appropriate, seck 1o raise this
issue in an interference proceeding via an appropriate reissue
application if such a reissue application may be filed.

Patent claims not subject to reexamination because of their
prior adjudication by a court should be identificd. >See MPEP
§2242.<

For handling a dependent claim in reexamination proceed-
ings sce MPEP § 2260.01, All added claims will be examined,

Where grounds set forth in a prior Office or Federal court
decision, which are not based on patents or printed publications
clearly raise guestions as to the claims, the examiner's Office
aciion should ¢learly state that the claims have not been exam-
ined as (o those grounds not based on patents or printed publi-
cations stated in the prior decision, See 37 CFR 1,.552(c). See ln
re Knight, 217 USPQ 294 (Comr. Pats, 1982). All claims under
reexaminution should, however, be reexamined on the basis of
prior patents and printed publications.

If questions other than those indicated above (for example,
questions of patentability based on the public use or sale, fraud,
abandonment under 35 U.S.C. 102(¢), ctc.) are discovered
during areexamination proceeding, the existence of such ques-
tions will be noted by the examiner inan Office action, in which
case the patent owner may desire to consider the advisability of
filing a reissuc application 10 have such questions considered
and resolved. Such questions could arise in a reexamination
requester’s 37 CFR 1510 request orina 37 CFR 1.535 reply by
the requester, Note Form Paregreph 22,03,

§ 22.03 lssue Not Within Scope of Reexamination

[t i noted that an issue not within the scope of roexamination
proceedings has beon raised. [ 1]. The issue will not bie considered in a
reexamingtion proceeding. 37 CFR 1.552(¢). While this issue is not
within the scope of reoxanuaation, the patentes is advised that it may
be desirable to consider filing a reissue application provided that the
patenice beliovos one or more claims 1o be partially or wholly inopora-
tive or invalid based upon the issue,
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Examlner Note:

1. In bracket 1, identify the issues.

2. This paragraph may bo used sither when the request for reexami-
nation is based upon issues such as public use or sale, frawd, or
abandonment of the invention, or when questions are discovered
during a recxamination proceeding.

Where a request for reoxamination is filed on a patent after
arcissue patent for the patent has already issued, reexamination
will be denied because the patent on which the request for
reexamination is based has been surrendered. Should reexami-
nation of the reissued patent be desired, a new request for
regxamination inciuding and based on the specification and
claims of the reissuc patent must be filed. Whore the reissue
patent issues after the filing of a request for reexamination,
*>scee MPEDP § 2285,

2259 Collateral Estoppel In Reexamination
Proceedings [R-12]

>MPEP §i< 2242 and 2286 relate to the Office policy
controlling the determination on a request for reexamination
and subsequent reexamination where there has been a Federal
court decision on the merits as o the patent for which reexami-
nation is requested. Since claims >finally< held invalid by a
Federal court will be withdrawn from consideration and not
reexamined during a reexamination proceading, no rejection on
the grounds of collateral estoppel wiil be appropriate in reex-
amination,

2260 Office Actions [R-4]

J7CFR 114 Nature of examination, examingr' s action reads in part:

(a) On taking up . .. & patent in a rosxsmination procecding, the
examiner shall make a thorough study thereol and shall make a
thorough investigntion of the available prior art relating 1o the subject
matter of the claimaed invention, The oxamination shall be complete
with respect both 1o complinneo of tho. . . putent under reexamingtion
with the applicablo statutes and mlos and 10 the patentebility of the
invontion as claimedd, as woll as with respect 10 mniters of formy, unloss
otherwise indieated,

(b) ... in the caze of a roexamination proceeding, both the patent
ownar and the requester, will be notified of the examiner's action, The
reasons {or any sdvorse action or any olyjection or requireniont will bo
stated and such information or reforonces will ba given as may be useful
in aiding the . . . patent owner, 1o judge the propristy of continuing

prosecution.
W

It is intended that the examiner’s first ex parte action on the
merits be the primary action to establish the issues which exist
between the examiner and the patent owner insofar as the patent
is concemed, At the time the first action is issued the patent
owner has already been permitied to file a statoment and an
amendment pursuant o 37 CFR 1,530 and the reexamination
requester, if the requester is not the patent owner, has been
permitted to reply thereto pursuant to 37 CFR 1,535, Thus, at
this point, the issues should be sufficiently focused to enable the

2200 - 40




CITATION OF PRIOR ART AND REEXAMINATION OF PATENTS

exanniner to make a definitive first ex parte action on the merits
whic's should clearly establish the issucs which exist between
the cxaminer and the patent owner insofar as the patent is
concerned. In view of the Tact that the examiner’s first action
will clearly establish the issues, the first action should include
1 statement cantioning the patent owner that a complete re-
sponse should be made to the action since the next action is
expected to be afinal rejection, The first action should further
caution the patent owner that the requirements of 37 CFR
1.116(b) will be strictly enforced after final rejection and that
any amendments after final rejection must include “a showing
ol good and sufficient reasons why they are necessary and were
notcarlicr presented™ inorder to be considered. The tanguage of
Form Paragraph 22.04 is appropriate for inclusion in the first
Office action;

§ 22.04 Papers to be Submitted in Response to Action

In order to ensurs full consideration of any amendments, affidavits
or declarations, or other documents as ovidonce of patentability, such
docunients mustbe submitted in response o this Office action, Submis-
sions after the next Oflice action, which is intended 1o be a final action,
will be governed by the requirements of 37 CFR 1,116, which will be
strictly enforced.

2260.01 Dependent Claims [R-4)

If a base patent claim has been rejected or canceled, any
clnim which is directly or indirectly dependent thereon should
be allowed if it is otherwise allowable, The dependent claim
should not be objected to or rejected merely because it depends
onarejected or canceled claim., Ne requirement should be made
for rewriting the dependent claim in independent forn, As the
original patent claim numbers are not changed in 4 reexaming-
tion proceeding the content of the canceled base claim would
remain in the printed patent and would be available to be read as
a part of the allowed dependent clain,

If o new claim (n claim other than a claim appearing in a
patent) has been canceled in a reexamination proceeding, a
claim which depends thercon should be rejected as incomplete,
Ifancw base claim isrejected, aclaim dependent thercon should
be objected to if it is otherwise allowable and a requircment
made for rewriting the dependent claim in independent form,

2261 Special Status For Action [R-4]

A5 U.S.C. 305, Conduct of reexamination proceedings.
LR ]

Alireexamination proceedings under this section, including sy sppeal
to the Board of Patent Appeals ond Interferences, will be conducted
with special dispatch within the Office.

In view of the requirement for “special dispatch”™ reexami-
nation proceedings will be “special” throughout their pendency
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inthe Gifice, The examiner's first action on the merits should be
completed within one month of the filing date of the requester’s
reply (37 CFR 538), or within one moneh of the filing date of the
patentowner’s statement ( 37 CFR 1.530) i there is no requester
other than the patent owner, If no submissions arc made ander
cither 37 CFR 1.5300r 1,535 the firstaction on the merits should
be completed within one month of any due dute for such
submission, Mailing of the first action should occur within ¢
WEEKS after the appropriate filing or duc date of any statemeng
and any reply thereto,

Any cases involved in litigation, whether they are reexami-
nation proceedings or reissue applications, will have priority
over aliother cases. Reexamination proceedings not involved in
litigation will have priority over all other cases except reexami-
nations or reissues involved in litigation.

2262 Form and Content of Office Action {R-4]

The examiner's first Office action will be a statement of the
examiner's position and should be so complete that the second
Office action can properly be made a final action, See MPED §
2271,

All Office actions are to be written or dictated and then
typed. The first Office action must be sufficiently detailed that
the pertinency and manner of applying the cited prior art o the
claims is clearly set forth therein, If the examiner concludes in
any Oifice action that one or more of the claims are patentable
over the cited pateats or printed publications, the examiner
should indicate why the claim(s) is clearly patentable in a
manner simifar to that used to indicate rensons for allowance
(MPEP § 1302.14), If the record is clear why the claim(s, s
clearly patentable, the examiner may refer to the particular
portions of the record which clearly establish the patentability
of the claim(s). The first action should also respond o the
substance of cach argument raised by the patent owner and
requester pursuant to 37 CFR 1.510, 1.530, and 1.535. If
arguments are presented which are inappropriate in reexamina-
tion, they should be treated inaccordance with 37 CFR 1.552(¢).
Itis especially important that the examiner’s action in reexami-
nation be thorough and complete in vicw of the finality of a
reexamination proceeding and the patent owner's inability 1o
filc a continuation proceeding.

Normally the title will not need to be changed during reex-
amination, If a change of the title is necessary, itshould be done
as carly as possible in the prosccution as a part of an Office
Action, If all of the claims are allowed and & Notice of Intent to
Issue a Reexamination Certificate has been or is to be mailed, a
change to the title of the invention by the examiner may only be
done by way of an Examiner's Amendment. Changing the title
and merely initiating the change is NOT permitted in recxami-
nation,

A sample of a first Office action of reexamination proceed-
ings is sct forth below:
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UNITED STATES DEPARTMENT OF COMMERCE

Patent and Trademark Office
Address: Commissionar of Patents and Trademarke
Washington, D.C. 20231

REEXAM CONT NO | FILING DATE | PATENT UNDER REEXAMINATION | ATTORNEY DOCKET NO
90/000,016 7/02/81 4,444,444 0803071
o (PATENT OWNER'S CORRESPONDENGE ADDRESS) . EXATITNER
William Dyre "
2400 Jefferson Davis Highway V. D. Turrex
Arlington vA 22202 ART UNIT PAPER NUMBER
125 9
DATE MAILED
Mailed
Thie Is a communlcation from the examinar In charge of this reexamination Se pt 2 5 1 981
COMMISSIONER OF PATENTS AND TRADEMARKS G Ro U P 1 20
Responaive to the communication(s) fled on _July 2, 1981 | D This action is made FINAL.
A shortened statutory period tor response to this action is 86t 1o explre | One .month(s), _ _  days from the date

of this fetter, Fallure to respond within the peried for response will cause termination of the proceeding and issuancs of a
raexamination certificate In accordance with this action, 37 CFR 1.550(a).

Part|! THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION:
1. X| Notice of Referencea Cited by Examiner, PTO-892 2.1 | Notice of informal Patent Drawing, PTO-948 .
3. X |information disclosure Citation, PTO-1449

PART Il SUMMARY OF ACTION:
1. Clalma 4 =6 ara subject to reexamination,

1a. ‘ Claime 1 =3 are not subject o rexamination.

2, . Clalme have been cancellad.

3. . Clalms are confirmad.

4. . Claima are patentable,

5. Clalms __5 are rejoctad.

6. Claims 4 and 6 are objacted fo.

7. . The formal drawings flled on are acceptable.

The drawing correction request flied on has been D ﬂpprovadD disapproved.

9.‘ Acknowledgment is made of the claim fot priority under 36 U.S.C. 119. The cartifled copy has been recelved.
= not been recelved, Dm@n filed In parent application Serial Number flled on

10, 8ince the procaeeding appears to be In conditlon for lasuance of a reexamination certificate except fpr formal matters,
prosacution as to the merits |a closed In accordance with the practice under Ex parte Quayle, 1835 C.D. 11, 435 0.G. 213,

11.[:] Othar

Rev. 12, July 1969 2200 - 42



CITATION OF PRIOR ART AND REEXAMINATION OF PATENTS 2262
Reexamation Control No. 90/000016 -2

Claims 1-3 are not being reexamined in view of the final decision in

A.B.C. Corp, v. Smith in 1978, published at __ USPQ2d . Claims 1 - 3
were held invalid by the Court.

Claim 4 and new claim 6 are rejected as being unpatentable over Berridge
in view of McGee under 35 U.S.C. 103. Berridge discloses a cutting tool
similar to that claimed by Smith, which has pivotal handles with cutting
blades and a palr of cutting dies with flat faces being mounted on and
projecting at right angles to the plane of the handles. McGee alsc dis-
closes a cutting tool having a palr of pivotal handles at one end and
with jaws at the opposite end, and a pailr of dies with mating faces de-
sligned for crimping projecting from the jaws of the pliers. To provide
the cutting tool of Berridge with dies for crimping as in McGee in place
of the flat die surfaces would have been obvious to a person having ordi-
nary skill In the art.

Claim 5 avolds the prior patents and printed publications and is patent-
able thereover. Claim 5 recites crimping dies in which the grooves are
aligned with the pilvot axis of the handles. This structure is not shown
nor taught 1in the prior art.

Newly added claim 6 also appears to involve a question of patentability
based on the ground of prilor public use raised in the above cited final
decision. This issue 1s not being resolved in the Patent and Trademark
Office in this reexaminatlion proceeding but may be resolved before the
Office by flling a reissue application (37 CFR 1.552(c)).

The Swiss patent to Hotopp and “American Machinist” magazine article are
made of record to show cutting tool devices similar to that claimed in
the patent to Smith,

In order to ensure full consideration of any amendments, affidavits , or
declarations, or other documents as evidence of patentabllity, such
documents pust be submitted in response to this Office action. Submis-
slons after the next Office action, which 1ls intended to be a final ac-
tion, will be governed by the strict requirements of 37 CFR 1.116, which
wlll be strictly enforced,

ces Requester
(signed)
V.D. Turner
Primary Examiner
Art Unit 125
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Sheet ____ of _
Form PTC-892 US DEPARTMENT OF COMMERCE | Heskem. Contict Ko, Group AstUnit | Atlachment
(REV. 6-89) Patent and Trademark Office 90/000 016 125 m:“ 9
NOTICE OF REFERENCES CITED Patent Quinor
(Usa sevoral sheols if necessary) Smith
J. S. PATENT DOCUMENTS
* DOCUMENT HUMBER | DATE NAME CLASS | SUBCLASS | . ’;",;';‘R%gaffw
A 1ol 122|719k 5/34 McGee 140|104
B8 bg51 41| 4/33 Weid et al 140 104
C | 3 p45| 49| 6/36 Paulk et al 140 108
D
E
F
G
H
!
J
K
FOREIGN PATENT DOCUMENTS
DOCUMENT NUMBER DATE COUNTAY CLASS | SUBCLASS Tranalation
YES NO
L
M
N
0
P
OTHER DOCUMENTS (including Author, Title, Date, Partinant Pages, Etc.)
Q
R
8
EXAMINER DATE CONSIDERED
V. D. Turner 08/20/81
* A copy of thia reference Is not belng furnished with this Oftlce actlon.
(See Manual of Patent Examining Procedure gection 707.05(a).}
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Sheet _1 ot 1

FIASLE T | T
INFORMATION DISCLOSURE CITATION Preioms Joseph Smith
(Use several shevts if nacessary) Iseue D‘“Ju ly 7, 1 97 7| Group Art Unit 125
U. S. PATENT DOCUMENTS
EXAMINER | pocumENT NUMBER | DATE . NAME cLass | susclass | | FILINGDATE
YOI | [994/42[5[1-1847  BERRIDGE 140 | 106
FOREIGN PATENT DOCUMENTS
DOCUMENTNUMBER |  DATE COUNTRY CLASS | SUBCLASS Yg;“"“'“"""NO
vDi~ 8loj5| 55| 10-1918 SWITZERLAND - ==l X

OTHER DOCUMENTS (Including Author, Title, Date, Pertinent Pages, Elc.)

m "American Machinist" magazine, October 16, 1950 issue,
7 page 169 (copy located in class 72, subclass 409)

EXAMINER DATE CONSIDERED
Vincent D. Turner Sept.. 14, 1981

EXAMINER: Initial H citetion coneldered, whether or not citatien le In conlermence with MPEP § 606; Drew tine thraugh clistion If aot In conlormence end not
coneldered, Include copy of thla form with next communication te the patert owner
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2263 Time for Response [R-4]

A shortened siatutory period of TWO MONTHS will ba sct
for response to Office actions, cxcept where the recxamination
results from a court order or litigation is stayed for purposcs of
reexamination, in which case the shortened statutory period will
be set atone month. Sce MPEP § 2286. Note, however, that this
onc-month policy docs NOT apply 10 the two-month period for
the filing of a statement under 27 CFR 1.530, which two-month
period is set by 35 U.S.C. 304.

Where a reexamination proceeding has been stayed because
of a copending reissue application, and the rcissue application
is abandoned, all actions in the reexamination after the stay has
been removed will set a one month shortened statutory period
unless a longer period for response is clearly warranied by
nature of the examiner’s action, scc MPEP § 2285,

2264 Mailing of Office Action

Al forms will be structured so that the printer can be used to
print the identifying information for the reexamination file and
the owner’s name and address — usually the legal representa-
tive, and only the first owner where there are multiple owners,
The forms granting or denying the request for recxamination
will have the requester’s name and address at the bottom left
hand corner so as to provide the patent owner with requester’s
name and address. All actions will have a courtesy copy mailed
1o the requester by typing “cc Requester” at the bottom of each
action. A transmittal form is used for cach requester and owner
in addition 10 the one named on the top of the Office action,

The transmittal form wifl be used as a master to make a copy
to be sent with the Office action w0 the requester and any
additional owner. The number of transmittal form(s) provide a
ready reference for the number of copices 10 be made with cach
action and allow use of the window cnvelopes,  When the
requestes is the patent owner, the reexamination clerk will
indicate on the file wrapper: No copies needed -— Requester is
Owner, A transmiital form could also be placed inside the file
with a similar notation to alert typists, the examiner, any anyone
clse taking part in the processing of the reexamination that no
additional copies are needed.

2265 Extension of Time [R-12)

The provisions of 37 CFR 1.136 (@) and (b) arc NOT

applicable to reexamination proceedings under any circum-
stances, Public Law 97-247 amended 35 U.5.C. 41 (o authorize
the Commissioncer to charge fees for extensions of time to take
actioninan“application”. A reexamination proceeding does not
involve an “application”, 37 CFR 1,136 anthorizes cxtensions
of the time period only in an application in which an applicant
must respond or take action, There is neither an “application”,
nor an “applicant” involved in a reexamination proceeding,
Requests foran extension of time in a reexamination proceeding
will be considered only after the decision to gramt or deny
reexamination is mailed. Any request filed before that decision
will be denied. The certificate of mailing (37 CFR 1LE) and
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“Express Mail” with certificate (37 CFR 1.10) procedures may
be used to file any paper in a reexamination proceeding (sce
MPEP § 2266).

With the exception of an avtomatic onc month extension of
time to take further action which will be granted upon filing a
first timely responsc to a final Office action, all requests for
cxtensions of time to file a patent owner statement under 37CFR
1.530 or respond to any subsequent Office action in a reexami-
nation proceeding must be filed under 37 CFR 1.550(c) and will
be decided by the group dircctor of the patent cxamining group
conducting thereexamination proceeding. These requestsforan
extension of time will be granted only for sufficient cause and
must be filed on or before the day on which action by the patent
owner is duc. In no case will mere filing of a request for
cxtension of time automatically cffect any extensien. Evalu-
ation of whether sufficient cause has been shown for an exten-
sion must be made in the context of providing the patent owner
with a fair opportunity (o present an argumentagainstany atiack
on the patent, and the requirement of the statute (35 U.S.C. 305)
that the proceedings be conducted with special dispatch. In no
case, except in the after final practice noted above, will the mere
filing of a request cffect any extension.

Any request for an cxtension of time in a reexamination
procceding must fully state the rcasons therefor. All requests
must be submitted in a separate paper which will be forwarded
to the group director for action. A request for anextensicen of the
time period to file a petition from the denial of a request for
recxamination can only be entertained by filing a petition under
37CFR 1.183 with appropriate fce to waive the time provisions
of 37 CFR 1,515(c). Since the reexamination examination
process is intended to be essentially ex parte, the party request-
ing reexamination can anticipate that reguests for an extension
of time to file a petition under 37 CFR 1.515(c) will be granted
only in extraordinary situations. No extensions will be permit-
ted to the time for filing a reply under 37 CFR 1.535 by the
requester in view of the two month statutory period.

Ex parte prosecution will be conducted by initially setting
cither a onc or a two month shortened period for response, sce
MPEP § 2263. The patentowner alse will be given a two-month
statutory period after the order for reexamination to file a
statement. 37 CFR 1.530(b). First requests for extensions of
these statutory time periods will be granted for sufficient cause,
and for a rcasonable time specificd — usually one month, The
rcasons stated in the request will be evaluated by the group
director, and the requests will be favorably considered where
there is a factual accounting of reasonably diligent behavior by
all those responsible for preparing a response within the statu-
tory time period. Second or subscquent requests for extensions
of time or requests for more than one month will be granied only
in extraordinary situations. Any request for an extension of time
in a reexamination proceeding to file a notice of appeal, a brief
or reply bricl, »or< arequest for reconsideration or rehearing**
will be considered under the provisions of 37 CFR 1.550(c).
>The time for filing the notice and reasons of appeai to the U.S.
Court of Appeals for the Federal Circuit or for convmencing a
civil action, wilt be considered under the provisions of 37 CFR
1.304 .«
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FINAL ACTION — TIME FOR RESPONSE

The after-fingl practice in reexamination proceedings did
not change October. 1, 1982, and the automatic extension of
time policy for responsc to a final rejection and associated
practice are still in cffect in reexamination proceedings.

Thefiling of atimely firstresponse toa final rejection having
ashortened statutory period for response is construed as includ-
ing a request to extend the shortened statutory period for an
additional month, which will be granted even if previous exten-
sions have been granted, but in no case may the period for
response exceed six months from the date of the final action.
Even if previous extensions have been granted, the primary
examiner is authorized to grant the request for extension of time
which is imaplicit in the filing of a timely first response to a final
rejection. Anobjectof this practice is to obviate the necessity for
appeal merely 1o gain time to consider the examiner’s position
in reply to an amendment timely filed after final rejection.
Accordingly, the shortened statutory period for response to a
finad rejection to which a proposed response hias been received
will generafly be extended one month,

Normally, examiners will complete a response to an amend-
ment after final rejection within five days after receipt thereof,
In those rare situations where the advisory action cannot be
mailed in sufficicnt time for the patent owner to consider the
examiner's position with respect 1o the proposed response
before wermination of the proceeding, the granting of additional
time to complete the response to the final rejection or o take
other appropriate action would be appropriate. The advisory
action form (PTOL-303) states that “THE PERIOD FOR
RESPONSE 1S EXTENDED TO RUN — -~ MONTHS
FROM THE DATE OF THE FINAL REJECTION.” The blank
before *“MONTHS” should be fifled in with an integer (4, 5, or
6); fractional months showld not be indicated. Inno case can the
period for reply 1o the finaf sejection be extended to exceed six
mionths from the mailing date thereof,

EXTENSIONS OF TIME TO SUBMIT AFFIDAVITS
AFTER FINAL REJECTION

Frequently, patent owners request an extension of time,
stating as a reason therefor that more time is needed in which 10
submit an affidavit. When such a request is filed after final
rejection, the granting of the request for extension of time is
without prejudice to the right of the examiner to question why
the affidavit is now nccessary and why it was not carlicr
presented. 1 the patent owner’s showing is insufficicnt, the
examiner may deny entry of the affidavit, notwithstanding the
previous grantof an extension of time (o submitit, The grant of
an extension of time in these circumstances serves mercly o
keep the proceeding from becoming terminated while allowing
the patent owner the opportunity to present the affidavit or to
take other appropriate action. Morcover, prosccution of the
reexamination (o save it from termination must include such
timely, complete and proper action as required by 37 CFR
1113, The admission of the affidavit for purposes other than
altowance of the claims, or the refusal to admit the affidavit, and
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any proceedings relative, thereto, shall not operaie (o save the
proceeding from termination.

Implicit in the above practice is the fact that affidavits
submitted after final rejection are subject to the same treatment
as amendments submitted after final rejection, fr re Affidavit
Filed After Final Rejection, 152 USPQ 292, 1966 C.D. 53.

2266 Responses [R-4]

If the patent owner fails to file a timely and appropriate
response to any Office action, the reexamination proceeding
will be terminated and the Commissioner will proceed to issue
a reexamination certificate. The certificate will normally issue
indicating the status of the claims as indicated in the last Office
action, All rejected claims should be canceled.

The patent owner may request reconsideration of the posi-
tion stated in the Office action, with or without amendment to
the claims. Any request for reconsideration must be in writing
and must distinctly and specifically point out the supposcd
crrors in the examiner's action. A gencral aflegation that the
claims define a patentable invention without specifically point-
ing out how the language of the claims patentably distinguishes
them over the references is inadequate and is not in compliance
with 37 CFR 1.111(b).

Affidavits under 37 CFR 1.131 and 1.132 may be utifized in
a reexamination proceeding. Note, however, that an affidavit
under 37 CFR 1.131 may not be used to “swear back” of a
reference patent if the reference patent is claiming the same
invention as the patent undergoing reexamination. In such a
situation the patent owner may, if appropriate, seck to raise this
issue in an interference proceeding via an appropriate reissuc
application if such a reissuc application may be filed,

The certificate of mailing procedures (37 CFR 1.8 and 1.10)
may be used to file any paper in a reexamination proceeding.

2267 Handling of Inappropriate or Untimely
Filed Papers [R-4]

The applicable regulations (37 CFR 1.501(a), 1.550(c))
provide that certain types of correspondence will not be consid-
cred or acknowledged unless timely received. In every case, a
decision is required as o the type of paper and whether it is
timely,

The return of inappropriate submissions complics with the
regulations that certain papers witl not be considered and also
reduces the amount of paper which would ultimately have to be
stored with the patent file,

DISPOSITION OF PAPERS

Where papers arc filed during reexamination procecdings
which are inappropriate because of some defect, such papers
will cither be returned to the sender or forwarded to one of three
files, the “Reexamination File”, the “Patent File"” or the “Stor-
age File”. Any papers returned Lo the sender from an cxamining
group must be accompanied by a letter indicating signature and
approval of the group dircctor.
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TYPES OF PAPERS RETURNED WITH COMMISSIONER OR
GROUP DIRECTOR'S APPROVAL REQUIRED

Flied by Owner
§1.530
§ 1.540

Filed by Requester
§1.535

§1.535
§ 1.540

§ 1.550(c)

Filed by Third Party

§1.501
1.565(a)

A. Premature Response by Owner
Wherethe patentowner is NQT therequester,
uny response or amendment filed by owner
prior to an order to reexamine is premature
and will be returnex! and will not be consid
cred.

A. No Statement Filed by Owner

If a patent owner fails to file a statement
within the prescribed limit, any reply by the
requester is inappropriate and will be re
turmed and will not be considered.

B. Late Response by Requester
Anyresponse subsequent to two months from
the date of service of the pstent owner's
statement will be returned and will notbe
considered,

C. Additional Response by Requester

The active participation of the reexamination
requester ends with the reply pursuant to §
1.535. Any further submission on behalf of
requester will be returned and will not be con
sidered.

Unless a paper submitted by & third party §
raises only issues appropriate under § 1,501,
or consists solely of a prior decision on the

patent by another forum, e.g., & court (see §§
2207, 2282 and 2286), it will be returned to
an identified third party or destroyed if the

submilter is unidentificd.

The “Reexamination File” and the “Patent File” will remain

together in central storage area prior to a determination to reexaming
but once an order to reexamine is mailed, the “Patent File” will be
maintained in the assigned examiner's room.

TYPES OF DEFECTIVE PAPERS TO BE LOCATED IN THE
“REEXAMINATION FILE"

ffled by Owner
§1.33

§1.248

§ 1.530(b)
§ 1.540

Flied by Requester
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A. Unsigned Papers

Papers filed by owner which are unsigned or
signed by less than all of the owners (rio attor
ney of record or acting in representative
capacily),

B. No Proof of Service

Papers filed by the patent owner in which no
proof of service on requester is included and
proof of service is required, may be denied
consideration.

C. Untimely Papers

Where owner has {iled a paper which is
untimely, that is, it was {iled after the
period set for response, the paper will not be
considered.

A. Unsigned Papers

Papers filed by requester which are unsigned
will not be considered.

B. No Proof of Service

& 1.510(bX5)
§1.33
§1.248

Papers filed ¥, renuester in which no proof
of service on owner is included and where
prool of service is required may be denied
consideration.

The " Storage Filed" will be maintained separaie and apart from the
other two files and at a location selected by the group director. For
example, the group director may want to Jocate the “Storage File” ina
central area in the group as with the reexamination clerk or in his own
room.

PAPERS LOCATED IN THE “STORAGE FILE"

§1.501
§ 1.550(c)

Citations by Third Partics

Submissions by third partics based solely on
prior art patents or publications filed after the
date of the order to reexamine are not entered
into the patent file but delayed until the reex
amination proceedings have been terminated,

Proper timely filed citations by third parties are placed in the
“Patent File"”.

2268 Petition for Entry of Late Papers [R-12]

Duc to the “special dispatch” provision of 35 U.S.C. 305, it
isnecessary and appropriate that the Office adhere strictly to the
time limit sct by the Rules. However, due to the fact substantial
property rights are involved in patents undergoing reexamina-
tion, the Office will consider, in appropriate circumstances,
petitions **>ghowing uniavoidable delay under 35 U.S.C. 133<
where untimely papers are filed subsequent to the order for
reexamination (37 CFR 1.525), Such petitions will be decided
by the * Assistant Commissioner for Patents, Any such petition
must detail the specific circumstances necessitating  the
*#>ghowing of unavoidable delay< and provide cvidence to
support the request, **

Under ordinary circumstances, the failure to timely file a
statement pursuant 10 37 CFR 1.530 or a reply pursuant o 37
CFR 1.535 would not constitute adequate basis 1o justify a **
>showing of unavoidable delay< regardiess of the rcasons for
the faifure since no rights arc lost by the failure to file these
documents. However, the lailure to timely respond 10 an Office
action rejecting claims may, in rare circumstances, justify
*#>such a showing< since rights may be lost by the failure o
timely respond, In this regard see In re Katrapat, 6 USPQ2d
1863 (Comr, Pats. 1988) and In re Egbers, 6 USPQ2d 1869
(Comr. Pats. 1988).<

2269 Reconsideration [R-4]

After response by the patent owner (37 CFR 1.111), the
patent under reexamination witl be reconsidered and the patent
owner notified il claims are rejected or objections or require-
ments made. The patent owner may respond 1o such Office
action with or without amendment and the patent under reex-
amination will be again considered, and so on repeatedly unless
the examiner has indicated that the action is final. See 37 CFR
1.112. Any amendment alter the second Offlice action, whickh
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will normally “ ¢ final as provided for in MPEP § 2271, must
ordinarily be resiric'~ i to the rejection or to the objection or re-
quircment made.,

2270 Clerical Handling [R-4]

The person designated as the reexamination clerk will
handle most of the initial clerical processing of the recxamina-
tion filc.

Amendments which comply with 37 CFR 1121() will be
centered for purposes of reexamination in the reexamination file
wrapper. Scec MPEP §§ 2234 and 2250 for manner of cnicring
amendments,

Forentry of amendments ina merged reissuce-reexamination
procceding, see MPEP §§ 2283 and 2285.

Allamendments to the specification prior o final action will
be entered for purposes of the recxamination proceeding even
thought they do not have legal effect until the certificate is
issucd, Any “new matter” amendment will be required 1o be
canceled from the description and claims containing new maticr
will be rejected under 35 U.S.C. 112, A “new matter” amend-
ment to the drawing is ordinarily not cntered. See MPEP §§
608.04, 608.04 (2) and (¢).

2271 Final Action [R-4]

Before a final action is in order, a clear issue should be
developed between the examiner and the patentowner, To bring
the prosccution to a speedy conclusion and at the same time deal
justly with the patent owner and the public, the examiner will
twice provide the patent owner with such information and
references as may be useful in defining the position of the Office
asto unpatentability before the action is made final, Initially, the
decision ordering reexamination of the patent will contain an
identification of the new questions of patentabifity that the
examiner considers to be raised by the prior art considered. In
addition, the first Office action will reflect the consideration of
any arguments and/or amendments contained in the request, the
owner’s statement filed pursuant 10 37 CFR 1.530, and any reply
thereto by the requester, and should fulty apply all relevant
grounds of reiection to the claims.

The statement which the patent owner may file under 34
CFR 1.530 and the response to the first Office action should
completely respond to and/or amend with a view to avoiding all
outstanding grounds of rejection.

Itis intended that the second Office action in the reexamina-
tion proceeding foltowing, the decision ordering reexamination
will be made final in accordance with the guidelines set forth in
MPEP § 706.07¢). The examiner should not prematurely cut
of f'the prosecution with a patent owsier who is seeking to define
the invention in claims that will offer the patent protection to
which the patent owner is entitled. However, both the patent
owner and the examiner should recognize that a reexamination
procecding may result in the final cancetlation of claims from
the patent and that the patent owner does not have the right to
renew or continuie the proceedings by refiling under 37 CFR
1.60 or 1,62, Complete and thorough actions by the examiner
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coupled withcomplete responses by the patent owner, including
carly presentation of evidence under 37 CFR 1.131 or 1.132,
will go far in avoiding such problems and reaching a desirable
carly termination of the rcexamination proceeding, In making
a final rejection, all outstanding grounds of rcjection of record
should be carefully reviewed and any grounds or rejection relied
upon should be reiterated, The grounds of rejection must (in the
final rcjection) be clearly develop to such an extent that the
patent owner may readily judge the advisability of an appeal.
However, where a single previous Office action contains a
complete statement of a ground of rejection, the final rejection
may refer to such a statemeiit and also should include a rebuttal
of any arguments raised in the patent owner’s response. The
finai rejection letter should conclude with a statement that; “The
above rcjection is made FINAL.”

As with all other Office correspondence on the merits in a
recxamination proceeding, the final Office action must be
signed by a primary examiner.

2272 After Final Practice [R-12]

It is intended that prosccution before the examiner in a
reexamination proceeding will be concluded with the final
action, Once a final rejection that is not premature has been
cntered in a reexamination proceeding, the patent owner no
longer has any right to unrestricted further prosecution. Consid-
cration of amendments submitted after final rejection will be
governed by the strict standards of 37 CFR 1.116. >Note,
however, the patent owner is entitled to know the examiner's
ruling on a timely response filed after final rejection before
being required to file a notice of appeal. Accordingly, the period
for response to the final rejection should be appropriately
extended in the examiner's advisory action. See Groz & Sohne
v. Quigg, 10 USPQ2d 1787 (D.D.C. 1988). The period for
response may not be exiended to run past six months from the
date of the final rejection.< Both the examiner and the patent
owner should recognize that substantial paient rights will be at
issuc with no opportunity for the patent ownerto refile under 37
CFR 1.600r 1.62 in order to continue prosccution. Accordingly,
both the examiner and the patent owner should identify and
devcelop all issues prior (o the final Office action, including the
presentation of evidence under 37 CFR 1.131 and 1.132.

FINAL REJECTION —TIME FOR RESPONSE

The statutory period for response in a recxamination pro-
ceeding will normally be two (2) months. If a response to the
final rejection is filed the period for response typically will be
exiended to run 3 months from the date of the final rejection in
the advisory action unless a previous exiension of time has been
granted or the advisory action cannot be mailed in sufficient
time. Sce aiso MPEP § 2265.

ACTION BY EXAMINER

1t should be kept in mind that a patent owner cannot, as ¢
matter of right, amend any finally rejected claims, add new
claims after a final rejection, or reinstate previously canceled
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claims. A showing under 37 CFR 1.Hl 6(b) is required and will
be evaluated by the examiner for all proposed amendments after
final rejection except where an amendment merely cancels
claims, adopts cxaminer’s suggestions, removes issues for
appeal, or in some other way requires only a cursory review by
the examincer. An amendment filed at any time after final
rejection but before an appeal brief is filed, may be entered upon
or after filing of an appeal provided the total cffect of the
amendment is to (1) remove issues for appeal, and/or (2) adopt
examiner suggestions.

The first proposed amendment after final action in a reex-
amination proceeding witl be given sufficient consideration to
determine whether it places all the claims in condition where
they arc patentable and/or whether the issues on appeal are
reduced or simplified. Unless the proposed amendment is en-
tered inits entircty, the examiner will briefly explain the reasons
for not entering a proposed amendment. For example, if the
claims as amended present a new issue requiring further consid-
cration or scarch, the new issue should be identified and a brief
cxplanation provided as to why a new scarch or consideration is
necessary. The patent owner should be notified if certain por-
tions of the amendment would be entered if a separate paper was
filed containing only such amendment.

Any sccond or subscquent amendment after final will be
considered only to the extent that it removes issues for appeal or
puts a claim in obvious patentable condition.

Since patents undergoing reexamination cannot become
abandoned and cannot be refiled, and since the holding of claims
unpatentable and canceled in acertificate is absolutely final itis
appropriate that the cxaminer consider the feasibility of entering
amendments touching the merits after final rcjection or after
appeal has been taken, wherse there is a showing why the
amendments are necessary and a suitable reason is given why
they were not carlier presenied.

2273 Appcal in Reexamination [R-12]

35 U8.C. 306. Appeal.

The patent ownier involved in a reexamination proceeding under
this chapler may appeal under the provisions of section 134 of this title,
and may seek court review under the provisions of sections 141 10 145
ol this title, with respect to any decision adverse to the patentability of
any original or proposed amended or new claim of the patent,

A patent owner who is dissatisficd with the primary
examiner’s decision inthe second or final rejection of his or her
claims may appeal to thie Board of Patent Appeals and Interfer-
ences for review of the rejection by filing a Notice of Appeal
witliin the required time. A Notice of Appeal must be signed by
the patentowner or hisor her attorney or agent, and be submitted
along with the fee required by 37 CFR 1.17(c), (37 CFR
L191(a)).

The period for filing the Notice of Appeal is the period set
for response in the last Office action which is normally iwo (2)
months. The timely filing of a first response to a final rejection
having a shortened statutory period for response is construed as
including a request 1o exiend the period for response an addi-
tional month, even if an extension has been previousty granted,
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aslong as the period for response does notexceed six (6) months
from the date of the final rejection. The normal ex parte appeal
procedurces setforthat 37 CFR 1.191-1.198 apply in reexamina-
tion. The requester cannot appeal or otherwise participate in the
appeal,

>The reexamination statute does not provide for review of
a patentability decision favoring the patentee. Greenwood v.
Seiko Instruments, 8 USPQ2d 1455 (D.D.C. 1988).<

2274 Appcal Brief [R-4]

Where the bricfis not filed, but within the period allow :d for
filing the bricf an amendment is presented which places the
claims of the patent under reexamination in a patentable condi-
tion, the amendment may be entered. Amendments should not
be included in the appeal brict,

The time for filing the appeal bricl is two (2) months from
the date of the appeal or alicrnatively, within the time allowed
for response to the action appealed from, if such time is later.

In the cvent that the patent owner finds that he or she is
unable to file a brief within the time allowed by the rules, he or
she may file a petition without any fee, to the examining group,
requesting additional time (usually one month), and give rea-
sons for the request. The petition should be filed in duplicate and
contain the address to which the response is to be sent. If
sufficient cause is shown and the petition is filed prior 10 the
expiration of the period sought to be extended (37 CFR 1.192),
the group dircctor is authorized to grant the extension for up to
onc month, Requests for extensions of time for more than one
month will also be decided by the group director, but will notbe
granted, unless extraordinary circumstances are involved, c.g.,
death or incapacitation of the patent owner. The time extended
is added 10 the last calendar day of the original period, as
opposed to being added to the day it would have been due when
said last day is a Saturday, Sunday or Federal holiday.

Failure to file the brief within the permissibie time will result
indismissalof the appeal. The reexamination procecding is then
terminated and a certificate is issued indicating the status of the
claims at the time of appeal.

A fee as set forth in 37 CFR 1L17(f) is required when the
appeal briefl is filed for the first time in a particular reexamina-
tion proceeding, 35 U.S.C. 41(a). 37 CFR 1.192 provides that
the appellant shall file a brief of the authoritics and arguments
on which he or she will rely to maintain his or her appeal,
including a concise explanation of the invention which should
include a reference to the invention which should include a
reference o the drawing by reference characters, and a copy of
the claims involved. 37 CFR 1.192(a) requires the submission
of three copies of the appeal brief,

For the sake of convenience, the copy of the claims involved
should be double spaced.

The briel, as well as every other paper relating to an appeal,
shouid indicate the number of the examining group to which the
recxamination is assigned and the reexamination control num-
ber. When the brief is reccived, itis forwarded to the examining
group where it is entered inthe file, and referred to the examiner.

Patent owners are reminded that their briefs in appeal cascs
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must be responsive 1o every ground ¥ oo cction stated by the
examiner. A reply brief should be filed in response 1o any new
grounds stated in the examiner’s answer,

Where an appellant fails to respond by way of bricf or reply
brief 10 any ground of rejection, and itappears that the failure is
inadvertent, appellant should be notified by the examiner thathe
o she is allowed one month 1o correct the defect by filing g
supplemental brief. Where this procedure has not been fol-
towed, the Board of Patent Appeals and Interferences should
remand the reexamination file o the examiner for compliance,
When the record clearly indicates intentional failure 10 respond
by brief to any ground of rejection, for example, by failurctofile
a supplemental brief within the onc-month period allowed for
that purpose, the examiner should inform the Board of Patent
Appeals and Interferences of this fact in his or her answer and
merely specify the claim affected.

Where the failure 10 respond by brief appears 10 be inten-
tional, the Board of Patent Appeals and Interferences may
dismiss the appeal as to the claims involved, Oral argument at
a licaring will not remedy such deficiency of a brief.

The mere fiting of any paper whaiever entitled as a brief
cannot neeessarily be considered as compliance with 37 CFR
1.192. The rule requires that the brief must st forth the authori-
ties and argumests relicd upon, and (o the extent that it fails to
doso with respect to any ground of rejection, the appeal as to that
ground may be dismissed,

11 is essentia) that the Board of Patent Appeats and Interfer-
ences should be provided with a brief fully stating the position
of the appeltant with respect to cach issue involved in the appeal
50 that no scarch of the record is required inorder o determine
that position. The fact that appellant may consider a ground to
be clearly improper does not justify a failure on the part of the
appellant to point out to the Board the reasons for that view in
the bricf,

A distinction ust be made between the lack of any argu-
ment and the presentation of arguments which carry 1o convic-
tion, In the former case dismissal is in order, while in the latter
case a decision on the merits is made, although it may well be
merely an affirmance based on the grounds relied on by the
examiner,

Appeliant must traverse every ground of rejection set forth
in the final rejection, Oral argument at the hearing will not
remedy such a deficiency in the brief, Ignoring or accquiescing
in any rejection, even one hased upon formal matters which
coufd be cured by subsequent amendments, will invite a dis-
missalof the appeal, The reexamination proceedings are consid-
cred terminated as of the date of the dismissal,

2275 FExaminer’s Answer [R-4)

Sections 1208-1208.02 of the MPEP relate topreparation of
examiner's answers inappeals, The procedures covered in these
sections apply toappeals in both patent applications and patents
undergoing reexamination procecdings.
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2276 Oral Hearing [R-4]

I appellant desires an oral hearing, appellant must file a
writien request for such hearing accompanicd by the fee setforth
in 37 CFR 1.17(g) within onc month after the date of the
examiner's answer.

Where the appeal involves patents undergoing reexamina-
tion, oral hearings arc open o the public as observers unless the
appellant requests that the hearing not be open 1o the public and
presents valid reasons for such a request.

Section 1209 of the MFEP relates to oral hicarings inappeals
in both patent applications and patents undergoing reexamina-
tion,

2277 Board of Patent Appeals and Interferences
Decision [R-4]

Scctions 1213 through 1213.02 of the MPEP, relate to
decisions of the Board of Patent Appeals and Interferences.

2278 Action Foliowing Decision [R-4]

Sections 1214.01-1214.07 of the MPEP relate to the han-
dling of applications and patents undergoing reexamination
after the appeal has been concluded.

2279 Appeal to Courts [R-12]

The normal appeal route provided to the United States Court
of Appeals for the Federal Circuit is available to a patent owner
not satisfied with the decision of the Board of Patent Appeals
and Interferences. > A third party may not seek judiciol review,
Yuasa Battery v. Comr., 3 USPQ2d 1143 (D.D.C, 1987 <

The rormal remedy by civif action under 35 U.S.C. 145 is
provided for the owner of a patent in a reexamination proceed-
ing.

While the reexamination statutory provisions do not provide
for participation by requester during any court review, **>the
courts have< permitted intervention in appropriate circum-
stances, see Read v, Quigg, 230 USPQ 62 (D.C.1.C. 1986) >and
Fnre Ener, 225 USPQ 1 (Fed. Cir. 1985).<. Sce also MPEP §§
1216, 1216.01, and 1216.02, >A requester who is permitted to
intervene in a civil action has no standing to appeal the court’s
decision, Boeing Co. v. Comr., 7 USPQ2d 1487 (Fed. Cir.
1988).<

2280 Duty of Disclosure in Reexamination
Procceding [R-12]

37 CFR 1555 Duty of disclosure in reexamination proceedings.

() A duty of candor and good faith toward the Patent and Trade-
mark Office rests on the patent owner, on each attorney or agent who
represents the patent owner, and on every other individual who is
substantively involved on behalf of the patentowner in areexamination
proceeding. All such individuals who are aware, or become aware, of
patents or printed publications material to the reexamination which
have not been previously made of record in the patent file musit bring

Rev, 12, July 1989



2281

such pments or printed publications to the attention of the Office. An
information disclosire statement, preferably in accordance with §
1.98, should be tiled within two months of the date of the order for
reexamination, or us soon therenfter as possible in order to bring such
patents or printed publications to the attention of the Office.

(h) Disclosures pursuant to this section must be accompanied by a
copy of euch foreign patent document or non-patent printed publication
which is being disclosed or by a statement that the copy is not in the
possession of the person muking the disclosure and may be made to the
Office through an attorney or agent having responsibility on behalf of
the patent owner for the reexamination proceeding or through s patent
owner acting in his or her own behalf. Disclosure to such an attorney,
agent or patent owner shall satisfy the duty of any other individual,
Such an attorney, agent or patent owner has no duty to transmit
information which is not material 1o the reexamination.

(¢) The duties of candor, good faith, and disclosure reqguired in
paragraph (1) of this section have not been complied with if any fraud
was practiced or stempte:t on the Office or there was any violation of
the duty of disclosure through bad faith or gross negligence by, or on
hehalf of, the patent owner in the reexamination proceeding,

(d) The responsibility for complinnce with this section rests upon
the individuals identified in paragrapl (a) of this section and no
evirluation will e made in the reexamination proceeding by the Office
as to compliance with this section. If questions of complinnee with this
section are discovered during a reexamination proceeding, they will be
noted as unresolved questions in accordance with § 1.552(e).

The duty of disclosure in reexaniination proceedings applics
to the patent owner; to each attorney or agent who represents the
patent owner, and to cvery other individual who is substantially
involved on behalf of the patentowner, That duty isacontinuing
obligation on @ such individuals throughout the proceeding,
The continuing obligations during the reexamination proceed-
ing is that any such individual who is aware of or becomes aware
of, patents or printed publications which are material 1o the
reexamination which have not previously been made of record
in the patent file must bring such patents or printed publications
to the attention of the Office.

Suchindividuals are strongly encouraged to file information
disclosure statements, preferably in accordance with 37 CFR
1.98, within ewo months of the date of the order to reexamine,
or as soon thereafter as possible, in order to bring the patents or
printed publications to the atention of the Office. An informa-
tion disclosure statement filed under 37 CFR 1.555 by the patent
owner after the order for reexamination and before the first
action on the merits may be submitted as part of the statement
under 37 CFR 1.530 or may be filed as a separate paper. I the
information disclosure statement is filed as part of a statement
under ¥7 CFR 1,530, the submission may include a discussion
of the patentability issues in the reexamination. I, however, the
submission is filed as a separate paper, not part of a statement
under 37 CFR 1,530, the submission must be limited to a listing
of the =information disclosed<** and an explanation of its rele-
vince. Sce 37 CFR 1,98, Any discussion of the »information
disclosed<** relating to patentability issues in the reexaming-
tion would be improper,

Any individual substantially involved in the reexaming-
tion proceeding may satisfy his or her duty by disclosing the
informationto the attorney oragent having responsibility for the
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reexamination procecding or to a patent owner acting in his or
her own behalf. A patent owner may satisfy his or her duty by
disclosing the information (0 the attorney or agent having
responsibility for the reexamination proceeding. An attorney,
agent, or patent owner who receives information has no duty to
submit such information if it is not material o th.e reexamina-
tion, Sce 37 CFR 1.56(a) for the definition of “materiolity”,

The responsibitity of compliance with 37 CFR 1.555 rests
on atl such individuals. Any fraud practiced or attempted on the
Office or any violation of the duty o disctosure through bad
faith or gross negligence by any such individual results in
noncompliance with 37 CFR 1.555(a). This duty of disclosure
is consistent with the duty placed on patent applicants by 37
CFR 1.56(a)**. Any such issucs discovered during a reexami-
nation proceeding will merely be noted as unresolved questions
under 37 CFR 1.552(c¢).

All such individuals who fail to comply with 37 CFR
1.555(a) do so at the risk of diminishing the quality and reliabil-
ity of the patent reexamination certificate issuing from the
proceeding,

For the patent owner’s duty to disclose prior or concurrent
proceedings in which the patent is or was involved, sec MPEP
§ 2282

2281 Interviews In Reexamination Proceedings
[R-12]

37 CFR 1.560 Interviews in reexamination proceedings.

(0) 'nterviews in reexamination proceedings pending before the
Office between examiners and the owners of such patents or their
attorneys or agents of record must be had in the Office at such times,
within Office hours, as the respective oxaminers may designated,
Interviews will not be permitied at any other time or place without the
authority of the Commissioner, Interviews for the discussion of the
putentability of cluims in patents involved in reexamination proceed-
ings will not be had prior to the first official action thereon. Inlerviews
should be arranged for in advance. Requests that reexamination re-
questers participate in interviews with examiners will not be granted,

(b) In every instunce of an interview with an examiner, a complete
written statement of the reasons presented at the interview as warrant-
ing favorable action must be filed by the patent owner. An interview
does not remove the necessity for response 1o Office actions as
specified in § 1111,

Only ¢x parte interviews between the examiner and patent
owner and/or the patent owner’s representative are permitted.
Requests by reexamination requesters o participate in or to
attend interviews will not be granted.

Unless the Deputy Assistant Commissioner for Patents
authorizes otherwise, interviews between examiner and the
owners of patents undergoing reexamination or their attorneys
or agents must be had in the Office at such times, within Office
hours, as the respective examiners may designate.

Interviews for the discussion of the patentability of ciums in
patents involved in reexamination proceedings will not be had
prior o the first official action following the order for reexami-
nation and any submissions pursuant o 37 CFR 1.530 and §
1.535.
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However, questions on purely procedural matiers may be
answered by the examiner, Except for questions on strictly
procedural matters, an examiner will not conduct personal or
telephone interviews with requesters or other third partics with
respect to apatent in which arequest for reexamination has been
filed. >Questions by third partics (requester or otherwise),
relating to when the next Office action will be rendered arc
improper as they relate to the merits of the proceeding.<

In every instance of an interview with the examiner, a
complete written statement of the reasons presented at the
interview as warranting favorable action must be filed by the
paient owner. This requircment may not be waived by the
cxaminer. Patent owners arc encouraged to submit such writien
statement as soon after the interview as is possibic, but no later
than the next communication to the Office. Service of the
wrilten statement of the interview on the requester is required.

The examiner must complete the present two-sheet carbon
interleaf Interview Summary form PTOL-413 for cach inter-
view held where a matter of substance has been discussed (See
MPEP § 713.04). The duplicate copy of the form should be
detached and given to the patent owner at the conclusion of the
interview, Theoriginal should be made of record in the recxami-
nation file and a copy mailed to the requester.

The general procedure for conducting interviews and re-
cording same arc described at MPEP §§ 713.01-713.04.

2282 Notification of Existence of Prior or
Concurrent Proceedings and Decisions
Thereon [R-4]

37 CFR 1.565 Concurrent Office proceedings.

() In any reexamination proceeding before the Office, the patent
owner shall call the attention of the Office to any prior or concurrent
proceedings in which the patent is or was involved such as interfer-
ences, reissue, reexaminations, or litigation and the results of such
proceedings.

Wl W

It is important for the Office to be aware of any prior or
concurrent proceedings in which a patent undergoing reexami-
nation is or was involved, such as interferences, reissucs,
recxaminations or litigations, and any results of such proceed-
ings. 37 CFR 1.565(a) requires the patent owner to provide the
Office with information regarding the existence of any such
procecdings, and the results thercof, if known. Ordinarily, no
submissions of any kind by third partics filed after the date of the
order are placed in the reexamination or patent file while the
reexamination proceeding is pending. However, in order 1o
ensure a complete file, with updated status information regard-
ing prior or concurrent proceedings regarding the patent under
reexamination, the Office will accept at any time copies of
notices of suits and other proceedings involving the patent and
copies of decisions or papers filed in the court from litigations
or other proceedings involving the patent from the partics
involved or third partics for placement in the patent file. Persons
making such submissions must timit the submissions to the
notificatior: and not include further arguments or information.
Any proper submissions will be promptly placed of record inthe
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patent file. Sce MPEP § 2286 for Office investigation for prior
or concurrent litigation.

2283 Muiltiple Copending Reexamination
Proceedings [R-12})

37 CFR 1565 Concurrent Office procecdings.
ok R R
(c) I recxamination is ordered while a prior reexamination pro-
ceeding is pending, the reexamination proceedings will be consoli-
dated and result in the issuance of a single certificate under § 1.570.
L R

>Sce MPEP § 2240 for a discussion as to whether a substan-
tial new question of patentability is raised by the prior art cited
in a sccond request for reexamination filed while a reexamina-
tion procceding is pending.<

If recxamination is ordered on & request for reexamination
while a prior reexamination proceeding is still pending, the
decision on whether or not to combine the proceedings will be
made by the group director of the examining group where the
recxamination is pending. No decision on combining the reex-
amination should be made until such time as reexamination is
actually ordered in the later filed request for reexamination,

Two situations are possible where a question as to merger of
reexamination proceedings is raised:

PROCEEDINGS MERGED

I a second request is filed where the first certificate will
issue after 3 months from the filing of the second request, the
proceedings normally will be merged. In this situation the
second request is decided based on the original patent claims
and if reexamination is ordered, the reexamination proceedings
normally would be merged. If the first certificate is in issuc it
will be withdrawn from issue. The second reexamination pro-
ceeding will be merged with the first reexamination proceeding
and prosccution will continue after the patent owner and second
requester have been given an opportunity 1o file a statement and
reply, respectively,

If the second request is based upon cssentially the same
patents or publications as in the first request or on patents or
printed publications which raisc cssentially the same issues as
thosc raised in the first request, the cxamination of the merged
proceeding will continue at the point rcached in the first reex-
amination proceeding. If, however, new patenis or printed
publications are presented in the sccond request which raise
different questions than those raised in the first request, then
prosccution in the merged reexamination proceeding will be
reopened > if applicable,< to the extent necessary to fully ireat
the questions raised.

The patent owner will be provided with an opportunity {0
respond 1o any new rejection in a merged reexamination pro-
ceeding prior to the action being made final, See MPEP § 2271,
If the reexamination proceedings are combined, a single certifi-
cate will be issued based upon the combined proceedings, 37
CFR 1 565(c).
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SUSPENSIONS

It may also be desirable in certain sitnations (o suspend a
proceeding for a short and specified period of time. For ex-
ample, a suspension of a first reexamination procecding may be
issuced o allow time {or the patent owner’s statement and the
requester’s reply in a second proceeding prior 1o merging,
IFurther, after the second proceeding has been ordered, itmay be
desirable to suspend the sccond procecding where the first
proceeding is presently onappeal before a Federal court to await
the court’s decision prior to merging. A suspension will only be
granted in exceptional instances because of the statutory re-
quircments that examinaticr Dyoceed with “special dispatch™
and must be with the express written approval of the group
dircctor, Suspension will not be granted when there is an
outstanding Office action,

MERGER OF REEXAMINATIONS

The following guidelines should be observed when two
requests for reexamination dirceted Lo a single patent have been
filed.

The second request (Request 2) should be processed as
quickly as possible and assigned to the same examiner to which
the first request (Request 1) is assigned. Request 2 should be
decided immediately without waiting the usual period. If Re-
quest 2 is denied, ex parte prosecution of Reguest 1 should
continue, If Request 2 is granted and the proceedings are
merged, combined prosecution should be carried out once the
patent owner's statement and any reply by the requester have
been received in Reguest 2,

If ex parte prosecution has not begun on Request 1, it should
be processed up 1o that point and then normally held until
Request 2 is ready for e¢x parte action following the statement
ail reply or until Request 2 is denied. Request 2 should be
determined on its own merits without reference to Request 1.

‘The decision by the group director merging the reexamina-
tion proceedings should include a requirement that the patent
owner maintain identical claims in both files. Any responses by
the patent owner must consist of a single response, addressed 10
hoth files, filed in duplicate cach bearing an original signature,
for entry in both files. Both files will be maintained as separate
complete files,

When ex parte prosceution is appropriate in merged pro-
ceedings, asingle combined examiner's action will be prepared.
Eachaction will cross reference the two proceedings. A separate
action cover form for cach proceeding will be printed by the
PALM printer for each reexamination request control number.,
Each requester will geta copy of the action with the appropriate
cover form, The patentowner will get a copy of each cover form
and the body of the action,

When a “Notice Of Intent To Issue A Reexamination Cer-
tificate” (NIRC) is appropriate, plural notices will be printed,
Both recxamination files will then be processed, The group
should prepare the file of the concurrent proceedings in the
manner specified in MPEP § 2287 before release to Office of
Publications.
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The above guidelines should be extended to those situations
where more than two requests are filed for a single patent,

PROCEEDINGS NOT MERGED

If a second request is filed where the first reexamination
certificate will issue within 3 months from the filing of the
second request, the proceedings normally will notbe merged. [f
the certificate on the first reexamination proceeding will issue
before the decision on the second request mast be decided, the
recxamination certificate is allowed to issue. The sccond re-
quest is then considered based upor: the claims in the patent as
indicated in the issued reexamination certificate rather than the
original claims of the patent. In such situations the proceedings
will not be merged. In NO case should a degision on the second
request be delayed beyond its three month deadline.

FEES IN MERGED PROCEEDINGS

Where the proceedings have been merged and a paper is
filed which requires payment of a fee (e.g., petition fee, appeal
fee, brief fee, oral hearing fee), only a single fee need be paid.
For ¢xample, only onc fe¢ neced be paid for an appeal brief cven
though the brief relates to merged multiple proceedings and
copies raust be filed for cach file in the merged proceeding.

PETITION TO MERGE MULTIPLE COPENDING
REEXAMINATION PROCEEDINGS

Ng petition to merge multiple reexamination proceedings is °

necessary since the Office will generally, sua sponte, make a
decision as to whether or not it is appropriate to merge the
multiple reexamination proceedings. If any petition to merge
the proceedings is filed prior to the determination ( 37 CFR
1.515) and order to reexamine ( 37 CFR 1.525) on the second
request, it will notbe considered, but will be returned to the party
submitting the same by the examining group director, The
decision returning such a premature petition will be made of
record in both reexamination files, but no copy of the petition
will be retained by the Office. Sce MPEP § 2267,

While the patent owner can file a petition 0 merge the
proceedings at any time after the order to reexamine ( 37 CFR
1.525) on the second request, the better practice would be to
include any such petition with the patent owner’s statement
under 37 CFR 1,530, in the event the examining group director
has not acted prior to that date to merge the multiple reexamina-
tion procecdings. If the requester of any of the multiple reexami-
nation proceedings is not the patent owner, that party may
petition to merge the proceedings as & part of a reply pursuant to
37 CFR 1,535 in the event the examining group director has not
acted prior to that date to merge the multiple proceedings, A
petition to merge the multiple proceedings which is filed by a
party other than the patent owner or one of the requesters of the
reexamination, willnot be considered but will be returned to that
party by the examining group dircctor as being improper under
37 CFR 1.550(c).
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All decisions on the merits of petitions o merge multiple
reexamination proceedings will be made by the examining
group director.

2284 Copending Reexamination and
Interference Proceedings [R-12]

37 CFR 1.565 Concurrent Office proceedings.
Wl

(b) If & »satent in the process of reexamination is or becomes
involved in interference proceedings or litigation, or a reissue applica-
tion for the patent is filed or pending, the Commissioner shall deter-
mine whethier or not to stay the reexamination, reissue or interference
proceeding,

O

(¢} II' a patent in the process of reexamination is or becomes
involved inaninterference, the Commissioner may stay reexamination
or the interference. The Commissioner will not consider a request to
sty an interference unless a motion (§1.635) 1o stay the interference is
presentesd 1o, and denied by, an examiner-in-chief and the request is
filed withinten (10) days of adecision by an examiner-in-chief denying
the motion for a stay or such other time us the examiner-in-chiel may
sel.

The general policy of the Office is that a reexamination
proceeding will not be delaved, or stayed, because of an inter-
ference or the possibility of an isterference. The reasons for this
policy are (1) the relatively long period of time usually required
for imterferences and (23 the requirement of 35 U.S.C. 305 that
alf reexamination proceadings be conducted with “special dis-
patch” within the Office, In general, the Office will follow the
practice of making the required and necessary decisions in the
reexamination proceeding and, at the same time, proceed with
the interference to the extent desisable. Decisions in the interfer-
ence will take into consideration the status of the reexamination
and what is occurring therein, The decision as o what actions
are taken in the interference will, in general, be taken in
accordance with normal interference practice,

ATTEMPTING TO PROVOKE AN INTERFERENCE
WITH A PATENT INVOLVED IN A REEXAMINATION
PROCEEDING

An interference will not be declared between an application
and a patent which is involved in a reexamination procecding
except upon specific authorization from the Office of the
Assistant Commissioner for Patents. When an amendment
secking to provoke an interference with a patent involved in a
reexamination proceeding is filed in a pending application, the
owner of the patent must he notified (see 37 CFR L60O7(d)). The
applicant must identify the patent under reexamination with
which interference is sought. The corresponding application
claims may be rejected on any applicable ground including, if
appropriate, the prior art cited in the reexamination proceeding,
Prosecution of the application should continue as far as pos-
sible, but il the application is placed in condition for allowance
and still contains claims which interfere with claims of the
patent under reexamination, further action on the application
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should be suspended until the certificate on the reexamination
proceeding has been issued,

MOTION TO SUSPEND INTERFERENCE UNDER
37 CFR 1,635 PENDING THE OUTCOMLE OF A
REEXAMINATION PROCEEDING

A motion under 37 CFR 1.635 w suspend an interference
pending the outcome of a reexamination proceeding may be
made at any time during the interference by any party thereto.
The motion must be presented 1o the examiner-in-chiel who will
decide the motion based on the particnlar fact situation. How-
cver, no consideration will be given such a motion unless and
until a reexamination order is issued, nor will suspension of the
interference normally be permitied until after any motions have
been disposed of. If the motion is denied by the examiner-in-
chief a request to stay the interference may be made o the
Commissioner under 37 CFR 1.565(c).

REQUEST BY THE EXAMINER FOR ACTION
PURSUANT TO 37 CFR 1.641

Normally, examiners shoukl not have to alert the examiner-
in-chicf for action under 37 CFR 1.641 while the reexamination
proceeding is pending but should rely upon the partics of the
interference to file a notice under 37 CFR 1,660,

REQUEST FOR REEXAMINATION FILED DURING
INTERFERENCE

In vicw of the provisions of 37 CFR 1.510(a), “*Any person
may, at any time during the period of enforccability of a patent”
file a request for reexamination, The patent owner must notify
the Board »of Patent Appeals and Interferences< under 37 CFR
1.660 within 10 days of receiving notice that the request was
fited. Such requests for reexamination will be processed in the
normal manner. No delay, or stay, of the reexamination will
occur because the requester is not a party to the interference, If
the examiner orders reexamination pursuant to 37 CFR 1,525
and subscquently rejectsa patent claim corresponding teacount
in the interference, the attention of the examiner-in-chief shall
be called thereto and appropriate action may be taken under >37
CFR<* 1.641.,

PETITION TO STAY REEXAMINATION PROCEEDING
RECAUSE OF INTERFERENCE

Any petition to stay areexamination procecding, because of
an interference, which is filed prior to the determingtion (37
CFR 1.515) and order to reexamine ( 37 CFR 1.525) will not be
considered, but will be rewrned to the party submitting the
same. The decision returning such a premature petition will be
made of record in the reexamination file, but no copy of the
petition will be retained by the Offlice, A petition to stay the reex-
amination proceeding because of the interference may be filed
by the paient owner as & part of the patent owner’s siatement
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under 37 CFR 1,530 or subscquent thereto. I a party w the
interference, other than the patent owner, is a requester of the
reexamination, that party may petition to stay the reexamination
proceeding as a part of a reply pursuant to 37 CFR 1.535. 1f the
other party tothe interference is not the requester any petition by
that party is improper under 37 CFR 1.550(¢) and will not be
considered. Any such improper petitions will be returned (o the
party submitting the same,  Premature petitions to stay the
reexamination proceedings, i.c. those filed prior to the determi-
nation (37 CFR 1,.515) and order o reexamine (37 CFR 1.525),
will be returned by the examining group director as prematue,
Petitions o stay filed subsequent 1o the date of the order for
reexamination will be referred to the Qffice of the Assistant
Commissioner (or Patents for decision, Al decisions on the
merits of petitions to stay a reexamination proceeding because
of an interference will be made in the Office of the Assistant
Commissioner for Patents,

ACTION IN INTERFERENCE FOLLOWING
REEXAMINATION

If one or more claims of a patent which is involved in an
interference are canceled or amended by the issuance of a
reexamination certificaie, appropriate action will he taken by
the examiner-in-chicl under 37 CFR 1.641.

Upon issuance of the reexamination cestificate, the patent
owner must notify the examiner-in-chicl thereof,

2285 Copending Reexamination and Reissue
Proceedings [R-4]

37 CFR 1.565 Concurrens Office proceedings.
L

() I 0 reissue application and a reexamination proceeding on
which wn order pursuent o § 1.525 hes been muailed are pending
concurrently on a patend, 4 decision will normally be made o merge the
two proceedings or to stay one of the two proceedings. Where merger
of areissue application and a reexamination proceeding is ordered, the
merged examination will be conducted in accordance with §§ 1.171-
1.179 and the putent owner will be required 1o place and maintain the
same cliims in the reissue application and the reexamination proceed-
ing during the pendency of the merged proceeding. The examiner’s
actions and any responses by the patent owner in n merged proceeding
will apply 1o both the reissue application and the resxamination
proceeding and be physically entered into both files. Any reexamina-
tion proceeding merged with o reissue application shall be terminoted

by the grant of the reissued patent,
L

The general policy of the Office is that a reissue application
examination and a reexamination proceeding will not be con-
ducted separately at the same time a8 10 a particular patent, The
reason for this policy is to permit timely resolution of both
proceedings to the extent possible and to prevent inconsistent,
and possibly conflicting, amendments from being introduced
intor the two proceedings on behalf of the patent owner. Accord-
ingly, it both arcissne application and a reexamination proceed-
ing are pending concurrently on a patent, a decision will nor-
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mally be made to merge the two proceedings or 1o stay onc of the
two proceedings, The decision as (o whether the proceedings are
tobe merged, or which proceeding, if any, is to be stayed is made
in the Office of the Assistant Commissioner for Patents. Sce ln
re Onda, 229 USPQ 235 (Comr. Pats. 1985).

TIME FOR MAKING DECISION ON MERGING OR
STAYING THE PROCEEDINGS

A decision whether or not to mierge the reissue application
examination and the reexamination proceeding, or to stay onc of
the two proccedings, will not be made prior 1o the mailing of an
order to reexamine the patent pursuant to 37 CFR 1.525. Uniil
such time as recxamination is ordered, the examination of the
rcissue application will proceed. A determination on the request
must not be delayed hecanse of the existence of a copending
reissue application since 35 U.S.C. 304 and 37 CFR 1.515
require a determination within three months following the filing
date of the request. See MPEP § 2241, If the decision on the
request denies reexamination (MPEP § 2247), the examination
or the reissue applications should be continued. If reexamina-
tion is ordered (MPEP § 2246), the reexamination file, the
reissuc application, and the patent file should be delivered to the
Office of the Assistant Commissioner for Patents promptly
following the mailing of the decision ordering reexamination,
The delivery of the files to the Office of the Assistant Commis-
sioner should notbe delayed awaiting the filing of any statement
under 37 CFR 1.530 and any reply under 37 CFR 1.535.

If a reissue application is filed during the pendency of a
reexamination proceeding, the reexamination file, the reissuc
application, and the patent file should be delivered to the Office
of the Assistant Commissioner for Patents as promptly as
possible after the reissue application reaches the examining
group.

The decision on whether or not the proceedings arc 10 be
merged, or which proceeding, if any, is to be stayed will
generally be made as promptly as possible afier receipt of all of
the files in the Office of the Assistant Commissioner for Patents.
However, the decision on merging or staying the proceedings
may incertain situations be delsyed until any submissions under
37 CFR 1,530 and 37 CFR 1.535 have been filed. Until a
decision is mailed merging the proceedings or staying onc of the
proccedings, the two proceedings will continue and be con-
ducted simultancously, but separately.

The Office may in certain situations issue a certificate at the
termination of areexamination proceeding, even il a copending
reissue application or another reexamination request has al-
ready been filed,

CONSIDERATIONS IN DECIDING WHETHER TO
MERGE THE PROCEEDINGS OR WHETHER TO STAY
A PROCEEDING

The decision on whether to merge the proceedings or stay a
proceeding will be made on a case-by-case basis based upon the
status of the various proccedings with duc consideration being
given to the finality of the reexamination requested.
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1. Reissue about (o issue, reexamination requested.

I the reissue patent will issue before the determination on
the reexamination request must be made, the determination on
the request should normally be delayed until afier the granting
of the reissue patent and then be decided on the busis of the
cluims in the reissue patent, The reexamination, if ordered,
would then be on the reissue patent claims rather than the
original patent claims. Since the reissue application would no
longer be peading, the reexamination would be processed in a
normal manncr,

Where a reissuc patenthas been issucd, the determinationon
the request for reexamination should point out 1o the requester
and patent owner that the determination has been made on the
claims of the reissue patent and not on the claims of the original
patent. IT a reissue patent issues on the patent under reexaming-
tion after reexamination is ordered the next action from the
cxaminer in the reexamination should point out that fusther

proceedings in the reexamination witl be based ors the claims of

the reissue patent and not on the patent surrendered.
Wording similar to the following may he used in the
examiner's Office action.

“In view of the swrrender of original patent __ and
the gramting of reissue patent nimber - which has been
issued on ___, 19_, all  subsequent proceedings in this
reexaminaton wilt be based on the reissue patent claims,”

Where the reissue patent has issued prior 1o the filing of a
request for reexamination of the parent patent, see MPEP §
2258,

2, Reissue pending, reexamination requiest filed,

Where a reissue patent will not be granted prior to the

expiration of the three month period for makiag the determina-
tion, a decision will be made as to whether the proceedings are
to be merged or which proceeding, if any, is to be stayed after
anorder to reexamine has been issued. The general policy of the
Office is to merge the more sarrow reexamination proceeding
with the broader reissue application examination whenever it is
desirable to do so in the interests of expediting the conduct of
both proceedings. In making a decision on whether or not (o
merge the two procecdings consideration will be given 1o the
status of the reissue application examination at the time the
order to reexamination the patent pursuant to 37 CFR 1,525 is
mailed . For example, if examination of the reissue application
has not begun, or if a rejection of the primary examiner has not
heen appealed to the Board of Patent Appeals and Tmterferences
purssant 10 37CFR 1191, s is likely that a merger of the reissue
application examination and the reexamination proceeding will
be ordered by the Office of the Assistant Commissioner for
fatents, I, however, the reissue application is on appeal 1o the
Board of "atent Appeals and Interferences or the courts that fact
would be considered in making a decision whether to merge the
proceedings or stay one of the proceedings, Sce fn re Stoddard,
213USPQ ARG (Come, Pats, TOR) and Inre Seragg, 215USPQ
715 (Comr, Pats, 1982),
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It such a merger of the proceedings is ordered, the order
merging the proceedings will also require that the pateat owner
place the sume claims in the reissue application and in the
reexamination procecding for purposes of the merged proceed-
ings. Anamendmentmay be required o be filed o do this within
a specified time set in the order merging the procecdings.

I the reissue application examination has progressed to a
point where a merger of the two proccedings is not desirable at
that time, then the reexamination proceeding will generally be
stayed until the reissue application examination is complete on
the issues then pending. After completion of the examination on
the issues then pending in the reissne application examination,
the stay of the reexamination proceeding will be removed and
the proceedings cither merged or the reexamination proceeding
will be conducted separately if the reissue application has
become abandoned. The reissue application examination will
be reopened, if necessary, for merger of the reexamination
proceeding therewith,

If o stay of a reexamination proceeding has been removed
following a reissue application examination, the first Office
action will be given a shortened statutory period for response of
one month unless alonger period for response clearly warranted
by the nature of the examiner’saction, ‘The second Office action
will normally be final and also have & one month period for
response. These shortened pericxds are considered necessary o
prevent undue delay in terminating the proceedings and also o
proceed with “special dispateh™ in view of the carlier stay.

If the reissuc application examination and the reexamination
proceeding are merged, the issuance of the reissue pateny will
also serve as the certificate under 37 CEFR 1,570 and the reissue
patent will so indicate.

1. Reexamination proceedings underway, reissue applicae-
tion filed.

When a reissue application is filed after a reexamination
proceeding has begun following an order therefor, the reexami-
nation, patent, and the reissue files should be forwarded to the
Office of the Assistant Conmunissioner {or Patents for considera-
tion as 10 whether or not to merge the proceedings or stay one
proceeding.

Where reexamination has already been ordered prior o the
filing of a reissue application, the following factors may be
considered indeciding whether to merge the proceedings or sty
one proceeding:

a. The status of the reexamination proceeding: Forexample,
has a statement and reply been received, a first Office action
heen mailed, a final rejection been given, or printing of certifi-

:ate began?

b. The nature and scope of the reissue application: For
example, are the issues presented in the proceeding the same,
overlapping, or completely separaie; and are the reissue claims
broadening or related to issues other than rejections based on
patents or printed publications?
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CONDUCT OF MERGED REISSUE APPLICATION
EXAMINATION AND REEXAMINATION
PROCEEDINGS

If o reissue application examination and a reexamination
proceeding are merged, the merged examination will be con-
ducied on the basis of the rules relating to the broader reissue
application examination. Amendments should be submitted in
acecordance with the reissuc practice under 37 CFR 1,121(e), see
MPEP§ 1455, Theexaminer, inexamining the merged proceed-
ing, will apply the reissue statate, rules, and case law to the
merged proceeding. This is appropriote in view of the fact that
the statutory provisions for reissue applications and reissue
application ¢xamination include, inter alia, provisions equiva-
lent to 35 U.S.C. 305 relating to the conduct of reexaniination
proceedings.

In any merged reissue application and recxamination pro-
ceeding the examiner's actions will take the form of a single
action which jointy applies to both the reissue application and
the reexamination proceeding. The action will contain identily-
ing data for both the reissue application and the reexamination
proceeding and will be physically entered into both files, which
will be maintained as separate files. Any responses by the
applicant/patent owner in such a merged proceeding must
consist of a single response, liled in duplicate, for entry in both
files and service of copy must be made on the reexamination
requester. A copy ol all Office actions will be mailed w the
reexamination requestes but not to any other third party.

If the applicant/patent owner in such a merged proceeding
fails o file a timely and appropriate response 1o any Office
action, the merged procecding will be terminated, the reissue
application held abandoned, and the Commissioner will pro-
ceed o issue a reexamination certificate under 37 CFR 1,570 in
accordance with the fast action of ihe Office unless further
actionis clearly needed in view of the difference in rules relating
1o reexamination and reissue proceedings.

If the applicant/patent owner in such & merged proceeding
files an express abandonment of the reissue application pursu-
ant1o 37 CEFR 1,138, the next Oftice action of the examiner will
accept the express abandonment, dissolve the merged proceed-
ing, and continue the reexamination proceeding. Any grounds
of rejection which are not applicable under reexamination
should be withdrawn (¢.g., based on public use or sale) and any
new grounds of rejection which are applicable under reexami-
nation (e.g., improper broadened claims) should be made by the
examiner upon dissolution of the merged proceeding, The
existence of any guestions remaining which cannot be consid-
ered under reexamination following dissolution of the merged
procecding would be noted by the examiner as not being proper
under reesamination parsuant to 37 CFR 1.552(c).

PETITION TO MERGE REISSUILE APPLICATION
EXAMINATION AND REEXAMINATION
PROCEEDINGS OR TO STAY EITHER PROCELEDING
BECAUSE OF THE EXISTENCE OF THE (YTT1ER

No petition to merge the proceedings, or stay one of them,
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is necessary since the Office will generally, sua sponte, make a
decision o merge the proceedings or stay one of them, I any
petition to merge the proceedings, or 10 stay one proceeding
because of the other, is filed prior to the determination (37 CFR
1.515) and order to reexamine (37 CFR 1.525) it will not he
considered, but will be returned to the party submitting. the same
by the examining group director, regardless of whether the
petition is filed in the reexamination proceeding, the reissue ap-
plication, or both. This is necessary Lo prevent premature papers
relating o the reexamination procecding from being filed. The
decision returning such a premature petition will be made of
record in both the reexaminution file and the reissue application
file, butno copy of the petition will be retained by the Office, Sce
MPEP § 2267.

*The patent owner may file a petition under 37 CEFR 1,182
tomerge the proceedings, or stay one proceeding because of the
other, at the time the patent owner's statement under 37 CFR
1.530 is filed or subsequent thereto in the event the Office has
aotacted prior 1o that date to merge the praceedings or stay one
of them. I the requester of the reexamination is not the patent
owner, that party may petition to merge the proceedings, orstay
one proceeding because of the other, as a partof a reply pursuant
to 37 CFR 1,535, in the event the Office has not acted prior to
that date to merge the proceedings or stay one of them, A petition
to merge the proceedings, or stay one of them because of the
other, which is filed by a party other than the patentowner or the
regquester of the reexamingtion will not be considered, but will
be resurned 1o that party by the examining group director as
being improper under 37 CIFR 1,550(¢).

All decisions on the merits or petitions 10 merge the reissue
application examination and the reexamination proceeding, or
to stay one proceeding because of the other, will be made in the
Office of the Assistant Commission for Patents, Such petitions
o merge the proceedings, or stay one of the proceedings
because of the other, which are filed by the patent owuoer or the
requester subsequent 10 the date of the order for reexamination
will be referred 1o the Office of the Assistant of Commissioner
{or Patents for decision,

FEES IN MERGED PROCEEDINGS

Where the proceedings have been merged and a paper is
filed which requires payment of a fee (e.g., petition fee, appeal
fee, brief (e, oral hearing fee), only a single fee need be paid,
For example, only one fee need be paid for an appeal brief even
though the brief relates to merged multiple proceedings and
copies taust be filed for cach file in the merged proceeding,

2286 Reexamination and Litigation Proceedings
[R-12]

The Federal courts and the Patent and Trademark Oftice are
jointty responsible for the overall administration of the patent
system, ##

35 U.8.C. 302 permits a request for reexamination to be filed
“atany time”, Thus, requests for reexamination are frequently
filed where the patent for which reexamination is requested is
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involved inconcurrent litigation, The guidelines set forth below
will gencrally govern Office handling of reexamingtion re-
quests where there is concurrent litigation in the Federal courts,

COURT ORDERED REEXAMINATION PROCEEDING
OR LITIGATION STAYLD FOR REEXAMINATION

Any requestfor reexamination which indicates that it is filed
asaresultofanorder by a court or that litigation is stayed for the
filing of a reexamination request will be taken up by the
examiner for decision six weeks after the request was filed. See
MPEP § 2241, If reexamination is ordered, the examination
(ollowing the statement by the patent owner under 37 CIRR
L.530and the reply by the requester under 37 CFR 1,535 will e
expedited to the extent possible, Office actions in these reex-
amination proceedings will normally set aone month shortened
statutory period for response rather than the two months usaally
setin reexamination proceedings, See MPEP § 2263, This one
month period may be extended only upon a showing of suffi-
cient cause, See MPEP § 2265, Sce generally Rayeek, Ine. v,
Solfan Systems Ine,, 211 USPQ 405 (N. 1. Cal., 1981); Dresser
Industries, ne.v. Ford Motor Co.etal,2LLUSPQ TTHA(N. D,
Texas, 1981); Digital Magnetic Systems, Inc v, Ansley, 213
USPQ 2090 (W, 1. Okla., 1982); Gould v, Comtrol Laser Corp.,
217 USPQ 985 (Fed. Cir. V983), The Toro Co. v. R.1L. Nelson
Corp., 223 USPQ 636 (C.1D, 1L 1984); In re Vameo Machine
and Tool, Inc., 224 USPQ 617 (Fed. Cir, 1985); and Laffland
Bros. Co. v, Mid-Western Energy Corp., 225 USPQ 886 (W.D.
Okla. 1985),

FEDERAL COURT DECISION KNOWN T0O LXAMINIER
ATTHHE TIME THE DETERMINATION ON 'THE
REQUEST FOR REEXAMINATION IS MADL

It a Federal couri decision on the merits of a patent is known
to the examiner at (the time the determination on the request for
reexamination is made, the following guidelines will be fol-
lowed by the examiner, whether or not the person who filed the
request was a party 1o the litigation, **:=When the initial
question as (o whether the prior art raises a substantial new
question of patentability as (o a patent claim is under considesa-
tion, the existence of a final court decision of claim validity in
view of the same or different prior art does notnecessarily mean
that no new question is present, in view of the different standards
of proot employed by the district courts and the Office. Thas,
while the Office may accord deference to factual findings mide
by (he court, the determination of whether o substantial new
question of patentability exists will be miade independently of
the conrt’s decision on validily as it is not controlling on the
Office. A non-finalholding of claim invalidity orunentorceabil-
ity will not e controlling on the question of whether o substan-

(il new question of patentability is present. A final holding of

cluim invalidity or unentoreeability, however, is controlling on
the Office. Tn such cases a substantinl new question of patenta-
bility wonld not be present as o the claims held invalid or
unenforccable, Scelhiconv, Quigr, TUSPQA 1152 (IFed., Cir,
1988).«
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All determingtions on requests for reexamination which the
examiner makes after s Federad court decision must be *>re-
viewed«< by the examining group directorato ensure itconforms
tothe current Office litigation policy and gaidelines, See MPEP
§ 2240, This review is o procedural review and not a eeview of
the merits of the decision. <,

For a discussion of the policy in specific situations where o
Federn) conrt degision has been issned see MPEP § 2242,

REEXAMINATION WITH CONCURRENT LITIGATION
BUT ORDERED PRIOR TO FEDERAL COUR'T
DECISION

ln view of the statitory mandate to make the determination
on the request within three months, **¥the determination on the
reguest based on thie record betore the examiner =will be mades:
without awaiting o decision by the Federal court. 1t is not
realistic 1o attempt to determine what issues will be treated by
the Federal court prior (o the court decision, Accordingly, thie
determination on the request will be made without considering,
the issues allegedly before the court. 1 reexaminition is orderedd
the reexamination will continue until the Qffice becomes aware
thata*%sconrtdecision has issned, Atsach time the request will
be reviewed in accordance with the gaidelines set forth below <
The patent owner is required by 37 CFR 1.565() to call the
attention of the Office to any prior or concurrent procecding, in
which the patent is or was sivelved and thus has an obligation
o promptly notily the Office that a **»decision has been
issuede in the Federal cout,

FEDERAL COURT DECISION ISSUES ARTER
REEXAMINATION ORDERED

Puesuantto 37 CEFR 1,565(n), the patent owner ina reexami-
nation proceeding mmst promptly noiify the Office of any
Federal court decision involving the patent, Where the reexami-
nation proceeding is cureently *=pending< and the court degi-
sion issues, or the Office becomes aware of a court decision
relating to o pending reexamination proceeding, the order o
reexaming is reviewad o see if o substantial new question of
pattentability is still present. 1f no substantinl new question of
patentability is =stills present the order to reexamine is vacated
by the examining group director and reexamination is termi-
nated. See **slthicon v, Quigg, 7T USPQAN 1152, 1157 (Fed.
Clir. T9RR)e W

= A non-final - district contl decision coneering o patent
undder reexantination shall hive no binding effect on g reexami-
nation procecding,.

The isswance of a final district court decision upholding
validity during o reexamination also will have no binding effect
on the examination of the reexamination, This is becanse the
Court stes in Ethicon v, Quige, TUSPQ2A 1152, 1157 (Fed.
Cir. TO8B) that the Oftice is nar bound by a comrt’s holding of
patent validity and shonld continue the reexamination, The
Court notes that district courts and the Oltice use differemt
standards of prool in determining invalidity and thus on the
same evidence conld guite correetly come to different conclu-
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stons, Specifically, invalidity in a district court must be shown
by “clear and convineing™ evidenee, whereas in the Office it is
sufticient to show nonpatentability by a “preponderance™ of
evidence, Since the “clear and convinging” standard is harder to
satisty than the “preponderanee standard,” deference will ordi-
mwily be accorded o the tuetual lindings of the court where the
evidenee before the Office and the conrtis the same, I sotticient
reasons are present, claims held valid by the court may he
rejected in reexamination,

On the other hand, the Court states that a final holding of
invalidity is binding on the Ottice and the reexamination may be
discontinued. Upon the issuance of a holding of claim invalidity
or unetforeeability by o district eourt, reexamination of those
cluims will continue in the Office until the court’s decision
becomesfinal. Upon the issnance of afinal holding of invalidity
or unenforceability, the elaims held invalid or unenforeeable
will be withdsawn from considerntioninthe reexamination, 'The
reexamination wilt continue as to any remaining claims. talt of
the claimsarefinally held invalid orunentorceable, the reexami-
nation will be vacated as no longer containing o substantial new
question of pateniability .«

LITIGATION REVIEW AN[‘,\. GROUP DIRECTOR AP-
PROVAL

In order 0 ensure that the Office is awiee of prior or
concurrent litigation the examiner is responsible for conducting
areasonable investigation for evidence as to whether the patent
for which reexamination is requested has been or is involved in
litigation, The investigation will inclwde a review of the reex-
wmination file, the patent file, and the litigation fecords main-
tained in the law library including the litigation card liles snd
Shepard’s ULS, Citutions,

[0 the examiner discovers, af asiy time during the reexaming-
tion procecding, that there is litigation or that there has been a
Federat cowrt deciston on the patent, the fact will be brought o
the attention of the group director prior to any further action by
the examiner, The group director must *>review< any action
taken by the examiner in such circumsiances =0 ensure current
Office litigation policy is being followed. This review is a
procedural review and not a review of the merits of the deci-
sion.<,

FEDERAL COURT DECISION CONTROLLING IN
REEXAMINATION PROCEEDING

Once a Federal court has ruled upon the merits of a patent
and reexaminstion is sl approprigte under the guidelines set
forth above, the Federal cowrt decision will be considered
conteolling and will be followed as to **:=¢laims finally held to
be invalide by the courq, #*

2287 Conclusion of Reexamination Proceeding
IR-12]

Upon conclusion of the reexamination proceedings, the
examiner must complete a “Notice of Intent to Issue a Reexami-
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nation Certiticate and/or Examiner's Amendment” (NIRC) and
prepare the reexamination Lile so that the Oftice of Publications
con prepare and issue a certiticate in accordance with 37 CER
1570 and 35 UL.S.C. 307 setting forth the resulis of the reexami-
nation procecding and the content of the patent following the
proceeding. See MPEP § 2288,

"The rules do not provide for an amendment to be filed ina
reexamination proceeding after prosecution has been closed, 37
CFR 1.31®does nor apply in reexamination. Any amendment
liled after prosecution has been closed must be accompanied by
a petition under 37 CER 1,182 to have the amendment consid-
ered,

Normally the title will not need 1o be changed during
reexamination. I a change of the title is necessary, it should be
dong as carly as possible in the proseeution as a part ot an Oflice
action, 1€ all of the ¢laims are atlowoed and a “Notice of Intent o
Issue A Reexamination Certificate” has been or is to be mailed,
a change 10 the title of the invention by the examiner may only
be done by way of an Examiner's Amendment. Changing the
title and merely initinling the change is #of permitted in reex-
amination,

It all of the claims are disclaimed in a pateni under reexami-
nation, o certificate under 37 CEFR 1,570 will be issued indicat-
ing that fagt.

In preparing the reexamination file tor pubtication ol the
certilicate, the examinet must review the reexamination and
patent files to be sure that all the appropriate parts are com-
pleted, The review should include completion of the following
items:

&, the "Reexamination Field of Search™ and the “Search
Notes” - 10 be sure the file wrapper is filled in with the classes
and subclasses that were actually searched and other areas
consulted.

b. the “Claim No. For O.G. box - to be sure that o
representative claim which has been reexamined is indicated for
publication in the Otficint Gazeue,

¢, the "Drawing Fig, For Certiticate and For O.G." box =10
be sure that an appropriste drawing figure is indicated for
printing on the certificate cover sheet and in the Official Ga-
2celle.

d. the "Litigation Review™ box ~- to be sure that the Oflice
is aware of prior or concurrent litigation,

¢ the face of the file <~ to be sure that the necessary data is
included thereon,

£, the “Index of Claims™ box - to be sure the status ol cach
claim is indicated and the final claim numbers are indicated.

The examiner must in all cases (il out & blue issue slip torm
PIG-270 or design issue slip form PTO-328 and inchide the
current international classitication (except design patents) and
U8, classification tor hoth the original classitication and all
cross reterences. >An issue slip is required even it all of the
claims are cancelled.<

I any new cross-reterences are added, the examiner nugst
order acopy of the patent by using form PTO- 14B and place the
copy in the search file so that the certificate may be attached
thereto when it issues.

It the patent owner desires the names of the attorneys or
agents to be printed on the certificate, a separate paper limited
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to this issue which lists the names and positively states that they
should be printed on the certificate must be filed. A more power
of attorney or change o address is not a request that the name
appear on the certificate,

1f a proper paper has been submitted by the patent owner
indicating the names of the attorneys or agents 1o be published
on the certificate, that paper should be physically placod ontop
of the other papers in the center of the reexamination file at the
conclusion of the procecdings.

The examiner must also complete a checklist form PTO-
1516 tor the reexaminution fite which wilt be forwaeded w the
Offico of Publications identitying:

a. Any amendments (o the abstract and description

b. Any amendmonts 1o the drawings

¢, Any terminal disclaimer or dedication {iled during reox-
amination,

(. Any certificate(s) of correction (o the patent,

¢, The patentability of claim(s).____ (and) ____ is con-
firmed.

f. Claim(y) (and) was (were) previously can-
celed. (Relates o a prior procecding)

g. Claim(s) _ (ancl) ... was (were) previously dis-
claimed,

h. Claim(s) {and) is (o) now disclaimod,

i, Claim(s) (and) , having been tinally deter-

mined to be unpatentable, is (are) canceled.

j. Claim(y) (and) is (are) determined o bo
patentable ns amended. (Note: these claim(y) to be printed on
certificnte.)

k. Claimds) ... (and) ____, dependent on an amended
¢laim, is (tire) determined 10 be patentable. (Note: 10 be used for
cluims which are ot amended. Amended claims mse be listed
in j above).

I New claimds) . (and) ___is (are) added and deter-
mined to be patentable. (Note: these claim(s) to be printed on
certificate.)

m. Claim(s) ... (and) was (were) not reexanmined,

n, Other (Gidentify cluims and statws) .. .

0. Any decision of the Patentand Trademark Oftice, Federal
court or other forum which may affect the validity of the patent,
but which have not been considered during reexamination,

After the examiner has completed the review and the recex-
amination and patent files have been tumed in, the reexamina-
ton clerk will complete the Reexamination Clerk Checklist
Form PTO-1517, The reexamination clerk will rovise and
update the files and forward the reexamination file, the patent
file, clean copy of the patent, the Examiner Checklist-Reexami-
nation PTO-1516, and the Reexamination Clerk Checkist PTO-
1517 to the Office of Pablications for printing via tho appropri-
ute Otlice,

The clerk should check to see if any changes in especially:

. the title,

b. the inventor,

¢. the assignee,

d. the continuing data,

¢. the foreign priority,

f. the address of the owner’s attorey, or
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2. the requester's address have been properly entered on the
tuce of the reexamination and patent files and in the PALM dat
buse,

>REEXAMINATION REMINDERS

The following items deserve special attention. The exam-
incr should ensure they have been correctly completed or
followed before passing the case for issue.

1. All patent claims must be examined. See MPEP § 2243,

2. No renumbering of patent claims is permitted. New
claims may require renumbering, See MPEP § 2250,

3, Amendments to the description and ctaims mist conform
o requirements of 37 CFR 1121(f), This includes any changes
made by Examines's Amendment. >1f o portion of the text is
amended more than once, cach amendment should indicate il
of the changes (insertions and delotions) in relation 0 the
gurrent toxt in the patent under reexamination,< See MPEP §
2250.

4, The prior art must be listed on a PTO-892 or PTO-1449
form, These forms must be properly comploted. See MPEP §
2287,

S, The examiner and clark chocklists PTO-1516 and 1517
must be entirely and properly comploted. A careful reading of
the instructions contained in these checklists is essential, The
clorical checklist is designed as a check and review of the
examiner's responses on the examiner checklist, Accordingly,
the clerk should porsonally review the file bofore completing an
item, The cleck shouid check (0 make certain that the responses
Lo all related items on both chocklists are in agreoment,

6. Multiple pending reoxamination procesdings must be
nerged. Sce MPEP § 2283,

7. Reasons for allowance are required for cach allowed
claim, Sce § 2262,

8. There is no issue foo in reexamination, Sce MPEP § 2233,

9. The patent claims may not be amended nor new claims
added after expiration of the patent. Sco MPEP § 2250,

10. Qriginal drawings cannot be physically changed. All
drawing amendments must be presented on new sheets, The
new sheets mustbe approved by the Office Dreaftsman before the
cuse is forwarded for issue, Sce MPEPR § 225001,

11, Anamendod or new claim may not enlarge the scope of
u patent claim, See MPEP § 2250.«<

2288 Issuance of Reexamination Certificate
{R-4]

IS USLC 307, Certificate of patentability, unpatentability, and claim
cancellation

() In arcoxamination proceccing under this chaptor, when thetime
for appoal has expired or any appeal procoeding has torminated, the
Commissioner will issue and publish a certificate canceling any claim
of the patent finally doterminad to be unpatentable, confirming any
claimof the patent determined to ba prientable, and incorporating inthe
patent any proposed amended or new claim dotormined to ba patent-

able,
' EEEE)
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STCER LI70, ssuance of reexamination certificate afler roexaming-
tion procecdings.

() Upon the conclusion of reexamination proceedings, the Come
missioner will issue a certilieate in accordance with 35 U.S.C. 307
setting torth the results of the reexamimtion proceeding and the
content of the patent following the reexamination proceeding,

(Y A certificate will beissuaed in ench patent i which s reexami-
wation procecding has been ordered under § 1,525, Any statutory
disclaimer filed by the patent owner will be made part of the certificate,

() The certificate will be mailed on the day of its date to the patent
owner al the address s provided for in § 1.33¢c). A copy of the
certificate will also he nuiled o the requester of the reexamination
procecding,

G I v certificaio has been issued which cancels all ol the claims
of the patent, no further Office procecdings will be conducted with
regard 1o that patent or any veissuo applications or reexamination
reqguests relating thareto,

\e) [ 1he reexamination proceeding is 1erminated by the grant of
A reissied patent ns provided in § 1.565(d), the reissued patent will
constitute the reexanmination certficnte required by this seetion and 35
115,307,

N A notice of the issuance of each cerificate under this section
will be published in the Official Gazette on its date of issuniee,

Since abandonment is not possible in o reexamination pro-
ceeding, a certificate will be issued at the conclusion of the
procecding ineach patentin which a reexamination proceeding,
fias been ordered under 37 CFR 1525 except where the reex-
amimagion has been ierminated by the grant of a reissue patent
oi the same pateat,

Where the reexaminationis terminated for a failure 1o timely
respond 1o an Office Action, see MPEDR § 2266.

The certificate will setforth the resutis of the proceeding and
ihe content ol the patent following the reexamination proceed-
g, The certficate will:

a. cancel any claimg determined o be unpatentable;

b. confirm any patent claims deternined o be patentable;

¢ incorporate into the patent any amended or new cliims
determined to be patentable;

d. make any changes in the deseription approved during
feexamnination;

¢. inchode any statutory discluimer fited by the patentowner;

{orefertounamended claims held invalid on final holding by
anothier forum on grounds not based on patents or printed
publications;

. refer to any patent claims not reegamined;

B, be mailed on the day ot its date to the patent owner at
addreess provided for in =37 CFR < 1,33¢) and a copy 1o the
reguester; and

I, wefer o patent claims, dependent on amended claims,
determined (o be patentable.

11 a certificate issues which cancels all of the claims of the
patent, o further Office proceedings will be conducted with
regard iothad patent or any reissue application or reexamination
request directed thereto,

If a reexamination proceeding is terminated by the grant of
a reissucd patent as provided for in 37 CER< 1.565(Db), the
reissued patent will constitute the reexamination cestificate
required by 35 U.S.C. 307 and this section,

v 12 July 1989
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A notice of the issuance of cach reexamination certificate
will be pablished in the Ofticial Gazette onits date of issuance
ina format simitar to that used tor reissue patents, Sce MPEP §
391,

2289 Reexamination Review

All reexamination cases are screened for obvious errors and
proper preparation in order o issue o certificate. A patentabil-
ity review will be made in a sample of reexamination cases by
the Quality Review Exantitiers, This review is an appropriste
vehicle 1o provide information on the uniformity of practice and
1o help identify problem areas,

2290 Format of Certificate |R-4]

The reexamination certificate is formatted much the same as
the title page ol curreat ULS. patents, The certificate is titled
“Reexamination Centificate” and includes the patent number of
the original patent preceded by the tetter “B” and the number of
the reexamination proceeding of that patent. For exanmple, “1”
for first reexamination certificate and 2" for the second reex-
amination certificate, The leter designation distinguishes the
certificate as being a reexamination certificate. Thus, a second
reexamination certificate for the same patent would be desig-
nated as “B2" followed by the patent number,

The certificate denotes the date the certificate was issued at
INID code [45] (see MPEP § 901.04), The title, name of
inventor, international and ULS, classification, the abstract, and
the list of prior art documents appeir at their respective INID
code designations much the same as is presently done in utility
patents.

The primary ditferences, other than as indicated above are:

1. the filing date and number of the request is preceded by
*Reexamination Request™;

2. the patent for which the certification is now issued is
identified under the heading”Reexamination Certificate for™;
andl

3. the prior art documents cited at INID code {56] will be
only those which are part of the reexamination file and cited on
forms PT)- 1449 (and have not been crossed out because they
were not considesed) and PTO-892,

Finally, the certificate will specify the claims confirmed as
patentable and those canceled. Any new claims will be printed
and any amended claims will be printed indicating the amend-
ments thereto, Any prior conrt decisions will be identified as
well as the citation of the court decisions,

2291 Notice of Certificate Issuance in Official
Gazette

The Official Gazeure notice will include bibliographic infor-
mation, and an indication of the status of each claim following
reexamination. Additionally, a representative clyim will be
pablished along with an indication of any changes to the
specification or drawing,
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2292 Distribution of Certificate

A copy of the recxamination certificate should be stapled to
cach copy of the patent in the search files. A copy of the
certificate will also be made a part of any patent copics prepared
by the Office subscquent to the issuance of the certificate.

A copy of the certificatc will also be forwarded to all
depository librarics and to those foreign offices which have an
cxchange agreement with the U.S, Patent and Trademark Of-
fice.

2293 Intervening Rights [R-12]

35 US.C.307. Certificate of patestability, unpatensability, and claim
cancellation.
LN

(b) Any proposed amendmeoent or new claim determined to bo pat-
entable and incorporated into & patent following & reexamination pro-
cecding will have the same effect s thatspecified in section 252 of this
title for reissued patents on the right of any person who made,
purchased, or used any thing patented by such proposed amended or
new cluim, or who made substantial preparation for the same, prior to
theissuanceof acertificate under the provisions of subsection (a) of this
section”.
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The sitwation of intervening ights resulting from recxami-
nation proceedings parallel those resulting from reissue pro-
cecedings and the rights deteiled in 35 U.S.C. 252 apply equally
in reexamination and reissuc sitnations. >See Kaufman v,
Lantech, 1 USPQ2d 1202, 1206 (Fed. Cir. 1986); Fortal Corp.
v. Phone-Mate, 3 USPQ2d 1771 (Fed. Cir. 1987); Tennant v.
Hako Minuteman, 4 USPQ2d 1167 (N.D. 1L, 1987); and Key
Mfg. v. Microdot, 4 USPQ2d (E.D. Mich. 1987).

2294 Terminated Reexamination Files

Terminated reexamination files in which reexamination has
been denied should be forwarded to the Files Repository (Loca-
tion Code 920) for siorage with the patent file,

The files sent to the Files Repository must have either (1) &
certificate date and number (i.c. a Reexamination Certificate
has issued), or (2) the word “Terminated” written in green ink
on the face of the file at the top between the word “Recxam” and
the patent number, The Reexam Clerk in cach group should
make sure thai an appropriate refund has been made before the
word “Terminated” is placed on the file, and the files sent (o the
Fiies Repository,

Rev, 12, July 1989



2294

MANUAL OF PATENT EXAMINING PROCEDURE

REEXAMINATION CERTIFICATE (1)

Urited States Patent u9

(1) Bl 3,614,368

Lobur {4s) Certificate Issued Aug. 3, 1982
{34; ELECTRICAL DISCHARGE MACHINING {s2] US. . 219/69 B, 219/69 C
SHORT CIRCUIT PROTECTION SYSTEM
OF THE KEYED TYPE (56} References Cltod
[72] Inventor: Walter Lobur, Clawson, Mich, ;.;g‘:.gz: lgj:g:g :.:Al'ﬂ:ih:al ----------------- 2;;);6:2 I_;
951, NPT s
(73] Assignee: Colt Industries Operating Corp., 3016411 171962 Webb 219/69 P
New York, N.Y. 3,360,683  12/1967 Inoue...... 219/69 P
3,419,143 471968  BennowWltE..cmmnnnsinin 219/60 ¢
Rosnaminntion Rogeant 3515838  6/1967 Lobur. 219769 p
Ne. $0/000,039, Jul. 27, 1988 Primary Examiner—Clifford C. Shaw
Reezuminstion Certificate for:
Patent No.: 3,614,368 (57 ABSTRACT
Jasyed: Oct. 19, 1971 A circuit for providing mschining pulse off-time
Appl. No.: 1,132 control responsive to gep short circuit condition end
Filed: Jas. $, 1970 responsive (o gap open circult condition. During the
Related U.S, Application Data sforesald short circuit condition, mechining curvent is

{63] Continustion-in-part of Ser. No. 617,700, Feb. 28,
1967, Patent Ko. 3,915,838,

reduced by increasing machining pulee off-time. How-
ever, the pulse on-time is maintained constant and is
substentislly the same as before the occurrence of
elther gap short circuit or open circuit condition.

-r

{51 fat OO BISP 1/02
~f AL S
/e
‘ﬁ/ A 3 ]
»4 ‘
(=
== 40 s ' @
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2294

Bl 3,614,368

REEXAMINATION CERTIFICATE
ISSUED UNDER 3§ U.S.C. 307

THE PATENT IS HEREBY AMENDED AS
INDICATED BELOW

Moatter enciossd in beavy brockets uppenred In the
patent, but hes boew deleted and fs no louger & part of
the patent; watter printed In {talics indicates addivions
made to the patest, '

AS A RESULT OF REEXAMINATION, IT HAS
BEEN DETERMINED THAT:

2
tronic switch haviag ¢ control electrode and a pair of
principal electirodes, said principal electrodes opers-
tively coanected between sald power supply and said
gep for providing power pulses thereto, pulser means
operatively connected to the control electrode of sald
swiich for operating it with e on-off
time ratio for seld puless, a drive sisge coupled be-
tween sald pulser and sald switch and operable in
unison therewith whereln the improvement comprises

10 @ veference vollage metwork, a gap voltage sensing
between

network, means connected said networks for
comparing said voltages and providing o signal cutput
o eald pulser to increase pulse off-time for each of sald

The petentadility of Claims 1, S and 6 Is confirmed.  Pulses but %o hold pulse oa-time for each of said pulses

Claims 2, 3 and 4 are amended snd determined to
be patentable.

2. In an spparstus for mechining & conductive
workplece by passing machining power pulses be-
tween & ool electrode and esid workpicce acroes a
dielectric coolent filled gap, 8 power supply, an elec-

tropic switch having & coatrol electrode and & pair of

principal electrodes, teid principal electrodes opers-
tively connected between aaid power supply and said
gep for providing power pulses thereto, pulser means

operatively connected to ssid coatrol electrode of

said switch for operating it with a predetermined on-
off time ratio for said pul - s, wherein the improvement
comprises means operatively connected to said gap
for sensing gep shost circuit condition, means respon-
sive 1o said condition and operatively connected be-
tween said last-mentioned means and sald pulser for
increasing the off-time of sald switch for each of sald
pulses, but mainteining its on-time for each of sold
pulses constant, and for returning sald pulser to said
predetermined ratic afier removal of said condition.

3. In en epparstus for meachining & conductive
workpiece by passing mechining power pulies be-
tween 8 tool electrode and said wovkplece across &

dielectric coolant filled gap, & power supply, an elec. ©
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1% constant for the duration of [responsive (o] a voltage
therebetween

difference

circult condition.
4. [ The combination set forth in claim 3] In aw

apparatus for machining a coaductive workpiece by pass-

representative of gap short

20 Ing machining power pulses between @ t0ol elecirade and

id workpiece ecreas @ diclectric coolant filled gap, @

‘power supply, an electronle swiich having @ control elec-

trode and @ pair of principal electrodes, said prineipal
electrodes operatively commected betweem sald power

2 supply and sald gap for providing power pulses thereto,

pulser means operatively connected to the control elsc-
trode of said swiich for operating it with @ predetermined
ea-ff time ratlo, @ drive stage coupled between seid
pulser and said switch and operable in unison therewith

30 whereln the Improvement comprises @ reference voltage

network, @ gop voliage sensing network, means connected
between sald networks for comparing said voliages and
providing a signel output o said pulser to increase pulse
aff-sime but to hold pulse on-tlme constant reponsive to @

33 woltage difference therebetwsen representative of gap

shori elreuit condition, wherein eald reference voliage
network s operatively connected to said drive stage
for keying it in phase therewith.
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MANUAL OF PATENT EXAMINING PROCEDURE
REEXAMINATIONS
AUGUST 3, 1982

Meanier enclosed in heavy brackets [ § appears in the patent bol forms na part of this reenamingtion specification, matter printed
in talice indiceres additions made by recraminsiion

Bl 3,614,368 (11th)

ELECTRICAL DISCHARGE MACHINING SHORT
CIRCUIT PROTI-:CTIO_I?YSJEI'EM OF THE KEYED
Walier Lobur, Cleweon, Michigan, mi‘@or to Colt Tadus-

tries Operatlng Corp., New York, N.Y.

Reexuminstion Reguest No. 90/000,039, Jul, 27, 1981,
Reennmination Certificate for Fatent Neo. 3,614,368, lsaued
Oet. 19, 1971, Sev. No. 1,732, Jan. 9, 1970,

U.S. C1, 21949 P ine, C0.° B23P 1/02

AS A RESULT OF REEXAMINATION, IT HAS
BEEN DETERMINED THAT:

The patentability of claims 1, § and 6 is conliemed.

Claims 2, 3 and 4 are amended and determined to be pat-
entable.

1. The method of electrical discharge machining com-
prisiag the steps of providing machining power pulses of
& predetermined on-off time duration scross 8 mechining
gep. wherein the improvement comprises sensing for
shorl circuit condiion of said gap, responsive o said
condition, increasing the ofi-time of said puises bul main-
taining said on-time constent; end, subsequent 1o removal
of ssid condition, restoring the off-time of said pulses to
seid predetermined time durstion.

Bt 4,016,398 (11th)
WIRE ELECTRGDE FEED SYSTEM FOE
ELECTRICAL DISCHARGE MACHINING
Fraak P, Rigtveld, Matthews, N.C., assiguor to Colt Indue-
tries Operating Corporation, Mew York, N.Y.
Reenaminntion Request Wo, $6/000,040, Jeul. 20, 1941,
Heeysminntion Cortificate for Patent Mo, 6,016,395, lssued
Ape. B, 1977, Ser. No. 532,200, Dec. 13, 1974,

U.8. Cl. 21969 W Int. CL.* B23P 1/08

AS A RESULT OF REEXAMINATION, IT MHAS
BEEN DETERMINED THAT:

The patentability of claims 2.-§ is confinmned,
Cleim 1 is determined 10 be patentable s amended.

1. In an electricel discharge machining npglmm in-
cluding @ machine tool having & heed which provides

mechining of & workpiece by mesns of & conductive
electrode wire, the combination comprising:

& supply reel for the wire mounted in e freely rotuteble
meaner on said machine tool;

a plurality of guide rollers for uuininf end iranspori-
ing said wire in ® continuous patl; 1o provide e
cuninf movement relative to the workpiece;

2 peir of opposed rollers biased one toward the other,
one driven and the other driving, (0 provide & con-
stant and umform pulling force on the wire to pro-
vide its continuous movemert through said path as
mechining progresses;

& means opersbly connected to said driven roller for
rocking it out of its juxtapoted position relative to
ssid driving roller 10 provide clearence therebetween
and allow for initial threading of the electrode wire;

seid workpiece being mounted on 8 first table control-
lebly movable in an X srial divection, seid first 1able
being further mounted on & second table for con-
trolled movement in @ Y azial direction; end said
electrode wire being maintzined in & precisely adjust-
able, veriical ‘mh by & pair of guide rollers, each of
said guide roliers having its axis of rotation orthog-
onel to the axie of ratation of the other, said guide
rollers (urther mounted a¢ points spaced from the
upper and lower surfaces of said workpiece, respec.
tively, each of ssid last mentioned guide rollers being
edjustable and Jockeble in the anisl direction to pro-
vide for adjustment to a precise degree of the verti-
cel path of eaid wire prorimate f0 said workpiece
ard each of said last mentioned guide rollers having @
clrcumferential groove for retaining said wire.

1021 OG 7

2200 - 66

Rev. 12, July 1989






