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1801 Basic PCT Principles [R-5]
MAJOR CONCEPTS

The Patent Cooperation Treaty (PCT) is an international
agreement to which the United States of America is a party,
which provides for the filing of patent applications on the same
invention in a number of countries. The PCT enables the U.S.
applicant to file one application, “an international application”,
in a standardized format in English in the >U.S.< Receiving
Office (the U.S. Patent and Trademark Office), and have that
application acknowledged as aregular national filing in as many
member countries to the PCT as the applicant “designates” that
is, names, as countries in which patent protection is desired. In
the same manner, >the< PCT enables foreign applicants to file
a PCT application designating the United States of America in
their home language in their home patent office and have the
application acknowledged as aregular U.S. national filing. The
PCT also provides that the application will be subjected to a
search for published disclosures which are capable of assisting
in the determination of whether the invention disclosed in the
application is new and unobvious. Upon payment of national
fees and the furnishing of a translation, usuaily some twenty
months after the filing of *>any priority< application for the
invention >or the international filing date if no priority is
claimeds, the application will be subjected to national proce-
dures in each of the designated countries. >If a Demand for an
International Preliminary Examination is filed within 19
months of the priority date, the period for entering the national
stage is extended to thirty months from the priority date.<

The PCT offers an alternative route to filing patent applica-
tions directly in those countries which are members of the PCT.
It does not preclude taking advantage of the priority rights and
other advantages provided under the Paris Convention (PCT
Article 1). The PCT provides an additional and optional foreign
filing route to United States and foreign applicants.

PCT Anticle 1
Establishment of 2 Union

(1) The States party to this Tresty (hereinafter called “the Contracting
States”) constitute a Union for cooperation in the filing, searching, and exami-
nation, of applications for the protection of inventions, and for rendering special
technical services. The Union shall be known as the Intemational Patent
Cooperation Union.

(2) No provision of this Treaty shall be interpreted as diminishing the
rights underthe Paris Convention forthe Protection of Industrial Property of any
national or resident of any country party to that Convention.

The PCT has also substantially harmonized the formal re-
quirements of applications for the member counfries and the
European Patent Convention (EPC).

The PCT also provides new filing and searching procedures
whereby much of the processing and transmittal of papers is
done for the applicant by the various national patent offices
which act as international authorities and the International
Bureau (IB) of the World Intellectual Property Organization
(WIPQ) in Geneva, Switzerland, which administers the Treaty.

The filing and search procedures are set forth in Chapter I
of the PCT. Additional procedures for a preliminary examina-
tion of PCT international applications are set forth in PCT
Chaptef I1.**

Rev. 5, July 1987
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Basic Flow >of PCT Chapter I<

To understand the PCT, it is important to know the basic
flow of an international application under the PCT. This flow is
iltustrated on the next page.

In most instances a U.S. national application (NA) is filed
first. An international application for the same subject matter
will then be filed subsequently within the priority year provided
by the Paris Convention and claim the priority benefit of the
U.S. national application filing date.

RECEIVING OFFICE (RO)

The international application (IA) must be filed in a
Receiving Office (RO), (PCT Article 10). The United States
Patent and Trademark Office will act as a Receiving Office for
United States residents and nationals (35 U.S.C. 361(a)). The
Receiving Office functions as the filing and formalities review
organization for international applications. International appli-
cations must contain upon filing the designation of those coun-
tries in which patent protection is desired and must meet certain
standards for completeness and formatity (PCT Articles 11(1)
and 14(1)).

Where a priority claim is made, the date of the earlier filed
national application is used as the date for determining the
timing of international processing, including the various trans-
mittals, the payment of certain international and national fees,
and publication of the application. Where no priority claim is
made, the international filing date will be considered to be the
“priority date” for timing purposes (PCT Article 2(xi)).

The international application is subject to the payment of
certain fees upon filing >or within one month thereafter< and at
the expiration of 12 months from the priority date >or withinone
month thereafter< (PCT Article 11(3) and 35 U.S.C. 361). The
Receiving Office will grant an international filing date to the
application, collect fees, handle informalities by direct commu-
nication with the applicant, and monitor all corrections (35
U.S.C. 361(d)). By 13 months from the priority date, the
Receiving Office should prepare and transmit a copy of the
international application, called the Search Copy (SC), to the
International Searching Authority (ISA); and > forward the
original <* copy, called the Record Copy (RC), to the Interna-
tional Bureau (PCT Rules 22.1 and 23). A >second<* copy of
the international application, the Home Copy (HC), remains in
the Receiving Office (PCT Article 12(1)). Once the Receiving
Office has transmitted copies of the application, the Intemna-
tional Searching Authority becomes the focus of international
processing.

INTERNATIONAL SEARCHING AUTHORITY (ISA)

The basic function of the International Searching Authority
(ISA) is to conduct a prior art search of inventions claimed in
international applications; it does this by searching in atleast the
minimum documentation defined by the Treaty (PCT Articles
15and 16 and PCT Rule 34), At the option of the U.S. applicant,
either the U.S. Patent and Trademark Office or the European
Patent Office acts as an International Searching Authority for
U.S. residents and nationals. The International Searching Au-
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thority isalsoresponsible for checking the content of the titleand
abstract (PCT Rules 37.2 and 38.2). An International Search
Report (SR) will normally beissued by the International Search-
ing Authority within three months from the receipt of the Search
Copy (usually about 16 months after the priority date)(PCT Rule
42). Copies of the International Search Report and prior art cited
will be sent to the applicant and the International Bureau (PCT
Rules 43 and 44.1). The Search Report will contain a listing of
those documents found tobe relevant and will identify the claims
in the application to which they are pertinent; however, no
judgments or statements as to patentability will be made (PCT
Rule43.9). The applicant will alsoreceive withoutcharge acopy
of the cited prior art from the U. S. Patent and Trademark Office
as an International Searching Authority. Once the International
Search Report hasbeen completed and transmitted, international
processing continues before the International Bureau.

INTERNATIONAL BUREAU (IB)
The basic functions of the International Bureau (IB) are to

maintain the master file of all international applications and to
act as the publisher and central coordinating body under the

* Treaty. The World Intellectual Property Organization

>(WIPO)< in Geneva, Switzerland performs the duties of the
International Bureau.
If the applicant has not filed a certified copy of the priority

“document in the Receiving Office with the international applica-

tion, or requested upon filing that the Receiving Office prepare
and transmit to the International Bureau a copy of the prior U. §.
national application, the priority of which is claimed, the appli-
cant must submit such a document directly to the International

~ Bureau or the Receiving Office not later than 16 months after the

priority date (PCT Rule 17).

The applicant has normally two months from the date of
transmittal of the International Search Report to amend the
claims by filing an amendment directly with the International
Bureau (PCT Article 19 and PCT Rule 46). The International
Bureau will then normally publish (P) the international-appli-
cation along with the Search Report and any amendment
(Amdt) at the expiration of 18 months from the priority date
(PCT Article 21). The international publication is in pamphlet
form with a front page containing bibliographical data, the
abstract, and a figure of the drawing (PCT Rule 48). The
pamphlet also contains the search report and any amendments
to the claims submitted by the applicant. If the application is
published in a language other than English, the search report
and abstract are also published in English. The International
Bureau also publishes a > PCT< Gazette in the French and
English languages which contains information similar to that
on the front pages of international applications, as well as
various indexes, and announcements (PCT Rule 86). The
International Bureau also transmits copies of the international
application to all the Designated Offices (PCT Article 20 and
PCT Rule 47).

DESIGNATED OFFICE (DO)

>If no Demand for International Preliminary Examination
has been filed within 19 months of the priority date ,<** the
applicant must send to each Designated Office any required
translations and the appropriate national or regional filing fees
>within twenty months from the priority date of the interna-
tional application,< unless the individual Designated Office
grants additional time (PCT Article 22). The applicant also has
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the right to amend the application within one month from the
fulfiliment of the requirements under Article 22, After this
month has expired (PCT Article 28 and PCT Rule 52), each
Designated Office will make its own determination as to the
patentability of the application based upon its own specific
national or regional laws (PCT Article 27(5)).

sBasic Flow of PCT Chapter II

PCT Article 33
The International Preliminary Examination

(1) The objective of the intemational preliminary examination is to
formulate a preliminary and non-binding opinion on the questions whetherthe
claimed invention appears to be novel, to involve inventive step (to be non-

obvious), and to be industrially applicable.
% dsg g

The basic flow of PCT Chapter I1 is illustrated in the above
diagram. If the applicant desires to obtain the benefit of delay-
ing the entry into the national stage until the 30th month, a
demand for international preliminary examination must be
filed with an appropriate International Preliminary Examining
Authority within 19 months of the priority date. Those States in
which the Chapter II procedure is desired must be “elected” in
the demand.

A copy of the demand is forwarded to the International
Bureau by the Interniational Preliminary Examining Authority.
The International Bureau then notifies the various elected
Offices that the applicant has entered Chapter II and that the
application should not be considered withdrawn for failure to
enter the national stage within 20 months of the priority date.

The examiner of the International Preliminary Examining
Authority may comment on lack of unity of invention, note
errors, and issue a written “opinion” as to whether each claim is
“novel”, involves an “inventive step”, and is “industrially
applicable”. If a written “opinion” is issued by the examiner, the
apphcam may respond to the opinion by arguments and amend-
ments within the time period set for response. The examiner will

Rev, §, July 1987

then issue the “International Preliminary Examination Report”
which presents the examiner’s final position as to whether each
claim is “novel”, involves an “inventive step”, and is “industri-
ally applicable” by the 27th month after the priority date. A copy
of the “International Preliminary Examination Report” is sent to
the applicant and to the International Bureau. The International
Bureauthen communicates a copy of the “International Prelimi-
nary Examination Report” to each “Elected Office”.

The applicant must complete the requirements for entering
the national stage by the expiration of the 30th month from the
priority date in order to avoid any question of withdrawal of the
application as to that elected Office.

In accordance with the agreement between the United
States Patent and Trademark Office (USPTO) and the Interna-
tional Bureau (PCT Article 34), the USPTO will act as an Inter-
national Preliminary Examining Authority (IPEA) for interna-
tional applications filed by residents and nationals of the United
States and for those applications of other western hemisphere
countries which have been searched by the USPTO as an
International Searching Authority.

Upon filing of a proper demand and the payment of the
necessary fees, the international application shall be the subject
of an intemational preliminary examination.

An international preliminary examination will be carried
out only on those inventions for which an International Search
Report has been established since the International Preliminary
Examining Authority must take into consideration the docu-
ments cited in the International Search Report. (PCT Article
33(6)).

The International Searching Authority has the responsibil-
ity of initially determining whether or not unity of invention
exists in an international application. However, since searching
authorities may differ on the question of unity of invention and
since an applicant has the right to amend the application subse-
quent to the receipt of the International Search Report, the
international application is again reviewed by the examiner with
respect to the question of unity of invention at the onset of the
international preliminary examination,

1800-4
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The primary purpose of international preliminary examina-
tion is torender anonbinding opinion on the guestion of whether
the subject matter of the international application meets the
criteria set out in PCT Aticle 33(1), i.c., whether the claimed
invention appears to be novel, to involve inventive step (to be
non-obvious) and to be industrially applicable. Form PCT/
IPEA/408 is provided for use by the examiner to notify applicant
of any negative aspects of theapplicationin the form of a written
opinion.

After an opportunity to repond, final results of the interna-
tional preliminary examination are set forth in an International
Preliminary Examination Report on Form PCT/IPEA/409. This
report takes into consideration any amendments that may have
been filed by the applicant in response to the written opinion.<

1802 PCT Definitions [R-§]

PBCT Article 2
Definitions
For the purposes of this Treaty and the Regulations and unless expressly
stated otherwise:
(i) “application” means an application for the protection of an invention;
references to an “application’ shall be construed as references to applications for

<patents for inventions, inventors’ centificates, utility certificates, wmility models,

patents or certificates of eddition, inventors® centificates of addition, and utility
certificates of addition;
(ii) references to & “patent” shall be construed as references to patents for

-inventions, inventors® centificates, utility centificates, utility models, patents or
centificates of addition, inventors’ certificates of addition, and utility cestificates

of addition;
(iii) “national patent” means a patent granted by a national authority;
(iv) “regional patent” means & patent granted by & national or an intergov-
emnmental authority having the power 1o grant patents effective in more than one

- State;
- (v) “regional application” means an application for & regional patent;

(vi) refesences toa “national application” shall be construed as references
to applications for national patents snd regional patents, other than applications
filed under this Treaty;

(vii) ¢ ‘intemationsl application” means an application filed under this
Tresty;

(viii) references to an “spplication” shell be construed as references to
imternational applications and national applications;

(ix) references to 8 “patent” shall be construed as references to national
patents and regional patents;

(%) references to “national law” shall be construed as references to the
national law of a Contracting State or, where 2 regional application or a regionsal
patent is involved, to the treaty providing for the filing of regional applications
or the granting of regional patents;

(xi) “priority date,” for the purpose of computing time lirnits, means:

(a) where the international application contains a priosity claim under
Agicle 8, the filing date of the application whose priority is so claimed;

(b) where the international application containg several priority claims
under Anicle 8, the filing date of the earliest application whose priority is so
claimed;

(c) where the intemational application does not contain any priority
cleim under Article 8, the international filing date of such application;

(xif) “national Office” means the govemment authority of s Contracting
State entrusted with the granting of patents; references to 8 “national Office"
shall be construed ag referring elgo 1o sny intergovernmental suthority which
several States have entrusted with the task of granting regional patents, provided
that &t least one of those States is & Contracting State, and provided that the gaid
States have authorized that authority to assume the obligations and exercise the
powers which this Treaty and the Regulations provide for in respect of national
Offices;

(xiii) “designated Office” means the national Office of or acting for the

. Suate designated by the applicant under Chapter I of this Treaty;

(xiv) “elected Office” means the national Office of or acting for the State
e;lected by the applicant under Chapter II of this Treaty;

1800-5

(xv) “receiving Office” means the national Office or the intergovern-
mental orgenization with which the intemnational application hag been filed;

(xvi) “Union" means the Intemational Patent Cooperation Union;

(xvii) “Assembly” means the Assembly of the Union;

(xviii) “Organization” means the World Intellectual Property Organiza-
tion;

(xix) “Intemational Bureau” means the International Bureau of the Or-
ganization and , as long as it subsists, the United Intemational Bureaux for the
Protection of Intellectual Property (BIRPI);

(xx) “Director General” means the Director General of the Organization
and, as long as BIRPI subsists, the Director of BIRFPL

PCT Rule 2
Interpretation of Certain Words
2.1 “Applicant”

Whenever the word “applicant” is used, it shall be construed as meaning
alsothe agent or other representative of the applicant, except where the contrary
clearly follows from the wording or the nature of the provision; or the context
in which the word is used, such as, in particular, where the provision refers to
the residence or nationality of the applicant.

22 “Agent”

Whenever the word “agent” is used, it shall be construed as meening any
person who has the right to practice before intemational authorities as defined
in Article 49 and, tnless the contrary clearly follows from the wording or the
nature of the provision, or the context in which the word is used, also the
common representative referred to in Rule 4.8.

2.3 "“Signature”

Whenever the word “signature” is used, it shall be understood that, if the
national law applied by the receiving Office or the competent International
Searching or Preliminary Examining Authority requiresthe use of a seal instead
of a signature, the word, for the purposes of that Office or Authority, shallmean
seal.

35 U.8.C. 351 Definitions.

When uged in this part unless the context otherwise indicates—

(a) The term “tresty” means the Patent Cooperation Treaty done at
Washington, on June 19, 1970 ##,

(b) The term “Regulations”, when capitalized, means the Regulations
underthe treaty **, done at Washington on the same date as the treaty, The term
“regulations”, when not capitalized, means the regulations established by the
Commissioner under this title,

() The term “intemational application” means an application filed under
the treaty.

(d) The term “intemational application originating in the United States”
means an international application filed in the Patent and Trademark Office
when it is acting as & Receiving Office under the treaty, irrespective of whether
ornot the United States has been designated in that intemational application.

(e) The term “international application degignating the United States”
means an international application specifying the United States as a country in
which & patent is sought, regardless where such international application is
filed,

(f) The term “Receiving Office” means a national patent office or inter-
govemnmental organization which receives and processesinternational applica-
tions as prescribed by the treaty and the Regulations,

(g) The terms “Intemational Searching Authority” »and Intemational
Preliminary Examining Authority"mean<* a national patent office orintergov-
emmental organization as appointed under the treaty which processes interna-
tional applications as prescribed by the tresty and the Regulations,

(h) The 1erm “International Buresu” means the intemational intergovem-
mental organization which is recognized as the coordinating body under the
treaty and the Regulations.

(i) Terms and expressions not defined in this part are to be taken in the
gense indicated by the treaty and the Regulations.

37 CFR 1.401 Definitions of termsg under the Patent Cooperation
Treaty.

(a) The sbbreviation “PCT” and the term “Treaty” mesn the Patent
Cooperation Treaty.

(b) “Intemational Bureau” means the World Intellectual Propeny Or-
ganization located in Geneva, Switzetland.

(¢) “Administrative Instructions” means that body of instructions for
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operating under the Patent Cooperation Treaty referred to in PBCT Rule 89.

(d) “Request”, when capitalized, means that element of the international
application described in PCT Rules 3 and 4.

(e) “Intemnational application”, as used in this subchapter is defined in §
1.9(b).

(f) “Priority date™ for the purpose of computing time limits under the
Patent Cooperation Treaty is defined in PCT An. 2(xi). Note also § 1.465.

(g) >"“Demand,” when capitalized, means that documnent filed with the
Intemational Preliminary Examining Authority which requests an international
preliminary examination.

(h) “Annexes" means amendments made to the claims, description or the
drawings before the Intemational Preliminary Examining Authority.

(i)< Other terms and expressions in this Subparnt C not defined in this
section are to be taken in the sense indicated in PCT Art. 2 and 35 U.S.C. 351.

1803 Reservations Under the PCT Taken by the
United States of America [R-§]

PCT Article 64
Reservations

(1)e) Any State may declare that it shall not be bound by the provisions
of Chapter II.

(b) States making a declaration under subparagraph (a) shall not be bound
by the provisions of Chapter II and the comesponding provisions of the
Regulations.

(2Xs) Any Sttenothaving made a declaration under paragraph(1)(e) may
declare that:

(i) it shall not be bound by the provisions of Article 39(1) with respect to
the fumighing of a copy of the intemational application and a translation thereof
(as prescribed),

(ii) the obligation to delay national processing, as provided for under
Anicle40, shallnot prevent publication, by or through its national Office, of the
international application or & translation thereof, it being understood, however,
that it is not exempted from the limitations provided for in Articles 30 and 38,

- () States making such & declaration shall be bound secordingly.

(3)(s) Any Stete may declare that, as far as it is concemed, intemational
publication of intemational spplications is niot required,

(b) Where, st the expiration of 18 months from the priority date, the
intemational spplicstion conteins the designetion only of such States ag have
made declarations under subpasagraph (a}), the intemational application shall
niot be published by virtue of Anticle 21(2).

(cy Where the provisions of subparagraph (b) apply, the international
application shall neventheless be published by the Intemational Bureau:

(i) & the request of the applicant, es provided in the Regulations,

(ii) when & national application or a patent based on the international
application is published by or on behalf of the national Office of any designated
State having made & declaration under subparagraph (a), promptly after such
publication but not before the expiration of 18 months from the priority date.

(4)(a) Any State whose national law provides for prior ant effect of its
patents as from a date before publication, but does not equate for prior art
purposes the priority date claimed under the Paris Convention forthe Protection
of Industrial Property to the sctual filing date in that State, may declare that the
filing outside that State of an international application designating that State is
niot equated to an actual filing in that State for prior ant purposes.

(b) Any State making & declaration under subparagraph (2) shall 1o that
extent not be bound by the provisions of Asticle 11(3),

(cy Any State making & declsration under subparagraph (a) shall, at the
sametime, state in writing the date from which, end the conditions under which,
the prior art effect of eny internationsl spplication designating that State
becomes effective in that State. This statement may be modified at snytime by
natification addressed to the Director General,

(5) Each State may declare that it does not consider itself bound by Asticle
59. With regard to any dispute between any Contracting State having made such
a decluration and any other Contracting State, the provisions of Anticle 59 shall
not apply.

(6)(s) Any declarstion made under this Arnicle shall be made in writing.
1t may be made at the time of signing this Treaty, at the time of depositing the
instrument of ratification or accession), or, except in the case referred to in
paragriph (5), st any latertime by notification addressedto the Director General.
In the dase of the said notification, the declaration shall take effect six months
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after the day on which the Director General has received the notification, and
shall not affect intemational applications filed prior to the expiration of the said
six-month period.

(b) Any declaration made under this Anticle may be withdrawn at any time
by notification addressed to the Director General. Such withdrawal shall take
effect three months after the day on which the Director General has received the
notification and, in the case of the withdrawal of a declaration made under
paragraph (3), shail not affect international applications filed prior to the
expiration of the said three-month period.

(7) No reservations to this Treaty other than the reservitions under

paragraphs (1) to (5) are permitted.

The United States of America >had originally<* declared
thatit>was<* not bound by Chapter II (Article 64 (1)), >but has
now withdrawn that reservation effective July 1, 1987<.

It has also declared that, as far as the United States of
America is concerned, international publication is not required
(Article 64 (3)).

The ** United States of America >also< made >a reserva-
tion<** under Article 64(4) which relates to the prior art
effective date of a U.S. patent issuing from an international
application. See 35 U.S.C. 102(e).

>1804 USPTO - WIPO Agreement [R-S]

Agreement between the UNITED STATES PATENT AND TRADE-
MARK OFFICE and THE INTERNATIONAL BUREAU OF THE WORLD
INTELLECTUAL PROPERTY ORGANIZATION conceming the functions
of the United States Patent and Trademark Office in the capacity of en
Intemational Searching and Preliminary Examining Authority sppointed under
the Patent Cooperation Treaty.

Preamble
The United States Patent and Trademark Office and the Intemational
Bureau of the World Intellectuel Properiy Organization agree to conclude the
following Agreement under Articles 16(3)(b) and 32(3) of the Patent Coopera-
tion Treaty:

Article 1

Terminology Used in the Agreement

(1) For the purpose of this Agreement:

(a) “Treaty” means the Patent Cooperation Treaty;

(b) “Regulations” mean the Regulations under the Treaty;

(cj “Administrative Instructions” means the Administrative Instructions
under the Treaty;

(d) “Anicle” (except where a specific reference is made to an Anicle of
this Agreement) means an Article of the Treaty;

(e} “Rule” means a Rule of the Regulations;

(f) “Authority” refers to the United States Patent and Trademark Office
acting in the capacity of an Intemational Searching and Preliminary Examining
Authority pursuant to this Agreement and appointed under the Treaty;

(g) “International Bureau” means the Intemationel Buresu as defined in
Atticle 2(xix); and

(h) “Gezeite” means the publication referred to in Anticle §5(4).

Aricle 2
Basie Obligations

(1) The Authority will, except in respect to subject mattes which pursuant
to Anticle 6 of this Agreement the Authority is not required to search or 1o
examine, carty out international searches and intemations) preliminary exami-
nations and perform such other functions as are specifically provided for by the
Treaty, the Regulations, this Agreement, and the Administrative Instructions. In
carrying out an intemational search and an international preliminary examina-
tion, the Authority shall be guided by the Guidelines for Intemnational Search
and for Intemational Preliminary Examination to be Carried Out under the
Patent Cooperation Treaty. The Authority undertakes to apply and obaerve all
the common rules of international search and of intemational preliminary ex-
amination,
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(2) The Authority and the International Bureau shall, having regard to their
respective functions under the Treaty, the Regulations, this Agreement, and the
Administrative Instructions, each render, 1o the extent considered tobe appropri-
ate by both the Authority and the Intemational Bureau, assistance to the other in
relation to the performance, by the other, of its functions thereunder.

Anticle 3
Competence of the Authority

(1) Subject to Arnticle 6 of this Agreement, the Authority undertakes to act
as an International Searching Authority for all international applications (i) filed
with the receiving Office of, or acting for, the States specified in Annex A of this
Agreement, and (if) filed in or translated into the languages specified in Annex
A of this Agreement.

(2) Subject to Anticle 6 of this Agreement, the Authority undertskes to act
as an Intemational Preliminary Examining Authority for ail intemational appli-
cations (i) filed with the receiving Office of, or acting for, the States specified in
Amnex, A of this Agreement, and (ii) filed in or translated into the languages
gpecified in Annex A of this Agreement.

Article 4
Minimum Personnel Requirements

(1) The Authority shsll, for the purposes of carrying out intemational
search and intemnational preliminary examination, make available the staff at its
disposel, to the extent required by the workload, having sufficient technical
qualifications to carry out such search and examination in all technical fields
except those referred to in Arnticle 6 of this Agreement. The staff of the Authority
thall be maintained a¢ s level exceeding the minimum requirement as set out in
Rules 36.1(i) and 63.1(3).

(2) The Authority shall maintain, or otherwise secure agsistance by, a staff
which has the language facilities to understand atleast those languages in which
the minimum docurnemation referred 1o in Rule 34 is written or is translated.

Article 5
Documentation Facilities
The Authority shall maintain and use all documentation facilities ordinar-
iy at the dispossl of the staff referved to in Anticle 4(1) of this Agreement for
" gearch and exsminstion purposes, and shell maintein end use for the said
purposes at least the minimum documentation facilities prescribed by Rules
36.1(ii) and 63.1(ii).

Article 6
Subject Matter not required to be Searched
In sccordance with Anicles 17(2)(i) and 34(4)(a)(i), the Authority willnot
be abligatedto search orenamine sny of the subject matter specified in Rule 39,1
or Rule 67.1 except for subject matter specified in Annex B of this Agreement.

Article 7
Fees
(1} A schedule of all fees charged by the Authority in relation to its
functions as an Intemational Searching snd Preliminary Examining Authority is
set out in Annex C of this Agreement,
(2) The Authority shall, to the extent and under the conditions set out in
Asnex € of this Agreement, refund the paid search fees in whole or in part,

Article 8
Review of Protest
‘The Commissioner of Patents snd Trademarks or his degsignee ghefl
examineprotests i respect of additionel fees where sueh sdditional fees are paid
under protest pursusnt 10 Rule 40.2(c) or Rule 68.3(c),

Article 9
[Defeted]

Article 10
Clagsification
The Authority, in addition to applying the International Patent Classifica-
tion to & perticular subject matter, may also apply the United States Patent
Clagsification.
. Article 11

t
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Langusge of Correspondence Used by the Authority
For purposes of correspondence, including forms, the Authority shall
use the English langusge. } s o

Article 12
Patent Information Services and Technical Assistance
The Authority shall cooperate with the Intemational Bureau in providing
patent information services and such other contributions to the technical
assistance program under Chapter IV of the Treaty as are both practicable
within the facilities of the Authority and as may be agreed.

) Article 13 .
Entry into Force of the Agreement
This Agreement shall enter into force, afterapproval by the Agsembly, on
the date of signsature thereof. The Agreement together with an indication of the
date of its entry into force shall be published in the Gazette by the Internationsl
Bureau.

Article 14
Duration and Renewability of the Agreement
Subject to Anticle 16 of this Agreement, this Agreement shall remain in
force for & period of 10 years, It shall be renewable for & period of 10 years
subjecttothe approval of, and the extension of the appointment of the Authority
for that period by, the Assembly.

Article 15
Amendment

(1) Without prejudice to paragraphs (2) and (4) below, amendinents may
be made to this Agreement by agreement between the Authority and the
International Bureau and shall take effect on the date on which those amend-
ments are approved by the Assembly, or, if a later date is specified in the
amendments, on that later date.

(2) Annex A mey be amended by the Authority at any time. Any
amendment adding & State or language will be made by notification from the
Authority to the Intemational Bureau and shall take effect one month from the
date of publication in the Gazelte. Any smendment deleting s State or language
will bemade by notification from the Authority to the Internations! Bureau and
shall ke effect nine months from the dats of publication in the Gazette,

(3) Annex B may be amended by the Authority at any time, Any
amendment adding subject matter to that Annex will be made by notification
from the Authority 10 the Intemational Bureau and shall take effect one month
from the date of publication in the Gazette. Any amendment deleting subject
matier from the Annex will be made by notification from the Authority to the
International Bureau and shall take effect nine months from the date of
publication in the Gazette.

(4) Annex C may be amended by the Authority at any time. Any
amendment may be made by notification from the Authority tothe Interational
Bureau and shall take effect on a date specified by the Authority but not earlier
thanone month afterthe publication of the notification in the Gazette. Normally
Annex C shall not be amended during the first year after the entry into force of
this Agreement orthereafter at an interval of less than one year from & previous
amendment of the schedule,

(5) The Intemational Bureau shall publish proraptly in the Gazette any
amendment of this Agreement agreed to by the Authority and the Intemational
Bureau and approved by the Assemnbly under paragraph (1) and any notifica-
tions received by the International Buresu under paragraphs (2) to (4).

Article 16
Termination of the Agreement

(1) This Agreement shall terminate:

() if the Authority gives the Director General of the World Intellectus]
Propenrty Organization wrilten notice to terminate this Agreement; or

(b) if the Director General of the World Intellectual Property Organiza-
tion, with the approval of the Assembly, gives the Authority written notice to
terminate this Agreement.

(2) The termination of this Agreement under paragraph (1) shall take
effect one year after receipt of the notice by the other party, unlese & longer
period ig specified in such notice.

(3) Notwithsianding paragraph (2), if:

(a) notice to terminate this Agreement is given by the Authority
under peragraph (1); and
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(b) at the same time all those Contracting States, whose receiving
Offices have specified the Authority under Anticles 16(2) end 32(2), not having
denounced the Treaty previously, made the denunciation under Article 66,
the notice to terminate thie Agreement shall take effect at such time agthe
denunciation of the Treaty becomes effective for all such States.

ANNEX A
COUNTRIES AND LANGUAGES UNDER ARTICLE 3 OF THIS
AGREEMENT
(1) The Authority will conduct intemational searches and prepare
international search reports
(1) for the following countries:
United States of America, Brazil, Barbadog
(ii) in the following languages:
English

(2) The Authority will conduct international preliminary examinations
and prepare internationsl preliminary examination reporis
(@) for the following countries:
United States of America,
and where the Authority has prepared the international
search report, for Brazil and Barbados
(i) in the following langvages:
English

. ANNEX B
SUBJECT MATTER SPECIFIED UNDER ARTICLE 6 OF THIS
AGREEMENT

Subject matter which is searched or examined in United States national
= spplications

ANNEXC
SCHEDULE OF FEES AND EXTENT AND CONDITIONS OF REDUC-
TIONS OR REFUNDS OF THE SEARCH AND EXAMINATION FEES
FOR THE PURPOSES OF ARTICLE 7 OF THE AGREEMENT

(8) Fees
Search fee
(i) where no corresponding prior United States national application
withbagicfiling feehasbeen filed $520.00
(if) where a corresponding prior United States national application
withbasicfiling fee hag beenfiled $350.00
Supplemental Search Fee (per additional invention)........... $140.00

Preparation of an intemational-type search report in & United States
national application $28.00

Preliminary examination fee

(i) where an international search fee has been paid on the intema-
tional application for the benefit of the United States Patent and Trademark
Office as an Intemnations! Sesrching Authority. $370.00

(ii) where the International Searching Authority for the intemational
application was an suthority other than the United States Patent and Tredemark
Office. $570.00

(2) edditional preliminary examinstion fee (per additional inven-

tion)

(i) Where & supplemental seasch fee hias been peid on the
international application to the United States Patent and Trademark Office es an
Internstional Sesrching Authority $125.00

(ii) Where the Intemational Searching Authority for the
international application was an authority other than the United States Patent
and Trademark Office $190.00

{b) Extent snd Conditions of Refunds of the Search and Examination Fees

(i) Money paid for search and preliminary examination fees, where
paid by actual mistake or in excess will be refunded,

(ii) Refund of the supplemental search fee and additional prelimi-
nary eXsmination fee will be made if such refund is determined to be warrsnted
by the Gommissioner of Patents and Trademarks or his designee acting under
Rule 40¢2(c) or Rule 68.3(c).
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(iii) The search fee will be refunded if the determination under
Anicle 11(1) is negative.'< )

1805 Who May File in the United States
Receiving Office [R-5]

PCT Article 9
The Applicant

(1) Any resident or national of a Contracting State may file an intema-
tional application.

(2) The Assembly may decide to allow the residents and the nationals of
any country pary to the Paris Convention for the Protection of Industrial
Property which is not party to this Treaty to file intemnational applications.

(3) The concepts of residence and nationality, and the application of those
concepts in cases where there are several applicants or where the applicants are
not the same for all the designated States, are defined in the Regulations.

(Editor's Note: The PCT Assembly has not as yet sllowed residents or nationals of
non-PCT member countries to file PCT intemationsl applications.)

BCT Ruie 18
The Appiicant
18.1 Residence

(a) Subject to the provisions of paragraph (b), the question whether an
applicant is a resident of the Contracting State of which he claims tobe resident
shell depend on the national law of that State and shall be decided by the
receiving Office.

(b)Y In any case, possession of a real and effective industrial or commer-
cial establishment in 2 Contracting State shall be considered residence in that
State,

18.2 Nationality

(&) Subject to the provisions of paragraph (b), the question whether en
spplicant is enstional of the Contracting State of which he claimsto be anational
shall depend on the national law of that State and shell be decided by the
receiving Office.

(b) In any case, a legal entity constituted according to the nationsl law of
& Contracting State shall be considered a nationel of that State.

18.3 Several Applicants: ssme for All Designated States

1f all the applicants are applicants for the purpoges of all designated States,
the right to file an intemational application shall exist if at least one of them is
entitled to file an international application according to Article 9.
18.4 Several Applicants: Different for Different Designated States

(a) The international application may indicate different applicants forthe
purposes of different designated States, provided that, in respect of each
designated State, at least one of the applicants indicated for the purposes of that
State is entitled to file an intemational application according to Article 9.

{b) If the condition referred to in paragraph (z) is not fulfilled in respect
of any designated State, the designation of that State shall be consid-
ered not to have been made,

{c ) The International Bureau shall, from time to time, publish informa-
tion on the various national laws in respect of the question who is qualified
(inventor, successor in title of the inventor, owner of the invention, or other) to
file & national application and shall accompany such information by & waming
that the effect of the intemational application in any designated State msy
depend on whether the person designated in the international application s
applicant for the purposes of that State is a person who, under the nationel law
of that State, is qualified to file & national application.

PCT Rufe 19
The Competent Recelving Office
19.1 Whereto File

(a) Subject to the provisions of paragraph (b), the international
application shall be filed, at the option of the applicant, with the national
Office of or acting for the Contracting State of which the applicant is a
resident or with the national Office of or acting for the Contracting State of
which the spplicant is a national.

(b) Any Contracting State may agree with another Contracting State or
any intergovermmental organization that the national Office of the latter State or
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the intergovernmental organization shall, for all or some purposes, act instead of
the national Office of the former State as receiving Office for applicants who are
regidents or national of that former State, Notwithstanding such agreement, the
national Office of the former State shall be considered the competent receiving
Office for the purposes of Aricle 15(5).

(c) In connection with any decision made under Article 9(2), the Assembly
shall appoint the national Office or the intergovernmentsl organization which
will act as receiving Office for spplications of residents or nationals of States
specified by the Assembly. Such appointment shall require the previous consent
of the said national Office or intergovernmentsl organization.

19.2 Several Applicants

If there are several applicants, the requirements of Rule 19.1 shali be
considered to be met if the national Office with which the intemational applica-
tion is filed is the nationsl Office of or acting for & Contracting State of which at
least one of the applicants is & resident or national.

19.3 Publication of Fact of Delegation of Duties of Receiving Office

(2 ) Any agreement referred to in Rule 19.1(b) shall be promptly notified
to the International Bureau by the Contracting State which delegates the duties
of the receiving Office to the national Office of or acting for another Contracting
State or an intergovernmental organization.

(®) The Intemational Bureau shall, promptly upon receipt, publish the
notification in the Gazette.

PCT Administrative Instructions Section 317
Procedure in the Case of the Designation of 2 State Being
Counsldered Not To Have Been Made
Where the receiving Office finds that, under Rule 18.4(b), the designation
of a State is to be congidered as not having been made, it shell indicate that fact
in the intemational application by enclosing the designation of that State within
square brackets and entesing, in the margin, the words"CONSIDEREDNOTTO

“HAVE BEEN MADE" or their equivalent in the language of publication of the

international epplication, and shall prompdy notify the applicant sccordingly. If
the record copy has already been sent to the Intemational Bureau, the receiving
Office shall also notify promptly that Bureau.

. 35 U.8.C. 361 Recelving Office.

(a} The Patent and Trademark Office shall act as a Receiving Office for

" international spplications filed by nationals o residents of the United States. In

sceordance with any agreement made between the United States and another
country, the Patent and Trademark Office may slso sct as 8 Receiving Office for
international applications filed by residents or nationels of such country who are
entitled to file international applications.

{b) The Patent and Trademark Office shall perform all acts connected with
the dischasge of duties required of & Receiving Office, including the collection
of international fees and their transmittal to the Intemational Bureau,

{c) Imernational spplications filed in the Patent and Trademark Office
thall be in the English language.

(6 The ** intemational fee, and the transmittal and search feesprescribed
under section 376(g) of this part, shall either be paid on filing of an intemational
spplication or within **>suchlatertime as may befixed by the Commissioner.<

35 U.8.C. 373 Improper Applicant.

An intemnational application designating the United States, shall not be
accepted by the Patent and Trademark Office for the national stage if it was filed
by anyone not qualified under chapter 11 of this title to be an applicant for the
purpose of filing 2 national epplication in the United States. Such intemational
applications shal! not serve as the basis for the benefitof an earlier filing date
under section 120 of this title in & subsequently filed application, but may serve
28 the basis for a claim of the right of priority under section 119 of thig title, if
the United States was not the sole country designated in such intemational
spplication.

37 CFR 1.421 Applicant for international application.
(a) Only residents or nationals of the United States of America may file
international applications in the United States Receiving Office.
(b) Although the United States Receiving Office will sccept international
spplications filed by any resident or national of the United States of America for
intesnational processing, en intemnational application designating the Unites

* States of Americs will be accepted by the Patent end Trademark Office for the

national stage only if filed by the inventor or as provided in §§1.422, 1.423 or
$.425.
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. (c) International applications which do not designate the United States of
America may be filed by the assignee or owner.

(d) The attomey or agent of the applicant may sign the international ap-
plication Request and file the international application for the applicant if the
intenational application when filed is accompanied by a separate power of
attomey to that aitomey or agent from the applicant. The separate power of
attomey from the applicant may be submitted after filing if sufficient cause is
shown for not submitting it at the time of filing. Note that paragraph (b) of this
section requires that the applicant be the inventor if the United States of
Americs is designated.

(e) Any indication of different applicants for the purpose of different
Designated Offices must be shown on the Request portion of the intemational
application.

(f) Changes in the person, name, or address of the applicant of an international
application shall be made in accordance with PCT Rule 18.5.

37 CFR 1.422 When the inventor is dead.

In case of the death of the inventor, the legal representative (executor,
administrator, etc.) of the deceased inventor may file an international applica-
tion which designates the United States of America.

37 CFR 1.423 When the inventor Is insane or legally incapaci-
tated.

In case an inventor is insane or otherwise legally incapacitated, the legal
representative (guardian, conservator, etc. ) of such inventor may file an
international application which designates the United Sigtes of America.

37 CFR 1.424 Joint inventors.

Joint inventors must jointly file an intemational application which
designates the United States of America; the signature of either of them slone,
or less than the entire number will be insufficient for an invention invented by
them jointly, except as provided in § 1.425.

37 CFR 1.425 Filing by other than inventor.

(a) If & joint inventor refuges tojoin in an international application which
designates the United States of Americe or cannot be found or reached after
diligent effort, the international application which designates the United States
of Americe may be filed by the other inventor on behalf of himself or herself
and the omitted inventor. Such &n intemationel application which degignates
the United States of America must be accompanied by proof of the pertinent
facts and musi state the last known address of the omitted inventor. The Patent
and Trademark Office shall forward notice of the filing of the intemational
application to the omitted inventor at said addregs.

(b) Whenever an inventor refuses to execute an intemational application
which designates the United States of America, or cannot be found or reached
after diligent effort, & person to whom the inventor has assigned or agreed in
writing to assign the invention or who otherwise shows sufficient proprietary
interest in the matter justifying such action may file the intemational applica-
tion on behalf of and as agent forthe inventor. Such an international application
which designates the United States of America, must be sccompanied by proof
of the pertinent facts and & showing that such action is necessary topreserve the
rights of the pariies or to prevent irreparable damage, and must etate the last
known eddress of the inventor. The assignment, writien agreement to assign or
other evidence of proprietary interest, or e verified copy thereof, must be filed
in the Patent and Trademark Office. The Office shall forward notice of the filing
of the application to the inventor et the address stated in the application.

Any resident or national of the United States of America
may file an international application in the United States Re-
ceiving Office (PCT Anticle 9(1) and (3), PCT Rule 19.1, 3§
U.S.C. 361(a) and 37 CFR 1.412(a), 1.421). The concepts of
residence and nationality are defined in PCT Rules 18.1 and
18.2. For the purpose of filing an international application, the
applicant may be either the inventor or the successor in title of
the inventor (assignee or owner). See also>MPEP<§1820.02.

However, the laws of the various designated countries
regarding the requirements for applicants must also be consid-
ered when filing an international application. For example, the
patent law of the United States of America requires that, for the
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purposes of designating the United States of America, the
applicant(s) must be the inventor(s) (35 U.S.C. 373, PCT
Article 27 (3)).

Where there are different applicants for different desig-
nated States, at least one applicant named for each designated
State must be entitled to file an international application under
PCT Article 9, and PCT Rule 18.4. See >MPEP<« §1820.09.

PCT Rule 19.2 relates to the situation where there are
several applicants for all the designated States.

1807 Agent or Common Representative
[R-2]

PCT Article 49
Right 1o Practice before Intemnational Authorities
Any sitommey, patent agent, or other person, having the right to praciice
before the nationsl Office with which the intemational application was filed,
shall be entitled to practice before the Intemational Buresu and the competent
Intemational Searching Authority end competent Intemationel Preliminary
Examining Authority in respect of that application.

PCT Rule 2
‘ Interpretation of Certain Words
2.1 “Applicans”

Whenever the word * applicant” is used, it shall be construed as meaning
alsothe agent of other representstive of the spplicant, except where the contrary
cleady follbws from the wording or the nature of the provision, or the context
in which the word is used such as in particuler, where the provision refers to the
vesidence or nuionality of the applicant.

22 “Agent”

Whenever the word “agem is used, it shall be constsued as mesning any
person, ¥ who has the right to practice before international suthoriiies as defined
in Anicle 49 and, unless the contrary elem'ly follows from the wording or the
nsture of the provision, or the context in which the word is used, elso the
common sepresentative referred to in Rule 4.8,

2.3 “Signature”

Whenever the word “signature” is used, it shall be understood that, if the
national law applied by thereceiving Office or the competent Interna-
ticnal Searching or Preliminery Examining Authority requires the use
of useal instead of a signature, the word, for the purposes of that Office
or Authority, shall mean seal.

BCT Rule €3
Right to Practice before Internationsl Authorities

83.1 Proof of Right

The Iternational Bureau, the competent Intemational Searching Author-
ity, and the competent Intemnational Preliminary Examining Authosity, may
require the production of proof of the right to practice referred to in Anticle 49.
83.2 Information

(a) The national Office or the intergovemmental organization which the
interested person is alleged to have & right to practice before shall, upon request,
inform the Internationsl Bureau, the competent Intemnational Searching Author-
ity, or the competent Intemational Preliminary Examining Authority, whether
such pergon has the right to practice before it.

(b) Such information ehall be binding upon the International Bureau, the
Intemational Searching Authority, or the Intemational Preliminary Examining
Autherity, s the case may be,

PCT Rule 90
Representation
90.1 Definitions

For the purposes of Rule 90.2 and Rule 50.3:
(i) “agent” means any of the persons referred to in Anicle 49;
(i} “common represestative” means the epplicant refersed to in Rule

22

50.2 &Q‘ccm
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(2) Any act by or in relation to an agent shall have the effect of an act by
or in relation to the apphcam or applicants having appointed the agent.

(b) Any act by or in relation to a common representative or his agent shall
have the effect of an act by or in relation 1o all the spplicants. .

(c) If there are several agents appointed by the same applicant or appli-
cants, any &ct by or in relation to any of the several agents shall have the effect
of an act by or in relation to the said applicant or applicants.

(d) The effects described in paragraphs (2), (b), and (c), shall apply tothe
processing of the intemational spplication before the receiving Office, the
Intemational Buresu, the International Searching Authority, and the Interna-
tional Preliminary Examining Authority.

90.3 Appointmens

(=) Appointment of any agent, or of any common representative within the
meaning of Rule 4.8(s), shall be effected by each applicant, athis choice, either
by signing the request in which the agent or common representative is desig-
nated or by & separate power of attomey (i.e., & document appointing an agent
or common representative).

(b) The power of attomey may be submitted to the receiving Office of the
Intemational Bureau, Whichever of the two is the recipient of the power of
attomey submitted shall immediately notify the other and the interested Inter-
national Searching Authority and the interested International Preliminary
Examining Authority.

(c)Xf the separate power of attomey is not signed or if the required separate
power of attomey is missing, or if the indication of the name or address of the
sppointed person does not comply with Rule 4.4, the power of attomey shall be
considered non-existent unless the defect is comecied.

(d) A genersl power of atiomey may be deposited with the receiving
Office for purposes of the processing of the international applicstion &s defined
in Rule 90.2 (d). Reference may be made in the request to such general power
of sitomey, provided that 2 copy thereof is auached to the request by the
applicant.

90.4 Revocation

(a) Any sppointment may be revoked by the parsons who have made the
appointment or their successors in title,

(b) Rule 90.3 shell apply, mutatis mutandis, 1o the document containing
the revocation.

37 CFR 1.458 Representstion In International eppileations.

() Applicants of international applications may be represented by attor-
neys or agents licensed to practice before the Patent and Trademark Office or by
# common representative (PCT Art. 49, Rules 4.8 and 90 and §10.10).

(b) Appointment of en agent, attorney or common representative (PCT
Rule 4,8) must be effected either in the Request form, signed by all applicants,
or in 8 separste power of attomey submitted either to the United States
Receiving Office or to the Intemational Bureau.

{c) Powers of ettomey and revocations thereof shiould be submitted 1o the
United States Receiving Office uatil the issuance of the intemationsl search

(d) The addressee for correspondence will be as indicated in Section 108
of the Adminigirative Instructions.

PCT Administrative Instruciions Section 106
Representation

(&) In the case of several apphcanu. any agent appointed in accordance
with Rule 90.3 as 2n agent representing all the spplicants shall be considered &
common agent,

(b} Where the international application is filed with reference to s general
power of antomey not signed by all the applicents, it shell be sufficient for the
purpose of appointment of a common agent under Rule 90.3, if the request or &
separate power of attomey is signed by the applicant, who did not sign the
general power of attomey,

() The appointment of an agent, or of & common representative within the
mesning of Rule 4.8(s), shell, unless otherwise indicsted by the persons who
make the appointment, be regarded as the revocetion of any earlier eppointment
of eny other agent, or of any other common representative, and shall be
considered s & reques? for recording & change in the person of the agent or
common representative under Rule 92bis. 1(a)(ii).

{d) Any document entailing the revocstion of an sppointment of an sgent,
of of & common representative within the meaning of Rule 4.8(s), may be
submitted to the receiving Office or the Intemationsl Buresu.

1800-10
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(¢) Any agent, or any common representstive within the meaning of Rule
4.8(2), may renounce his appointment through a notification signed by him and
eddressed to the receiving Office or the International Bureau.

PCT Adminisiraiive Instructions Section 108
Correspondence Intended for the Applicant

(2) Any correspondence from an International Authority intended for the
gpplicant, or, in the case of several applicants, the applicants, shall be addressed
as follows:

(i) Where the applicant has designated or appointed one agent, correspon-
dence shall be addressed to that agent. Where, in the case of several applicants,
the applicants are represented by a8 cornmon representative or a common agent,
comrespondence shall be addressed to that representative or that agent.

(ii) Where the applicant has designated several agents in the request,
correspondence shall be addressed to the agent first mentioned therein. Where,
in the case of several applicants, the applicants have designated several common
agents in the request, correspondence shall be addressed to the common agent
first mentioned therein.

(iii) Where the applicant has appointed several agents in one or more
separate powers of attomey, correspondence shall be addressed to the agent first
mentioned in the earliest filed and still valid separate power of atiomey. Where,
in the case of several applicants, the applicants have sppointed several common
agents in one or moge separate powers of attomey, correspondence shall be
eddressed to the common agent first mentioned in the earliest filed and still valid

separate powet of atiomey.

(b) Any cormrespondence from an Intemational Authority tothe applicantor
4his agent shall be marked with the file reference, composed either of letters or
numbers, or both, of the applicant or the agent, if so indicated on the request
Form, provided this reference does not exceed ten characters.

~=  Any act by or in relation to an agent has the effect of an act
by or in relation to the applicant or applicants who have desig-
nated the agent; any act by or in relation to a common represen-
tative has the effect of anact by or inrelation to all the applicants;
the foregoing applies to the international phase (37 CFR
- 1.421(d) and 1.435). Powers of Attomey forms are found in
Annexes G1 and G2 of the PCT APPLICANT’S GUIDE.

Any attorney or agent registered to practice before the
United States Patent and Trademark Office may be appointed as
an agent under the Patent Cooperation Treaty to file applications
in the United States Receiving Office (PCT Article 49 and PCT
Rule83)and to prosecute the application before the International
Authorities.

In the national {or regional) phase, other agents usually
smust<** be appointed (PCT Rule 90.2). The national laws of
the designated states govern the appointment of agents or attor-
neys in the national stage.

Powers of attorney should be submitted to the United States
Receiving Office until the Search Report has issued in order that
communications may be correctly addressed. After the Search
Report has issued, powers of attorney should be submitted to the
International Bureau,

General powers of attorney are recognized for the purpose
of filing and prosecuting an international application before the
international authorities. The original general power of aitorney
should be deposited with the PCT Division in the Patent and
Trademark Office and any applications relying thereon must
include a copy thereof. A general power of attorney form is in
Annex G2 of the “PCT Applicant's Guide.”

Seealso > MPEP< §1820.04 for the power of attorney on the
Request form,

1808 Revocation of the Appointment of an
’ Agent or a Common Representative [R-5]

]
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37 CFR 1.472 Changes in person, rame, or address of applicants
and inventors.

All requests for a change in person, name or address of applicants and
inventor should be sent to the United States Receiving Office until the time of
issuance of the intemationel search report, Thereafter requests forsuch changes
should be submitted to the International Bureau.

The document containing the revocation must be signed by
the applicant or, where there are several applicants, by all the
applicants. It must be submitted to the Receiving Office or the
International Bureau (PCT Rule 90.4).

Revocations should be submitted to the United States Re-
ceiving Office until the time the Search Report hasissued. After
the Search Report has issued, revocations should be sent to the
International Bureau.

1810 Filing Date Requirements [R-5]

PCT Article 11
Fliing Date and Effects of the International Application

(1) The receiving Office shall accord as the international filing date the
date of receipt of the intemational application, provided that that Office has
found that, at the time of receipt:

(i) the zpplicant does not obviously lack, for reasons of residence or
nationality, the right to file an international application with the receiving
Office,

(ii) the international application is in the prescribed language,

(iii) the intemational application contains at least the following elements:

(2) an indication that it is intended as an international application,

(b) the designation of at least one Contracting State,

(c) the name of the applicant, as prescribed,

(d) a part which on the face of it appears to be & description,

(e) & part which on the face of it appears to b e a claim or claims.

(2)(a) Xf the receiving Office finds that the international application did
not, at the time of receipt, fulfill therequirements listed in paragraph (1), it shall,
ag provided in the Regulations, invite the applicent to file the required
correction.

(b) If the applicant complies with the invitation, ae provided in the
Regulations, the receiving Office shall accord as the intemational filing date the
date of receipt of the required correction.

(3) Subject to Article 64(4), any intemational application fulfilling the
requirements listed in items (i) to (iii) of paragraph (1) end accorded an
intemational filing date shall have the effect of a regular national application
in each designated State as of the international filing date, which date shall be
considered to be the actual {ifing date in each designated State,

(4) Any intemational application fulfilling the requirements listed in
items (i) to (iif) of paragraph (1) shall be equivalent to a regular national filing
within the meaning of the Paris Convention for the Protection of Industrial
Propeny.

35 U.8.C. 363 International application designating the Unlted
States: Effect.

An international application designating the United States shall have the
effect, from its international filing date under anticle 11 of the treaty, of 8
national application for patent regularly filed in the Patent and Trademark
Office except 4s oiherwise provided in section 102(e) of this title.

35 U.8.C. 376 Fees,

(8) The required payment of the international fee >and the handling fee<,
which smounts® >are< specified in the Regulations, shall be paid in United
States currency. The Patent and Trademark Office may slso charge the
following fees:

(1) A teansmitial fee (see section 361(d));

(2) A search fee (see section 361(d));

(3) A supplemental search fee (to be paid when required);

(4) A national fee (see section 371(c));

(5) >A preliminary examination fee and any additional fees (gee section
362(b)).<

>(6)< Such other fees as established by the Commissioner.
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(b) The amounts of fees specified in subsection (a) of this section, except
the intemational fee >and the handling fee<, shall be prescribed by the
Commissioner. He may refund any sum paid by mistake or in excess of the fees
5o specified, or if required under the tresty and the Regulations. The Commis-
sioner may also refund any part of the search fee, >the preliminary examination
fee and any additional fees,< where he determines such refund to be warranted.

37 CFR 1.431 International application requirements.

(a) An international application shall contain, as specified in the Treaty
and the Regulations, a Request, a description, one or more claims, an abstract,
and one or more drawings (where required). (PCT Art. 3(2) and Section 207 of
the Administrative Instructions.)

(b) An intemational filing date will be accorded by the United States
Receiving Office, atthe time of receipt of the international application, provided
that:

(1) The applicant is & United States resident or national (35 U.S.C. 361(z),
PCT Ar. 11(1)(3)).

(2) The intemational spplication is in the English languege (35 U.S.C.
361(c), PCT Ast. 11(1)(i1)).

(3) The international application contains atleast the following elements
(PCT An. 11(1)(ii)):

(i) An indication that it is intended as an intemational application (PCT
Rule 4.2);

. (if) The designation of at least one Contracting State of the Intemational
Patent Cooperation Usion;

(iif) The name of the applicant, as prescribed (note §§ 1.421-1.424);

(iv) A past which on the face of it appears 1o be & description; and

(v) A part which on the face of it appears to be a claim,

(c) Peyment of the basic portion of the international fee (PCT Rule 15.2)
and the trenemittal and search fees (§ 1.445) may be made in full at the time the
international application papers required by paragraph (b) of this seciion are
deposited or within one month thereafier. Failure to make full payment within
one month of the deposit of the imernational application papers required by
paragraph (b) of this section will result in the fees being charged to the Intema-
ﬁ%ﬂﬂumundemwwwiﬁms of paragraph (6) of this section and PCT Rule
16", -

(d) The United States Receiving Office will charge to the Intemational
Buresn in eccordence with PCT Rule 16bis and will consider as having been
timely peid:

(1) Thetranernittal fee, the bagic fee portion of the intemational fee, or the
seatch fee where these fees have not been fully paid by the spplicant within one
month of the date of deposit of the international application, and

(2) The designation fee, or the emount necessary to cover all the designa-
tions made in the request * Sif not< paid by the epplicant within one year from
the priority date »or within one month from the date of receipt of the intema-
tional application if that month expires after the expiration of one year from the
priotity date<.

(e) The International Bureau will notify applicant of any amount charged
under paragraph (d) of this section and invite the applicant to pay directly to the
Intesnational Buresu within one month from the date of the notification, the
amount charged, augmented by a surcharge of 50%, provided the surcharge will
net be less, and will not be more, than the amounts indicated in the Schedule of
Fees appended to the PCT Rules. If the payment needed to cover the transmittal
fees, the basic fee, one designation fee and the surcharge is not timely made to
the Internationsl Bureau, the Intemational Bureau will notify the Receiving
Office which will declare the international application withdrawn under PCT
Asticle 14(3)(a). If the applicant makes timely payment of the fees referred to
in the previous sentence, but the amount paid is not sufficient to cover all
designation fees, the Receiving Office will declere any designetion not paid
withdrawn under PCT Rule 14(3)(b} in accordance with PCT Rule 16big. 2(c).

37 CFR 1.445 Internstional application filing, processing snd
search fees,
{#) The following fees and charges for intemational applications are
established by the >Commissioner< under the authority of 35 U.S.C, 376:
{1) Atransmittal fee (gee 35 U.8.C. 361(d) and PCT Rule 14) — $170.00,
(2) A search fee (see 35 U.S.C. 361(d) snd PCT Rule 16} where:
(i) No corresponding prior United States national application with
sbasic filing< fee hag been filed, > $520.00<%,
{ii) A corresponding prior United States national application with >basic
filinge fee has been filed. = $350.00<*,
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(3) A supplementasl search fee when required, per additional

invention. $140. 00*=
(b) The basic fee and designation fee portions of the international fee
shall be as prescribed in PCT Rule 15.

THE “INTERNATIONAL FILING DATE”

An intemnational filing date is accorded on the date on
which the international application was received by the Receiv-
ing Office or— pursuant to the correction of defects—onalater
date (PCT Articles 11(1)and 11(2)(b) and PCTRules20.1,20.3,
20.4(a), 20.5, and 20.6): in the former case, the international
filing date will be the date on which the international application
was received by the Receiving Office; in the latter case, the
international filing date will be the date on which the correction
was received by the Receiving Office. Any correction
>must<** be submitted by the applicant within certain time
limits. Where all the sheets pertaining to the same international
application are not received on the same day by the Receiving
Office, in most instances, the date of receipt of the application
will be amended to reflect the date on which the last missing
sheets were received. As an amended date of receipt may cause
the priority claim to be forfeited, applicants should assure that
all sheets of the application are deposited with the Receiving
Office on the same day. For particulars see PCT Rule 20.2.

CONDITIONS THAT MUST BE FULFILLED FOR THE
INTERNATIONAL APPLICATION TO BE ENTITLED TO
AN “INTERNATIONAL FILING DATE”

An “international filing date” will be accorded to the inter-
national application by the United States Receiving Office if it
finds thatthe conditions of PCT Art, 11(1) and 37CFR 1.431 are
fulfilled.

NON-PAYMENT, INCOMPLETE PAYMENT OR LATE
PAYMENT OF FEES; EFFECT ON THE “INTERNA-
TIONAL FILING DATE”

The non-payment, incomplete or late payment of the fees
does not affect the filing date since the payment of fees isnotan
Article 11(1) requirement. However, non-payment or incom-
plete payment of fees due will result in the Receiving Office
declaring that the international application is considered with-
drawn {PCTAurticle 14(3)(a), PCT Rule 27.1(a) and 35 U.S.C.
361(d)). Although an international application which has not
received an international filing date and an international appli-
cation which is considered to be withdrawn are both excluded
from further processing in the international phase, an interna-
tional application which fulfills the requirements necessary for
being accorded an international filing date may be invoked asa
priority application under the Paris Convention (PCT Ar-
ticle11(4) (if the conditions set by that Convention ar e fulfilled)
even where it will be considered as withdrawn for non-payment
of fees or other reasons, .

In order to assist applicants in the case of mistakes in fees
or delays in meeting deadlines for fee payment, PCT Rule 16bis
procedures may be used. See >SMPEP< § 1827.01.

1812 Elements of the International Application
[R-2]
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PCT Article 3
The International Application

(1) Applications for the protection of inventions in any of the Contracting
States may be filed a¢ international applications under this Treaty.

(2) An intemational application shall contain, as specified in this Treaty
and the Regulations, 2 request, a description, one or more claims, one or more
drawings (where required), and an abstract.

(3) The abstract merely serves the purpose of technical information and
cannot be taken into account for any other purpose, particularly not for the
purpose of interpreting the scope of the protection sought.

(4) The intemational application shall:

(i) be in a prescribed language;

(i) comply with the prescribed physical requirements;

(iit) comply with the prescribed requirement of unity of invention;
(iv) be subject to the payment of the prescribed fees.

PCT Rule 9
Expresgslions, etc., Not te be Used
9.1 Definition
The international application shall not contain:

(i) expressions or drawings contrary to morality;

(it} expresgions or drawings contrary to public order;

(iii) statements disparaging the products or processes of any particuler
person other than the applicant, orthe merits or validity of applications or patents
of any such person (mere comparisons with the prior art shall not be considered
disparaging per se);

(iv) any statement or other maiter obviously irvelevant or unnecessary
under the circumstances.

9.2 Noting of Lack of Compliance
The receiving Office and the Intemational Searching Authority may note
ek of complisnce with the prescriptions of Rule 9.1 and may suggest to the
spplicant that he voluntarily cosrect his international application sccordingly. If
thelack of compliznce was noted by the receiving Office, that Office shall inform
the competent Internationsl Searching Authority and the Intemnational Bureau;
ifthelack of compliance wes noted by the International Searching Authority, that
Authority shell inform the receiving Office and the International Bureau,

"' 9.3 Reference to Article 21(6)

°  “Disperaging statements,” refesred to in Anicle 21(6), chall have the
mesaing as defined in Rule 9.1(Gii),

FCT Rule 10
Terminology and Signs
10.1 Tesminoclogy and Signs

(8) Units of weights end measures shall be expressed interms of the metric
system, of also expressed in such terms if fiest expressed in terms of & different
system. )
(b} Temperatures shell be expressed in degrees Celsius, or also expressed
in degrees Celsius, if first expressed in a different manner.

() (deleted)

(d) For indications of heat, energy, light, sound and magnetism, as well ag
for mathematical formulae and electricel units, the rules of intemastionsl practice
shall be observed; for chemical formulae the symbole, stomic weights, and
molecular formulae, in general use, shall be employed.

(e} In general, only such technical terms, signs and symbole should be used
&s are generslly accepred in the ast.

() When the intemationsl application or its translation is in English or
Japunese, the beginning of any decimal fraction shall be marked by a period,
wheseas, when the intemnational application or its trenelstion i in & language
other than English or Japanese, it shall be marked by & comma,

16.2 Consistency

‘The terminology end the signe chall be consistent throughout the interng-

tional application.

PCT Rule 12
Langusge of the International Appiication

12.1 Admitted Languages

() Any international application chall be filed in the language, or one of
the languages specified in the agreement concluded between the Intemational
Bureau and the Intemational Searching Authority competent for the interna-
tional searching of that application, provided that, if the agreement specifies
several langusges, the receiving Office may prescribe among the gpecified

1800-13

languages that language in which or those languages in one of which the irter-
national application must be filed.

(b) If the intemational application is filed in & language other than the
language in which it is to be published, the request may, notwithstanding
paragraph (), be filed in the language of publication.

(c)* Subject to paragraph (d), where the official language of the receiving
Office is one of the languages referred to in Rule 48.3(a) but is 2 language not
specified in the agreement referred to in paragraph (a), the international
application may be filed in the said official language. If the international
application is filed in the said official langusge, the search copy transmitted to
the International Searching Authority underRule 23. 1 shall be accompanied by
a translation into the language, or one of the languages, .specified in the
agreement referred to in paragraph (2); such translation shall be prepared under
the responsibility of the receiving Office. ‘

(d)* Paragraph (c) shall apply only where the International Searching
Authority has declared, in 2 notification addressed to the Intemnational Buresu,
that it accepts to search intemational applications on the basis of the translation
referred to in paragraph (c).

12.2 Language of Changes in the International Application

Any changes in the internationel application, such s amendments and
corrections, shall, subject to Rules 46.3 and 66.9, be in the same language asthe
said application.

 Paragraphs (c) and (d) of Rule 12 .1 will becomne applicabls ot the same tme
thet the PCT will enter into forcs in respect of the country which, smong the Spenish-
speaking countries, is the first to ratify or accede to the PCT.

PCT Adminlstrative Instructions Section 207
Arrangement of Elements and Numbering of Sheets of the
International Application

(a) In effecting the sequential numbering of the sheets of the intemational
application in accordance with Rule 11.7, the elements of the intemationsl
application shall be placed in the following order: the request, the description,
the claims, the abstract, the drawings.

(b) The sequential numbering of the sheets shall be effected by using three
separate geries of numbering, the first series epplying to the request only end
commencing with the first sheet of the request, the second series commencing
with the firat sheet of the description and centinuing through the elaims until
the last sheet of the abstract, and the third series being epplicebls to the sheets
of the drawinge only and commencing with the first sheet of the drawings, The
niumber of each sheet of the drawings shall consist of two arable numerals
separated by & slant, the firet being the sheet number and the second being the
total number of sheets of drawings.

Any international application must contain the following
elements: Request, description, claim or claims, abstract and
one or more drawings (where drawings are necessary for the
understanding of the invention (PCT Article 3(2) and PCT
Article 7(2)). The elements of the international application are
to be arranged in the following order: the Request, the descrip-
tion, the claims, the abstract, and the drawings (PCT Adminis-
trative Instructions, Section 207 (a)). All the sheets contained
in the international application must be numbered in consecu-
tive arabic numerals by using three separate sesies of numbers;
the first applying to the Request, the second to the description,
claims and abstract, and the third to the drawings (PCT Rule
11,7 and PCT Administrative Instructions Section 207(b)).
Only one copy of the international application need be filed in
the United States Receiving Office (37 CFR 1.433(a)).

1815 Formal Requirements of an International
Application [R-2]

PCT Rule 11
Physlcal Requirements of the International Application
11.1 Number of Copies
(a) Subject to the provisions of paragraph (b), the intemationsl applice-
tion and each of the documents referred to in the check list (Rule 3.3¢a)(i)) shall
be filed in one copy.
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(b) Any receiving Office may require that the intemational application and
any of the documents referred to in the check list (Rule 3.3(a)(ii)), except the
receipt for the fees paid or the check for the payment of the fees, be filed in two
or three copies. In that case, the receiving Office shall be responsible for
verifying the identity of the second and the third copies with the record copy.
11.2 Fitness for Reproduction

(2) All elements of the intemational application (i.e., the request, the
descripiion, the claims, the drawings, and the abstract) shall be so presented as
to admit of direct reproduction by photography, electrostatic processes, photo
offset, and microfilming, in any number of copies.

(b) All sheets shall be free from creases and cracks; they shall not be
folded.

{c) Only one side of each sheet shall be used.

(d) Subject to Rule 11,10(d) and Rule 11.13(j), each sheet shall be used in
an upright position (i.e., the short sides at the top and bottom).

11.3 Material to be Used

All elements of the intemations] spplication shall be on paper which shall
be flexible, strong, white, smooth, non-shiny, and dursble.
11.4 Separate Skeets, Etc.

() Each element (request, description, claims, drawings, absiract) of the
intemnational application shall commence on 2 new sheet.

(b) All sheets of the intemational application shell be so connected that
they can be easily tumed when consulted, and easily separated and joined again
if they have been separated for reproduction purposes.

11.5 Size of Sheets

The size of the sheets shall be A4 (29.7 em. x 21 cm.). However, any
receiving Office may eccept intemationsl applications on sheets of other sizes
provided that the record copy, as transmitted to the Intemational Bureau, and,
if the competent International Searching Authority so desires, the search copy,
shall be of 44 size.

11.6 Margins

(2) The minimum mergins of the sheets containing the sequest, the descrip-
tion, the claims, and the sbgtract, shall be as follows:

= Y0P0: 2 CEER

 ==left side: 2.5 cm.

" e right side: 2 em,
2= ottom: 2 cm.

(b) The recommended maximum, for the marging provided for in para-

graph (8), is as follows:
== top: 4 cm.
«= Jeft side: 4 cm.
== tight side: 3 cm,
= boitom: 3 cm.

(¢)On sheets containing drawings, the surface usable shall notexceed 26.2
ceni. % 17.0 em. The sheets shall not contain frames around the usable or used
surface. The minimum marging shell be as follows:

~top: 2.5 cm.
—lefi side: 2.5 em.
- pight side: 1.5 cm.
~=bottom: 1.0 cm.

{8) The margins referred toin paragraphs () to (c) apply to A4-size sheets,
sothat, even if the receiving Office accepts other sizes, the Ad-size record copy
and, when so requited, the Ad-size sesrch copy shall leave the aforesaid
marging,

(e) The margins of the intemationsl application, when submitted, must be
completely blank,

13.7 Numbering of Shests

(s) All the sheets contsined in the intemational application shall be
numbered in congecutive aeabic aumerals.

(b3 The numbers shall be placed ot the top of the sheet, in the middle, but
fiod in the margin,

11.8 Numbering of Lines

() It is strongly recommended to number every fifth line of each sheet of
the deseription, and of each sheet of claims,

(b) The numbers should appear on the left side, to the right of the margin.
11.9 Writing of Text Matter

(2) The request, the descripiion, the claims and the abstract shall be typed
or ,

(b Only graphic symbols and characters, chemical or mathematical
formulag, and cestain characters in the Japanese language may, whennecessary
be written by hand or drawn.
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(c) The typing shall be 1 1/2 -spaced.

(d) All text m atter shall be in characters the capital letters of which are not
less than 0.21 cm. high, and shall be in & dark, indelible color, satisfying the
requirements specified in Rule 11.2,

() As far as the spacing of the typing and the size of the characters are
concerned, paragraphs (c) and (d) shall not apply to texts in the Japanese
language.

11.10 Drawings, Formulae , and Tables, in Text Matter

(a) The request, the description, the claims and the abstract shall not
contain drawings.

(b) The description, the claims and the abstract may contain chemical or
mathematical formulee.

(c) The description and the sbstract may contain tables; any claim may
contain tables only if the subject maiter of the clasim makes the use of tables
desirable.

(d) Tables and chemical or mathematical formulae may be placed side-
ways on the sheetif they cannot be presented satisfactorily in an uprightposition
thereon; sheets on which tables or chemical or mathematical formulee sre
presented sideways shall be go presented that the tops of the tables or formulae
are at the left side of the sheet.

11.11 Words in Drawings

(a) The drawings shall not contain text matter, except & single word or
words, when sbsolutely indispensuble, such as “water,"'steam,” “open,”
“closed,” “section on AB,” and, in the case of electric circuite and block
schematic or flow sheet diagrams, a few short catch words indigpensable for
understanding.

(b) Any words used shall be soplaced that, if translated, they may be pasted
over without interfering with any lines of the drawings.

11.12 Alterations, Etc.

Each sheet shall be reasonably free from erasures and shall be frec from
alterations, overwritings, end interlineations. Non-compliance with this Rule
may be authorized if the suthenticity of the content is not in question and the
requirements for good reproduction are not in jeopardy.

11.13 Special Requirements for Drawings

(a) Drawings shall be executed in durable, black, sufficiently dense and
dark, uniformly thick and well-defined, lines and strokes without colorings,

(b)Cross-sections shall beindicated by oblique hatching which sheuld not
impede the clear resding of the reference signe and leading lines,

(¢) The scals of the drawings and the distineiness of their graphical
execution shall be such that s photographic reproduction with g linear reduction
in size to two-thirds would ensble all detaile to be distinguished without
difficulty,

(d) When, in exceptional cases, the scale is given on & drawing, it shell be
represented graphically.

(e) All numbers, letters, and reference lines, appearing on the drawings,
shall be simple and clear. Brackets, circles or inverted commas shall notbe uged
in association with numbers and letters.

(f) All lines in the drawings shall, ordinarily, be drawn with the aid of
drafting instruments.

(g) Each element of each figure shall be in proper proportion to each of the
other elements in the figure, except where the use of a different proportion is
indispenssble for the clarity of the figure.

(h) The height of the numbere and letters shali not be less than 0,32 cm. For
the lettering of drawings, the Latin end, where customary, the Greek elphabets
shall be used.

(i) The same sheet of drawings may contain several figures, Where figures
on iwo ormore sheets form in effect a single compleie figure, the figures on the
severel sheets shall be so arranged that the complete figure can be assembled
without concealing any pert of any of thefigures appearing on the various sheets,

(§) The different figures shall be arranged on & sheet or sheets without
wasting space, preferably in en upright position, clearly separated from one
snother. Where the figures are not arranged inan upright position, they shall be
presented sideways with the top of the figures at the left gide of the sheet.

(k) The different figures shall be numbered in arabic numerals consecu-
tively and independently of the numbering of the sheets.

(1)Reference signs noi mentioned in the description shallnot appesrin the
drawings, and vice versa.

(m) The same features, when denoted by reference signs, ¢hall, through-
out the intemational application, be denoted by the same signs,

(n) If the drawings contain a large number of reference signs, it is strongly
recommended 1o attach & separste sheet listing all reference signs and the
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features denoted by them.
11.14 Later Documents

Rules 10, and 11.1 to 11.13 also apply to any document — for example,
corrected pages , amended claims — submitted after the filing of the interna-

tional application.
* 0k & %X %

37 CFR 1.433 Physical requirements of international application.

(a) The intemational application and each of the documents that may be
referred to in the check list of the Request (PFCT Rule 3.3(a)(ii)) shall be filed in
one copy only.

(b) All sheets of the international application must be on A4 size paper
(21.0x 29.7 cm.).

(c) Other physical requirements for international applications are set forth
in PCT Rule 11 and Sections 201-207 of the Administrative Instructions,

The international application must comply with certain
physical reguirements, e.g., requirements concerning: fitness for
reproduction (PCT Rule 11.2), the size of the sheets (PCT
Rule11.5,) the margin sizes (PCT Rule 11.6), the numbering of
the lines in the description and claims (PCT Rule 11.8), the
writing of text materials (PCT 11.9), etc. The specifics of each
of these requirements are set forth in PCT Rule 11; however, two
major requirements in application format are to be especially

hoted. The firstrequirement is that all papers in the international
applications be “A4” size, which is 29.7 cm. by 21 cm. (PCT
Rule 11.5) (approximately 11 11/16 inches by 8 1/4 inches), and
the secondis therequirement that the typing in the application be
-#it 1 1/2 spacing (PCT Rule 11.9(c)). The international applica-
tion must also be drafted to satisfy certain other formal require-
ments. It must not contain matter contrary to morality or public
order, disparaging statements, or obviously irrelevant or unnec-
essary matter (PCT Rule 9). Units of weights, measures and
" -density should be expressed in terms of the metric system, and
“temperatures in terms of degrees Celsius (PCT Rule 10). The
general rule with respect to terminology and signs is: only such
technical terms, signs and symbols should be used as are gener-
ally accepted in the art. An international application filed in the
United States Receiving Office must be in the English language
(PCT Rule 12.1 and 35 U.S.C. 361(c)). International applica-
tions which comply with the PCT formal requirements are
acceptable by all PCT member States (PCT Article 27(1)).

1820 The Request [R-2]

PCT Article 4
The Request

(1) The request shall contain:

(i) & petition to the effect that the intesnational application be processed
according to this Treaty;

(ii) the designation of the Contracting State or States in which protection
for the invention is desired on the basis of the international application (“desig-
nated States”); if for any designated State o regional patent ig available and the
applicant wishes 1o obtain & regional patent rather than 8 national patent, the
request shall so indicate ; if, under & treaty conceming & regional patent, the
applicant cannot limit his application 16 certain of the States party tothat treaty,
designation of one of those States and the indication of the wish to obtain the
fegional patent shall be treated as designation of all the States party tothat treaty;
if,under the national law of the designated State, the designation of that State has
the effect of an application for a regionat patent, the designation of the said State
shall be treated as an indication of the wish to obtain the regional patent;

(iii) thename of and other preseribed data conceming the applicant and the
agent (if any);

(iv) the title of the invention;

{v)thenameof and other prescribed data concerning the inventor wherethe
national law of atleast one of the designated States requires that these indications
e furnished at the time of filing a national application. Otherwise, the said

1800-15

indications may be furnished either in the request or in separate notices
addressed to each designated Office whose national law requires the fumnishing
of the said indications but allows that they be furnished at a time later than that
of the filing of a national application.

(2) Every designation shall be subject to the payment of the prescribed fee
within the prescribed time limit.

(3) Unless the applicant asks for any of the other kinds of protection
referred to in Article 43, designation shall mean that-the desired protection
consists of the grant of a patent by or for the designated State. For the purposes
of this paragraph, Article 2(ii) shall not apply.

(4) Failure to indicate in the request the name and other prescribed data
concerning the inventor shall have no consequence in any designated State
whose national law requires the furnishing of the said indications but allows
that they be fumished at 2 time later than that of the filing of a national
application. Failure to furnish the said indications in a separatenotice shallhave
no consequence in any designated State whose national law does not requirethe
fumishing of the said indications.

PCT Rule 3
The Reguest (Form)
3.1 Printed Form

‘The request shall be made on a printed form.
3.2 Availability of Forms

Copies of the printed form shall be furnished free of charge to the
applicants by the receiving Office, or, if the receiving Office so desires, by the
Interational Bureau.

3.3 Check List

() The printed form shall contain a list which, when filled in, will show:

(i) the total number of sheets constituting the intemational spplication
and the number of the sheeis of each element of the intemational application
(request, degcription, claims, drawings, abstract).

(ii) whether or not the intemational application as filed is accompanied
by & power of attorney (i.e., 8 document appoiniing sn agent or 8 common
representative), & copy of & general power of attomey, a priotity document, a
document relating 1o the payment of fees and any other document (to be
specified in the check list),

(iii) the number of that figure of the drawinge which the applicant
suggests should accompany the abstract when the sbatract is published on the
frontpage of the pamphletand in the Gazette; in exceptional cases, the applicant
may suggest mote than one figure,

(b) The list shall be filled in by the applicant, failing which the receiving
Office shall fill itin and make the necessary annotations, except that the number
referred to in paragraph(a)(iii) shall not be filled in by the receiving Office.
3.4 Particulars

Subject to Rule 3.3, particulars of the printed form shall be prescribed by
the Administrative Instructions.

PCT Ruie 4
The Request (Contents)

4.1 Mandatory and Optional Contents; Signature

() The request shall contain:
(i) & petition,
(ii) the title of the invention,
(iii) indications conceming the applicant and the agent, if there is an
agent, :

(iv) the designation of States,

(v) indications conceming the inventor where the national law of at feast
one of the designated Stutes requires that the name of the inventorbe fumished
at the time of filing a national application,

(b) The request shall, where applicable, contain :

(i) & priority claim,

(ii} a reference to any earlier international, international-type or other
search,

(iii) choices of certain kinds of protection,

(iv) an indieation that the applicant wishes to obtain & regional patent and
the names of the designated States for which he wishes 10 obtain such a patent,

(v) a reference to a parent application or parent patent,

(c) The request may contain:

(i) indications concemning the inventor where the national law of none of
the designuted States requires that the name of the inveritor be furnished at the
time of filing a national application.
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(The following is 10 be filled in by the receiving Office)
INTERNATIONAL
INTERNATIONAL APPLICATION APPLICATION Ne:
UKNDER THE
INTERNATIONAL
PATENT COOPERATION TREATY FILING DATE:
BEQUEST
THRE UNDERSIGNED REQUESTS THAT THE PRESENT (Stamp) i .
IRTERNATIONAL APPLICATION BE PROCESSED Neme of receiving Office ano "PCT Internations) Application”
ACCORDING TO THE PATENT COOPERATION TREATY Aopticant’s or Agent’s File Reference
(iggi:md by npglium if desired) CMC-123

Bex Ne.! TITLE OF IRVENTION

Self-Steering Gear for Sailboats

BozNe.ll APPLICANT(WHETHERORNOT ALSO INVENTOR); DESIGNATED STATES FOR WHICH HE/SHE/ITIS
APPLICANT. Use this box for indiceting the applicant or, if there art several epplicants, one of them. ifmore than one person (includes, where
spplicsble, o legal entity) ig invalved, coatinue i Box No. 1ii.

The persos identified in this bos is (check one only): || applicant and laventor® [5] sonticant onty
Weme end address:®®

Columbia Marine Corporation
160 Pront Street

Baltimore, Maryland 20726
United States of America

z;l:lm?g: :’l:!.ng:;t’ ,301=555-11 zylmphic sddress: Teleprinter address:

Country of sntionality: Unjted States of Ameridguwvoridnce(fhited States of
The pervon identified in this box is applicant for the purposes of (check one oaly): America

all dm?lme‘ Ststes except the United States the Sistes indicated
D‘" designated Ststes Em United States ef Amriu of Americe caly ie the "Supplementa) Box®

Box Wo, (11 FURTHER APPLICANTS, IF ANY: (FURTHER) INVENTORS, IF ANY: DESIGNATED STATES FOR
WHICH THEY ARE APPLICANTS (IF APPLICABLE), A separate sub-bos hastobe filied in in respect of sach petson (includes. whese
applicable, e legal entity). If the following (wo cub-benes ere insufiicient, ceatinue in the *Suppiemental Box,” (giving there for cach eddi-
wenel person the seme tedications as those requesied in the followiag two cub-boxes) or by using & “continustion sheel,”

- The person identified in this sub-bos is (check one oaly): @ spplicent ead inventor® D epplicent enly D tAventor only®
Weme end eddress:®®

Jones, John Paul

200 Shady Grove Road
Davidsonville, Maryland 20720
United States of America

B e pereos identified in (iis sub-bos is epplicant (er applicans ead lavenser), ladicate aigo:

Caountry of vationslity: Couatsy of retidence:**®
and whether that p«muwpmllmn for the pusposes of (check cae caly): us

. alf desi Stgtes except the United States the States indicated
E]‘“ designsted Sistes Dm Utliad Siates of Amenca of Ametics oaly i the “Supplemental Box®

The peruen entified is this sub-bes is (check oas caly): D epplicent a4 inventor® D applicant oaly D inventor only®
Weme end sddress:°°

1f thve person identified in this sub-bex is applicans (er applican: arnd livenior), indiests elso:

Country of nationelity: Cousisy of retidence a0
e8¢ whethes thet persen 6 applicant far the purposes of (check one oaly):
, el) designetnd Siates encept the United Slstes the Gtates indicated
Ej'" Gesignetad Sstes Dma Un‘i‘wd Ststes of Amence of Ammetice ealy if the >Supplemental Box®

©  [fthe person indicated 65 “applicant 626 laventsr® 6 85 *invenior ealy® is 891 ea (aveator for the purposes of ell the designeted States,
€i9¢ the Becessery (méi1caLGns o the “Supplementsl box.®

eo  ingrcetethe name ofanetussl persen by giving Ris/her femily neme fisst followed by the given namels). 1adicats the nerme ofa legal entity b
its full efiiciat designetion. In the sddress, taelude both the postal cadc(t!mnznd country (meme). el entltyby

ove ff residence i not indicsted. it witl be sssumed that the country of restdence is the same as the country indicsted in the sddress
Form 2CT/RO/10) (hitst sheetr chuly 1987 Gee noles on accompanying sheel
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Shest Bumbes .4,

Bex Ne. [V AGENT (IF ANY) OR COMMON BEPRESENTATIVE (IF ANY); ADDRESS FOR NOT[FICATIONS (N

CERTAIN CASES). A eommog representtive may be »pomud oaly if there are severe) epplicants sad if 2o agesat is or hes beea
poinied: the common represeniative must be one of the applicent

ﬁe I‘ollowm; person (includes, where appliceble, o legel entity) il Mnbyllm bosa appoinied es Egent o COMMOR represeaistive (o oet

oa bebalf of the applicent(s) belore the competent {nternations) Authorities

Neme and pddress, includiag postsl code sad country: mmm-ﬂhyum

Adamg, John Q.

Adams, Baker and Charlie
1200 Marina Drive
Baltimore, Maryland 20820

States of
z;‘:.zé’?:::ﬁ. 3«.,301-577 777;@7&-&% Aisatiater

Bez No. V  DESIGNATION OF GROUPS OF STATES OR STATES (1); CHOICE OF CERTAIN KINDS OF PROTECTION
OR TREATMENT. The Golicwing designations are hereby made (plesss mark W6 epplicable chack-box
Beglenal Patont
1] EP Europese Pacent(?): AT Auvstrie, BE Belgium, CH and L3 Switzeriand and Lischlenstein, DE German
. &%nd%nl Repubm of), PR Fraace, GB Ilyi nited Kingdom, BT Iy, LU Luxembourg, NI Nuhcruuds.

muyermﬁmlmdemmmwmhubmom&mrcrmrmlmuuoruu
ghoot (apecify on dotted lise):

Oh OAP] Pateat: Benin. Cemeroos, Central African Repubm:. Ch.nd. Gubon Mnll. Mluﬁtlnil. Senoul. ‘Togo,
g any ciber member Siate OAP! which bss become panty & ke PCT o this sheet; if other OAFI tile
desited, specify on dotted lieeld):

(4] a7 Avsuis®........... eeeeereerrenstnreeas @ EE Republic of Eores'® ...ovveerverennnnnnrnnns
] v Avstatia® ......... eerereraens cerveesense [} B8 Sei Lonks
[] 88 Basbados [} W Lusembourg®.................. eeeeneenns
[] 86 Bulgaria®.......... ereevarannas coovseens ] MC Mooscol® ...ovvrniiniiineiniieieenes
[9] BR Brazi®............ cevvvenenineinseenenss [ ] MG Modegascar
[ ] cmamets Swizeriand sad Liechiensisin L] MW Matewi®).ooeniiii
10] DE Germany (Fedsral Republic off®) .Ut d Lty NL Netherlands
HodEL....vveeevveieeiieeiiiieeenns Eﬂ HO Norway
[5] p& Deamesk 7] 20 Romanie
[g] ® Fintand []8D suan
[] 68 usites Kingdom [] s& Sweden
[} #u Heagary [[] v SovietUnioa®...........ouenneeee. v
TP J00EEY oeuererieieiiierircrneeiraanns erererrinanaens venen ereererenieianas
EP Democratic People’s Republic of Koreald) ... .. Q US United States of America® Continuation
.............. sinsparE

$pace reserved fos designating Sistes (for the purposes of e neticnsl patent) which Bave becoma party 1o the PCT eflsr the issusnce of this shest:

----- R O Y N Y P PP P P Ry PR YRR Y PR R PR R

[4)) :gpm:gz;: :Mmz oﬂu& gider of esignetions may be tadicsted by merking the chock-bones with sequentiel arablc numersls (sge

@ ‘nu selgetion ofwmeum Siates fos Eurma petent cas be made upon eateriag the nsticns! (regions!) phess before the Burepean
Patent Office (see aiso the “otes to Box Mo, V°

[4)] lfuwmcr kind of proteciion 6r & title ofumm of. 16 the Usited States of Americe, troainsent 65 & cotinuation 07 ¢ contisuationda-part

is desired, specify sccording (o the lestructions gives in the *Nodes 1o Beg Ko, V.°

Form PCT/RO/108 (second sheat) (Suly 1967) ot notes of eccompanying theet
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Sheet number..3...

Supplemental Bex. Use this box in lhe following cases:

(i) {f more thar three p Ived es and/or inventors; in such case, write “Continuation of Box No. il1” and indicate
for each edditions! person the ume type of mfomuuon 25 required in Box No. 1II;

(i) ¥, ir Box Ne. U or eny of the sub-bases oflax No. ilI. the indication “the States indicated In the 'Suppiemental Box," is checked: in
such cage, write “Continuation of Box No. I1” or “Continuation of Box No. i11” or “Continuation of Boxes No. 11 and No. lll"}  the case may
Be), indicate the name of the applicant(s) involved end, next to (each) such neme, the country or countsies (or EP or OA, il epplicable) for
the purposes of which ke/she/it is applicant;

(iii) i in Box No. Il or any of the sub-boxes ef Box Ne. Ill, a person indiceted as “appli ard “or° only® is xot hmnm
Sor the purgoses of all desigrated States or for the purposes aj the United States o/Amm-a in such case, write "Commulllon of Box No. J1*
or "Continustion o, Box No. 111" or “Continustion of Boxes No. 1l end No 1i1” (a5 the case may be), indicate the nzme of the inventor end,
next to such name, the coumry or coumnes (or EP or OA, if spp ) for the purp of which the named person is inventer;

(iv) if there is more thar ore egent and their addresses are rot the seme; in such case, write “Continuation of Box No. IV* and indicate for
cach sdditioral zgent the same type of informetion as required in Box No. IV

(v} {f. in Box No. ¥, the name of any cclll (er GAP!) is g “patent of addition,* 'rm[ﬂcalf qf n‘dlllon, or
“iaventar’s ceriificate o[ addllwn. er if, in Box No. ¥V, the name of the Unlrcd 1ales of America Is
or “Continugiion in par1®; in such case, write =Continyation of Box No, V* gnd the neme of each countsy involved (or OAPI). and afier the
name of esch such coumry (or OAPL), tke number of the parent title or parent epplication and the dete of grant of parent title or filing of

perent agplication;

{vi) if there ere more thar theee earlier appli whose pri is claimed: in such cage, mdlclle =Continuation of Box No. VI~ and
indicate for each additions! earlier application the seme type of information as required in Box Ko, V

{ii) (l in any of the Bowes, the space s Insufficient 1o fu k all the tion; in such case, write “Continuation of Box No. ..." [indi-

cate the number of \he Box] and furnish the information in lhe $EME MEARES 85 nqumd nccording 10 the captions of the Box in wh:c the
space wag insufficient,

{vili) if the epplicant Insends to claim, In respect of eny desigrated Office, the benafi1 of provisions of the ratioral law conceraln) pujudlrlnl
disclotvres or excepsions 10 lack of rovelly; in wuch case, wme‘%ﬂmgleal Conuvmnf No{l-gmuduill isclosures o Enceptions to Leck of
sed fuenish thet stetement below.

Continvation of Box Ne. V.

United States of America, Continuation-in-part of
application Serial Number 06/876,543, filed 15 July 1986.

if this Sugplemnentsl Box is not used, (kis sheet noed act be included in the Regquest,

. Form PCT/RO/ 108 (supplementsl shoety (July 1987 $ee notes on eccompanying sheet
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Sheet number..f‘....

Box Ne. Vi PRIORITY CLAIM (IF ANY). The priovity of the following earlier epplicaticn(e) is bereby clsimed:

Coustry (coustry in which it Piling Dats Application No. Oflice of Filing(fill is culy if
wes filed if netional application. (duy, ®month, year) the cerlier application is 28
ooe of the countries for which it igternational application
wes filed if regional or interna- or 8 regional application)
tisael lyphuqu)

m Us 15 July 1986 06/876,543

@)

[e]]

{Letter codes may bc used to indicate country end/or Gfiice of filing)

When the eatlier epplication was filed with the Office which, for the purpotss of the present iswrnstional applicatios, is the receiving Office,

the spplicant may, agalrsl payment of the required fee, esk tie following:

@ the receiving Office is hereby requesisd 1o prepare 8ad transmil to the Intarnstional Buresu a certified copy of the sbove-mentioaed
easlier applicstion/of the exslier applications identifisd sbove by the pumbers (insert the epplicable numbers)

..................

8oz No. Vil EARLIER SEARCH (IF ANY). Fill is where » ssarch (internstions), interaational-type or other) by the Internaticnsl
Searching Authorily hes already beep requested (or completed) end the said Authority is Bow requesied to bese the international search,
o the extent possible, on the resulis of the said eaclier search. [dentify such search of fequest either by referance to the reievant applica.
tien (or tie trameletion thereod) or by seference (o the search fequest,

{nterneticns! epplicatice aumber or Isterustional/ regional/astions)
aumber and countey (of segicna! Bling date
Office) of auser application:
Date of request for search: Nueber (if available)
given 1o ceasch request:

Boz Ne. Vill SIGNATURE OF APPLICANT(S) OR AGENT

Christopher Columbus n Paul Jones
President, Columbia Marine Corp.

0 the precest Request farm (e signed oa behalf of eay epplizent by 28 egent, £ sepesets power of atisracy appointing the t and signed b
m%;ﬁcml i rgqumd‘ 11 litf?h €as¢ it is dasired t? n’uko uu%h :!Mm power ofmmey (um;’u’&m uinc' uum OHIul)ﬁ cop;

must be atiachod o this fores,
o Mo i¥ CHECE LIST (To be filled ia by the Applicant) numuaalg'@d spplicstion es filed is sccompanied by \be items
This internations! epplication coutaias the followiag sumber of -
shests: | 8 D weperite signed power of atiornoy
§. request Zg shusts | 3, D copy of gensral powes of atiormey
:’ ‘:‘"'Mﬂ 5 sbes 3. D priovity document(s) (see Box No. V1)
. clgime 13
6 abstract 1 4. D receipt of the fees paid or revenve slemps
S, drswings 4 sheets | 5 D ebegue for the payment of faes
Total 34 sboets | 6. request to charge deposii sccouat
=
e of the drawings (ifasy)is sugsestad | - other document (specily)
to gccempeny the abatsact for publication, Trangmittal letter

(Tho felientag (s to be Eiled (a by the recaiviag Office)
§. Date of sctual receipt of the purperied iatruationsl epplication:

3. Cessected date of actual racsipt due o later but tmely recsived pagen
6¢ drawinge compleing the purponied intsrmations! application:

$. Date of timaly receipt of the required corfeclions uader Artels 11 of the PCT:

4. Drowings ﬁ Received ﬁ Neo Drawiags

{Tiee felleming fo to be Giled (m by the fntsrmationd) Besesa)
Date of roceipt of the record copy:

Forms PCT/RO/ 106 (lest abeat) (July 1687) Seo Botes 00 sccompenying sheet
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THIS SHEET IS NOT PART OF AND DOES NOT COUNT AS A SHEET OF THE INTERNATIONAL APPLICATION

APPLICANT This colump
| ia Mari for e by
INTERNATIONAL APPLICATION NUMBER DATE STAMP OF RECEIVING OFFICE ) Office

(to be filled in by the receiving Office)

FEE CALCULATION SHEET'
FEES SUBMITTED OR TO BE CHARGED TO DEPOSIT ACCOUNT
L TRANSMITTAL FEE?cvvnveeeereseesseesssoneossasesssnsssssssssssesssseennsnnee | SE1OVT WL

IL SEARCH FEE? 1evvvevseeessesssnnnnsssssssseseessssssssasssesssnsenssssensesese ho$390 1 5 |

International search 1o Be effeciBd BY . ..ovvvriinriirsceriorririirireriiacsssrnes
(Please indicate, but only if the epplicant has the choice between two or more lntem-
tianal Searching Authorities, the name of the Authority to which the internstionel applica-
tion is to be transmitted. Note that the amount of the search fee depends on the identity
of the International Searching Authority.)
B8, SNTERNATIONAL FEE®
BASIC FEE®

fadicate the number of SHEETS contained in the internationa! application 34

figst 30 sheets ........ Ceecrtieererresrrorirsresssserersretas
temeining 4 sheets * 5}.0__. ®

Add smounts entered in boxes by and b, and enm total in box B. '
This figure is the lmm:m of the ﬂ i-'E ........ tesesenrsansstsians -
DESIGNATION FEESS
&gn?ug‘ the ggmbcr MgAﬂfN&l‘. P'A‘!;EN;ES
which bave been aad eaultiply by e Ig I l
moemloﬂhedumm fee. 9. 2§120 « [51,080| ¢, =
et b b ERECIONAL EATENGS —
e ve been sought en i
amount of the designstion fee. e *8120. ee—
Add emouats entered in boges ¢y and dy and enter 1ol in
box £ (if that totel exceeds the figure which comresponds to
% II‘T‘W%; of uiw ges n)a‘ﬁm fee eaultiplied by ten, entsr : B
ef (igfe i DX
This figure is the smoust of the DESIGNATION FEES .. Ceeseesniaes mu R,
Add emounts entered in boxes B end D, and eater (otsl in box I, 72 I
This figure is the amount of the INTERNATIONAL FEE.......... eveennes L_,__.___d__JSJ- 5.0 aoro—
V. TOTAL OF PRESCRIBED FEES SURBMITTED G2 T0 BE CHARGED
TO BEPOSIT ACCOUNT
Addmwmmmw in boxes T, § and I, and enter total in the TOTAL box.
is the totsl emount of the PRESCRIBED FEES SUBMITTED OK 2,245.00 |
‘1'0 B CHARGED ‘l’O DEPOSIT ACCOUNT..... vevosssrecertecerteraeoarsos
THE APPLICANT MAY PAY THE mscmm FEES BY [C!mgk! POS'I’AL YMONEY OIDEB. BANE DRAFT,
CASH. BEVERNUE STAMPS, COUPONSG, !. PA MADE PIESCRIIED
CURRERCYTO THE ACCOUNT OF, 4€ OUM CATED BELOW OF, OIDEI OF ‘mE IECE OFFICE.,
PAYMENT MM’A BE MADE WAU!‘HOIIZAT!ON 10 CHARGE A DEPOGIT ACCOUNT ATTHE IECtMNG
CEFFICE IF THE LATTER HAS 4 DEPOSIT ACCOUNRT SYSTEM.
Dzmn’ ACCOUNT AUTHORIZATIONT
% The RO/ US {s hereby sutherized o charge the ol foes indicated ebove to my depasit sceoust.
m The ROy US s hereby authorized (o charge amy deficiency or cradit any overpsyment in the total fees Indicated
bew t© my deposit account.
is hegeb mmmmmmummm separation end transmitiel of the priotity document to th
(3 Jhe lmcmufofm lumu of WIPO{a my deposit sccount. prep s priority ment to the
99-1111 02 July 1987 P lidpnes
Deposit Aceoust Number Date Signewure  John Adams
Feoren PCT/RO/101 (AnGen) (uly 198T)e $60 £OLS €0 Toverse oide
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PATENT COOPERATION TREATY

NOTES TO THE REQUEST FORM (PCT/RO/101)

These Notes are intended to fucilitate the filling in of the
form. For suthentic information, see the text of the Patent
Cooperation Treaty and the texts of the Regulations and the
Administrative Instructions under that Treaty. In case of discrep-
ancy between these Notes and the said texts, the latier sre appli-
cable. For more detailed information, see algo the FCT Agplicant's
Galde, 8 publication of WIPO.

sRule” refers to Rules of the Regulations and “Section”
refers 1o Sections of the Administrative [nstructions.

Plense use o typewriter. The applicable check-boxes may be
eaarked with black ink.

NOTES TO BOX Ne. §

Tule of Iaventdon (Rules 43 ead 5.1(2)):  The tite mum
be short (preferably two (0 seven words when in English or
translated into Eaglish) end precise. It must be identical with
the title heading the description.

NOTES TO BOXES Ne. 1l aad 1D

Endication wether o Povica b Applicant cad/er Laveater (Rules
4.9(6) and 4.6{e) and (b)): Plesse mask the spplicable check-box
in order 10 indicate wether the persos (Including o legal entity)
eazrned fs “epplicant only” (which means that the person is 6ot also
{nventor), “inventor oaly” (which tmeans that the person is aot elso
epplicant) or “epplicant and iaveator” (which means thet the per-
o006 @8 both). A person is to be named oaly once, even where the
pesrion is bots applicant and inventor.

Wames ond addrosses (Rule 4.4):  The farnily name(prefere-
By in cepitsl letiers) must be indicsted before the given name(s).
Titles and scademic degrees must be omitted. Names of legal
entities must be indicated by their full official designstions.

The sddeess must be indiceted in such ¢ way thet it gl
lowe prompt posial delivery; & mus coasiat of el the relevant
sdministrative units (up © aad lncluding the indication of the
house sumber, If sny, ead the county),

Only one eddress mey be indicsted per person. Where o
sgent is eppointed, & mmarmm“muum fey be
indicated in Bog No. tV(!u below),

Natlenality (Rules ¢.5(0) end (b) ead 4.6(e)): For each

spplicant, the astionslity mum be indicsted by the name of the
mamnmmmuﬁmmm“muw
tegisired where s person is iveator caly.

Bosidence (Rulos £.5(s) e8d (0) end 4.6(8)):  Foreach sppli-
camt, (he residence must be indicsted by (he name of the State of
mhunmkcndamﬂuem.ﬁmmhmm-
dicated, itwill be sssumned that the Stste of residence isthe camess
the Siate indicated in the address. The indication of the residence
fs not requited whete ¢ person is invesntor caly.

Hames of Statos (Sectios 201(e)): For the indicstion of
sernes of Sistes the two-letier coustsy codes mey be used.

Diflevens Agplicants for Difleront Deoslgnated

16.4e)): lmpmblcwﬁndmdﬂfmmwplmumm pire
poses of different designaced States. In such 8 case, [ regpect of
esch designated State, o8 loast one of the epplicants indicated for
m;mwmommmﬂsmuomdowomﬁd«moﬁm
Contracting State. Whese the Unlted Sinton of Americn is eoe efthe
a«mmmmmm«s)mummmmmm
Uslied Siaies of Amerion ead the chadi-bor Yapplicant and lnvenios”
mest be aarbed.

For the tndicstion of the destgneted States for which s peruon
is applicant plesse mask the spplicable check-box (only 6ne). The
eheck-box “the Suates indicated in the ‘Supplemental Bon'™ must
be mesked where aocae of the other three check-boxes fits; a such
& case, the neme of the person must be repested in e Supple-
mental Box with en indicstion of the States for which he is eppli-
cant (see iem (i) in that Box).

Neming of lavesntsr (Rule 4.1(sXv) and (c)X(i)): The inven-
tor's name eod eddress must be indicated where the aationel law of
ot least one of the designated States requires that the name of the
inventor be furnished a1 the time of filing; for detzils see the PCT
Applicant's Guide, Volume [, Annex B. It is strongly rer ymmend-
ed to name elways the inventor.

Diffsrent lnventers for Dilevent Dedlguated States (Rule
4.6(c)): Different persons may be indicated as inventors for dif-
ferent designated States where, in this regpect., the requirements of
the national laws of the designated States are not the same; in such
;::u. the Supplemental Box must be used (see item (iif) in that

).

NOTES TO BOX Ne. IV

Agent ¢ Commes Reprosentative (Rules 4.7, 4.8 and Section
168): For the manaer in which name(s) and address(es) inclu-
ding names of States must be indicated, see the Notes to Boxes
No. 1l and [11. Where several sgents are listed, the egent (o whom

any correspondence must be addressed is to be lsted first. If

there s more than onie applicant but no common agent repre-
senting them, the Request must designate one of the spplicants
who is & sations! or resident of & Contracting Stste, a9 their
common represenuative, If this i3 not done, the common repre-
sentstive will the epplicant Girst camed in the Request who is
g:ﬂt!ii:l:d to file en internstionsl epplication with the teceiving

Appelatment of Agent o8 Common Representative (Rule 90.3
and Section 106):  Any such sppointment may be made by des-
ignating the sgent(s) or the common representetive in the Request
of in & separate power of atioraey. Esch applicant must sign either
the Request of the seperats power of atiomey. Where the intema-
tions! spplication is filed with reference to a general power ofatior
ney, & copy thereof must be ettached 1o the Request and any appli-
cant who did not sign the general power of atiomey mugi sign
elther the Request or 8 sepasats power of stiorney.

hddrons for Neti@ications (Rule 4.4(d)): faoagent hasbeen
sppointed, s special address for the sending of notifications to the
applicent mey be indicated in Box No. IV instead of the nasme and
addrass of en agent. That address must be different from the ad-
drsess given in Box No. 11 end the special check-box must be mar-
zg. ifen egent has been appointed, notifications will be sent to his
res8,

NOTES TO BOX Ne. V

Doclgmation of States:  The Contracting States in which pro-
uaionhdmdmunbedmmwdmtheleqwbyuwm
the epplicable check-bones. Wete Gt ofier filag farther
éanlgratiens canet be made.

‘FThe masking of the checkboxes of the designated States by
means of sequentisl arebic numerals will be teken as indicating the
applicant’s chelce of the erder of the deslgnations; if another form of
niarking is used, the order will be taken as that in which the marked
boxes appeer oa the form. This order will only have any significan-
ce if the emount received for the designation fees is insufficient to
cover all the designations; in that case, the amount received will be

epplied in peyment of the fees for the designutions following the

Btates (Rule | gaig order (Rule 16bis.2(c) end Section 321).

For the designation of & State which has become pasty o the
PCT efier the daie appearing oo the bottom of the second sheet of
the Request form, the name of the Stats, preferably precedsd by
the two-letter couniry cods, must be given together with en ladi-
cation, where epplicable, whether naticnal or regionel protection
of & spocial kind of protection or weatment is deslred.

Whore & Eesepesn patent I deslred, only one designation fee
must be pald for thet purpose. independently of the uraber of Sta-
tes designsied for & European patent.

Where one of more States efe designated twice (once for the
pusposes of 8 European patent snd once for the purpeses of natio
rial protection). the applicant must pey one designation fee in
respect of the Eurcpean patent and a2 meny designation fees
85 there are netiona) palents of ciher titles of protection sought
(Rule 15.1(if) ead Section 210).
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Note that Belgiam, Fraace and lialy can oaly be designated foe
the purposes of & European patent and not for the purposes of
nstions! protection.

If & Buropesn patent is desired for only some of the
Contracting States of the European Patent Convention, the names
of those States for which noc European patent is desired may be
deleted by striking them out. However, it is recommended to
designate always all the Contracting States of the European
Pstent Crganisation and to meke ¢ selection ocaly upoa enatering
the national (regional) phase before the Europesn Patent Office
and upon peyment of the European designation fees.

Chelee of Certala Klnds of Protoction o Troetment (Rules 4.12
10 4.14, Section 202):  Where, in any country where (st is pos-
gible. instesd of & petent, & netiondd title other than @ patent is
desired, write after the name of that couatlry ca the dotied line
the name of the title, that is, “petty patent” (available inAumil},
“wtility model® (aveilsble in Brazil, Germsny (Federal Republic
of), Japan. the Republic of Korea, OAPD) or “inventor's certificate”
(available in Bulgaria, the Democratic People's Republic of Kores,
the Soviet Union), Where, in the Federal Republic of Germany
{the only countey in which this posibility exists), iv eddition o e
petent, 8 utility model is also desised, write afler the name of that
countey “end wiilily model®

Whare, (a respect of eay countey where that ls possible, it is
desirad that the application be treated &s 60 epplication for 8 cor-
tzin title “of sddition” or 58 an application for & “continustioa” ore
“continuation-ln-past”, write sier the aame of that country the
appropriste words, (hat is, “patent of eddition” (aveilable in
Austealia, Austeis, Bulgarie, Germany (Federal Republic of),
[Malawi, the Soviet Union), “centificats of edditicn” (aveilable in
Luxembourg, Monaco, OAPT), “inventos’s cenificate of sddition”
(evailable in Bulgasie, the Soviet Unioa), “continuation” o7 “coa-
tinustion-in-part” (both evailsblein the United States of Ametics).
if aay of these indicstions is used. indicate in the “Supplemental
Box® the State for which such trestment is desited, the number of
the pasens title o2 parent spplication, and the date of grane of the
parens title o¢ the date of filing of the paceat applicstion, a5 the
case mey be (see item (v) in thet Bos).

NOTES TO BOX Ne. V1

Priestey Cladm (Rule 6.10):  The decleration coataining the
priceity elaim must be meds o the Request

The Requess wmust indicats both

(i) whentheeaslierepplicationis note regional oran intems-
tions! application, the coantry in which it was filed, or, when the
eatlior application is & regionst o7 en international epplication, 62
teast one countsy foe which it wes filed, end

(i) the date on which it wes fled;
otherwise. the priority claim will, for the pusposes of the procedure
usider the Tremsy, be considered not 0 have been made.

I the application samber of ke earlier spplication is ot in-
dicated in the Request bus is furnished by the epplicasat (o the
Iatemnations! Buresu orio the receiving Office prios to the expire-
tion ofthe 16tk month from the priority date. it is considered by ali
designated Siates 1o bave been fumished ia time.

Cortified Copy of Easllor Apslication (Prieclty Decoment)
(Rufe 17.1): Such copy must be submitted o the [nternaticnsl
Buresu or to the receiving Office prioe 1o the expiration of the
164k month from the priceity date 6r, where &a easly star of the
astions] phase 8 requesied, Aot later then gt the Ume such
reéquess is made,

Where the prictity docurnent s issued by the recafviag Office,
the epplicant may, inglead of submitling the pricrity document,
requess the receiving Office to transmit the pricsity document o
the taternational Buresu, Such request mey be made by msrking
the speciel check-box snd by identifying the document. Atlention:
whete such & reguest is made, (he 2pplicent Mmust pay 10 the receive
ing Office the applicable fee for priochty document.

67/1987

Detes (Section 110):  They must be indicated by the arabic
number of the dey, tie name of the month and the arsbic number
of the year; after or below such indication, the date should b6 re-
peated in parenthesis by indicating it by two-digit arabic numersls
each for the number of Wie day, for the number of the monaik aad
for the lest two numbers of the year, e.g., 10 June 1986 (10.06.26).

NOTES 17 BOX Ne. VI

Eerlisr Search (Rule 4.11):  The filling in of Box Ne. VII
may resultin & total or partial refund ofthe internationsl search fee.

NOTES TO BOX Ne. VI

. Slgnature (Rules 4.1(d), 4.15 and 90.3(s)):  The signature
must be that of the applicant (if there are several applicants all
mugt sign); however, the signature may be that of the agent where
& separale power of stiomey appointing the agent, or & copy of @
general powerafettomey aiteady in the possession of the teceiving
Office, i ettached tothe Request. The name ofeach person signing
the Request should be typed below the sigasture; similarly, e
indication of the capecity in which the person signs should be
w;m if such cepacity is not obvious from reading the

uest.

NOTES TO BOX Ne. IX

Refarence (o 2 Depesliod Miceorganlom (Rule 13bis and Sec-
tion 209): Form PCT/RO/134 or any separate sheet containing
indications concerning & deposited microorganism may, in most
cas08. be listed e “other document.” This is not the cass if Jepun is
designated: in that case, Foetn PCT/RO/134 or any other sheet
conigining the sald indications must be included as one of the
shests of the descriprion.

NOTES TO “SUPPLEMENTAL BOX™

The maaner of meking indications in this Box s iadicated ca
the top of the “supplements! shest.”

Satsment caacornieg Nea-Prejedicel Disdosmes @ Enceps
tens to Lack of Nevelly: Such e staigment, unless contalned I
the description, mey be given in this Box. [t should comply with
the nationsl law epplicable by the designated Offlce to which the
escement is addressed.

GENERAL BEMARES

Leagrage of Comvespondence (Rule 92.2 and Section 106):
Agny letier from the applicant (o the Receiving Office, the Interns-
tionigl Sesrching Authority or the Internstions! Preliminary Exem-
ining Authority must be i the same language a8 the intermatioaal
epplication to which it relstes; bowever, the receiving Offics, the
internetionsl Searching Authority or the Intemnational Prelimi-
aary Examining Authority may euthorize the use of another lap-
guege. Any letier from the applicant to the Internaticnsl Buresu
must be in the same language es the intermations! application if
thet langusge is English or French; otherwise, it must be in Eng-
fish or French, at the choice of the applicant.

hArrepgement of Eloments snd Nambering of Sheoets ¢fthe later-
vathsaal Agplicaties (Rule 11.7 and Section 207):  The clements
of the intermsational epplication must be pleced in the following
aeder: the Requeat, the description, the claim(s), the abstract, the
drawings (if any). All sheets constituting the internations! epplicas
tion mus be numbered in consacutive arabic numerals with three
separate series of numbers: the first spplylng to the Request, the
second epplyiag (o the pent consisting of the description, the
clairm(s) end the ebsiract, end the third epplylng to the drawings,
The numbers mugl be pleced st the top of the sheet, in the middle,
below the 2em margin which must remeln blank. The sumber
of esch sheet of the drawings must conslnt of two asebic aumerals
seperated by e obilgue stroke, the first being the sheet number
and the second being the total number of sheets of drawings,
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‘ PCT INTERNATIONAL APPLICATION TRANSMITTAL LETTER P02 g P
REGARDING THE INTERNATIONAL APPLICATION OF DOCKET OR REFERENCE NUMBER
Columbia Marine Corporation CNC-123

g‘gﬁe—Steering Gear for Sailboats

Certification under 37 CFR 1.10 (if applicable)

“Express Mail” meiling number Date of Deposit

1 hereby certify that this application is being deposited with the United States Postal Service “Ezpress Mail Post Office to
Addressee” gervice under 37 CFR 1.10 on the date indicated sbove and is eddressed to the Commissioner of Patents and
Trademarks, Weshington, D.C. 20231.

(Typed ::u p;;’de name M; person ’ (Signnu.r;p olll' cl:e'::l; mailing
To the United States Receiving Office (RO/US):
Accompanying this transmittsl letter is the sbove-identified Internationsl application, including a completed
Heqm%t form (PCT/R0O/101). Please process the epplication according to the provisions of the Patent Cooper-
ation Treaty.

‘The following requests are made of the RO/US: .

1.@ PREPARATION AND TRANSMITTAL OF CERTIFIED COPY OF PRIORITY DOCUMENTS—Please
prepare end transmit to the Internationsl Bureau a certified copy of the United States origin priority
documents identified in Box VI of the Request form (37 CFR 1.451).

T'o cover the cost of copy preparatiop and certification (37 CFR 1.19(a)(3) and (b)(1)),
= ) & (check) (money order) in the amount of § is attached to this transmittal letter.
- the RO/US is hereby authorized to charge the foliowing deposit account no. -§.8m E. -1k .
2.k ) CHOICE OF INTERNATIONAL SEARCHING AUTHORITY~—It is requested that the International
Search be performed by the following International Searching Authority:

. EL’niwd States Patent and Trademark Office (ISA/US)

[ &uropean Patent Office (ISA/EP)

The eppropriste Search fee for the above-named Authority is indicated on the Fee Calculation Sheet
(PCT/RO/101 Annex).

&D SUPPLEMENTAL SEARCH FEES (ONLY WHEN ISA/US CONDUCTS THE INTERNATIONAL
SEARCH.)—Please charge any Supplemental Search fees that may be required by the United States
International Searching Authosity (ISA/US) to deposit gccount no.:

§ undi S that this auth 15 subsect to my veal confirmation thereof in eoeh instance and thet 1t s RO wey limite my tight to submiit
@ prnlest Ggainnt pasment of the Supplemental Seareh [eea, but 15 merely on edministrative aid to asaure that the ISA/L'S may tirsely complete
the Search Rrgart

NOTE: SUPPLEMENTAL SEARCH FEES FOR ISA/EP ARE PAYABLE DIRECTLY TO THE EUROPEAN
PATENT OFFICE

4.5 DISCLOSURE INFORMATION—In order to aseist in screening the accompenying Internstional appli-
cation for purposes of determining whether & license for foreign transmittal should and could be grented
and for other purposes, the following information is supplied:

A.D'ﬂme is no prior filed application relating to this invention.
B8] There is a prior application, serial number 06/876,543 __ fled on .15 July 1986
which contains subject matter that is
1. - substantislly identicel to that of the accompanying International application.
2.0%) less than that of the sccompanying International application. The additional subject

__ matter of the International application eppears on pages(s) and fine(s) p12=16 . . ...
3. [0 more than that of the sccompenying Internstionel application.

C.E]E)isckmure information cannot be covered by the language of Points 44 or 4B above due to the
invelvement of eeveral prisr applications or for other reasons. & seperate sheet on
which the disclosure information is explained is attached to thie tranamittal letter.

5.@ REQUEST FOR FOREIGN TRANSMITTAL LICENSE--According to the provisions of 356 U.8.C.
184 and 37 CFR 5.11, 6 license to tranemit the accompanying International application to forelgn egencies
or inteenational suthorities is hereby requested.

SIGHER 15 THE HATAE OF SIGNER (typad)
) apouicany John Adams

. COMMON REPRESENTATIVE SIGHATURE
€Y (ATTORNEY) (RGENT) 23 ’ 456 O’L éw’M
REG KO
PTO-1362 mev. 3.04) U.S. Deperiment of Commerce
Peiant and Trademen Ofice

1800-23 Rev, §, July 1987



1820.01

(ii) a request io the receiving Office to transmit the priority document to
the Intemational Bureau where the application whose priority is claimed was
filed with the national Office or intergovernmental authority which is the
receiving Office.

(d) The request shall be signed.

4.2 The Petition

The petition shall be to the following effect and shall preferably be worded
as follows: “The undersigned requests that the present intemational application
be processed according to the Patent Cooperation Treaty.”

a ke ok ok ok

(See >MPEP<$§ 1820.01-1820.11 for PCT Rules 4.3-4.15)
e ook

4.16 Transliteration or Translation of Certain Words

(=) Where any name or address is written in characters other than those of
the Latin alphabet, the same shall also be indicated in characters of the Latin
alphabet either ag & meretransliteration or through translation into English. The
applicant shall decide which words will be merely transliterated and which
words will be so translated,

(b) The name of any country written in characters other than those of the
Latin alphabet shall also be indicated in English.
4.17 Additional Matter

() The request shall contain no matter other than that specified in Rules
4.1104.16, provided that the Administrative Instructions may permit, but cannot
make mandatory, the inclusion in the request of any additional matter specified
in the Administrative Instructions,

(b) I the request comsins matter other than that specified in Rules 4.1 to
4.16 or permitied under paragraph () by the Administrative Instructions, the
receiving Office shall ex officio delete the additional matter.

37 CFR 1.434. The request.

(a) The request shall be made on a standardized printed form (PCT Rules
3 and 4). Copies of such printed Request forms are available from the Patent and
Trademark Office. Letters requesting such forms should bemarked “Box PCT.”

(b) The Check List portion of the Request form should indicate each
document accompanying the intemational application on {iling.

(c)-All information, for example, addresses, names of States and dates,
shall be inidieated in the Request as required by PCT Rule 4 and Administrative
Instructions 110 and 201,

(d) Intemational applications which designate the United States of
Americs shall include:

(1) The name, address and signature of the inventor, except as provided
by §¢ 1.421(d), 1.422, 1.423 and 1.425;

(2 A reference to any copending national application or international
epplication designating the United States of America, if the benefit of the filing
date for the prior copending spplication s to be claimed.

PCT Administrative Instructions Section 303
Deletion of Additional Matter In the Reguest
Where, under Rule 4.17(b), the receiving Office deletes ex officio any
matier contained in the request, it shall do so by enclosing such matter within
square brackets and entering, in the margin, the word “DELETED by RO" oz
their equivalent in the langusge of publication of the intemational application,
and shall notify the applicant sccordingly. If copies of the international appli-
cation have glready been sent to the International Bureau and the Intemational
Searching Authority, the receiving Office shell also notify that Bureau and that
Authority,

The Request contains a petition to the effect that the inter-
national application be processed according to the PCT; it must
contain certain bibliographic information (PCT Article 4(1),
PCT Rules 3 and 4 and 37 CFR 1.434). The Request must be
made on a printed form (PCT/RO/101) to be filled in with the
required information (PCT Rules 3.1, 3.2 and Administrative
Instructions Section 102(b)). Any prospective applicant may
obtain English language Request forms free of charge from the
United States Patent and Trademark Office, Box PCT, Wash-
ingtorn, D. C. 20231, The PCT sets forth specific requirements
for each element of bibliographic information on the Request
form. The Request may not contain any matter that is not

Rev. 5, July 1987
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specified in PCT Rule 4, Any additional material willbe deleted
ex officio (Administrative Instructions Section 303).

APPLICANT OR AGENT’S FILE REFERENCE

The applicant or agent may use a file reference composed
either of letters or numbers or both, provided the file reference
does not exceed ten characters. If a file reference is indicated on
the Request form, any correspondence from an International
Authority to the applicant or agent will include it. (Administra-
tive Instructions Section 108)

SUPPLEMENTAL BOX

This box is used for any material which cannot be placed in
one of the previous boxes because of space limitations. The sup-
plemental information placed in this box should be clearly
entitled with the Box number from which it is continued,
e.g.,”Continuation of Box NoIV.” If the supplemental box does
notcontain sufficient space, the material should be continvedon
an additional plain sheet of A4 size paper. If such a continuation
sheet is used, it is numbered as an additional page 5 of the
Request and counted accordingly in the total number of sheets
for fee calculation purposes. The sheet should be entitled
“Continuation Sheet to the Request”.

1820.01 Title of the Invention [R-2]

PCT Ruie 4.3 Title of the Invention
The title of the invention shall be short (preferably from two to seven
words when in English or trenslated into English) and precise.

The Request must contain the title of the invention; the
title must be short (preferably 2 to 7 words) and precise (PCT
Rule 4.3). The title in Box No. I of the Request is considered to
be thetitle of the application, The title appearing on the first page
of the description (PCT Rule 5.1 (2)) and on the page containing
the abstract should be consistent with the title indicated in Box
No. I of the Request form. The word “improved” should not be
used in the title.

1820.02 Applicant [R-2]

PCT Rule 4.4 Names and Addresses

(2) Names of natural persons shall be indicsted by the person's family
name and given name(s), the family name being indicated before the given
neme(s).

(b) Names of legal entities shall be indicated by their full, official desig-
nations.

(c) Addresses shall be indicated in such & way a8 10 satisfy the customary
requirements for prompt postal delivery at the indicated address and, in any case,
shsll consist of all the relevant administrative units up to, and including, the
heuge numbe, if any, Where the national law of the designated State does not
require the indication of the house number, failure to indicate such number shall
have no effect in that State, It is recommended 1o indicate any telegraphic end
teleprinter address and ielephone number of the agent or comsmon representative
of, in the absence of the designation of an agent or common representative inthe
request, of the applicant first named in the request,

(d) For each applicant, inventor, or agent, only one address may be
indicated, except that, if no agent has been appointed to represent the epplicant,
or all of them if more than one, the applicant or, if there is more than one
applicant, the common representative, may indicate, in addition to any other
address given in the request, an address to which notification shall be sent.

BCT Rule 4.5 The Applicani
() The request shall indicate the name, address, nationality and residence
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of the applicant or, if there are several applicants, of each of them.

(b) The applicant’s nationality shall be indicated by the name of the State
of which he is a national.

(c) The applicant’s residence shall be indicated by the name of the State of
which he is a resident.

The names of natural persons must be given with the family
name being indicated before the given name (PCT Rule 4.4).
The names of legal entities should be given in full. All addresses
should be spelled out in full and include the name of the country
in order to assure correct publication of the information. If the
United States of Americais designated, the applicant mustbe the
inventor at the time of filing (35 U.S.C. 373).

The applicant of an international application for a desig-
nated office other than the United States of America may be
either the inventor or the owner of the invention. In cases where
the inventor is the applicant for certain designated countries and
the owner or assignee is the applicant for other designated
countries, the names and other identifying information of both
must appear in Box No. I and Box No. III with the appropriate
boxes checked. Only one applicant’s or inventor’s name should
be listed in each Box.

« It should be noted that at least one of the inventors must be
aresident or national of a PCT member country in order for the
application to enter the national stage in the United States of
America. This point involves two basic issues which must be
‘#ddressed separately. One issue relates to the requirements for a
valid designation of the United States of America. The other
issuerelates to the requirements of the U.S. national law in order
for the U.S. Patent and Trademark Office to accept the intera-
_ tional application for the national stage. As tothe firstissue, PCT

"Rules 18.3 and 18.4 require that at least one of the applicants for
each designated State must be aresident or national of a member
country of the PCT Union in order for the designation tobe valid.
4s to the second issue, although the designation of the United
States of Americamay be valid for PCT international procedure,
the international application will not be accepted at the United
States national stage unless the applicant is the inventor (PCT
Arnticle27(3yand 35U.S.C. 111 and 373). Therefore, at least one
of the inventors must be aresident of a PCT member country in
order for the international application to enter the national stage
in the United States of America,

It should be noted, however, that if the owner or assigneeis
aresident or aational of a PCT member country, the owner can
be the sole applicant and file an international application desig-
nating all current PCT member countries other than the United
States of America. Any invalid designation of States for which
atleast one applicant is not aresident or national of a Contracting
State will be deleted by the Receiving Office. See also
sMPEP<§ 1805 for the text of rules and other provisions
concerning applicants,

1820.03 Inventor [R-§]

PCT Rule 4.6
The Iaventor
(s) Where Rule 4.1 (s)(v) applies, the request shall indicate the name and
address of the inventor or, if there are several inventors, of each of them.
(b) If the applicant is the inventor, the request, inlieu of the indication under
paragraph (2), shall contain a statement to that effect.

. (c) The request may, for different designated States, indicate different
pertons as inventors where, in this respect, the requirements of the national laws
& the designated States are not the same. In such a cage, the sequest shell contain
4 separate statement for each designated State or group of States in which g
particular person, or the same person, is to be considered the inventor, or in which
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particular persons, or the same persons, are to be considered the inventors.

For purposes of the designated countries >other than the
United States of America<, the name and address of the inven-
tor must be indicated either in the Request or later at some other
point in the procedure (PCT Article 4(1)(v), 4(4), and 22(1);
and PCT Rules 4.1(a)(v) and 4.6(a)). It should be noted that
Japan as a designated office requires the name and address of
the inventor to be present on the Request form on filing, Names
should be indicated with the family name preceding the given
name, and addresses should be spelled out in full, including
both the zip code and country.

1820.04 Agent or Common Representative (if
any) [R-5]
PCT Rule 4.7 The Agent

If agents are designated, the request shall so indicate, and shall state their
names and addresses,

BCT Rule 4.8 Representation of Several Applicants Not
Having a Common Agent

(2) If there is more than one applicant and the request does not refer to an
agent representing all the applicants ("s common agent”), the request shall
designate one of the applicants who is entitled to file an international applica-
tion according to Article 9 as their common representative.

(b) If there is more than one applicant and the request does not refer 1o an
agent representing all the applicants and it does not comply with the require-
ment of designating one of the applicants as provided in paragraph (a), the
commeon representative shall be the applicant first named in the request who is
entitled tofile an international application with the receiving Office with which
the international application was filed (Rule 19.1(a)).

Any attorney or agent registered to practice before the
Patent and Trademark Office may act as an agent for the
applicant in an international application filed in the United
States Receiving Office »before all the international authori-
ties, such as the Receiving Office, the International Searching
Authority, the International Preliminary Examining Authority
and the International Bureau<. Box No. IV of the Request form
may be used as a power of attorney document. For particulars
concerning who may sign the Request and power of attorney
see >MPEP<§§ 1807 and 1820.11.

It should be noted that under PCT there is no provision for
correspondence addresses or associate attorneys. The first-
named attorney or agent will receive correspondence (PCT
Administrative Instructions Section 108(a)). If the power of
attorney is found to be defective, the first-named applicant will
receive any correspondence,

Jointapplicants may also designate one of the applicants to
be a common representative under PCT Rule 4.8(a).

1820.05 Designation of States [R-5]

PCT Article 43
Seeking Certain Kinds of Protection

In respect of any designated or elected State whose law provides for the
grant of inventors® centificates, utility certificates, utility models, patents or
centificates of addition, inventors’ certificates of addition, or utility centificates
of addition, the applicant may indicate, as prescribed in the Regulations, that
his international application is for the grant, as far as that State is concered, of
an inventor's cerificate, 8 utility centificate, or a utility mode), sather than &
patent, orthat itis forthe grant of a patent or certificate of addition, eninventor's
centificate of addition, or 8 utility cenificate of sddition, and the ensuing effect
shall be governed by the applicant’s choice. Forthe purpoges of this Article and
any Rule thereunder, Anticle 2(ii) shall not apply,
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PCT Article 44
Secking Two Kinds of Protection

In respect of any designated or elecied State whose law permits an
application, while being for the grant of & patent or one of the other kinds of
protection referred to in Article 43, to be also for the grant of another of the said
kinds of protection, the applicant may indicute, as prescribed inthe Regulations,
the two kindg of protection he is seeking, and the ensuing effect shall be
govemed by the applicant's indications. For the purposes of this Article, Article
2(ii) shell not spply.

PCT Article 45
Regional Patent Treaties

(1) Any treaty providing for the grant of regional patents (“regional patent
treatly"), and giving to all persons who, according to Article 9, are entitled to file
international epplications the right to file applications for such patents, may
provide that intemationsl applications designating or electing a State party to
both the segional patent treaty and the present Treaty may be filed as applica-
tions for such patents.

(2) The national law of the said designated or elected State may provide
that any designation or election of such State in the international application
shall have the effect of an indication of the wish to obtain a regional patentunder
the regional patent treaty.

PCT Ruie 4.9 Designation of States
Contracting State shell be designated in the request by their names.
LR AR XN
PCT Rule 4.12 Ckolce of Certain Kinds of Protection

(a) ¥ihe spplicent wishes his intemational applicationtobe treated, in any
designated State, a5 an application not for & patent but for the grant of any of the
other kinds of protection epecified in Anticle 43, he shall go indicate in the
request. For the purposes of this paragraph, Anicle 2(ii) shall not apply.

() Ins the case provided for in Article 44, the applicent shall indicate the
twokinds of protection sought, o, if one of two kinds of protection is primarily
sought, kg shell indicste which kind is sought primarily and whichkind is sought
subsidiarily.

37 CFR 1.432 Designation of States and payment of designa-
tion fees.

() The names of Designated States shall appear in the Request uponfiling
and muet be indicated as set fonh in Section 201 of the Administrative
Instructions.

() The designation fees may be paid upon filing of the intemational
spplication, but must be peid  before the expiration of one yesrfrom the priority
dete »or within one month from the date of receipt of the intemational
spplication if that month expires efter the expiration of one yearfrom the priority
due< *, Failure to timely pay the designation fee for & particular Designated
State will result in the withdrawel of that designation *. Failure to timely pay at
least one designation fee will result in the withdrawal of the intemational

application *.

PCT Administrative Instructions Section 201
Names of States

() The neme of eny State referred (o in the tequest shall be indicated
either by the full name of the State, or by a generally accepted short title which,
if the indications are in English or French, shall be as appears in Annex A, orby
the two-letier countey code identifying that State 8 appears in Annexes A and
B.

(b [Deleted]

PCT Administrative Instruction Section 202
Kind of Protection
(s) Where the spplicant wishes his spplication 1o be treated in any
designated Stats as en application not for & patent but for the grant of ancther
kind of protection referred o in Anicle 43, he shall make the indication in the
request “referred to in Rule 4,12(s) by inserting the words “inventor’s
certificate, ™ utility certificste,” “utility model.” (or “petty patent” for Austra-
lig), “patamt of addition,” “centificate of addition,” “inventor’s centificate of
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addition” or “utility centificate of addition,” or their equivalent in the language
of the intemational application, immediately after the indication of the said
State. ‘

(b) Where, in respect of the designation of the Federal Republic of
Genmany, the applicant is secking two kinds of protection under Article 44, he
shall make the indication referred to in Rule 4.12 (b) by inserting, immedistely
after the indication of the Federal Republic of Germany and in the language of
the intemational spplication, one of the two following indications:

(i) “and utility model”;
(ii) “and auxiliary utility model,”

PCT Administrative Instructions Section 203
Regional Patents

(a) If the applicant wishes to cbtain a regional patent in respect of any
designated State and the request form does not contain preprinted indications
permitting the applicant to make the indication in the request referred to in Rule
4.1(b)(iv), the applicant shall make the said indication by inserting the
words"regional patent,” or their equivalent in the language of the international
application, immediately after the indication of the said State or, where an
indication has been made under Section 202, afterthat indication, provided that:

(i) where Anticle 4(1)(ii), third clause, applies, and not all the States parly
to the regional treaty have been designated, the international application shall
be treated as if all those States had been designated and as if the designations of
all such States contained the said words, whether the said designations con-
tained an indication of the wish to obtain a regional patent or, according to
Anicle 4(1)(ii), fourth clause, are to be treated as contsining such indication;

(ii) where the national law of any designated State contains a provision as
referred to in Article 45(2), the International Burean shall, according to Asticle
4(1)(1i), fourth clause, treat the designation as if it contained the said words even
where the applicant failed to indicate them,

(b) The applicant may, instead of the words “regional patent” referred to
in paragraph (a), use other words to the same effect; such words may include a
reference to a patent to be granted by the European Patent Office under the
Convention of the Grant of European Patents done at Munich on October 5, 1973
("European patent™), where the regional patent which the applicant wishes to
obtain is a European patent.

(c) An indication, in respect of the designation of Liechtenstein or Swit-
zerland, or baoth, of the wish to obtain a regional patent shall be taken as
indicating & wish to obtain a European patent in respect of those States, whereas
the absence of any indication of the wish to obisin a regional patent in respect
of suchadesignation shall betaken as indicating a wishtoobtain a patent granted
by the Swiss Federal Intellectual Property Office in respect of those States.

PCT Administrative Instructions Section 210
Calculation of Designation Fee for the Purposes of Nationai and
Reglonal Patents

Where the request of the intemational application contains a designation
of & Contracting State without an indication of the wish to obtain a regional
patent and also a designation of the same Contracting State with an indication
of the wish to obtain a regional patent and the national law of the Contracting
State does not contain & provision referred to in Article 45(2), the designation
fees shall be calculated on the basis that a separate fee is payable in respect of
the designation of the Contracting State in addition to the designation fee
payable in respect of that Contracting State as a Contracting State or as one of
a group of Contracting States for which a regional patent is sought.

All designated States must be named in the Request on
filing, It is not possible to add designations of countries to an
international application after itis filed, Only those countries for
which the PCT has come into effect at the time the international
application is filed may be designated. The Request form, as
filed, must contain the names of all designated countries in
which protection is desired (PCT Article 4(1)(ii), PCT Rules
4.1(a)(iv), and 4.9, and 37 CFR 1.432. However, since the
designation fees are not required until one year after the priority
date, or if no priority is claimed, until one year after the actual
international application filing date >or one month after the
international filing date, if that month ends later than one year
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LIST OF PCT MEMBER STATES
State Ratification Date of Ratification Date from Which State
or Accession or Accession May be Designated
(1) Central Africa Republic* Accession 15 September 1971 01 June 1978
(2) Senegal* Ratification 08 March 1972 01 June 1978
(3) Madagascar Ratification 27 March 1972 01 June 1978
(4) Malawi Accession 16 May 1972 01 June 1978
(5) Cameroon® Accession 15 March 1973 01 June 1978
(6) Chad* Accession 12 February 1974 01 June 1978
(7) Togo* Ratification 28 January 1975 01 June 1978
(8) Gabon* Accegsion 06 March 1975 01 June 1978
(9) United States of America Ratification 26 November 1975 01 June 1978
(10) Gesmany, Federal Republic of** Ratification 19 July1976 01 June 1978
(11) Congo* Accession 08 August 1977 01 June 1978
(12) Switzerland** Ratification 14 September 1977 01 June 1978
(13) United Kingdom** Ratification 24 Qctober 1977 01June 1978
(14) France®* Ratification 25 November 1977 01 June 1978
(15) Soviets Union Ratification 29 December 1977 01 June1978
(16) Brazil Ratification 09 January 1978 01 June 1978
(17) Luxembourg*® Ratification 31 January 1978 01 Junel978
(18) Sweden**® Ratification 17 February 1978 01 June 1978
(19) Japan Ratification 01 July 1978 01 October 1978
(20) Denmask Raification 01 September 1978 01 December1978
. (21) Austrig®® Ratification 23 January 1979 23 April1979
(22) Monsaco Ratification 22 March 1979 22 June 1979
(23) Netherlands®* Ratification 10 April 1979 10 July 1979
(24) Romania Accession 23 April 1979 23 July 1979
- (25) Notway Ratification 01 October 1979 01 January 1980
- (25) Liecitenstein®* Accession 19 December 1979 19 Merch1980
(27) Australia Accession 31 December 1979 31 March 1980
(28) Hungary Ratification 27 March 1980 27 June 1980
(29) Democratic People’s Republic
of Korea (Nornth Korea ) Accession 08 April 1980 08 July 1980
(30) Finlend Ratification 01 July 1980 01 October 1980
(31) Belgium®* Ratification 14 September 1981 14 December 1961
(32) Sri Lanks Ratification 26 November 1981 26 February 1982
(33) Mauritania Accession 13 Jenuary 1983 13 April 1983
(34) Sudan Accession 16 Januery 1984 16 April 1984
(35) Bulgeria Accession 21 February 1984 21 May 1984
(36) Republic of Kores (South Korea) Accession 10 May 1984 10 August 1984
(37 Mdli* Accession 19 July 1984 19 October 1984
(38) Basbados Accession 12 December 1984 12 March 1985
(39) Inaly®* Ratification 28 December 1984 28 March 1985
>{40) Benin® Accession 26 November 1986 26 February1987<

* Members of Africa Intellectus] Property Organization (OAPI) regional patent system. Only regional patent protection is available for OAPI member states.
A designation of any state is an indication that all OAPI states have been designated. Note: only one designation fee is due regardless of the number of OAPI member
states degignated. ** Members of European Patent Convention (EPC) regional patent system. Either national patents or European patents for member States are
avsilable through PCT, except for France, Belgium and Italy, for which only European patents are available if PCT is used. Note: only one designation fee is dueif

European patent protection is sought for one, several or all EPC member countries.

after the priority date (PCT Rule 15.4(b)(ii)<*, applicants who
file without claiming priority, or who file early in the priority
year, may initially designate all PCT countries in which they
may haveaninterestand Iater only pay designation fees forthose
countries in which patent protection is seriously desired »and
withdraw the designations as to the other States<, Any desig-
nated country for which a designation fee in not timely paid is
congidered withdrawn,

States must be designated in Box No. V by checking the
appropriate box beside the name of each State. A choicebetween
anational patent and aregional patent is available for States that
are members of both the PCT and the European (EPC) regional

. patent convention. For the EPC, regional or national protection

js available for Austria, The Federal Republic of Germany,
Luxembourg. The Netherlands, Sweden, Switzerland, Liechten-
stein, or the United Kingdom. However, where France, Belgium
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and/or Italy is designated, the application will be treated as an
application for a European patent with effect for France, Bel-
gium and/or Italy,

The designation of any State is treated as an expression of
the wish to obtain a patent in the designated State, However, if
the applicant wishes the international application to be treated
in any designated States (whose national lawsoffers<* that
kind of protection) as an application not for a patent but for an
inventor’s certificate, a utility certificate, a utility model, a
patent of addition, a certificate of addition, an inventor’s
certificate of addition or a utility certificate of addition, the
applicant must indicate that desire in Box No. V of the Request
by indicating the kind of protection immediately after the
indication of the State (Administrative Instructions Section
202(a)), and the application will be dealt with accordingly in
that State (PCT Rules 4.1(b)(iii) and 4.12). Annex B of the
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“PCT Applicant’ s Guide” indicates, inrespectof each Contract-
ing State, the kinds of protection available

The applicant may, in respect of any designated State
(whosenational law >offers<* the kinds of protection involved
and admits the possibility of seeking two kinds of protection),
mention in the Request >of< two kinds of protection (Box No.
V), together with an indication of the one preferred and the ap-
plication will be dealt with accordingly in that State (PCT
Aricle 44 and PCT Rule 4.12(b)). Annex B of the PCT
Applicant’s Guide indicates, in respect of each Contracting
State, whether this possibility is available. Currently the possi-
bility of seeking two kinds of protection is available only for the
Federal Republic of Germany as a designated State.

The indication on the line of the type of protection desired
is placed directly after the checkbox for the State, Where a title
(patent, certificate, inventor’s certificate, utility certificate) of
addition, is sought, or where the applicant wishes the interna-
tional application to be wreated in any designated State as an
application for a continuation or a continuation-in-part, the fact
must be indicated together with an identification of the parent
application (PCT Rules 4.1(b)(v), 4.13 and 4.14), This indica-
tion is placed in the Supplemental Box and should be clearly
identifiéd as continuing information from Box V regarding the
designation of a specific State. See >SMPEP<§ 1820.07.

1820.06 Priority [R-2]

BCT Article 8
Claiming Prlority
(1) The intemational application may contain e declaration, as prescribed
inthe Regulations, clsiming the priority of one ormore earlier applications filed
inorforiny country party tothe Paris Convention forthe Protection of Industrisl
Propesty.

{2)(2) Subtect to the provisions of subparagraph (b), the conditions for,
and the effect of, any priocrity claim declared under paragraph (1) shall be ag
provided in Asticle 4 of the Stockholm Act of the Paris Convention for the
Protection of Industrial Propesty.

(b) The intemational application for which the priority of one or more
earlier applications filed in or for e Contracting State is claimed may contain the
designation of that State. Where, in the intemational application, the priority of
one or more national applications filed in or for a designated State is claimed,
or where the priority of an intemational applicstion having designated only one
State is claimed, the conditions for, and the effect of, the priority claim in that
State shall be govemed by the national law of that State.

PCT Rule 4.10 Priority Claim

(8) The declaration referred 1o in Article 8(1) shall be made in the request;
it shall comsist of & statement to the effect that the priority of an earlier
application is claimed and shall indicate:

(i) when the earlier spplication is not 8 regionsl or an intemstional
application, the eountsy in which it was filed; when the eatlier application is e
regional or an intemational application, the countsy or countries for whichit was
filed,

(ii) the date on which it was filed,

(iii) the number under which it was filed, and

(iv) when the easlier spplication is s segionsl or an intemutionsl spplica-
tion, the nationad Office or intergovemmentsl osganization with which it was
filed.

(b} If the request does not indicate both

(i) when the esrlier epplication is not a regionsl or an intemational
application, the country in which it was filed; when the earlier application is &
regional or an international application, at least one countey for which it was
filed, and

(ii).the date on which it was filed,

thepriority claim shall, for the purposes of the procedure underthe Treaty,
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be considered not to have been made except where, resulting from an obvious
error, the indication of the said country or the said date is missing or is erroneous;
whenever the identity or correct identity of the said country, or the said date or
the correct date, may be established on the basis of the copy of the earlier
application which reaches the receiving Office before it transmits the record
copy to the Intemational Bureau, the error shall be considered as an cbvious
error.

(c) If the application number of the earlier application is not indicated in
the request but is furnished by the applicant to the Intemational Bureau orto the
receiving Office prior to the expiration of the 16th month from the priority date,
it shall be considered by all designated States to have been furnished in time.

(d) If the filing date of the earlier application as indicated in the request
does not fall within the period of one year preceding the intermational filing date,
the receiving Office, or, if the receiving Office has failed to do so, the Intema-
tional Bureau, shall invite the applicant to ask either for the cancellation of the
declaration made under Anicle 8(1) or, if the date of the earlier application was
indicated erroneously, for the cosrection of the date soindicated, If the applicant
fails to act accordingly within one month from the date of the invitation, the
declaration made under Article 8(1) shall be cancelled ex gfficio.

(e) Where the priorities of several earlier applicatione are claimed, the
provigions of parsgraphs (a) to (d) shall apply to each of them.

PCT Rule 320'¢

_ Withdrawal of the Priorlty Claim
Rule 32%%.1 Withdrawals

(&) The applicant may withdraw the priority claim made in the intema-
tional application under Article 8(1) at any time before the intemational publi-
cation of the international application.

(b) Where the international application contains more than one priority
claim, the applicant may exercise the right provided for in paragraph (a) in
respect of one or more or &l of them.

(c) Wherethe withdrawal of the priority claim, or in the case of morethan
one such claim, the withdrawal of any of them, causes a change in the priority
date of the intemational application, any time limit which is computed from the
original priority date and which has not already expired shall be compuied from
the priority date regulting from that change. In the case of the time limit of 18
months refersed to in Anticle 21(2)(a), the Intemnational Bureau may neverthe-
less proceed with the intemational publication on the basis of the said time limit
as computed from the original priority date if the notice effecting withdrawal
reaches the International Bureau during the period of 15 days preceding the
expiration of that time limit.

(d) Forany withdrawal under paragraph (a), the provisions of Rule 32.1(c)
shall apply mutatis mutandis.

PCT Administrative Instructions Section 302
Priority Claim Considered Not To Have Been Made

Where, owing to failure to mect the requirements of Rule 4.10(b), the
priority claim is, for the purposes of procedure underthe Treaty, considered not
to have been made, the receiving Office shall indicate that fact in the interna-
tional application by enclosing the box in the request Form which provides for
the information conceming the priority claim (or, where the priorities of several
esrlier applications are claimed and not all those priority claims are considered
niot to have been made, the relevant part of the said box) within square brackets
snd entering, in the margin, the words “NOT TO BE CONSIDERED FOR PCT
PROCEDURE" or their equivalent in the language of publication of the intes-
national epplicetion, and ehall notify the applicant accordingly. If copies of the
intemational application have alteady been sent to the International Bureau and
the International Seerching Authority, the receiving Office shall also notify that
Bureau end that Authority, '

PCT Adminlstrative Instructions Section 314
Manner of Indicating and Notiflcation of Correction of the
Prforfiy Dute or Canceilation of the Priority Clalm

{a) Where, in reply to an invitation issued by the receiving Office under
Rule 4.10(d), the applicant corrects the erroneously indiceted filing date of any
earlier application, the receiving Office shall enter the corrected date in the
request, draw a line through the previously entered date while still leaving it
legible and enter, in the margin, the letters “RO.”

(b) Where, under Rule 4.10(d), the receiving Office cancels the declara-
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tionmade under Article 8(1), that Office shail enclose the box in the request Form
which provides for the information conceming the priority claim (or, where the
priorities of several earlier applications are claimed and not all those priosity
claims are cancelled, the relevant part of the said box) within square brackets and
enter, in the margin, the words"CANCELLED ON REQUEST OF APPLI-
CANT” or “CANCELLED EX OFFICIO BY RO,” as the caze may be, or their
equivalent in the language of publication of the intenational application.

(c) Theapplicant and, if copies of the international application have already
been sent to the Intemationsal Bureau and the International Searching Authority,
that Bureau and that Authority shall be notified by the receiving Office of any
comection or cancellation effecied under Rule 4.10(d) by the receiving Office.

PCT Administrative Instructions Section 402
Manner of Indlcating and Notificatior of Correction of the
Priority Date or Cancellation of the Priority Clalim
(2) Where, inreply to sninvitation issued by the International Buresuunder
Rule 4.10(d ), the applicant corrects the erronecusly indicsted filing date of any
earlier application, the Intemational Bureau shall enter the corrected date in the
request, draw a line through the previously entered date while still leaving it
legible end enter, in the margin, the words “INTERNATIONAL BUREAU™.
(b} Where, under Rule 4.10(d), the Internationsl Bureau cancels the
declaration made under Article 8(1), that Bureau shall encloge the box in the
reguest form which provides for the information conceming the priority claim
(or, where the pricrities of several earlier applications ere claimed and not all
thoee priority claims are cancelled, the relevant part of the said box) within
«gqusre brackets and enter, in the margin, the words “CANCELLED ON RE-
QUEST OF APPLICANT" or “CANCELLED EX OFFICIO BY THE INTER-
NATIONAL BUREAU,” as the case may be, or their equivalent in the language
of publication of the international spplication,

-=  (¢) The applicant, the receiving Office and the Intemnations! Searching

Authority shall be notified by the Interational Bureau of eny correction or
cancellation effected under Rule 4.10(8) by the Intemnational Buresu.

(d) Any designated Office which has been notified under Rule 24.2(s) of
the receipt of the record copy shall be notified by the International Buseau of any
correction or cancellation effecied under Rule 4.10(d) by the receiving Office or

" othe Intemnational Burean.

PCT Adminlstrative Instructions Section 408
Prlority Application Number

(%) If the application number of the easlier spplication referved 1o in Rule
4.10(¢) (priority epplication number) is fumished within the preseribed time
limiz, the Intemationsl Buresa chall enter the said number in the space provided
therefor in the request Porm, unless alreedy done by the receiving Office under
Section 319,

(b) i the priority spplicstion number is fumished afierthe expiration of the
prescribed time limit, the Internationat Buresu shall inform the applicant end the
designated Offices of the date on which the said number was fumnished . It shell
indicate the said date in the intemations] publication by including on the front
page of the pamphlet next to the priority spplication number the words “FUR-
NISHEDLATEOHK...(due),” end the equivalent of such words in the language
in which the intemational spplication is published if that language is other than
English,

(c)If the priority spplication number has not been furniched at the time of
the completion of the technical preparations for intemnationsl publicstion, the
Intemnational Buress shall indicete thet fact by including on the front page of the
pamphlet in the space provided for the priority application number the words
“NOT FURNISHED" and the equivalent of such words in the langusge in which
the intemnational applicetion is published if that lengusge is other then English,

PCT Adminfstrative Instructions Section 409
Rotiflcation of Priority Clelm Congldered Not To Have Been
Made

Whete the Intemnational Bureau notes that the receiving Office has failed
o notify the applicant a¢ provided in Section 302, it shall send a notification to
the same effect 1o the spplicant, the receiving Office and the International
Searching Authority.

28 U.8.C, 365 Right of priority; benefit of the filing date of &

grior applfcation.
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(2) In accordance with the conditions and requirernents of section 119 of
this title, a national application shall be entitled to the right of priority based on
a prior filed intemational application which designated at least one country
other than the United States.

(b) In accordance with the conditions and requirement of the first para-
graph of section 119 of this title and the treaty and the Regulations, an
international application designating the United States shall be entitled to the
right of priority based on a prior foreign application, or & prior international
application designating at least one country other than the United States.

(c) In accordance with the conditions and requirements of section 120 of
this title, an international application designating the United States shall be
entitled to the benefit of the filing date of s priornational application or a prior
international application designating the United States, and & national applica-
tion shall be entitled to the benefit of the filing date of a prior international
application designating the United States. If any claim for the benefit of an
earlier filing date is based on a prior international application which designated
but did not originate in the United States, the Commissioner may require the
filing in the Patent and Trademark Office of a certified copy of such spplicatien
together with a translation thereof into the English language, if it was filed in

another language.

Anapplicant who claims the priority of one or more earlier
national or international applications for the same invention
must indicate, in the Request at the time of filing the interna-
tional application, the country in or for which the application
was filed, the date on which it was filed, and its application
number, (PCT Article 8 and PCT Rule 4.10) When the earlier
application is a regional or an international application, the
applicant must also indicate the national Office or intergovern-
mental organization with which it was filed. If the number
cannot be indicated in the Request at the time of filing of the
international application, it must be furnished to the Interna-
tional Bureau at the latest by the expiration of sixteen months
from the priority date.

The applicantmay withdraw any priority claim made in the
international application until the mwmatmnal publication of
the international application (PCT Rule 32), If the signed
notice containing the withdrawal of any priority claim causesa
change in the priority date of the international application (for
the definition of “priority date,” see PCT Article 2(xi)), any
time limit which is computed from the original priority date and
which has not yet expired — for example, the time limit before
which processing in the national phase cannot start — is com-
puted from the priority date resulting from the said change.
Further details are provided in PCT Rule 32"

The date of the filing of the priority apphcauon should be
given by indicating the number of the day by two digits, the
name of the month spelled out in full and the number of the year
in four digits, for example, 05 October 1978 (PCT Adminisira-
tive Instructions, Section 110). The name of the country of
filing should be either the official name or accepted short title
listed in Annex A of the PCT Administrative Instructions. 35
U.S.C. 36§ provides for recognition of priority claims in
international applications.

Applicantisrequired tofile a certified copy of each priority
application. For particulars, see >MPEP<§ 1828.

1820.07 Parent Application or Grant

PCT Rule 4.13 Identification of Parent Application or Parent
Grant

If the applicant wishes his international application to be treated, in any
designated State, as an application for a patent or cenificate of addition,
inventor's certificate of addition, or utility cenificate of addition, ke shall
identify the parent application or the parent patent, pasent inventor’s centificate,
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or parent utility certificate i0 which the patent or certificate of addition,
inventor’s ceriificate of eddition, or utility centificate of addition, if granted,
relates. For the purposes of this paragraph, Article 2(ji) shall not apply.
PCT Rule 4 .14 Continuation or Continuation-in-Part

If the applicant wishes his international application to be treated, in any
designated State, as an application for & continuation or a continuation-in-part
of an earlier application, he shall so indicate in the request and shall identify the
parent application involved.

BoxNo. V and the Supplemental Box should be used where
the applicant has an earlier application in a country designated
in the international application and where special title or treat-
ment of the international application is desired. For exampie, if
the applicant has a pending United States application, the
international application could contain additional subject mat-
ter and be treated as a continuvation-in-part in the United States,
if the United States is designated in the international application
(PCTRule4.14).In this example, the entries to be placed in Box
No. Vwould be as follows: “United States of America; continu-
ation-in-part; and in the Supplemental Box, the entry “Continu-
ation of Box No. V, Parent application for U.S. designation:
United States of America, 20 May 1981, 222,222" should be
inserted.

1820.08 Earlier International or International-
Type Search

PCT Rule 4.11 Reference to Earlier Searck

¥ en intemational or intemational-type search has been requested on an
spplication under Anicle 15(5) or if the applicant wishes the International
Searching Authority to base the intermnationsl search report wholly or in part on
the resulfs of & search, cther then an internations] or international-type search,
made by the national Office or intergovemmental orgenizetion which is the
International Searching Authority competent for the intemational application,
the request shall contein & reference o that fect, Such reference shall either
identify the apolicstion (ozils translation, asthe case may be) in respect of which
the earlier search was made by indicsting country, date and number, or the said
search by indicating, where applicable, date and number of the request for such
seasch.

The United States Patent and Trademark Office performs
an international-type search on all U.S. national applications
filed on and after June 1, 1978. No specific request by the
applicant is required and no number identifying the interna-
tional-type search is assigned by the Office. All earlier U.S.
applications referred to in Box No. VI and Box No. VII as well
as all U.S.applications referred to in separate transmittal letters
will be congsidered by the Office.

Box No. VII should be used to identify related international
applications and U.S. national applications,

1820.09 Different Applicants for Different
Designated States [R-5]

In any international application, different applicants may
beindicated for different designated states, This possibility is of
great practical importance since, for the purposes of the United
States of America, the applicant must be the inventor, whereas,
for the purposes of the other countries currently members of the
Treaty, no such requirement exists (PCT Article 9(3), PCT
Rules 4.6(c) and 18.4 and 35 U.S.C. 373). Where there are
severah applicants, at least one of them must qualify to file an
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international application for each designated State (PCT
Rules18.3, 18. 4(a) and (b)).

If it is desired that different applicants be indicated for
different designated countries, for example, in an application
designating the United States, Sweden and Switzerland, for the
purposes of the United States, the inventor must be the appli-
cant. If the invention has been assigned, the assignee may wish
to be the applicant for Sweden and Switzerland. If in this
example, “A” is the assignee and “B” is the inventor, “A” and
“B” must both be indicated as applicants, A as “Applicant only”
in Box No. Il and B as “applicant and inventor” in Box No. IIL.
The sub-boxes at the bottom of Box No. Il and ITI of the Request
are used to identify different applicants for different designated
countries. In Box No, IIl, “B” would be indicated as the
applicant for the United States of Americaand in Box No. II”A”
would be indicated as the applicant for Sweden and Switzerland
by checking the box labeled “all designated States except the
United States of America”, It should be noted that both “A” and
“B” mustalso sign the Request form or a power of attorney if the
Request is signed by an attorney or agent.

1820.10 Different Inventors for Different
Designated States

Where, because of the provisions of the national law in the
different designated States, it is necessary to indicate different
inventors for different designated States, such information
should be placed in the Supplemental Box as continuing infor-
mation from Box II, III, or I and III as the case may be and be
labeled “‘Different Inventors for Different Designated States.”
(PCT Rule, 4.6(c)). Names of inventors should be indicated
family name first. The States should be named by official titles
or accepted short titles ag listed in Annex A to the PCT Admini-
stration Instructions.

1820.11 Signature of Applicant [R-5§]

PCT Rule 4.15 Signature
The request shall be signed by the applicant.

The request form of an international application must be
signed. The supplemental box may be used if Box No. VIII has
insufficient room for all signatures.

Each applicant must sign either the Request form or a
power of attorney appointing the agent named in Box IV of the
Request. If the latter, the attorney must sign the Request on
behalf of the applicant or applicants signing the separate power
of attorney. Each signature appearing in Box VIIIshouldappear
over the typed name and title of the person signing,

For provisions conceming representation and for particu-
lars regarding powers of attorney see » MPEP<§1808.

1820.12 Check List [R-2]

PCT Admintstrative Instructions Section 313
Documents Fited with the Internationai Application; Maaner of
Marking the Necessary Annotations in the Check List

(a) Any power of attomey and any priority document filed with the
intemational application referred to in Rule 3.3(a)(ii) shall accompany the
record copy; any other document referred to in that Rule shall be sent only st the
specific request of the Intemnational Buresu. If any document referred to in Rule
3.3(a)(ii) which is indicated in the check list as accompanying the intemational
application is not, in fact, filed at the latest by the time the record copy leaves
the receiving Office, that Office shall so note on the check list and the gaid
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indication shall be considered as if it had not been made.

(b) Where, under Rule 3.3(b), the receiving Office itself fills in the check
list, that Office shall enter, in the margin, the words “FILLED IN BY RO,” or
their equivalent in the language of publication of the international application.
Where only some of the indications are filled in by the receiving Office, the gaid
words and each indication filled in by that Office shall be identified by an

asterigk,

When calculating the list of pages, the Notes to the Request
and the fee calculation sheet, form PCT/RQ /101 Annex, are not
counted. Any supplemental sheet used for continuing material,
however, is counted.

Items which accompany the international application
should be identified in this portion. If ransmitial form PTO-
1382 is used, it should be referred to as “transmittal lettes” under
item 7 in Box No. IX.

The figure of drawing which applicant considers to best
illustrate the invention should be identified in Box No. IX for
publication in the >PCT< Gazette and on the front page of the
pamphlet. The figure selection will be reviewed by the Interna-
tional Searching Authority. When the international application
contains only one figure which the applicant wishes to have
Jpublished, the word “sole” should be typed in the space.

The lower box following Box No. IX isto be filled in by the
Receiving Office only to indicate whether drawings are missing

upon filing. (PCT Administrative Instructions, Section 310(a).)

t

ASSIGNMENT DOCUMENT
An assignment document, or a copy thereof, may be filed
withthe Intemational application. The Check List of the Request
form, Box No, IX, item 7, should be marked to indicate that an

- -assignment document has accompanied the International appli-
~cationon filing. (PCT Rule 3.3(a)(ii)) The assignment document

will be transmitted with the Record Copy of the application to the
International Bureau.

It should be noted that U.S. Patent and Trademark Office
records assignments only for International applications in which
the United States is named asadesignated State. (37 CFR 1.331).

The assignment instrument for an International application
must include the indication that the application to which itrelates
isan international application designating the United States. The
assignment instrument and the prescribed fee for recording (37
CFR 1.21) may be filed together with the International applica-
tion. The Receiving Office will route the instrument and fee to
the appropriate organizations for recording.

1823 The Description [R-2]

PCT Article §
The Deserlption
The description shall disclose the invention in s manner sufficiently clear
and eomplete for the invention to be earried out by a person skilled in the art,

PCT Rule §
The Description
5.1 Manner of the Description

(8) The description shall first state the title of the invention as appearing in
the request and shall:

(i) specify the technicsl field to which the invention relates;

(if) indicate the background ast which, as far as known to the applicant, can
be regarded as useful for the understanding, seasching and examination of the
invention, end preferably, cite the documents reflecting such art;

(iii) disclose the invention, as claimed, in such terms thet the technicsl
problem (even if not expressly stated a8 such) and its solution can be understood,
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and state the advantageous effects, if any, of the invention with reference to the
backgronnd art;

(iv) briefly describe the ﬁgures in the drawings, if any; ;

(v} set forth at least the best mode contemplated by the applicant for
carrying out the invention claimed; this shall be done in terms of examples,
where appropriate, and with reference to the drawings. if any; where the
national law of the designated State does not require the description of the best
mode but is satisfied with the description of any mode (whether it is the best
contemplated ornot}, failure to describe the best mode contemplated shall have
no effect in that State;

(vi) indicate explicitly, when it is not obvious from the description or
namure of the invention, the way in which the invention is capable of exploitation
in industry and the way in which it cen be made and used, or, if it can only be
used, the way in which it can be used; the term “industry” is to be understood
in its broadest sense as in the Paris Convention for the Protection of Industrial
Property.

(b) The manner and order specified in paragraph (a) shell be followed
except when, because of the nature of the invention, a different manner or &
different order would result in betier understanding and & more economic
presentation.

(c) Subject to the provisions of paragraph (b), each of the parts referred
to in paragraph (a) shall preferably be preceded by an appropriate heading
as suggested in the Administrative Instructions.

37 CFR 1.435 The description.

(a) Requirements as to the content and form of the dcscnpnon aregetforth
in PCT Rules 5,9, 10 and 11 and Adminisirative Instruction 204, and shall be
adhered to.

(b) In intemational applications designating the United States the de-
scription must contain upon filing an indication of the best mode
contemplated by the inventor for carrying out the claimed invention.

PCT Adminlstrative Insiructions Section 204
Headings of the Parts of the Description

The headings referred 1o Rule 5.1(c) should be as follows:

(i) for matter veferred to in Rule §.1(a)(i), “Technical Field";

(i) for matter referred to in Rule 5.1(a)(ii), “Background An",

(iit) for matter refer red to in Rule 5.1(2)(ii), “Disclosure of Invention™;

(iv) for matter referred to in Rule 5.1(a)(iv), “Brief Description of
Drawings”;

(v) for matter referred to in Rule 5.1(a)(v), “Best Mode for Carrying Out
the Invention”, or, where appropriate, “Mode(s) for Carrying Out the Inven-
li mn;

(vi) for matter referred to in Rule 5.1(a)(vi), “Industrial Applicability.”

The description must “disclose the invention in a manner
sufficiently clear and complete for the invention to be carried
out by a person skilled in the art” (PCT Article 5). PCT Rule §
contains detailed requirements as to the “manner and order” of
the description, which, generally, should consist of six parts
under the following headings: “Technical Field,”“Background
Art,” “Disclosure of Invention,” “Brief Description of Draw-
ings,” “Best Mode of Carrying Out the Invention,””Industrial
Applicability” (PCT Administrative Instruction Section 204.)
The description must begin with the title of the invention as
stated inBox No.Iof theRequest, (PCT Rule 5.) Every fifthline
of typing may be numbered along the left hand side to the right -
of the margin, (PCT Rule 11.8). Both the line numbers and the
text should be between the left and right marging. The page
numbers must be placed at the top of the page but not in the top
margin, (PCT Rule 11.6 (e).) If the United States of Americais
designated, the best mode contemplated by the inventor for
carrying out the invention must be included in the description
(37 CFR 1435).
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1823.01 Reference to Deposited
Microorganism [R-2]
PCT Rule 13

Microbiological inventions
13¥2.1 Definition

For the parposes of this Rule, “reference to & deposited microorganism™
means perticulars given in @ international application with respect to the
deposit of & microorgenism with & depositary institution or to the microorgan-
ism so deposited.
13¥82 References (General)

Any reference to & deposited microorganism shall be made in accordance
withthis Ruleand, if somede, shall be considered as satisfying the requirements
of the nationsl law of each designated State .
13¥83 References: Contents; Failure to Include Reference or Indication

(8) A reference o & deposited microorganism shall indicate,

(i) the name anid address of the depositary institution with which the
deposit was made; '

(ii) the date of deposit of the microorganism with that institution;

(iii) the accestion number given to the deposit by that institution; and

(iv) any additionsl maetter of which the Intemational Bureau has been
notified pursusntto Rule 13%8,7(a)(1), provided that the requirement to indicate
that matter was published in the Gazette in accordance with Rule 13°%.7(c) at

least two months before the filing of the intemational application.

(b) Failure 1o include a reference to 8 deposited microorganism or failure
to include, in & reference o 8 deposited microorganism, an indication in
sccordance with peragraph (o), shall have no conseguence in any designated
Suste whose national Iaw does not require such reference or such indication in

& national Ipplication.
13584 Referances: Time of Furnishing Indications

If eny of the indications referred to in Rule 13 ¥8.3(s) is not included in
areferencetoa deposited microorganism inthe intemational epplication as filed
bat is fumished by the epplicant o the Intemational Buresu within 16 months
afier the priority dats, the indication shall be considered by any designated
Office 1o-have been fumished in time unless its national law requires the
indication 1o be fumished et en easlier time in the case of & nistional application
and the Intemational Buresu has beea notified of such requirement pursuent to
Raule 13%.7(s)(ii ), provided thas the Intemationsl Buresus has published such

requirement in the Gazette in sccordance with Rule 137%.7(c) at lesst two

momihs before the filing of the intemationsl application. In the event that the
spplicantmakes s requestforearly publication uader Anticle 21(2)(b), however,
any degignated Office may consider any indication not fusnished by the time
tuch request is mede es not having been fumished in time. Irrespective of
whether the spplicable time limiz under the proceeding sentences has been
chserved, the Internationsl Buresu shall notify the spplicent and the designated
Offices of the date on which it hes received any indicetion not included in the
internationsl spplicstion as filed. The Intemationsl Buresu shall indicate that
date in the internstional publication of the intemstional application if the
indication has been fuenished to it before the completion of technical prepara-
tions for intemational publication.
1385 Referances and Indications for the Purposes of One or More Designated
States; Differens Deposite for Differens Desigrated States; Deposits with De-
positary Institutions Other Than Those Notified

(s} A referencs to a deposited microorganism shall be considered to be
made for the purposes of all designated Ststes; unless it is expressly made for
the pusposes of ceriain of the designated States only; the sume applies to the
indicstions included i the reference.

(b) References to different deposits of the microorganiom may be made
for different designated States,

() Any designated Office shall be entitled 1o disregard & deposit made
with s depositasy institution other then one notified by it under Rule 13bis. 7(b).
13%8.6 Furnishing of Samples

{8y Where the international spplication contains a reference toa deposited
microorganism, the spplicant shall, upon therequest of the Intemnational Search-
ing Authority or the Internstionsl Preliminary Exsmining Authority, suthorize
and asure the fumishing of & semple of that microorganism by the depositary
institution o the said Authority, provided thet the said Authority has notified the
Intematiorsl Buresu thet it may require the fumishing of samples and that such

semples will be used solely for the purposes of intemational search or inwmaig
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tional preliminary examination, as the case may be, and such notification hes
been published in the Gazette.

(b) Pursuant to Articles 23 and 40, no fumishing of samples of the
deposited microorganism to which a reference is made in an international
application shall, except with the suthorization of the applicant, take place
before the expiration of the applicable time limits after which national process-
ing may start underthe said Articles. However, where the applicant performs the
acts referred to in Anticles 22 or 39 after international publication but before the
expiration of the said time limits, the fumishing of samples of the deposited
microorganism may take place, once the said acts have been performed.
Notwithstanding the previous provision, the fumiching of samples from the
deposited microorganism may tske place under the national law applicable for
any designated Office as soon as, under that law, the international publication
has the effects of the compulsory national publication of an unexamined
national application.

13%8.7 National Requirements: Notification and Publication

(2) Any national Office may notify the Intemational Bureau of any
requirement of the national law,

(i) that any matter specified inthe notification, in addition to those referred
to in Rule 13"".3(3) (), (ii) and (jii), is required to be included in reference to
a deposited microorganism in a national application;

(ii) that one or more of the indications referred to in Rule 13%.3(s) are
required to be included in & national applicetion as filed or are required to be
fumished at & time specified in the notification which is earlier then 16 months
efter the priority date.

(b) Bach national Office shall notify the Intemnational Buresu of the
depositary institutions with which the national law permits deposits of micro-
orgenisms to be made for the purposes of patent procedure before that Office or,
if the national law does not provide for or permit such deposits, of that fact.

(c) The Intemational Bureau shall promptly publish in the Gazeie re-
quirements notified to itunder paragraph (s) and information notified to it under

paragraph (b).

PCT Adminlstrative Instructions Sectlion 209
Indications ag to Depeosited Microorganisms on a Separate Sheet

(2) To the extent that any indication with respect to & deposited microor-
ganism ig not contained in the description, it may be given on & separats sheet.
Whereany suchindication is so given, it shall preferably be on the form provided
in Annex F as form PCT/RO/134 end, if fumished at the time of filing, the eaid
form shall, subject to paragreph (b), preferably be attached to the request and
referred to in the Check List referred to in Rule 3.3(a)(ii).

(b) For the purposes of the Japanese Patent Office, when Japan is desig-
nated, paregraph (g) applies only to the extent that the said form or sheet is
included as one of the sheets of the degcription of the intemutionsl application
at the time of filing.

1824 The Claims [R-2]

PCT Artlcie 6
The Claims
The claim or claims shall define the matter for which protection is sought.
Claims shall be clear and concise. They shall be fully supposied by the

description.

PCT Rule 6
The clatms

6.1 Number and Numbering of Claims
(e} The number of the claims shall be reasonable in consideration of the
nature of the invention claimed.
(b) If there are several claims, they shall be numbered consecutively in
arabic numerals,
(c) The method of numbering in the case of the amendment of claims shall
be govemed by the Administrative Instruciions,
6.2 References to Other Parts of the International Application
() Claims shall not, except where absolutely necessary, rely, in respect
of the technical features of the invention, on references to the description or
drawings. In particular, they shall not rely on such references as: “as degeribed
inpart. . ., of the deseription,” or “as illustrated in figure . . . of the drawinge.”
(b) Where the intemnational applicetion containg drawings, the technical
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features mentioned in the claims shall preferably be followed by the reference
signs relating to such features. When used, the reference signs shall preferably
be placed between parentheses. If inclusion of reference signs does not particu-
larly facilitate quickerunderstanding of a claim, it should not be made. Reference
signs may be removed by a designated Office for the purposes of publication by
such Office.

6.3 Manner of Claiming

(a) The definition of the matter for which protection is sought shall be in
terms of the technical features of the invention.

(b) Whenever sppropriate, claims shall contain:

(i) a statement indicating those technical features of the invention which
are necessary for the definition of the claimed subject matter but which, in
combination, are part of the prior art.

(ii) a characterizing portion - preceded by the words “characterized in that,”
“characterized by,” “wherein the improvement comprises,” or any other words
tothe same effect -stating concisely the technical features which, in combination
with the features stated under (i), it is desired to protect.

(c) Where the nationsl law of the designated State does not require the
manner of claiming provided by paragraph (b), failure to use that manner of
claiming shall have no effect in that State provided the manner of cleiming
sctuaily used satisfies the national law of that State.

6.4 Dependent Claims
(2) Any claim which includes all the features of one or more other claims
(claim in dependent form, hereinafter referred to as “dependent claim™) shall
do so by areference, if possible at the beginning, to the other claim or claims and
, thall then state the edditional feature claimed. Any dependent clam which refers
* o more than one other claim (“multiple dependent claim™) shall refer to such
claims in the slernative only. Multiple dependent claims shall ot serve ag abasis
for any other multiple dependent claim. Where the national law of the national
Office acting as Internstional Searching Authority does not allow multiple de-
“pendert claims to be drafied in a menner different from that provided for in the
preceding two sentences, failure to use that manner of claiming may result in an
indication under Anticle 17(2)(b) in the internationasl search report. Failure touse
the said manner of claiming shall have no effect in & designated State if the
manner of claiming sctually used satisfies the national law of that State,
(b} Any dependent claim shall be construed as including all the limitations

‘ < contained in the claim to which it refers or, if the dependent claim is a multiple

dependert claim, all the limitations contained in the particular claim in relation
to which it is considered.

{c) All dependent claims referring back to 8 single previous claim, and all
dependent claims referring back to several claims shall be grouped together to
the extent and in the mout practical way possible.

6.5 Utility Models

Any designated State in which the grent of s utility model is sought on the
basis of an intemnational applicetion may, instead of Rules 6.1 to 6.4, apply in
respect of the matters regulated in those Rules the provisions of its national law
concerning utility models once the processing of the international application
has started in that State, provided that the applicant shall be allowed at least two
months from the expirstion of the time limit applicable under Article 22 to adapt
kis application to the requirements of the said provisions of the national law.

sPCT Administrative Instructions Section 205
Numbering and Identification of Claims Upon
Amendment

(a) Amendments to the claims under Anicle 19 or Article 34(2)(b) may be
made either by cancelling one o more eatire claims, by adding one or more new
claime or by amending the text of one ormore of the claims as filed, All the claims
gppeasing on s replacement sheet shall be numbered in arabic numerals, Where
& clain is cancelled, no renumbering of the other claims shull be required. In all
cases where claims are renumnbered, they shall be renumbered consecutively,

(5} The applicant chall, in the letter referred to in the second snd third
sentences of Rule 46.5(s) or of Rule 66.8(s), indicate the differences between the
claims as filed and the claims as amended. He shall, in paticuler, indicate in the
said letter, in connection with each claim appesring in the intemational spplica-
tion (it being understood that identical indications conceming seversal claims
may be grouped), whether:

(i) the clsimn is unchanged;

(i) the clsim is cancelled;

(iii) the claim is new;
. (iv) the claim replaces one or more claime as filed;
¢ (v) the claim ig the result of the division of & claim as filed. <
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37 CFR 1.436 The claims.

The requirements as to the content and format of claims are set forth in
PCT An. 6and PCTRules 6, 9, 10 and 11 and shall be adhered to. The number
of the claims shall be reasonable, considering the nature of the invention

claimed.

The claim or claims must “define the matter for which
protection is sought. Claims shall be clear and concise. They
shall be fully supported by the description” (PCT Article 6).
PCTRule 6 contains detailed requirements as to the number and
numbering of claims, the extent to which any claim may refer
to other parts of the international application, the manner of
claiming and dependent claims. As to the manner of claiming,
generally and wherever appropriate, the claims must consist of
two distinct parts, the statement of the prior art and the state-
ment of the features for which protection is sought (“the char-
acterizing portion™).

Multiple dependent claims are permitted in international
applications if they are in the alternative only and do not serve
as a basis for any other multiple dependent claim (PCT
Rule6.4(a),35U.S.C. 112). The claims, being an element of the
application, should start on a new page (PCT Rule 11.4), Page
numbers and line numbers must not be placed in the margins
(PCT Rule 11.6(e)).

The number of claims shall be reasonable, considering the
nature of the invention claimed (37 CFR 1.436).

1825 The Drawings [R-2]
PCT Articie 7
The Drawings
(1) Subject to the provisions of peragraph (2)(ii), drawings shall be
required when they are necessary for the understanding of the invention.
(2) Where, without being necessary for the understanding of the inven-
tion, the nature of the invention admits of llustration by drawings:
(i) the applicant may include such drawings in the intemational applice-
tion when filed,
(ii) any designated Office may require that the applicant file such
drawings with it within the prescribed time limit.

PCT Rule 7
The Drawings

1.1 Flow Sheets and Diagrams

Flow sheets and diagrams are considered drawings.
7.2 Time Limit

The time limit referred to in Article 7(2)ii) shall be reascnable underthe
circumstances of the case and shall, inno case, be shorier than twomonths from
the date of the wrilten invitation reguiring the filing of drawings or additional
drawings under the said provision.

PCT Administrative Instructions Sectlon 316
Procedure In the Case of Missing Drawings

(8) Where the internstional applicetion refers to drawings which in fact
are fiot included in thet application, the receiving Office shall make the
indication referred to in Rule 26.6(a) by sn appropriate marking of the request
Form.

(b} Section 303 (a) shell apply also in the case of drawings received by the
receiving Office on e date laterthan the date on which sheets were firgt recsived
by that Office.

(c) The receiving Office shall, in the case of missing drawings received
within the time limit referred to in Rule 20.2(s)(iii):

(i) effect the required correction of the intemnational filing date, or,
where no international filing date has yet been accorded, of the date of receipt
of the purported intemnational application, end delete the indication made under
paragraph () above;
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(ii)) notify the applicant of the correction effected under item (i) , above;

(iii) where transmitials under Article 12(1) have already been made,
notify theTritemational Bureau and the Intemational Sesrching Authority of any
correction effected under item (i), above, by transmitting a copy of the corrected
first page of the request, and forward copies of the later submitted drawings to
the said Bureau and the said Authority;

(iv) where transmittals under Article 12(1) have not yet been made, attach
a copy of the later submitted drawingg to the record copy and the search copy.

(d) The receiving Office shall, in the case of missing drawings received
after the expiration of the time limit referred to in Rule 20.2(a)(iii) :

(i) notify the applicant of the fact and of the date of receipt of the later
submitted drawings;

(ii) where transmittals under Article 12(1) have already been made,
forward a copy of the Iater submitted drawings to the International Bureau with
the indication that such drawings and any reference to such drawings are not to
be taken into consideration for the purposes of interational processing;

(iii) where transmittals under Article 12(1) have not yetbeen made, attach
acopy of thelater submitted drawings to the record copy withthe indication that
such drawings and any reference to such drawings are not to be taken into
consideration for the purposes of intemational processing.

37 CFR 1.437 The drawings.

(a ) Subject to paragraph (b) of this section, when drawings are necessary
for ihe understanding of the invention, or are mentioned in the description, they
must be part of en intemnationel application as originelly filed in the United
States Reseiving Office in orderto maintain the intemational filing date during
the nationel stage (PCT Ast. 7).

(b) Drawings missing from the application upon filing will be accepted if
such drawings are received within 30 days of the date of first receipt of the
incompletg papere, If the missing drawings are received within the 30-day
period, théirternational filing date shall be the date on which such drawings are
received, If such drawings are not timely received, all references to drawings in
the intemational application chall be considered non-existent (PCT Art, 14(2),
Administrative Instruction 310).

{(c) The physical requirements for drawings are set forth in PCT Rule 11
and shall be adhered to.

Any international application must contain drawings
“when they are necegsary for the understanding of the inven-
tion” (PCT Asticle 7(1), 37 CFR 1.437). However, even where,
without being necessary for the understanding of the invention,
the nature of the invention admits of illustration by drawings,
the applicant may include such drawings and any designated
Office may require the applicantto file such drawings during the
national (or regional) phase. Flow sheets and diagrams are
congsidered drawings (PCT Rule 7.1). The drawing sheets must
be numbered in a separate serieg either as 1/3 ,2/3,3/3 10
indicate one of three, two of three and three of threeor 1,2, 3.
The drawings in an international application mustbe on A4 size
sheets of paper which must be flexible, strong, white, smooth,
non-shiny and durable (PCT Rules 11.3 and 11.5). The space
used for illustration on each sheet must not exceed 26,2 cm., by
17.0¢m. (PCT Rule 11.6(c)). One figure of the drawings should
be indicated in the Request Box No. IX for use on the front page
of the published application to accompany the absteact (PCT
Rules3.3(a)(iii) and 48.2(d)).

1826 The Abstract [R-2}
PCT Rule 8
The Abstract
§.1 Contents and Form of the Abstract
(&) The abstract shall consist of the following:

(i) & summary of the disclosure as contained in the description, the
claims, and any derawings; the summary shell indicate the technical field to
whichthe mvemzonpmmmmdnmnbedm'wd ina way which allowsthe clesr
understanding of the technical problem, the gist of the solution of that problem
through tHe invention, and the principal use or uses of the invention;
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(ii) where applicable, the chemical formula which, among ail the formu-
lae contained in the intemational application, best characterizes the inventioa.

(b) The abstract shall be as concise as the disclosure permits (preferably
50to 150 words if it is English or when translated into English).

(c) The abstract shall not contain siatements on the alleged mesits or value
of the claimed invention or on its speculative application.

(d) Each main technical feature mentioned in the abstract and illustrated
by a drawing in the intemational application shall be followed by & reference
gign, placed between parentheses.

8.2 Figure

(a) If the applicant fails to make the indication referred to in Rule
3.3(a)(iii), or if the Intemational Searching Authority finds that s figure or
figures other than that figure or those figures suggested by the applicant would,
among all the figures of all the drawings, better characterize the invention,
it shall, subject to paragraph (b), indicate the figure or figures which
should accompany the abstract when the latter is published by the Inter-
national Bureau. In such case, the abstract shall be accompanied by the
figure or figures so indicated by the International Searching Authority.
Otherwise, the abstract shall, subject to paragraph (b), be accompanied
by the figure or figures suggested by the spplicant.

(b) If the Intemational Searching Authority finds that none of the figures
of the drawings is wseful for the understanding of the abstract, it shall notify the
Intemational Bureau accordingly. In such case, the sbsiract, when published by
the International Bureau, shall notbe accompanied by eny figure of the drawings
even where the applicant hae made a suggestion under Rule 3.3(a)(iii).

8.3 Guiding Principles in Drafting

The abatract shall be so drafted that it can efficiently serve as s scenning
tool for purposes of searching in the particular art, especially by assisting the
scientist, engineer or researcher in formulating an opinion on whether there is
8 need for consulting the intemational application itself.

37 CFR 1.438 The abstract.

(2) Requirements as to the content and form of the abatract are set forih in
PCT Rule 8, and shall be adhered to.

(b) Lack of an abstract upon filing of an international application will not
affect the granting of a filing date, However, failure to fumish an ebatract within
one month from the date of the notification by the Receiving Office will result
in the international epplication being declared withdrewn,

The abstract must begin on a new sheet following the
claims (PCT Administrative Instruction Section 207). It must
consist of a summary of the disclosure as contained in the de-
scription, the claims and any drawings (PCT Article 3(3)).
Where applicable, it must also contain the most characteristic
chemical formula, The abstract must be as concise as the disclo-
sure permits (preferably 50 to 150 words in English), It must be
so drafted that it can efficiently serve as a scanning tool for the
purposes of searching in the particular art. These and other
requirements concerning the abstract are spelled out in detail in
PCT Rule 8 (37 CFR 1.438).

SUMMARY OF ABSTRACT REQUIREMENTS

Preferably 50-150 words, but not more that 250. Should
contain —
1. Indication of field of invention.
2, Clear indication of the technical problem.
3. Gist of invention’s solution of the problem,
4, Principal use or uses of the invention,
5. Reference numbers of the main technical features,
6. Where applicable, chemical formula which best charac-
terizes the invention,
Should not contain —
1. Superfluous language.
2. Legal phraseology such as “said” and “means.”
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3. Statements of alleged merit or speculative application.
4. Prohibited items as defined in PCT Rule 9.

" 1827 Fees [R-5]
PCT Rule 14
The Transmittal Fee

14.1 The Transmittal Feé

(a) Any receiving Office may require that the applicant pay a fee to it, for
its own benefit, for receiving the intemational application, transmitting copies to
the International Bureau and the competent International Searching Authority,
and performing all the other tasks which it must perform in connection with the
intemational application ir its capacity of receiving Office (“transmittal fee™).

(b) The amount and the due date of the transmittal fee, it any, shall be fixed
by the receiving Office.

PCT Rule 15
The International Fee

15.1 Basic Fee and Designation Fee

Each international application shall be subject to the payment of a fee for
the benefit of the International Bureau (“international fee) tobe collected by the
receiving Office and congisting of,

(i) a “basic fee,” and

(ii) as many “ designation fees” as there are national patents and regional
Datents sought by the applicant in the intemnational application, except that,
where Article 44 applies in respect of & designation, only one designation fee
shall be due,

15.2 Amounits
.. (a)Theamounts of the basicfee and of the designation fee areas get out in
the Schedule of Fees.

(b) The amounts of the basic fee and of the designation fee shall be
established, for each receiving Office which, under Rule 15.3, prescribes the
payment of those fees in a currency or currencies other thet Swiss cumrency, by
the Director General after consultation with that Office and in the currency or

- cumrencies prescribed by that Office (“preseribed currency™).The amounts in

- each prescribed currency shall be the equivalent, in round figures, of the amounts
in Swiss currency set cut in the Schedule of Fees, They shall be published in the
Gezette.

(¢} Where the emounts of the fees st out in the Schedule of Fees are
changed, the corresponding amountsin the prescribed currencies shall be applied
from the same dste as the amounis set out in the amended Schedule of Fees,

(4) Where the exchange rate between Swiss currency and any prescribed
currency becomes different from the exchange rate lagt applied, the Director
General shall establish new amounts in the prescribed currency according 10
directives given by the Assembly, The newly established amounts shall become
applicable two months after the date of their publication in the Gazette, provided
that the interested Office and the Director General may agree on s date falling
during the said two-month period in which case the said amounts shall become
applicable for that Office from that date,

15.3 Mode of Payment

The international fee shall be payable in the currency or currencies
prescribed by the receiving Office, it being understood that, when transferred by
the seceiving Office 1o the International Bureau, the amount transferred shall be
freely convertible into Swiss currency.

15.4 Time of Paymens ‘

(8} the basic fee shall be paid within one month from the date of receipt
the intemational application.

(b) The designation fee shall be paid:

(i) where the international application does not contain 8 priority claim
under Anticle 8, within onie year from the feceipt of the intemational epplication,

(iiy where the international spplication containg & priority claim under
Article 8, within one yese from thepriority dete or within one month from the date
of receipt of the intemational application if that month expires after the expira-
tion of one year from the priority date,

(c) Where the basic fee or designation fee is paid later than the date on
which the intemational application was received snd where the amount of that
fee is in the currency in which it is,payable, higher on the date of payment (“the

* higher smount”) than it was on the date on which the intemational application
was received (“the lower amount™),
t (i) the lower amount shall be due if the fee is paid within one month from
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the date of receipt of the international application,

(ii) the higher amount shall be due if the fee is paid Iater than one month
from the date of receipt of the intemational application.

(d)If, on February 3, 1984, paragraphs (2) and (b) are not compatible with
the national law applied by the receiving Office and as long as they continueto
benot compatible with that law, the basic fee shall be paid on the date of receipt
of the international application and the designation fee shall be paid within one
year from the priority date.

15.5 (Deleted)
15.6 Refund
(2 ) The international fee shall be refunded to the applicant if the deter-
mination under Article 11(1) is negative.
(b) In no other case shall the intemational fee be refunded.

PCT Rule 16
The Search Fee
16.1 Right to Ask for a Fee
(a) Each Intemational Searching Authority may require that the
applicant pay a fee (“search fee”’) for its own benefit for camying out the inter-
national search and for performing all other tasks entrusted to International
Searching Authorities by the Treaty and these Regulations.

(b) The search fee shall be collective by the receiving Office. The said fee
shall be payable in the currency or currencies prescribed by that Office (“the
receiving Office currency”), it being understood that, if any receiving Office
currency is not that, or one of those, in which the Intemational Searching
Authority has fixed the said fee ( “the fixed corrency or currencies”), it shall,
whentransferred by the receiving Office to the International Seasching Author-
ity, befreely convertible into the currency of the State in which the International
Searching Authority has its headquarters (“the headquarters currency"). The
amount of the search fee in any receiving Office currency, other then the fixed
currency or currencies, shall be established by the Director General after
consultation with that Office. The amounts go established shall be the equiva-
lents, in round figures, of the amount established by the International Searching
Authority in the headquarters currency. They shell be published in the Gazette,

(c) Where the emount of the search fee in the headquariers currency is
changed, the corresponding amounte in the receiving Office currencies, other
than the fixed currency or currencies, shall be applied from the came date as the
chenged amount in the headquarters currency.

(d) Where the exchange rate between the headquarters currency and any
receiving Office currency, other than the fixed currency or currencies, becomes
different from the exchange rate last applied, the Director General shall
establish the new amount in the said receiving Office currency according to
directives given by the Assembly. The newly established amount shall become
applicable two months after its publication in the Gazette, provided that any
interested receiving Office and the Direcior General may agree onadate falling
during the said two-month period in which case the said amount shall become
applicable for that Office from that date.

(e) Where, in respect of the payment of the search fee in a receiving Office
cusrency, other than the fixed currency or currencies, the amount aciually
received by the Intemational Searching Authority in the headquarters currency
is less than that fixed by it, the difference will be paid to the International
Searching Authority by the International Bureau, whereas, if the amount
actually received is more, the difference will belong to the Intemational
Buresu.

(f) Asrothetime of psyment of the search fee, the provisions of Rule 15.4
relating 1o the basic fee shall apply.

16.2 Refund

The search fee shall be refunded to the applicant if the determination

under Asticle 11(1) ig negative.
16. 3 Partial Refund

Where the intemational application claims the priority of an earlier
international application which has been the subject of an international search
by the same Intemnational Searching Authority, that Authority shall refund the
gearch fee paid in connection with the later international application to the
extent and under the conditions provided for in the agreement under Article
16(3)(b), if the intemational search report on the later intemational application
could wholly or panly be based on the results of the intemational search
effected on the earlier interational application.
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PCT Rule 27
Lack of Payment of Fees
27.1 Fees (2)

For the purposes of Anicle 14(3)(a), “fees prescribed under Article
3(4)(iv)” means: the transmittal fee (Rule 14), the basic fee part of the
intemnationsl fee (Rule 15.1(i)), and the search fee (Rule 16).

(b) For the purposes of Anicle 14(3)(a) and (b), “the fee prescribed under
Anicle 4(2)" means the designation fee part of the international fee (Rule
15.1(ii)).

PCT Rule 96
The Schedule of Fees
96.1 Schedule of Fees Annexed to Regulations
The amounts of the fees referred to in Rules 15 and 57 shall be expressed
in Swiss currency . They shall be specified in the Schedule of Fees which is
annexed to these Regulations and forme an integral part thereof.

SCHEDULE OF FEES
(EFFECTIVE JANUARY 1, 1986)
1. Basic Fee
(Rule 15. 2(a))
if the intemnational
spplication containg not more
than 30 sheets 706 Swiss francs
if the intemational application contains ‘
more then 30 sheets 706 Swiss francs plus
14 Swiss francs for each
- sheet in excess of 30
- shests
2, Designation Fee:
Rule 15.2 (a)) 171 Swiss francs per
designation for which the
e fee is due, with &

- maximum of 1,710 Swiss
francs, any such designe
tion in excess of 10 being
free of chagge

3. Handling Fes:
(Rule 57.2(e)} 216 Swiss francs
4. Supplement to the Handling Fee:
(Rule 57.2(%)) 216 Swiss Francs
SURCHARGES
5. Surcharge for lste payment:
Rule 16%.2(a)) Minimum 268 Swiss
francs
Maximum: 674 Swiss
francs

Note that effective July 1, >1987<, the “prescribed cur-
rency” and amounts for filing in the United States Receiving
Office are in U.S. dollars as follows (PCT Rule 15.2(b));

Bagic Fee (application up to 30 sheets)............ >$485.00<

Fee for each sheet in excess of 30 sheets.........> $10.00<

Designation Fee (per country orregion up to ten>$120.00<

Degignation Fee (for 11th and subsequent countries or
FEEIONS) veree weenseneennnNO Charge

Applicants should check the most recent issue of the
Official Gazette for any changes in the amounts of the fees.

Fees Associated with International Applications. — There
are three kinds of fees which must be paid to the United States
Patent and Trademark Office in connection with the filing and
procesging of international applications in the United States
Receiving Office:
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A transmittal fee — for the benefit of the Receiving Office
forreceiving, processing, and transmitting copies of the interna-
tional applications (PCT Rule 14), '

A search fee — for the benefit of the International Search-
ing Authority for carrying out the international search and
preparing an international search report (PCT Rule 16); and

An international fee which includes a basic fee portion and
a designation fee portion for each State designated — for the
benefit of the International Bureau for performing the tasks
required of it under the PCT (PCT Rule 15).

When an international application is filed with the U.S.
Patent and Trademark Office as a Receiving Office, the trans-
mittal fee, the search fee, and the basic fee portion of the inter-
national fee are due upon filing of the application and may be
paid within one month thereafter (35 U.S.C. 361(d)). The
designation fee portion of the international fee must be paid
within one year of the priority date >or within one month of
filing, whichever is later<,

The amounts of the transmiital fee (PCT Rule 14.1) and the
search fee (PCT Rule 16.1) set forth in 37 CFR 1.445 are
intended to cover the costs of performing the required functions
in the U.S. Patent and Trademark Office and are as follows:

Transmittal fE€ ...ovuvmrnrrnssnenrererrerrsneerersssnssssssssassns $170.00

Search fee ......>$520.00<*, or >$350.00<* if a corre-
sponding U.S. national application has been filed.

The amount of the basic fee portion of the international fee
is >$485.00<* for an international application containing up to
thirty sheets, with an additional charge of $10.00 per sheet for
each sheet in excess of thirty (PCT Rule 15.2(b)). Although all
designated States must be named at the time the international
application is filed, the payment of the designation fee portion
of the international fee need not be paid on filing but must be
paid to the Receiving Office, at the latest, within one year of the
pricrity date. The designation fee portion of the international fee
is> $120.00<* for each State or group of designated States for
which the same regional patent is sought (PCT Rule 15.2(b)). In
other words, only one * designation fee is due for all countries
for which European patent protection is desired. The maximum
amount due for designation fees is >$1,200.00<*, any designa-
tion in excess of 10 being free of charge.

Fees may be paid by check (37 CFR 1.23) or be charged
against a Patent and Trademark Office Deposit Account (37
CFR 1.25).

REFUND OF FEES

There is no provision in the PCT concerning the possibility
of asking for a refund of the transmital fee, The search fee and
the international fee (both the basic fee and the designation fees)
will be refunded where the Receiving Office refuses to “accord”
an “international filing date” (PCT Rules 15.6 and16.2). Such
refusal will occur, generally speaking, where the international
application is defective in certain respects. Where a (later)
international application claims the priority of another (earlier)
U.S. national application which has been the subject of search
by the U.S. and the U.S. International Searching Authority will
carry out the search on the later application, areduced search fee
of >$350.00<* is set in respect of the later application (37 CFR
1.445(a)(2)).
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FEE CALCULATION SHEET (FORM PCT/RO/101
ANNEX

This sheet is not counted as a part of the international
application for purposes of determining the amount of the Basic
International fee (PCT Rule 15.2(a)).

The instructions for use of this form are printed on the
reverse side of the form. When calculating fees, the latest issue
of the Official Gazette should be consulted to determine the
current level of the PCT fees.

1827.01 Advance for Unpaid Fees [R-2]

PCT Rule 16
Advancing Fees by the International Bureau
16'2, 1 Guarantee by the International Burean

(2) Where, by the time they are due under Rule 14.1(b}, Rule 15.4 (a) and
Rule 16.1(f), the receiving Office finds that in respect of an intemational
application no fees were paid to it by the applicant, or that the amount paid to it
by the applicant iz less than what is necessary to cover the transmittal fee, the
bagic{eeand the search fee, thereceiving Office shall charge the amount required
1o cover those fees, or the missing part thereof,, to the Intemational Bureau and
, Shall consider the said emount as if it had been paid by the applicant at the due
time,
(b) Where, by the time they are due under Rule 15.4(b), the receiving
Office finds that in respect of an international application the payment made by
the applicant is insufficient 1o cover the designation fees necessary to cover all
“Yhe designations, the receiving Office shall charge the emount required to cover
those fzee 1o the Intemnational Burean and shall consider that amount as if it has

been paid by the spplication at the due time.
(c) The Internationsl Busesu ghall transfer from time to time to each
receiving Office an smount which is expected to be necessary for covering any
chasges that the receiving Office has to make under paragraphs (a) and (b). The

" = amount and the time of such trensfers shall be determined by esch receiving

“ Office according to its own wish. The charging of any amount under paragsephs
(&) and (b) shall not require any advanice notice to, or any agreement by, the Inter-
nstionst Burese,

166.2 Obligations of the Applicant, Etc,

(a) The Intemationsl Bureau shall promptly notify the applicant of any
amount by which it was charged under Rule 16%.1(2) and(b) and shall invite him
to pay to it, within one moath from the daze of the notification, the said amount
sugmented by e surcharge of 50%, provided that the surcharge will not be less,
and will not be more, than the amounts indicated in the Schedule of Fees. The
notification may refer to the charges made both under Rule 16%,1(s) and () or,
st the discretion of the International Bureau, there may be two separate notifica-
tions, one referring to charges made under Rule 16%.1(a), the other refesring to
charges made under Rule 16 %.1(b).

(b) If the spplicent fails to pay, within the said time limit, to the Intema-
tional Bureau the smount claimed, or pays less than what is needed to cover the
transmittal fee, the basic fee, the sesrch fee, one designation fee and the
surcherge, the Intemnational Burean shell notify the receiving Office accordingly
end the receiving Office shall declare the imtemational spplication withdrawn
vnder Anticle 14(3)(a) and the receiving Office and the Intemational Bureau shall

g5 provided in Rule 29,

(c) If the applicant pays, within the said time limit, to the Intemational
Buresu &n amount which is more than what is needed to cover the fees and
surcharges referred to in paragraph (b) but less then what is needed to cover all
the designations meintained, the Intemastional Buresu shall notify the receiving
Offiee accordingly andthe receiving Office shall apply the smount paid inexcess
of what is needed o cover the fees and gurcharge referred to in pasagraph (b) in
u order which shall be established as follows:

(iy where the spplicant indicates to which designation or designations the
amount is to be applied, it shall be applied accordingly but, if the amount received
is insufficient to cover the designations indicated, it shall be applied 10 as many
designations as ase covered by it inthe order chosen by the applicantin indicating

- the designations;
+ (i) tothe extent that the applicant has not given the indications under item
€i), the armount or the balance thereof shall be applied to the designations in the
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order in which they appear in the international application;

(iii) where the designation of a State is for the purposes of a regional
patent and provided that the required designation fee is, under the preceding
provisions, available for that designation, the designation of any further States
for which the same regional patent is sought shall be considered as covered by
that fee.

The receiving Office shall declare any designation not covered by the
amount paid withdrawn under Article 14(3)(b) and the receiving Office and the
Intemnational Bureau shall proceed as provided in Rule 29.

Rule 16°* was added to provide greater security to the
applicant and his professional representative in the case of a
mistake (as to the prescribed amount) or delay (beyond the
prescribed time limit) in the payment of fees to the Receiving
Office (transmitial fee, search fee, basic fee and designation
fees). The system introduced by the Rule guarantees that any
such mistake or delay will not result in a loss of rights without
the International Bureau of WIPQ first having issued an invita-
tion to the applicant to pay any amount that was missing when
the time for payment expired. Payment pursuant to such an in-
vitation will be subject to a surcharge which in general will be
equal to 50% of the missing amount but which will have an
upper limit of 674 Swiss francs and a lower limit of 268 Swiss
francs. Any payment made in conformity with such an invita-
tion will be regarded as if it had been made within the prescribed
— but, in fact, missed —time limit.

The new system operated in the following fashion.
Where the receiving Office finds the amount paid to be insuf-
ficienttocoverall fees due, theReceiving Office will charge the
International Bureau with the amount due, The International
Bureau will then notify the applicant of the amount it has
advanced and will invite the applicant to pay the International
Bureau the amount advanced together with a 50% surcharge,
provided that the surcharge can not be less than 268 Swiss
francsormorethan 674 Swissfrancs (see the Schedule of Fees.)
If the applicant does not timely pay the required amount to the
International Bureau, the International Bureau will notify the
Receiving Office which will then declare the international
application or certain designations withdrawn,

If applicant decides not to pay certain designation fees,
itis requested that a letter be sent to the Receiving Office spe-
cifically withdrawing such designations. If no such withdrawal
letterisreceived and some designations remain unpaid one year
after the priority date, the procedure under PCT Rule 16 will
be used.

1828 Priority Document [R-§]
PCT Rule 17
The Prlority Document
17.1 Obligation to Submit Copy of Earlier National Application

(&) Where the priority of an easlier national application is claimed under
Asticle § intheinternational application, a copy of the said national application,
cettified by the authority with which it wag filed (“the priority document"),
shall, unless already filed with the receiving Office, together with the interna-
tional application, be submitted by the applicant to the Intemational Bureau or
to the receiving Office not later than 16 months afterthe priority date or, in the
cage referred to in Article 23(2), not later than at the time the processing or
examination is requested,

(b) Where the priority document ig issued by the receiving Office, the
applicant may, instead of submitting the priority document, request the receiv-
ing Office to transmit the priority document to the Intemational Bureau. Such
request shall be made not later that the expiration of the applicable time limit
refesred to under paragraph (a) and may be subjected by the receiving Office
to the payment of & fee,
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(c) If the requirements of neither of the two preceding paragraphs are
complied with, any designated State may disregard the priority claim.
17.2 Availability of Copies

(2) The Intemnational Bureau shall, atihe specific request of the designated
Office, promptly but not before the expiration of the time limit fixed in Rule
17.1(a), fumish a copy of the priority document to that Office. No such Office
shall ask the applicant himself to fumish it with a copy, except where it requires
the fumishing of a copy of the priority document together with a cenified
translation thereof. The epplicant shall not be required to fumish a certified
translation to the designated Office before the expiration of the applicable time
limit under Article 22.

(b) The International Bureau shall not make copies of the priority docu-
ment available to the public prior to the international publication of the intema-
tional application.

(c) Pardgraph (a) and (b) shall apply also to any earlier international
application whose priority is claimed in the subsequent international applica~
tion.

PCT Administrative Instructions Section 411
Recelpt of Priority Document

>(z) Subject to paragraph (b), the Intemational Bureau shall record the
date on which the priority document has been received by it and shall notify the
applicant end the designated Offices sccordingly.

(b) Where the pricrity document has been received by the Intemndional
Bureau fyom the receiving Office after the expiration of 16 months from the
priority date, the date of receipt by the receiving Office of the priority document
orthe date of a request under Rule 17.1(b), asthe case may be, shall be recorded
as the date of receipt of the priority document.

(c) Where the date of receipt of the priorily document is later then the date
of expirdlion of the time limit referved to in Rule 17.1(a), the Intemational
Bureau shall notify the applicant 2nd the designated Offices accordingly.

{d) Where, within the time limit referred to in Rule17.1(a), the Intema-
tional Bureat has not received the priority document and the receiving Office
hag received neither the priority document nor & request (together with any
required fee) to transmit the pricrity document, the Intemnational Bureau shall
netify the applicant and the designated Offices accordingly.<

37 CFR 1.451 The priority clafm and priority document in an
fnternational appilestion.

(8) The claim for priority must be made on the Request (PCT Rule 4.10)
in amanner complying with Sections 110and 201 of the Administrative Ingtruc-
tione.

(b) Whenever the priority of an eadlier United States national application
is claimed in an imernational application, the applicant may request in & letter
of uenemittal sccompanying the internstional application upon filing with the
United Ststes Receiving Office, or in a separate letter filed in the Receiving
Office notlater than 16 months afies the priosity date, that the Paterz and Trade-
mark Office prepare a certified copy of the national application for transmittal
to the Intemastional Burean (PCT Arucle 8 and PCT Rule 17). The fee for
preparing & centified copy is stated in §1.19(2)(3) and (b)(1).

(e} If a certified copy of the priority document is not submitted together
with the intemational epplication on filing,or, if the priority application was
filed in the United States snd a request and appropriate payment for preparation
of such s certified copy donot accompany the intemnational application on filing
or are not filed within 16 monthe of the priority date, the cenified copy of the
priotity document must be furnished by the applicant tothe Intemationsl Bureau
of to the United States Receiving Office within the time limit spzcified in PCT
Rule17.1(g).

Under the PCT procedure, the applicant may file the certi-
fied copy of the earlier filed national application together with
the international application in the Receiving Office for trans-
mittal with the Record Copy, or alternatively the certified copy
may be submitted by the applicant to the International Bureau or
the Receiving Office not fater than 16 months after the priority
date or, if the applicant has requested early processing in any
Designated Office, not later than the time such processing or
examirfation is requested. The International Bureau will nor-
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mally furnish copies of the certified copy to the various Desig-
nated Offices so that the applicant will not normally be required
to submit certified copies to each designated Office.

Under 37 CFR 1.451, applicant may request, on filing the
international application, that the United States Receiving Of-
fice prepare and transmit a certified copy of a U.S. national
application, the priority of which is claimed, to the International
Bureau. The United States Receiving Office will prepare and
transmit the certified copy provided that the fees for copying and
certification are paid. See > MPEP<§1830, item (1).

Applicants may also request the Unites States Receiving
Office to prepare and transmit to the International Bureau a
certified copy of a priority application filed in the U.S. by
checking Box No. VI of the Request form and by paying or
authorizing the payment of the fee therefor. The fee Calculation
Sheet annexed to the Request form has a check box for author-
izing charges for preparation of certified copies of priority
applications to a Deposit Account. The fee for a certified copy
of a priority application is set forth in 37 CFR 1.19(a)(3) and
®XD.

1830 PCT International Application
Transmittal Letter [R-§]

A PCT international application transmittal letter, form
PTO-1382, isavailable free of charge for applicants to use when
filing PCT international applications with the United States
Receiving Office. The form is intended to simplify the filing of
PCT international applications by providing a one-page letter
which covers the most common requests and concerns of appli-
cants. Specifically covered are:

(1) Requests under 37 CFR 1.451 for preparation and
transmittal to the International Bureau of certified copies of the
U.S. national applications, the priority of which is claimed in
international application;

(2) Choice of Searching Authority to conduct the Interna-
tional search. Currently, applicants may choose either the U.S,
Patent and Trademark Office or the European Patent Office as
the Searching Authority.

(3) Authorizations for any required additional * fees re-
quested by the United States International Searching >or Inter-
national Preliminary Examining< Authority to be chargedtoa
Deposit Account subject to oral confirmation of the authoriza-
tion. It should be noted that if the European Patent Office is
chosenasthe >International< Searching >or Preliminary Exam-
ing< Authority, any supplemental search fees requested by that
office are payable directly to the European Patent Office.

(4) Indications of information concerning differences in
disclosure, if any, between the international application and
related applications to assist in determining any foreign trans-
mittal licensing requirements as well as for other purposes; and

(5) Requests for foreign transmittal license,

1832 License Request for Foreign Filing
Under the PCT [R-2]

A license for foreign filing is not required to file an inter-
national application in the United States Receiving Office but
may be required before the applicant or the U.S, Receiving
Office can forward a copy of the international application to a
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foreign patent office, the International Bureau or other foreign
authority (35U.S.C. 368,37 CFR 5.1 and 5.11). A foreign filing
license to permit transmittal to a foreign office or international
authority is not required if the international application does not
disclose subject matter in addition to that disclosed in a prior
U.S. national application filed more than six months prior to the
filing of the international application ( 37 CFR 5.11(a)(2)). In
all other instances, the applicant should petition for a license for
foreign filing (transmittal) (37 CFRS.12) and if appropriate,
identify any additional subject matter in the international appli-
cation which was not in the earlier U.S. national application (37
CFER 5.14 (c)). This request and disclosure information may be
supplied on the PCT international application transmittal letter,
form PTO-1382.

If no petition or request for a foreign filing license is
included in the international application, and it is clear that a
license is required because of the designation of foreign coun-
tries and the time at which the Record Copy must be transmitted,
it is current Office practice to construe the filing of such an
international application to include a request for a foreign filing
license. If the license can be granted it will be issued without
further correspondence. If no license can be issued, or fusther
information is required, applicant will be contacted. The auto-
matic request for a foreign filing license does not apply to the
filing of a foreign application outside the PCT.

EFFECT OF SECRECY ORDER

If a secrecy order is applied to an international application,
the application will not be forwarded to the International Bureau

-. gslong as the secrecy order remains in effect (PCT Article 27(8)
‘and 35 U.S.C. 368). If the secrecy order remains in effect, the

international application will be declared withdrawn (aban-
doned) because the Record Copy of the international application
was not received in time by the International Bureau (37 CFR
5.3(d), PCT Asticle 12(3) , and PCT Rule 22.3). It is, however,
possible to save the U.S. filing date, if the United States of
America has been designated, by fulfilling the requirements of
35 US.C. 371(c).

1840 International Stage Time Limits [R-5]

PCT Arsticle 47
Time Limits

(1) The details for computing time limits referred to in this Treaty are
govemed by the Regulations.

(2)(a) All time limits fixed in Chapters I and II of this Treaty may, ouiside
sny revision under Article 60, be modified by & decision of the Contracting
States,

() Such decisions shall be made in the Assembly or through voting by
esrrespondence and must be unsnimous.

(€) The details of the procedure are governed by the Regulations.

PCT Article 46
Delsy in Meeting Certaln Time Limits

(13 Where any time limit fixed in this Treaty or the Regulations is not met
beceuse of interruption in the meail service or unsvoidable loes or delay in the
mail, the timne fimit shell be deemed tobe met in the cases snd subject tothe proof
and other conditions preseribed in the Regulations,

(2)(ay Any Contracting State shall, ag far ag that Stste is concemed, excuge,
for ressons admitted under its national law, any delay in meeting any time limit.

. (b) Any Contracting State may, as far as that Stete is concemed, excuse,

for reasons other thas those referred to in subparagraph (a), any delay inmeeting
sy time limit.

1800-39

PCT Rule 79
Calender

79.1 Expressing dates

Applicants, national Offices, receiving Offices, International Searching
and Preliminary Examining Authorities, and the International Buresu, shall, for
the purposes of the Treaty and the Regulations, expreas any date in terms of the
Christian ers and the Gregorian calendar, or, if they use other eras and
calendars, they shall also express any date in terms of the Christian era and the
Gregorian calendar.

PCT Rule 80
Computatlon of Time Limlts
80.1 Periods Expressed in Years

When s period is expressed as one year or & certain number of years,
computation shall stast on the day following the day on whichthe relevant event
occurred, and the period shall expire in the relevant subsequent year in the
month having the same name and on the day having the same number as the
month and the day on which the said event occurred, provided that if the
relevant subsequent month has no day with the same number the period shall
expire on the last day of that month,

80.2 Periods Expressed in Months

When a period is expressed as one month or a certain number of months,
computation shall start on the day following the day on which the relevant event
occurred, and the period shall expire in the relevent subsequent month on the
day which hag the same number as the day on which the said event occurred,
provided that if the relevant subsequent month has no day with the seme number
the period shall expire on the last day of that month.

80.3 Periods Expressed in Days

When a period is expressed as a certainnumber of days, computation shall
start on the day following the day on which the relevant event occurred, and the
period shall expire on the day on which the last day of the count has been
reached.

80.4 Local dates

(a) The date which is taken into consideration as the starting date of the
computation of any period shell be the date which prevails in the lodality at the
time when the relevant event occurred,

(b) The date on which any period expires shall be the date which prevails
in the locality in which the required document must be filed or the required fes
must be paid.

80.5 Expiration on a Non-Working Day

If the expiration of any period during which any document or fee must
reach @ national Office or intergovernmental organization falls on a day on
which such Office or organization is not open to the public for the purposes of
the transaction of official business, or on which ordinary mail is not delivered
in the Iocality in which such Office or orgenization is situated, the period shall
expire on the next subsequent day on which neither if the gaid two circom-
$Iances exists,

80.6 Date of Documents

(a) Where & period staris on the day of the date of & document or letter
emanating from a national Office or intergovernmental organization, any
interested party may prove thatthe said document or letter was mailed on & day
later than the date it bears, in which case the date of actual mailing shall, for the
purposes of computing the period, be considered 1o be the date on which the
period stasts, Irrespective of the date on which such & document or Jetter wag
mailed, if the applicant offers 1o the national Office or intergovernmental
organization evidence which satisfies the national Office orintergovernmental
organization that the document or letter was received more than seven days
after the date it bears, the national Office or intergovemmental organization
ghall treat the period starting from the date of the document orletier as expiring
later by an additional number of days which is equal to the number of days
which the document or letter was received later than seven days after the date
it bearg,*¥
80.7 End of working day

(8) A period expiring on 8 given day shall expire at the moment the
national Office or intergovermnmentsal organizstion with which the document
must be filed or to which the fee must be peid closes for business on that day,

(b) Any Office or organization may depart from the provisions of para-
graph (g) up to midnight on the relevant day.

(c) The Intemational Bureau shall be open for business until 6 p.m.
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PCT Rule 82
Irregularities in the Mall Service
82.1 Delay or Loss in Mail

(2) Any interested party may offer evidence that he has mailed the
document or letter five days prior to the expiration of the time limit. Except in
cases where surface mail normally arrives at its destination within two days of
mailing, or where no airmail service is available, such evidence may be offered
only if the mailing was by airmail. In any case, evidence may be offered only if
the mailing was by mail registered by the postal authorities.

(b) If such mailing is proven to the satisfaction of the national Office or
intergovemmental organization which is the addressee, delay in arrival shall be
excused, o, if the document or letter ig lost in the mail, substitution foritof a
new copy shall be permitted, provided that the interested party proves to the
satisfaction of the said Office or organization that the document orletter offered
in subgtitution is identical with the document or letter lost.

(c) In the cases provided for in paragraph (b) , evidence of mailing within
the prescribed time Iimit, and, where the documentor letter was lost, the
substitute document orletter as well as the evidence concerming its identity with
the document or letter Jost, shall be submitted within one month after the date
on which the interested party noliced — or with due diligence should have
noticed — the delay or the loss, and in no case later then six months after the
expiration of the time limit applicable in the given case.

82.2 Interruption in the Mail Service

(8) Any interested party may offer evidence that on sny of the 10 days
preceding the day of expiration of the time limit the postal service was inter-
rupted on account of war, revolution, civil disorder, strike, natural calamity, or
other like reason, in the locality where the interested pesty resides or has his
place of business or is staying.

(Y ¥ such circumstances are proved 1o the satisfaction of the national
Office or intergovemmental organization which is the sddressee, delay in
arrivel shall be excused, provided that the interested panty proves to the
eatisfaction of the said Office ororgenization thet he effected the mailing within
five days afier the mail service was resumed. The provisions of Rule 82.1(c)
shall apply mutatis mutandis.

PCT Administrative Instructions Section 110
Dates

Any date in the intemations! spplication, or used in any correspondence
emanating from International Authorities relating to the intemational spplica-
tion, shell be indicated by the Arabic number of the day, by the name of the
mongh, end by the Arabic number of the year. The receiving Office, where the
spplicant has not done 0, or the Intemational Bureau, where the applicant hag
not done 50 and the receiving Office fails to do 50, shall, afier or below any date
indicsted by the applicant in the request, repeat the date, in parenthesis, by
indicating it by two-digit Arabic numerals each for the number of the day, for
the number of the month end for the last two numbers of the year, in that order
and with a period after the digit pairs of the dsy and of the month (for example,
“30 March 1978 (30.03.78)").

35 U.S.C. 364. International stage: Procedure.

(s) Intemational applications shall be processed by the Patent end Trade-
matk Office when acting as 8 Receiving Office,* Intemnational Searching
Authority, or >Intemstional Preliminary Examining Authority< * in accor-
dance with the spplicable provisions of the treaty, the Regulations, and thistide,

(b) Anapplicant’s failureto act withinprescribed timelimits in connection
with requirements periaining (o & pending intemational epplication may be
excused upon & showing satisfactory tothe Commissionerof unevoidable delay,
to the extent not precluded by the tresty and the Regulations, and provided the
conditions imposed by the treaty and the Regulations regarding the excuse of
such failure to act are complied with,

37 CFR 1.465 Timing of application processing based on the
priority date.
(a) For the purpose of computing time limits under the Treaty, the priority
date shall be defined as in PCT Ast. 2(xi).
“(b) When & claimed priority date is cancelled under PCT Rule 4.10(d),
or considered not to have been made under PCT Rule 4.10(b), the priority dste
for the parrposes of computing time limits will be the date of the earliest valid
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remaining priority claim of the interaational application, or if none, the interna-
tional filing date.

(c) When corrections under PCT Art. 11(2), Art. 14(2) or PCT Rule
20.2(a) (i) or (iii) are timely submitted, and the date of receiptof such corrections
falls later than one year from the claimed priority date or dates, the Receiving
Office shall proceed under PCT Rule 4.10(d).

37 CFR 1.468 Delays In meeting time limits.

Delays in meeting time limits during international processing of intemna-
tional applications may only be excused as provided in PCT Rule 82, For delays
in meeting time limits in a national application, see §1.137.

1845 Receiving Office Procedure [R-5]

PCT Article 10
The Recelving Office
The intemational application shall be filed with the prescribed receiving
Office, which will check and process it as provided in this Treaty and the
Regulations.

PCT Rule 20
Recelpt of the International Application
20.1 Date and Number

(&) Upon receipt of papers purporting to be an intemational application,
the receiving Office shall indelibly mark the date of actual receipt in the space
provided for that purpose in the request form of each copy received and one of
the numbers assigned by the Intemationel Bureau to that Office on each sheet
of each copy received.

(b) The place on each sheet where the date or numbershall be marked, and
other details, shall be specified in the Administrative Instructions.

20.2 Receipt on Different Days

() In cases where all the sheets pertaining to the same purported inteme-
tional application are not received on the same day by the receiving Office, thet
Office shell correct the date marked on the request (still leaving legible,
however, the earlier dete or dates slready merked) so that it indicates the day on
which the papers completing the internationsl spplication were received,
provided that:

(i) where nio invitstion under Article 11(2)(a) to correct was gent to the
applicant, the gsid papers are received within 30 days from the date on which
sheete were first received;

(ii) where an invitation under Arnicle 11(2)(s) to correct was sent to the
applicant, the gaid papers are received within the applicable time limit under
Rule 20.6;

(iii) in the case of Article 14(2), the missing drawings are received within
30 days from the date on which the incomplete papers were filed;

(iv) the absence or later receipt of any sheet containing the abstract orpant
thereof shall not, in itself, require any correction of the date marked on the
request.

(b) Any sheet received on a date later than the date on which sheets were
first received shall be marked by the receiving Office with the date on which it
was received,

20.3 Corrected International Application

In the caserefesred toin Anicle 11(2)(b), thereceiving Office shall correct
the date marked on the request (still leaving legible, however, the earlier date or
dates already marked) so that it indicates the day on which the lagt required
correction was received,

20.3% Manner of Carrying Owut Corrections

The Administrative Instructions prescribe the menner in which correc-
tions required under Article 11(2)(e) shall be presented by the applicant and the
menner in which they shall be entered in the file of the interational application.
20.4 Determination under Arsicle 11(1)

() Promipily after receipt of the papers purporting to be an international
application, the receiving Office shall determine whether the papers comply
with the requirements of Article 11(1).

(b) Forthe purposes of Article 11(1)(iii){c), it shall be sufficienttoindicate
the name of the applicant in & way which allows hig identity 1o be established
even if the name is misspelled, the given names are not fully indicated, or, inthe
case of legal entities, the indication of the name is abbreviated or incomplete,
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20.5 Positive Determination

(a) If the determination under Article 11(1)is positive, the receiving Office
ghell stamp in the space provided for that purpose in the request form the name
of the receiving Office and the words “PCT Intemational Application,” or
“Demeande internationale PCT.” If the official language of the receiving Office
is neither English nor French, the words “Intemnational Application” or “De-
mande intemationale” may be accompanied by & translation of these wordsin the
official language of the receiving Office.

(b) The copy whose request sheet has been so stamped shall be the record
copy of the intemnational application.

() The receiving Office shall prompily notify the applicant of the intema-
tionel application number and the intemational filing date. At the same time, it
ghall send 1o the International Buresu & copy of the notification gent to the
spplicant, except where it has slready sent, or is sending at the same time, fe
record copy to the Intemnational Buresu under Rule 22.1(g).

20.6 Invitation to Correct

(2) The invitstion to correct under Arnticle 11(2) shell specify the require-
ment provided for under Article 11(1) which, in the opinion of the receiving
Office, has not been fulfilled.

() The receiving Office shall promptly mail the invitation to the applicent
end shall fix a time limit, reasonable under the circumstances of the case, for
filing the correction. The time limit shall not be less than 10 days, and shall not
exceed one month, from the date of the invitation. If such time limit expires sfier
the expiration of one yesr from the filing date of eny application whose priority
is clsimed, the receiving Office may call this circumstence to the sttention of the
spplicand.

20.7 Negative Determination

e miving Office does not, within the prescribed time limit, receive
areply toits invitation to correct, or if the correction offered by the applicant still
doesnot fulfill the requirements provided for under Article 11(1), it shail:

- (i} promypily notify the applicant thee his spplication is not and will not

be wreated ag 8n intemational application and shall indicate the ressons therefor,
(i) notify the International Bureau that the number it hag marked on the
papers will not be used as an inemationel application number,
({ii) keep the papers constituting the purporied intemational application

-, _nd any correspondence relating thereto as provided in Rule 93.1, end

(iv) send & copy of the said papers o the Inemationsl Bureau where,

'ptmum o 8 request by the applicant under Asticle 25(1), the Intemationel

Buresu needs such & copy end specially asks for it.
20.8 Error by the Receiving Office

If the receiving Office later discovers, or on the basis of the applicent’s
reply realizes, that it has emed in iscuing an invitation to correct since the
fequirements provided for under Asticle 11(1) were fulfilled when the papers
were received, it shall proceed as provided in Rule 20.5.
20, 9 Certified Copy for the Applicant

Against payment of afee, the receiving Office shall fumish tothe applicant,
on request, centified copies of the international application es filed and of any
corrections thereto.

PCT Rule 26
Checking by, and Correcting before, the Recelving Office of
Certaln Efements of the Internstional Application
26.1 Time Liemis for Check

(&) The receiving Office shell issue the invitation to correct provided forin
Asticle 14(1)(b) e soon as possible, preferably within one month from the
receipt of the internstional spplication,

(b the receiving Office issues en invitation to correct the defect referred
win Anticle 14(1 Y{(s) (iiiy or (iv} (missing title or mmisging abstract), it shall notify
the Internstional Searching Authority eccordingly,

26.2 Time Limit for Correction

The time limit referved to in Anidle 14(1)(b} shall be reumablc underthe
circumsiences and shall be fixed in each case by the receiving Office, It shall not
be lese then one month from the date of the invitation to comect. It may be
extended by the receiving Office st eny time before & decision is taken.

26.3 Checking of Physical Requirements under Article 14(1)(a)(v)

‘The physical requirements referred to in Rule 11 shall be checked only to

the extent that complisnce therewith is necessary for the purpose of reasonably

-uniform international publication.

26.3* Invitation to Correct Defects under Article 14(1)(b)

¢ Thereceiving Office shall not be required 1o issue the invitation to correct
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a defect under Anticle 14(1 Xa)(v) where the physical reguirements referred to
in Rule 11 are complied with 1o the extent necessary for the purpose of
reagonably uniform international publication.
26.4 Procedure

(2) Any correction offered to the receiving Office may be stated in aletter
addressed 1o that Office if the correction it of such & nature that it can be
transferred from the letter to the record copy without adversely affecting the
clarity and the direct reproducibility of the sheet on to which the correction is
to be transferred; otherwise, the applicant shall be required to submit a
replacement sheet embodying the correction and the letter accompenying the
replacement sheet shall draw attention to the differences between the replaced
sheet and the replacement sheet.

(b) to (d) [Deleted]
26.5 Decision of the Receiving Office

(8) The receiving Office shall decide whether the applicant hes submitted
the correction within the time limit under Rule 26.2 and, if the correction hae
been submitied within that time limit, whether the intemational application go
corrected is or is not to be considered withdrawn; provided that no intemational
application shall be considered withdrawn for lack of compliance with the
physical requirements referred to in Rule 11 if it complies with those require-
ments (o the extent necessary for the purpose of reasonably uniform interna-
tional publication.

(b) [Deleted]
26.6 Missing Drawings

() f, as provided in Anicle 14(2), the intemnationel application refers to
drewings which in fact ase notincluded in that application, the receiving Office
shall so indicate in the said application.

(b) The date on which the applicant receives the notification provided for
in Arnicle 14(2) shall have no effect on the time limit fixed uander Rule
20.2¢s)(iii).

35 U.8.C. 361. Recelving Office,

() The Patent and Trademark Office shall sct a5 8 Receiving Office for
internations] applications filed by nationals or residents of the United States. In
accordance with any sgreement made between the United States and another
country, the Patent and Trademark Office may elso act as & Receiving Office
for international applications filed by residents or nationals of such country
who are entitled to file intemational spplications.

(b) The Patent and Trademark Office shall perform all acts connected
with the discharge of duties required of & Receiving Office, including the
collection of international fees end theirtransmittal tothe Intemations] Bureau.

(c) Intermational spplications filed in the Patent end Trademark Office
shell be in the English langusge.

(d} The *internationsl fee, and the transmittsl and search fees prescribed
undersection 376(a) of this part, shall eitherbe paid on filing of sn international
application or within *>such later time as may be fixed by the Commissioner<.

37 CFR 1.412 The Unlted States Receiving Office.

(&) The United States Patent and Trademark Office is a Receiving
Office only for applicants who are residents or nationals of the United
States of America,

(b) The Petent and Trademark Office, when acting as a Receiving
Office, will be identified by the full tide “United States Receiving
Office” or by the abbreviation “RO/US.”

(c) The major functions of the Receiving Office include:

(1) According of international filing dates to international
applications meeting the requirements of PCT Ast. 11(1), and PCT
Rule 20;

(2) Assuring that international applications meet the standards
for format and content of PCT Ast. 14(1), PCT Rule 9, 26,29.1,37, 38,
91, and portions of PCT Rules 3 through 11;

(3) Collecting and, when required, transmitting fees due for
processing international applications (PCT Rule 14, 15, 16);

(4) Transmitting the record and search copies to the Interna-
tional Bureau and International Searching Authority, respectively
(PCT Rules 22 and 23); end
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(5) Determining compliance with applicable requirements of
Part 5 of this chapter.

PCT Administrative Instructions Section 105
Several Applicants
Where any international application indicates as applicants sev-
eral persons, it shall be sufficient, for the purpose of identifying that
application, to indicate, in any Form or correspondence relating to such
application, the name of the applicant first named in the request.

PCT Administrative Instructions Section 301
Notification of Recelpt of Purported International Application

Before the determination under Article 11(1), the receiving Office may
notify the applicant of the receipt of the purported international application. The
notification should indicate the date of acwal receipt and the intemational
application oumber of the purported intemational application referred 1o in
Section 307 as well as, where nseful for purposes of identification, the title of
the invention.

PCT Administrative Instractions Section 305

Identifying the Coples of the International Application

(&) Where, under Rule 11.1(a), the intemational application has been filed
in one copy, the receiving Office shall, afier prepering under Rule 21.1(g) the
additional copies required under Arnicle 12(1), mark,

(i) the words “RECORD COPY” in the upper left-hand comer of the
first page of the original copy,

(ii) in the same space on one additional copy, the words “SEARCH
COPY," gnd

(i) in the same space on the other such copy, the words “HOME
COPY,” or their equivalent in the language of publication of the intemational
spplication.

() Where, under Rule 11.1(b), the intemnational epplicationhas beenfiled
in more then one copy, the receiving Office shall choose the copy must suitable
for reproduction , and mark the words “RECORD COPY,” or their
equivelént in the language of publication of the intemational epplication, in the
upper lefi-hand comer if its first page. Afier verifying the idemity of any
additionsl copies and, if epplicable, preparing under Rule 21.1(b) the home
copy, &t chall mak, in the upper lefi-hand coemer of the first page of one such
copy, the words"SEARCH COPY,” and, in the same space on the other such
eopy, the words “HOME COPY,” or their equivalent in the language of
publication of the intemational application.

PCT Administrative Instructions Section 307
System of Numbering Internationat Applications

Papers purponing to be an international application under Rule 20.1 shall
be marked with the intemational application number, consisting of the letters
“PCT,” a slant, the two-letter code, as in Annex B, indicating the receiving
Office, a two-digit indication of the 1ast two numbers of the year in which such
papers were first received, 8 slant and a five-digit number, allotted in sequential
order comresponding to the order in which the internationsl applications are
received (e.g.,"PCT/SUTS/00001" *). Where the Intemational Buresu acts,
pursuant to Rule 19.1(b), 45 receiving Office for a national Office, thetwo-letter
code indicsting the national Office for which the Internationsl Bureau acis a3 8
receiving Office ehall be used. However, if & negative determinsion is made
vader Rule 20.7 or s declartion is made under Asticle 14(4), the letters"PCT”
shall be deleted by the receiving Office from the indication of the imemstional
application number on any pepers matked previously with that number, sad the
gaid number shall be used without such letters in any future corresponderice
relating to the purporied intemational spplication,

PCT Administrative Instructions Section 308
Marking of the Sheets of the International Application
() The receiving Office shall indelibly mark, the intemnational application
number referred to in Section 307 in the upper right-hand comer of each sheet
of each copy of the purporied intemational spplication.
{b) [Deleted]

¢
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PCT Administrative Instruction Sectlon 316
Procedure in the Case where the International Application
Lacks the Prescribed Signature

Where, under Article 14(1)(2)(i), the receiving Office finds that any
international application is defective in thatitlacks the prescribed signature, that
Office shall send to the applicant, together with the invitation to correct under
Article14(1)(b) a copy of the request part of the intemational application. The
applicant shall, within the prescribed time limit, return said copy afier affixing
thereto the prescribed signature.,

The main procedural steps that any international applica-
tion goes through in the United States Receiving Office are the
following:

(i) the international application and the related fees are
received by the Receiving Office and appropriate records cre-
ated (PCT Article 10);

(ii) the international application is checked by the Receiv-
ing Office to determine whether it meets the requirements
prescribed by the PCT as to whether afiling date may be granted,
fees due on filing are paid in full, whether the priority claim is
acceptable, and whether any pages or drawings are missing
(PCT Article 11(1),PCT Rule 4.10 and 35 U.S.C. 361(d)). The
checks performed by the Receiving Office are of aformal nature
and do not go into the substance of the invention;

(iii) where the checks by the United StatesReceiving Office
show that the international application does not meet the re-
quirements for a filing date or other matters are missing, that
Office immediately communicates with the applicantin order to
obtain any possible necessary corrections (PCT Articles
11(2)(a) and 14(3) and PCT Rules 4.10 and 20).

(iv) where — possibly after correction — the relevant
checks by the Receiving Office show that the international
application meeis the requirements for the granting of a filing
date, an international filing date is accorded to the international
application by the Receiving Office (PCT Articles 11(1) and
11(2)(b), and PCT Rules 20.3, 20.4, and 20.5));

(v) the Uniied States Receiving Office reviews the applica-
tion for formal defects under Article 14(1), contacts the appli-
cant or agent by telephone and discusses any necessary correc-
tions. The Receiving Office will mail aninvitation to correctand
set a time limit for response, which is usually one month,

(vi) the application is reviewed by Licensing and Review
Branch and copies of the international application and other
documents related thereto are prepared and transmitted by the
United States Receiving Office to the International Searching
Authority and to the International Bureau so that these Authori-
ties may carry out the procedural steps for which they are
responsible in the further processing of the international appli-
cation (PCT Articlc 12 and PCT Rules 22, 23, 24, and 25).

WHERE TO FILE

The United States Receiving Office is located in Crystal
Plaza, Aslington, Virginia, Building 2, Room 7-A04. Intema-
tional applications and refated papers may be deposited directly
with the United States Receiving Office or >be< mailed to:
Commigsioner of Patents and Trademarks, Box PCT, Washing-
ton, D.C, 20231. It should be noted that the “Express Mail”
Certificate of Mailing provisions of 37 CFR 1.10 apply to the
filing of all applications and papers filed in the U.S, Patent and
Trademark Office, including PCT intemational applications
and related papers and fees, It should be further noted, however,
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that PCT international applications and papers relating thereto
are specifically excluded from the Certificate of Mailing proce-
dures under 37 CFR 1.8. The United States Receiving Office
staff is available tooffer guidance on PCT requirements and pro-
cedures. In person, telephone or written inquiries are welcome.
Telephone inquiries should be directed to (703) 557-2003.
Written inquiries should be addressed to: Commissioner of
Patents and Trademarks, Box PCT, Washington, D.C. 20231.

1845.01 Transmittal of Record Copy [R-2]

PCT Article 12
Trangmittal of the International Application to the Internationsal
Buresu ard the International Searching Authority

(1) One copy of the intemnational application shall be ket by the receiving
Office (“home copy™), one copy (“record copy™) shall be transmitted to the
Intemational Bureau, and another copy (“search copy™) shall be transmitted
to the competent International Searching Authority referred to in Ariicle 16,
as provided in the Regulations.

(2) The record copy shall be considered the true copy of the intemnational

(3) The imernational application shall be considered withdrawn if the
record copy has not been received by the International Burean within the
prescribed time limit,

PCT Rule 21
Preparatior of Coples

21.1 Regponsibility of the Receiving Office
o (8) Where the intemnationsl spplication is required to be filed in one copy,
the receiving Office shall be responsible for preparing the home copy and the
gearch copy required under Asticle 12(1).

(6) Where the internetional application is required to be filed in two copies,
the receiving Office shall be responsible for prepering the home copy.

() If the intemationsl application i¢ filed in less than the number of copies
" maquired under Rule 11.1(b), the receiving Office shall be responsible for the
promgy preparation of the number of copies required, and ehall have the right to
fix & fee for performing thet task and to collect such fee from the applicant.

PCT Rule 22
Transmittal of the Record Copy
22. 1 Procedure

() If the determination under Article 11(1)is positive, and unless prescrip-
tions concerning nationsl security prevent the intemational application from
being treated as such, the receiving Office shall transmit the record copy to the
Trwemnational Buresu, Such transmittal shall be effected promptly after receipt of
the intemational application or, if & check to preserve national security must be
performed, as soon as thenecessary clearance has been obtained. In any case, the
receiving Office shall transmit the record copy in time for it to reach the
Internations] Busreas by the expiration of the 13th month from the priority date.
¥ the transmittsl is effected by mail, the receiving Office shall mail the recosd
copy not Iater then five days prior 1o the expiration of the 13th month from the
priosity date.

(b)Ifthe Internetional Bureau has received a copy of thenotification under
Rale 20.5(c) but is not, by the expiration of 13 months from the priority date, in
possedsion of the record copy, it shell remind the receiving Office that it should
teansmit the record copy to the Intemational Buresu promptly,

{¢) If the Intemational Bureauhas received a copy of thenotification under
Rule 20.5(c) but is not, by the expiration of 14 months from the priority date, in
possesgion of the record copy, it shell notify the applicent end the receiving
Office accordingly.

(d} Afier the expiration of 14 months feom the priority date, the spplicant
may request the receiving Office to centify & copy of his intemationsl application
4 being idemical with the intemational application as filed and may transmit
wch centified copy to the Internationsl Buresu,

(e} Any cestification under paragraph (4) shall be free of cherge and may
be refused only on eny of the following grounds:

- (i3 the copy which the receiving Office has requested 1o certify is not
identical with the intemational epplication as filed;
¢ (i) prescriptions conceming natfonal security prevent the intesnational
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application from being treated as such;

(iii) the receiving Office has already transmitted the record copy tothe
Intemational Bureau and that Bureau has informed the receiving Office that it
has received the record copy.

(f) Unless the Intemational Bureau has received the record copy, or until
it receives the record copy, the copy cenified under paragraph (¢) and received
by the Intemational Bureau shall be considered to be the record copy.

(g) If, by the expiration of the time limit applicable under Article 22, the
applicant has performed the acts referred to in that Anticle but the designated
Office has not been informed by the Intemational Bureau of the receipt of the
record copy, the designated Office shell inform the Intemational Bureau. If the
Intemational Buresu is not in possession of the record copy, it shall promptly
notify the applicant and the receiving Office unless it has already notified them
under paregraph (c).

22.2 {Deleted]
22.3 Time Limit Under Article 12(3)

The time limit referred to in Anticle 12(3) shall be three months from
the date of the notification seat by the Intemational Bureau 1o the applicant
under Rule 22.1(c) or (g).

PCT Rule 23
Transmittal of the Search Copy

23.1 Procedure

() The search copy shall be transmiited by the receiving Office to the
Intemnational Searching Authority at the latest on the same day as the record
copy is transmitted to the International Bureau.

(b) If the International Bureau has not received, within 10 days from the
receipt of the record copy, information from the International Searching
Authority that that Authority is in possession of the search copy, the Intema-
tionial Bureau shall promptly transmit a copy of the intemational application to
the International Searching Authority.

37 CFR 1.461 Procedures for transmittal of record copy to the
International Bureau.

(8) Transmittal of the record copy of the international application to the
Internetional Bureau shall be made by the United States Receiving Office,

() [Reserved]

(c) No copy of an international application may be transmitted to the
Intemnational Burean, 8 foreign Designated Office, or other foreign authority by
the United States Receiving Office or the applicant, unless the applicable
requirements of Part 5 of this chapter have been satisfied.

The Receiving Office transmits all Record Copies of
international applications to the International Bureau. Several
rule changes have been made since the PCT became operational
in 1978 to relax the time limits of receipt of the Record Copy by
the International Bureau and to provide procedures for moni-
toring such receipt.

The international fees will also be forwarded to the Inter-
national Bureau by the Receiving Office (35 U.S.C. 42). Since
the applicant is required to file only one copy of the interna-
tional application in the United States Receiving Office (37
CFR 1.433), the United States Receiving Office will prepare
the “Search Copy” for the Intemational Searching Authority
and the “Home Copy" for its own records (PCT Rule 21.1 and
Administrative Instructions Section 305(a)).

SAFEGUARDS FOR ASSURING TIMELY RECEIPT OF
THE RECORD COPY

The following steps are being taken by the United States
Receiving Office toinsure timely receipt of the Record Copy by
the International Bureau. ,

(i) The Record Copy is sent by Registered Airmail to the
International Bureau with transmittal letter listing contents.
(ii) The Applicantis informed of the date of mailing of the
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Record Copy by form PCT/RO/150 from the United States
Receiving Office.
(iii) A Telex is sent to the International Bureau in Geneva
giving notice of mailing and the Mail Registration number.
(iv) The International Bureau acknowledgesreceipt to the
United States Receiving Office.

(v) The Applicant is informed of receipt of the Record
Copy by the International Bureau.

(vi) The United States Receiving Office is in telephone
contact with the International Bureau in Geneva, Switzerland at
least once a week, at which time questions are handled and
records are coordinated.

1845.02 Correction of Defects Before the
Receiving Office [R-2]
PCT Article 14
Certain Defects in the Internstional Application

(1){(a) The receiving Office shall check whether the intemational applica-
tion contains any of the following defects, that is to say:

(i) it is not signed ag provided in the Regulations;

(i) it does not contain the prescribed indications conceming the appli-
cent; o

(iii) it does not contain a title;

(iv) it does not contain an abstract;

{v) it does not comply to the extent provided in the Regulations with the
prescribed physicel requirements.

(b)Y If the receiving Office finds any of the ssid defects, it shall invite the
applicent to correct the international spplication within the prescribed time
timit, failing which thet application shall be considered withdrawn snd the
seceiving Office shall so declare.

(2) i the intemutionel epplication refers to drawings which, in fact, srenot
included in thet epplicstion, the receiving Office shall notify the applicant
accordingly and e may furnich them within the prescribed time limit end, if he
does, the international filing date shall be the dete on which the drawings are
received by the receiving Office. Otherwise, any reference to the said drawings
shall be considered non-exisient

(3¥(a} X the receiving Office finds thae, within the prescribed time limits,
the fees prescribed under Anicle 3(4)(iv) have not been paid, or no fee
prescribed under Anticle 4(2) has been paid in respect of any of the designated
Sistes, the interational spplication shall be considered withdrawn and the
receiving Office shall so declare.

(b) If the receiving Office finds that the fee prescribed under Article 4(2)
hias been paid in respect of one or mose (but less than all) degignated States
within the prescribed time limis, the designation of those States in respect of
which i1 has not been paid within the prescribed time Iimit shall be considered
withdrawn and the receiving Office ghall so declare.

(4}, afterhaving accorded an intemationsl filing date to the intemnational
spplication, the receiving Office finds, within the prescribed time limit, that any
of the requirements listed in items (i) to (jii) of Asticle 11(1) was not complied
with & thet date, the said spplication ehall be considered withdrawn and the
receiving Office shall so declare.

PCT Rule 29
Enternationsl Applications or Designations Considered
Withdrawn ender Article 14(1), (3} or (4)

29.1 Finding by Receiving Office

(&) If the receiving Office declares, under Asticle 14(1)(b) and Rule 26.5
(failure to correct cetlain defects), or under Asticle 14(3)(s) (failure to pay the
prescribed fees under Rule 27.1(s)), orunder Anicle 14(4) (Inter finding of nion-
complisnce with the requirements listed in items (i) to (iii) of Aniclel 1(1)}, that
the intemational epplication is considered withdrawn:

(i) the receiving Office shall transmit the record copy (unless already
transmitted), end any correction offered by the applicant, to the Intemational
Burea;

(i) the receiving Office shall promptly notify both the epplicant and the
Internasionel Bureau of the said declarstion, and the Intemational Bureau shall
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in turn notify the interested designated Offices;

(iii) the receiving Office shall not transmit the search copy as provided
in Rule 23, or, if such copy has already been transmitted, it shall notify the
International Searching Authority of the said declaration;

(iv) the Intemnational Bureau shall not be required to notify the applicant
of the receipt of the record copy.

(b) If the receiving Office declares under Article 14(3)(b){failure to pay
the prescribed designation fee under Rule 27.1(b)) that the designation of any
given State is congidered withdrawn, the receiving Office shall promptly notify
both the applicant and the International Bureau of the said declaration. The
Intemational Bureau shall in tumn notify the interested national Office.

29.2 [Deleted}
29.3 Calling Certair Facts to the Attention of the Receiving Office
If the Intemational Bureau or the International Searching Authority
considers that the receiving Office should make a finding under Article 14(4),
it shall call the relevant facts to the sttention of the receiving Office.

29.4 Notification of Intent to Make Declaration under Articlel4(4)

Before the receiving Office issues any declaration under Article 14(4),
itshall notify the applicant of its intent 1o issue such declaration and the reasons
therefor, The applicant may, if he disagrees with the tentative finding of the
receiving Office, submit arguments to that effect within one month from the
nctification.

PCT Rule 30
Time Limit Under Articie 14(4)
30.1 Time Limit
The time limit referred to in Atticle 14(4) shall be four months from the
intemational filing date.

PCT Administrative Instructions Section 304
Corrections Submlitted to the Recelving Office Concerning
Expresslons, etc., not to be used In the Internationail
Application

Where the applicant submits corrections to the receiving Office aimed at
complying with the prescriptions of Rule 9.1, that Office shall, if copies of the
international application have not yet been transmitted to the Intemnational
Buresu and the Intemnstional Searching Authority, attach copies of such correc-
tions to the international application. If copies of the international application
have already beentransmitied, the receiving Office shall transmit copies of such
corrections to the said Buregu end the gaid Authority.

PCT Adminfstrative Instructions Section 309

Procedure fn the Case of Later Submitted Skeets

(a) The receiving Office shall indelibly mark any sheet received on a date
later than the date on which sheets were first received with the date on which it
received that sheet, inserted immediately below the intemational appllcmon
number referred to in Section 307.

(b) The receiving Office shall, in the case of later submmcd sheets
received within the time limits referred to in Rule 20.2(a)(i) and (ii):

(i) effect the required correction of the international filing date, or,
where no intemational filing date hes yet been accorded, of the date of receipt
of the pusrported intemational application;

(if) notify the applicant of the correction effecied under item (i) sbove;

(iif) where trapsmittals under Axticle 12(1) have already been made,
notify the International Buresu and the International Searching Authority of any
correction effected under item (i) above, by transmitting & copy of the corrected
first page of the request, and forward copies of the later submitied sheets to the
gaid Buresu and the said Authority;

(iv) where transmittals under Article 12(1) have not yet been made,
attach 8 copy of the later submitted sheets o the record copy and the search copy.

(¢ Thereceiving Office shall, in the case of latersubmitied sheets received
after the expirstion of the time limits referred to in Rule 20.2(a)(i);

(i) notify the applicant of that fact and of the date of receipt of the lates
submitted sheets;

(ii) where transmittals under Asticle 12(1) have already been made,
forward & copy of the later submitted sheets to the Intemational Buresu with the
indication that such sheets are not to be taken into consideration for the
purposes of international processing;

(iif) where transmittals under Article 12(1) have not yet been made,
aitach & copy of the later submitied sheets to the record copy with the indication
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that such sheets are not to be taken into consideration for the purposes of inter-
national processing.

(d) The receiving Office shall, in the case of later submitted sheets received
after the expiration of the time limit referred to in Rule 20.2(a)ii), proceed as
provided in Rule 20.7, unless the applicant has, within the gaid time limit,
complied with the invitation under Article 11(2)(a) so that an intemational filing
date can be accorded; in the latter case, the receiving Office shall proceed as
provided in paragraph (¢ }(i) to (iii).

PCT Administrative Instructions Section 311
Deletion, Substitution or Addition of Sheets of the International
Application; Renumbering, etc,

(2) The receiving Office shall, subject to Section 207, sequentially renum-
ber the sheets of the intenations] application when necessitated by the addition
of any new sheet, the deletion of entire sheets, a change in the order of the sheets
or any other reason.

(b) The sheets of the intemational application shall be provisionally
renumbered in the following manner:

(i) when a sheet is deleted, the receiving Office shall either include &
blank sheet with the same number and with the word “DELETED,” or its
equivalent in the language of publication of the intemational application, below
the rmmber, or ingert, in brackets, below the number of the following sheet, the
mumber of the deleted shees with the word “DELETED” or its equivalent in the
language of publication of the intemational application;

(ii) when & sheet is gubstituted, the receiving Office shall mark in the
middle of the bottom margin the words “SUBSTITUTE SHEET” or their
equivalent in the language of publication of the intemational applicstion;

(iif) when one or more sheets are added, cach shest shall be identified by
tie number of the preceding sheet followed by a slant and then by a natural
niymber series, stasting elways with number one for the firet sheet added afteran
uiichanged sheet (e.g., 1071, 15/1, 15/2, 1503, etc.). Whenlater sdditions of sheets
toan existing series of added sheets are necessary, an extrs digit shell be used for
idemtifying the fusther additions (e.g. 15/1, 18/1 /1, 15/112, 15/2, ets.}).

(¢} In the cases mentioned in (b)(i) end (iii) above, it is recommended that
the receiving Office should write, below the number of the last sheet, the total

- agmber of the sheets of the internationel application followed by the words
“TOTAL OF SHEETS" or their equivalent in the language of publicstion of the
intemnational spplication. It is further recommended that, stthe bottom of eny last
theet added, the words “LAST ADDED SHEET” or their equivalent in the
langusge of publication of the intemational spplication should be inseried.

BCT Adminlstrative Instructions Section 312
Netification of Decision Not To Issue Declaration that the Inter-
natfonal Application is Considered Withdrewn

Where the receiving Office, after having notified the applicant under Rule
29.4 of its intent to issue a declaration under Anticle 14(4), decides not 1o issue
such & declaration, it shell notify the applicant sccordingly.

37 CFR 1.471 Corrections and amendments during internationsaf
processing.

(s) Al corrections submitted to the United States Receiving Office must
be in the form of replacement sheets end be accompenied by a letter that draws
stiention to the differences between the replaced sheets and the replacement
heets, except that the deletion of lines of texnt, the correction of simple
typographical esrors, and one addition or chenge of not more than five words per
sheet may be stuted in s lewter and the United States Reeeiving Office will make
the deletion or teansfer the correction to the international epplication, provided
that such corrections do not advessely affect the clarity and direct reproducibil-
ity of the epplication (PCT Rule 26.4).

(b) Amendments of claime submitted to the Intemations! Buresu shall be
& prescribed by PCT Rule 46,

DEFECTS IN THE INTERNATIONAL APPLICATION
WHICH MAY BE CORRECTED

Four major types of defects may be present in PCT Interna-
tional applications: (1) those fatal defects under Article 11(2)
wl:nich miust be corrected before a filing date can be accorded, (2)
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those formal defects under PCT Article 14 which can be cor-
rected without prejudice to the filing date, and (3) defects of
missing sheets or drawings and (4) defects in priority informa-
tion, the correction of which may cause a change in the filing
and/or priority dates.

The following defects under PCT Article 11(2) must be
corrected before an international filing date can be accorded.
Form PCT/RO/103 is used to call applicant’s attention to these
defectsand to invite correction thereof, The time limit for filing
the correction is fixed by the Receiving Office. It cannot be less
than 10 days or more than one month from the date of the
invitation to correct (PCT Rule 20.6(b)).

(i) The international application does not designate at
least one Contracting State.

(ii) The international application does not contain the
name of the applicant or does not contain at least those minimal
indications concerning the name of the applicant which are
indicated in PCT Article 11(1)(iii)(c) and PCT Rule 20.4(b).

(iii) The international application does not contain a part
which, on the face of it, appears to be a description or a part
which , on the face of it, appears to be a claim or claims (PCT
Article 11(1)(iii) (d) and (e)).

(iv) None of the applicants is a resident or national of the
United States of America, and thereby entitled to file an inter-
national application with the United States Receiving Office
(PCT Article 11(1 )@)).

(v) The international application is not in the English
language which must be used for international applications
file(d)wi)t;l the United States Receiving Office (PCT Article
11(1)(ii)).

(vi) The international application does not confain an
indication that it is intended as an international application
(PCT Article 11(1)(iii)(a)).

The following defects under Article 14 must be corrected
within the time period set by the United States Receiving Office
in the invitation to correct (form PCT/RO/106) to prevent
withdrawal of the international application (PCT Rule 26.5).
The time limit for correction is fixed by the Receiving Office.
It must be reasonable under the circumstances; it cannot be less
than one month and normally not more than two months from
the date of the invitation to correct. If the correction is timely
presented, the application will not be withdrawn,

(i) Where the Receiving Office finds that the interna-
tional application is not signed (PCT Article (14)(1)(a)(i) and
PCT Rules 2, 3 ,4.1(d) and 4.15). The invitation to complete
together with a copy of the unsigned Request are issued by the
Receiving Office as soon as possible after receipt of the inter-
national application (PCT Article 14(1)(b), PCT Rule 26,2 and
Administrative Instructions Section 316). The applicant must
return the copy of the Request properly signed, within the
prescribed time limit,

(ii) Where the Receiving Office finds that the interna-
tional application does not contain the name of the applicant in
the prescribed way or the prescribed indications concerning the
applicant (other than those specified in Rule 20.4(b)). These
indications include, in particular, the applicant's address, resi-
dence and nationality (PCT Article 14(1)(a)(ii) and PCT Rules
4.4 and 4.5).

(iii) Where the Receiving Office finds that the interna-
tional application does not contain a title, that is, a title for the
claimed invention (PCT Article i4(1)(a)(iv) and PCT Rule
26.1(b)).
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(iv) Where the Receiving Office finds that the interna-
tional application does not contain an abstract (PCT
Article14(1)(a)(iv) and PCT Rule 26.1(b)).

(v) Where the Receiving Office finds that the interna-
tional application does not comply, to the extent provided for in
the Regulations, with the prescribed physical requirements
(PCT Article 14(1 )(a)(v) and PCT Rules 11 and 26.3). The
physical requirements are provided for in detail in PCT Rule 11.
Compliance with them must be checked to the extent that
compliance therewith is necessary for the purpose of reasonably
uniform international publication.

Several other defects, namely missing sheets or drawings
and defective priority information, will not cause the applica-
tion to become abandoned, but may effect filing and priority
dates.

(i) Where the Receiving Office finds that any of the
drawings referred to in the international application are, in fact,
not included in that application (PCT Article 14(2) and PCT
Rule 26.6), the time limit for furnishing such drawings is 30
days from the date on which incomplete papers werereceived by
the Receiving Office (PCT Rule 20.2(a)(iii)). It should be
carefully noted that when missing drawings are received within
30 days they will be entered into the application papers, how-
ever, thedate of receiptof the application and the filing date, will
be amended 1o reflect the date on which the missing drawings
were réceived. The United States Receiving Office will notify
the applicant of any missing drawings on form PCT/RO/107.
Detailed procedures in the case where drawings are missing are
set forth in Section 310 of the PCT Administrative Instructions.

(ii) Where the Receiving Office finds that sheets of the
description or claims are missing, the procedures are similar to
those in (i) above; and are set forth in detail in PCT Rule 20 and
Section 309 of the PCT Administrative Instructions.

(iii) If the Receiving Office finds that the priority claim
fails to meet the requirements of Rule 4.10(b) in that the name
of the country of filing or the date of filing of the earlier appli-
cation are missing, the priority claim is considered not to have
been made and the applicant is notified accordingly on form
PCT/RO/21 (PCT Administzative Instructions Section 302).

(iv) If the Receiving Office finds that the claimed priority
date does not fall within the period of one year preceding the
International filing date, it wilf invite the applicant to amend or
cancel the priozity claim using form PCT/RO/110 (PCT Rule
4.10(d)). The applicant has one month to respond by amending
or canceling the priority claim. If noresponse is timely received,
the Receiving Office will cancel the priority claim ex officio
(Administrative Instructions Section 314). The amendment or
canicellation of the priority claim will be acknowledged using
form PCT/RO/111.

PRESENTATION OF CORRECTIONS

According to the nature of the defect, the cotrection may be
stated in a letter only or may have 1o be filed in the form of a
replacement sheet or replacement sheets accompanied by a
letter (37 CFR 1.471). The details are provided for in PCT Rule
26.4. Any correction must bein the English language (PCT Rule
12.2). Astothe signature and other requirements of such letters,
see PCT Rule 92.1. The Receiving Office must inform, and
wherg necessary, transmit copies of replacement sheets to the
International Searching Authority.
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CONSEQUENCES OF THE CORRECTION OF DEFECTS

Where the correction is filed with the Receiving Office
within the prescribed time limit and is found acceptable, the
international application will be considered valid (PCT
Article11(2)(b)). If the correction relates to any of the defects
referred to in PCT Article 11(1) and 14(2), the international
filing date will be the date on which the correction wasreceived;
ifitrelates only to any of the defects referred to in Article 14(1),
the international filing date will be the date on which the
international application was received by the Receiving Office.

CONSEQUENCES OF NOT CORRECTING DEFECTS

Where an acceptable response or correction is not filed
within the prescribed time limit, the international application:
(i) will not be treated as an intemational application (and,
consequently will not be accorded an international filing date)
if the defect is one of those referred to in PCT Article11(1) and
PCT Rule 20.7;

(ii) will be treated as withdrawn if the defect is one of
those referred toin PCT Article 14(1) and PCT Rule 26.5. In the
case of a defect of the kind referred to in PCT Article 14(2),
which remains uncorrected, the reference to the (missing)
drawing(s) in the international application will be considered
non-existent. Missing sheets will not be entered into the appli-
cation if received after 30 days of the receipt of incomplete
papers (PCT Rule 20.2(a)(i) and PCT Administrative Instruc-
tions Section 309);

(iii) if the priority claim fails to meet the requirements of
PCT Rule 4. 10(b), the priority claim is considered not to have
been made and the applicant is notified accordingly (Adminis-
trative Instructions Section 302).

1845.03 Correction of Obvious Errors in
Documents [R-2]

PCT Rule 91
Obvious Errors In Document
91.1 Rectification )

(a) Subject toparagraphs (b)to (g ), obvious errors in the intemational
application or other papers submitted by the applicant may be rectified,

(b) Errors which are due to the fact that something other than what was
obviously intended was written in the intemational epplication or other paper
shall be regarded as obvicus errors. The rectification itgelf shall be obvious in
the genge that anyone would immediately realize that nothing else could have
been intended than what is offered as rectification.

(¢)Omissions of entire elements or sheets of the intemational epplication,
even if cleasly resulting from inattention, &t the stage, for example, of copying
or assembling sheets, shall not be rectifisble.

(d) Rectification may be made on the request of the applicant. The
authority having discovered what appeats to be an obvious efror may invite the
spplicant to pregent a request for rectification as provided in paragraphs (e) to
(g T, Rule 26.4(s) shall apply mutatis mutandis 1o the manner in which
rectifications shall be requested.

(e} No rectification shall be mede except with the express authorization:

(i) of the seceiving Office if the error ig in the request.

(i) of the intemnational Searching Authority if the error is in any pan of
the international application other than the request or in eny paper submitted to
that Authority.

(iif) of the Intemational Preliminary Examining Authority if the error
is in any part of the international application other then the request or in any
paper submitted to thet Authority, and
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(iv) of the International Bureau if the error is in any paper, other than the
international application or amendments or corrections to that application,
submitted to the Intemational Buresu.

(f) Any authority which authorizes or refuses any rectification shall
promptly notify the applicant of the anthorization or refusal and, in the case of
refusel, of the reasons therefor. The authority which authorizes a rectification
thall prompily notify the Intemational Bureau accordingly. Where the authori-
zation of the rectification wag refused, the International Buresu shall, ug?n
request made by the applicant prior to the time relevant under paragraph (g7°),

(&™) or (2%**) and subject to the payment of a special fee whose amount shail

be fixed in the Administrative Instructions, publish the request for rectification
together with the intemational application. A copy of the request for rectification
ghall be included in the communication under Article 20 where & copy of the
pemphlet is not used for that communication or, where the international appli-
cation is not published by virtue of Anticle64(3).

(g) The awthorization for rectification referred to in paragragh (e) shall,
subject to paragraphs (g°%), (g%) or (FF*), be effective:

(i) where it is given by the receiving Office or by the Intemational
Searching Awthority , if its notification to the International Bureau reaches that
Buresu before the expiration of 17 months from the priority date;

(if) where it is given by the Intemational Preliminary Examining Authoe-
ity, if it is given before the establishment of the intemational preliminary

(iit) where it is given by the Intemational Buresy, if it is given before the
expirstion of 17 months from the priority date.
¢ >(g*)If the notification made under paragraph (g)(i) reaches the Interna-
tional Burean, or if the rectification made under paragraph (g)(iii) is authorized
by the Intemational Bureau, after the expiration of 17 months from the priority
date but before the technical preparations for publication have bezn completed,
e authorization shali be incorporated in the said publication.

(g %) Where the applicant hag asked the Intemational Bureau topublish his
internations] applicstion before the expiration of 18 months from the priority
date, any notification made under paregraph (g)(i) must reach, and any rectifi-
cation mede under paregraph (g)(ii) must be authorized by, the Intemationsl

- . Buresu, in ovdes for the suthorization to be effective, not Ister than at the time of

the completion of the technical preparations for intemational publication.

(g ¥y Where the international spplication ig not published by virue of
Anicle 64(3), any notification made under paragraph (g)(i) must reach, and any
sectification mede under paragraph (g)(iit) must be suthorized by, the Intema-
tional Bureau, in order to be effective, not later than at the time of the
communication of the intemationsl spplication under Article 20.<%%

PCT Rule 92
Correspondence
92.1 Need for Letter and for Signature

(s} Any paper submitied by the applicant in the course of the intemnational
procedure provided for in the Treaty and these Regulations, other than the
international epplicetion itself, shall, if not itgelf in the form of a letter, be
sccompanied by a letter identifying the intemational spplication to which it
relates, The letter shali be signed by the applicant.

(b)If the requirements provided for in paragraph (8) are not complied with,
the applicant shall be informed as to the non-complisnce and invited to remedy
the omigsion within a time limit fixed in the invitation. The time limit go fixed
shall be reasonable in the circumsiances; even where the time limit go fixed
expires later then the time limit epplying to the furnishing of the paper (or even
if the latier time limit has afready expiredy, it shail not be less than 10 days and

net more than one month from the mailing of the invitation, If the emission is'

remedied within the time limit fixed in the invitetion, the omigsion shall be
digregarded; otherwise, the spplicent shall be informed thet the peper has been
digregarded,

{¢y Where non-complisnce with the requirements provided for in para-
graph (8) hes been overfooked and the paper taken into account in the intema-
tional procedure, the non-complience shall be disregarded.

92.2 Languages
(e) Subject to Rules 55. 1 and 66.9 and to paragraph (b) of this Rule, any
letter or document submitted by the applicant to the Intemational Searching
* Authority or the International Preliminary Examining Authority shall be in the
same language as the intemational application to which it relates.
¢
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(b) Any letter from the applicant to the Intemnational Searching Author-
ity or the International Preliminary Examining Authority may be in a language
other than that of the intemnational spplication, provided the said Authority
authorizes the use of such languege.

(c) [Deleted)

(d) Any letter from the applicant to the International Bureau shall be in
English or French.

(e) Any letier or notification from the Intemational Buresu to the
applicant or to any national Office shall be in English or French.

92.3 Mailings by National Offices and Intergovernmenial Organizations

Any document or letter emanating from or transmitted by a national
Office or an intergovernmental organization and constituting an event from the
date of which any time limit under the Treaty or these Regulations commences
to run shall be sent by registered air mail, provided that surface mail may be
used instead of air mail in cases where surface mail normally arrives at its
destination within two days from mailing or where air mail service is not
available.

92.4 Use of Telegraph, Teleprinter, Etc.

(a) Notwithstanding the provisions of Rules 11.14 and 92.1(a), but
subject to paragraph (b), below, any document (including sany drawing)
subsequent to the international application may be sent by telegraph or
teleprinter or otherlikemeans of communication producing & printed or written
document. Any such document so sent shall be considered to have been
submitted in a form complying with the requirements of the said Rules on the
day on which it was communicated by the means mentioned sbove, provided
that, within 14 days efter being so communicated, its contents are furnished in
that form, otherwise, the telegraphic, teleprinter or other communication shail
be considered not to have been made.

(b) Each national Office or intergovernmental organization shall
prompily notify the International Bureau of any means referred to in paragraph
(2) by which it is prepared to receive documents referred to in that paregraph.
The Intemational Bureau shall publish the information so received in the
Gazetie as well as information conceming the means refesred 1o in paragraph
(a) by which the International Bureau is prepared toreceive any such document.
Paragraph (e) shall apply with respect to eny national Office or intergovem-
mental organization only to the extent the said information has been so
published with respect to it. The Intemational Buresu shell publish, from time
1o time, in the Gazetie, chenges in the information previously published.

Obvious errors of transcription may be rectified (PCT Rule
91). The Receiving Office or the International Searching Au-
thority will inform the applicant of obvious errors of transcrip-
tion using form PCT/RO/108 or PCT/ISA/216, respectively.
The form will indicate to which Authority the applicant may
request rectification of the error. In general the Receiving
Office may authorize rectification of errors in the Request only.
The International Searching Authority may authorize rectifica-
tion of errors in the description, claims, abstract or drawings.
The applicant, upon noticing an error of transcription, may
spontaneously present a request for rectification to the appro-
priate Authority. The Authority will promptly inform the appli-
cant of the authorization or the refusal to authorize the rectifi-
cation of obvious errors. The forms used by the United States
Receiving Office and the International Searching Authority for
authorization or refusal are PCT/RO/109 and PCT/ISA/217.

1845.04 Changes in Certain Indications in
the Request [R-2]

PCT Rule 92"
Recording of Changes fn Certaln Indications In the Request or
the Demand
92% 1 Recording of Changes by the International Bureau
(8) The Intemnational Bureau shall, on the request of the applicant or the
receiving Office, record changes in the following indications appearing in the
request or demand:
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(t) person, name, residence, nationality or address of the applicant,

(ii) pereon, name or address of the egent, the common representative or
the inventor.

(b) The Internationsl Bureau ghell not record the requested change if the

request for recording is received by it after the expiration:

(i) of the time limit referved to in Arnticle 22(1), where Article 39.1 isnot
applicable with regpect to any Contracting State

(i) of the time limit referred to in Article 39(1)(a), where Article 39.1
is applicable with respect to at least one Contracting State.

1860 The International Searching Authority
[R-2]

PCT Article 16
The International Searching Authority

(1) Itemational search shall be carried out by en Itemations! Searching
Authority, which may be either 2 nationsl Office or an intergovemmentsl
organization, such as the Intemational Petent Inmmu:. whose tasks include the
esiablishing of documentary seaech repons on prior m with respect to inven-
tions which are the subject of spplicstions.

(2) X, pending the establishment of & single Intemnational Searching
Authority, there are several Intemationel Searching Authorities, each receiving
Office shell, in accordence with the provisions of the epplicable agreement
referred 1o in paragreph(3)(b), specify the Internationsl Searching Authority or
Authoritiés competent for the seaeching of intemational spplications filed with
such Office.

(3)=) Internationsl Searching Authorities shall be appointed by the As-
sembly. Any national Office end any imergovemmental orgenization satisfying
the requisements tefemdtom subparagraph (c) may be sppointed as Intermna-
tional Searching

Ga)Appommemeecmdnmulm&wmsmofﬂwmumal
Office o intergovernmentsl orgenization (o be sppointed and the conclusion of
&n sgreemaent, subject to epprovel by the Assembly, between such Office or
organization and the Fnternationsl Buresu. The agreement shall specify the
rights and obligations of the parties, in particular, the formal undertaking by the
said Office or organizstion w0 apply and observe gll the common rules of
international search.

(c) The Regulations prescribe the minimuwm requirements, pasticulasly
as o manpower and documentstion, which esy Office or organization must
satisfy befors it can be appointed and must continve to satisfy while it remeins
eppoinied.

{4} Appointment shall be for & fized period of time end may be extended
for furiher periods.

(¢} Before the Assembly makes 8 decision ca the sppointment of any
national Office or intergovernmentsl orgenization, or on the extension of its
sppointment, or before it allows eny such appointment to lapse, the Assembly
shall hear the interested Office or organization and seek the advice of the
Commiuee for Technical Cooperation referred to in Aricle 56 once that
Conunittee has been established.

PCT Article 17
Procedure before the International Searching Authority
{1} Procedure before the Intemational Sessching Authority shell be gov-
emed by theprovisions of this Treaty, the Regulations, end the sgreement which
the Intemnations] Burees shall conclude, subject to this Treaty and the Regula-
tions, with the geid Authority,
(2¥(e) 1f the Internstional Searching Authority considers:

(i) that the international application relstes 108 subject matter which the
Intemations! Seerching Authority is not requised, wnder the Regulations, to
gearch, and in the particulsr case decides not to search, or

(i) that the description, the clsims, or the drawings, fail to comply with
the prescribed requisements to such an extent that e meaningful search could not
be esrried out,

the said Authority ehall eo declare and chall notify the applicant and the
International Bureau that no intemational search report will be established.
(b If eny of the situstions referred 1o in subparagraph () is found toexist
in corriection with certsin claime only, the intemations] search repost shall g0
indicate in respect of such claims, whereas, for the other cleims, the said report
shell be established e provided in Article 18,
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(3)(=) If the International Searching Authority considers that the interna-
tional application does not comply with the requirement of unity of invention as
get forth in the Regulations, it shall invite the applicant to pay additionsl fees.
The Intemational Searching Authority shall establish the intemational search
reporton those parts of the intemational application which relateto the invention
first mentioned in the claims (“main invention”) and, provided the required
additional fees have been paid within the prescribed time limit, on those parts
of the international application which relate toinventions in respect of which the
said fees were paid.

(b) The national law of any designated State may provide that, where the
national Office of the State finds the invitation, referred to in subparagraph (a),
of the Intemational Searching Authority justified and where the applicant has
not paid all additional fees, those paris of the international application which
consequently have not been searched shall, as far as effects in the State are
concemed, be considered withdrawn unless a special fee is paid by the applicant
to the national Office of that State.

PCT Rule 28
Recelpt of the Search Copy by the Internationsl Searchlng
Authority

25.1 Notification of Receipt of the Search Copy

The Internstional Searching Authority shall promptly notify the Interne-
ticnel Buresu, the applicant, and — unless the Internationel Searching Author-
ity is the same as the receiving Office —the receiving Office, of the fact snd the
date of receipt of the search copy.

PCT Rule 3§
The Competent International Searching Autherity

35.1 When Only One International Searching Authority is Competent
Each receiving Office shall, in accordance with the terms of the applicable
agreement referredtoin Anticle 16(3)Xb), inform the Intemational Buresu which
Intemational Sesrching Authority is competent for the searching of the intema-
tional applications filed with it, and the Internstional Bureau shell prompily
publish such information.
35.2 When Several International Searching Awthorities Are Competent
(e} Any receiving Office may, in sccordance with the terms of the
spplicable agreement referred to in Asticle 16(3)(b), specify geveral Intemas-
tional Searching Authorities:
(i) by declaring all of them competent for eny internationsl application
filed with it, and lesving the choice to the spplicant, or
(it} by declaring one or more competent for cenain kinds of intemational
epplications filed with it, and declaring one or more others competent for other
kinds of intemational applications filed with it, provided that, for those kinds of
intemationel applications for which several Internstional Searching Authorities
are declared 1o be competent, the choice shall be lefi to the applicant.
(b) Any receiving Office availing itself of the feculty provided in pare-
graph () shall promptly inform the Intemational Bureeu, and the International
Buresu ghall promptly publish such information.

35 U.8.C. 362 Internstional Searching Authority >and Interna-
tionsl Prefiminary Examining Authority<,

>(e}< The Patent and Trademark Office may act as sn Intemstional
Sesrching Authority »>and Intemstional Preliminary Exemining Authority<
with respect to intemational applications in sccordance with the terms and
conditions of en sgresment which may be coneluded with the Intemnationel
Bureau », and may discharge all duties required of such Authorities, including
the collection of handling feas and their trensmitial to the International Bureaue,

>{b) The hendling fee, preliminary examination fes, and any edditionsl
fees due for intemational preliminary examinstion ehell be paid within such
time a6 may be fixed by the Commissioner.<

37 CFR 1.413 The United States International Searching
Authority.

(a) Pussuant to appointment by the Assembly, the United States Patent end
Trademark Office will act as en Intemationsl Searching Authority for inteme-
tional applications filed in the United States Receiving Office and in other
Receiving Offices as mey be agreed upon by the Commigsioner, in accordance
with agreement between the Patent and Trademark Office and the International
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Burean (BCT Art. 16(3)b)).

(b) The Patent and Trademark Office, when ecting as an Internationsl
Searching Authority, will be identified by the full title “United States Intema-
tionel Searching Authority” or by the sbbreviation “ISA/US.”

(c) The major functions of the Intemational Searching Authority include:

(1) Approving or establishing the title and abstract;

(2) Considering the matter of unity of invention;

(3) Conducting internationsl and international-type sesrches and prepar-
ing international and intemational-type search reports (PCT Art. 15, 17 and 18,
end PCT Rules 25, 33 to 45 and 47); and

(4) Trensmitting the intemational search repost to the applicent and the
International Bureau.

TRANSMITTAL OF THE “SEARCH COPY;' TO THE
INTERNATIONAL SEARCHING AUTHORITY

The “search copy” is transmitted by the Receiving Office to
the International Searching Authority (PCT Article 12(1)), the
details of the ransmittal are provided in PCT Rule 23.

THE MAIN PROCEDURAL STEPS IN THE INTERNA-
TIONAL SEARCHING AUTHORITY

Themainprocedural stepsthatany international application
goes through in the International Searching Authority are the
following:

(i) the making of the international search (PCT Article
15), and
T (ii) the preparing of the international search report (PCT
Article 18 and PCT Rule 43).

COMPETENT INTERNATIONAL SEARCHING
AUTHORITY

In respect of international applications filed with the U.S.
Receiving Office, the United States International Searching
Authority, which is the Examining Corps of the United States
Patent and Trademark Office, and the European Patent Office
are competant to carry out the international search (PCT Article
16, PCT Rules 35 and 36, 35 U.S.C. 362 and 37 CFR 1.413).

The United States Patent and Trademark Office has in-
formed the International Bureau that in addition to the United
States Patent and Trademark Office, the European Patent Office
is competentas an International Searching Authority for search-
ing all kinds of international applications filed in the United
States Receiving Office on and after Oct. 1, 1982, (PCT Article
16(2) and PCT Rule 35.2(a)(i).

MATTERS TO BE CONSIDERED WHEN CHOOSING AN
INTERNATIONAL SEARCHING AUTHORITY

Choogsing The European Patent Office (EPO) as an Interna-
tional Searching Authority could be an advantage to United
States applicants who designate countries for European Re-
gional patentprotection in PCT International applicationsfor the
following reasons:

(1) Claims may be amended according to EPO searchresults
before entering the European Office as a designated Office.

(2) The EPO search fee need not be paid upon entering the
European Office as a designated Office.

(3) The EPO searchresults may be available foruseinaU.S.
priority application.

1
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(4) The EPO international search may be obtained with-
out the need for a European Professional Representative.

(5) The European Patent Office search could provide the
U.S. applicant with the benefit of a European art search (which
may be different from his own or the USPTO’s search) before
it is necessary to enter the European Patent Office or other
designated Offices and usually before amendments to the U.S.
priority application are needed.**

Some of the disadvantages that may occur due io the Eu-
ropean Patent Office making the International Search are the
following:

(1) Additional mailing time to and from the EPO Search-
ing Authority may shorten the time for applicants to respond to
various invitations from the EPO such as for comments on
abstracts and payments of additional search fees as well as for
PCT Article 19 amendments to the claims after issuance of the
International Search Report.

(2) There may be more difficulty in solving any proce-
dural problems between the applicantand the EPO than with the
USPTO due to physical distance and time differences.

1861 The European Patent Office as an
International Searching Authority [R-2]

Since October 1, 1982, the European Patent Office (EPO)
has been available as a Searching Authority for PCT applica-
tions filed in the United States Receiving Office, The choice of
Searching Authority ,either the EPO or the United States Patent
and Trademark Office, must be made by the applicant on filing
the International Application. The choice of Searching Author-
ity may also be indicated on Transmittal Letter form PTO-
1382,

It should be noted that the European Patent Office will not
search , by virtue of PCT Article 17(2)(a)(i), any international
application to the extent that it considers that the international
application relates to subject matter set forth in PCT Rule 39,1,
Furthermore, the European Patent Office is not equipped to
search computer programs.

Theinternational search fee for the European Patent Office
must be paid to the United States Patent and Trademark Office
(USPTO) as a Receiving Office at the time of filing the inter-
national application. The search fee for the European Patent
Office is currently set under PCT Rule 16.1(b) at >1,080<*
United States dollars. The search fee will change as costs and
exchange rates require.** If exchange rates fluctvate signifi-
cantly, the fee may change frequently. Notice of changes will
be published in the Official Gazette shortly before the effective
date of any change.

If the European Patent Office as the International Search-
ing Authority considers that the international application does
not comply with the requirement of unity of invention as set
forth in PCT Rule 13 , the European Patent Office will invite
applicants to timely pay directly to it an additional search fee of
2,095 Deutsche Marks for each additional invention.

A revised fee calculation sheet (form PCT/RO/101, An-
nex) having appropriate spaces to indicate the choice of Inter-
national Searching Authority has been developed so that appli-
cants may indicate which International Searching Authority is
to make the search.
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1862 The International Search [R-2]

PCT Article 15
The International Search

(1) Each international application shall be the subject of intemationsl
search.

(2) The objective of the intemational search is to dizcover relevant prior
ar.

(3) Intemnational search shall be made on the basis of the claims, with due
regard to the description and the drawings (if any).

(4) The International Searching Authority refersed to in Article 16 shall
endeavor to discover as much of the relevant prior art as its facilities permit, and
shall, in any case, consult the documentation specified in the Regulations.

(5) If the national law of the Contracting State so permits, the applicant
who files & national application with the national Office of or acting for such
Stiate may, subject to the conditions provided for in such law, request that 2
search similarto an international search (“intemational -type search’) be carried
out on such epplication.

(b) If the national law of the Contracting State so permits, the national
Office of or acting for such State may subject any nationsl application filed with
it to an intenational-type search.

(c) The intemational-type search shall be carried out by the International
Searching Authority referred 1o in Asticle 16 which would be competent for an
international search if the national applicstion were sn international epplication
and were filed with the Office referred to in subparagraphs (s) and (b). If the
national spplication is in & language which the Itemational Searching Author-
ity considers it is not equipped to handle, the intemational-type search shell be
carried out on & translation prepared by the spplicant in a language prescribed
for international spplications and which the Internationsl Searching Authority
hes underéaken to accept for intemationsal applications. The national epplication
and the translation, when required, shall be presemed in the form prescribed for
intemationsl spplications.

PCT Rule 33

‘. Relevant Prior Art for the Internationsal Search
33.1 Relevant Prior Ast for the International Search

(8} For the purposes of Article 15(2), relevant prior art shall consist of
everything which hag been made availsble to the public snywhere in the world
by means of written disclosure (including drawings end other illustrations) and
whichis capable of being of agsistance in determining that the claimed invertion
is or is not new &nd that it does or does not involve an inventive step (ie., thet
it is oris not obwious), provided that the making available to the public occurred
prior to the international filing date.

(b) When any writtens disclosure refers to an oral disclosure, use, exhibi-
tion, or other means whereby the contents of the written disclosure were made
svailable to the public, and such making available to the public occurred on 8
date prior to the intemational filing date, the intemational search report shall
separately mention that fact and the date on which it occurred if the making
available to the public of the written disclosure occusred on & date posterior to
the internationsl filing date.

(c) Any published spplicstion or eny patent whose publication date iglater
bue whose filing date, or, where spplicsble, clsimed priority date, is esaelier than
the intemational filing date of the international application seasched, and which
would constitute relevant prior art for the purposes of Anticle 15(2) hed it been
published prior to the internationsl filing date, shall be specially mentioned in
the international search report.

33.2 Fields to Be Covered by the International Search

(a) The intemational search shall cover all those technical fields, and shall
e carried out on the basis of all those search files, which may contain material
pertiners to the invention.

(b) Consequently, not only shall the st in which the invengion is classifi-
abie be searched but also snalogous asts regardiess of where classified,

(c) The question what asts sre, in any given case, W be regarded as
analogous shall be considered in the light of whet appears o be the necessary
esgential function or use of the invention and not only the specific functions
expredsly indicated in the international application.

(d) The intemationsl sesrch shall embrace all subject matter that is
genesslly recognized as equivalent to the subject matterof the claimed invention
for all of certain of its features, even though, in its specifics, the invention as
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described in the international application is different.
33.3 Orientation of the International Search

() Intemational search shall be made on the basis of the claims, with due
regard to the description and the drawings (if any) and with particular emnphasis
on the inventive concept towards which the claims are directed,

(b) Insofar as possible and reasonable, the internationsl search shall cover
the entive subject matier to which the claims are directed orto which they might
reasonably be expected to be directed after they have been amended.

PCT Rule 34
. Minimum Documentation
34.1 Definition

(a) The definitions contained in Article 2(i) and (ii) shall not apply
for the purposes of this Rule.

(b) The documentation referred to in Article 15(4) (“minimum
documentation™) shall consist of:

(i) the “national patent documents™ as specified in paragraph(c),

(ii) the published intemational (PCT) applications, the published regional
applications for patents and inventors® certificates, and the published regional
patents and inventors’ ceriificates,

(iif) such other published items of non-patent literature as the Interna-
tional Searching Authorities shall agree upon end which shell be published in
8 list by the Intemationsl Bureau when agreed upon for the first time and
whenever changed.

(c)Subjectto paragraphs (d)and (e), the “national patent documents™ shall
be the following:

(i) the patents issued in and after 1920 by France, the former Reichspat-
entamt of Germany, Japan, the Soviet Union, Switzerlend (in French and
German languages only), the United Kingdom, and the United States of Amer-
ica,

(ii) the patents issued by the Federal Republic of Germany,

(iii) the patent applications, if any, published in and after 1920 in the
countries refesred to in items (i) and (i),

(iv) the inventors® certificates issued by the Soviet Union,

(v) the utility certificates issued by, and the published applications for
utility certificstes of France,

(vi)* such patents issued by, and such patent applications published in,
any other country after 1920 as are in the English, French, [or] Germen or
Spanish langusge and in which no priority is claimed, provided that the nstional
Office of the interested country soris out these documents and places them at the
disposal of each International Searching Authority.

(d) Where an application is republished once (for example, and Offenle-
gungsschrift as an Auslegeschrift) or more than once, no Intemational Search-
ing Authority shall be cbliged to keep all versions in its documentstion;
consequently, each such Authority shall be entitled not to keep more than one
version. Furthermore, where an application is granted and is issued in the form
of a patent or a uiility certificate (France), no Intemational Searching Author-
ity shall be obliged to keep both the application and the patent or utility
centificate (France) in its docurnentation; consequendy, each such Authority
shall be entitled to keep either the application only or the patent or utility
centificate (France} only.

(e)¥ Any International Searching Authority whose official language, or
one of whose official languages, is not Japanese, Russian or Sparish is entitled
net to include in its documentation those patent documents of Jepan and the
Soviet Union ag well as those patent documents in the Spanish language,
respectively, for which no ebstracis in the English language are generslly
available. English abstracts becoming generally available afier the date of entry
irto force of these Regulations shall requise the inclusion of the patent docu-
ments 1o which the abstracts refer no later than gix montha after such sbetracts
become generally available. In case of the interraption of abstracting services
in English in technical fields in which English abstracts were formerly generally
available, the Assembly shall take sppropriate measures to provide for the
prompt restoration of such services in the eaid fields,

() Por the purposes of this Rule, applications which have only been laid
open for public inspection are not considered published applications.

* The words printed in italice in paragraphs (c){vi) end (¢) of Rule 34,1 will become
applicsbls at the same time that the PCT will enter into force in respect of the country
which, among the Spanish-epeaking countries, is the firmt to ratify or eccede 1o the PCT,
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PCT Rule 36
Minimum Reguirements for International Searching Autheorities
36.1 Definition of Minimum Requirements
The minimum requirements referred to in Article 16(3)(c) shall be the
following:

(i) the national Office or intergovermnmental organization must have at
least 100 full-time employees with sufficient technical qualifications to carry out
searches;

(ii) that Office or organization must have in its possession at least the
minimumn documentation referred to in Rule 34, properly arranged for search
purposes;

(iif) that Office or organization must have a staff which is capable of
searching the required technical fields and which has the language facilities to
understend at least those langwages in which the minimum documentation
referred to in Rule 34 is written or is trandlated.

PCT Reule 39
Subject Matter under Article 17(2)(a)(t)

39.1 Definition

No Intemational Searching Authority shall be required to gearch an
international application if, and to the extent to which, its subject matter is any
of the following:

(i) scientific end mathematical theosies,

(ii) plant or animal varieties or essentially biological processes for the
producticn of plants and animals, other than microbiological processes and the

products of such processes,
(iif) schemes, rules or methods of doing business, performing purely

mental acts or playing gemes,

(iv) methods for wreatment of the human or animal body by surgery or
therapy, as well as disgnostic methods,
~  (v) mere presemations of information,

(vi) computer programs to the extent that the International Searching
Awumhority is not equipped to search prior art conceming such programs.

. PCT Adminlstrative Instructions Sectlon 501
‘ Corrections Submited to the International Searching Authority
- Concerning Expressions, etc., Not to be Used in the
International Application

Where the applicant submits corrections to the Intemnational Searching
Authority simed at complying with the prescription of Rule 9.1, that Authority
shall transmit coples of such corrections to the receiving Office and the
Intemational Buresu.

The objective of the international search is to discover
relevant prior art (PCT Article 15(2)). “Prior art” consists of
everything which has been made available to the public any-
where in the world by means of written disclosure (including
drawings and other illustrations); it is “relevant” inrespect of the
international application if it is capable of being of assistance in
determining that the claimed invention is or i3 not new and that
the claimed invention does or does notinvolve an inventive step
(i .e., that it is or is not obvious), and if the making available to
the public occurred prior to the international filing date, for
further details see PCT Rule 33, The international search is made
on the basis of the claims, with due regard to the description and
the drawings (if any) contained in the international application
(PCT Article 15(3)).

DOCUMENTS SEARCHED BY THE INTERNATIONAL
SEARCHING AUTHORITY

The International Searching Authority must endeavor to
discover as much of the relevant prior art as its facilities permit
(PCT Article 15(4)), and, in any case, must consult the so-called
“minimum documentation” (PCT Rule 34).

$
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CERTAIN SUBJECT MATTER NEED NOT BE
SEARCHED

No International Searching Authority is required to per-
form an intemnational search where the international applica-
tion relates to any of the following subject matters:

(i) scientific and mathematical theories,

(i) plant or animal varieties or essentially biological proc-
esses for the production of plants and animals, other than
microbiological processes and the products of such processes,

(iii) schemes, rules or methods of doing business, perform-
ing purely mental acts or playing games,

(iv) methods for treatment of the human or animal body by
surgery or therapy, as well as diagnostic methods,

(v) mere presentation of information, and

(vi) computer programs to the extent that it, the said Au-
thority is not equipped to search prior art (PCT Article
17(2)(a)(i) and PCT Rule 39),

The applicant planning to file an international application
may be well advised not to file one if the subject matter of the
application falls into one of the above mentioned areas; if he or
she still does file, the ** International Searching Authority
may declare that it will not establish an international search
report. It is to be noted nevertheless that the lack of the
international search report in such case will not have, in itself,
any influence on the validity of the international application
and the latter’s processing will continue, including its commu-
nication to the designated Offices.

>The USPTO has declared that it will search and examine
ininternational applications all subject matter searchedand ex-
amined in U.S. national applications.<

NO SEARCH REQUIRED IF CLAIMS ARE UNCLEAR

If the International Searching Authority considers that the
description, the claims, or the drawings fail to comply with the
prescribed requirements to such an extent that a meaningful
search could not be carried out, it may declare that it will not
establish a search report (PCT Article 17(2)( a) (ii) and (b)).
Such declaration may also be made in respect of some of the
claims only. This may be particularly the case where the
description or the claims are unclear. The lack of the interna-
tional search report will not, in itself, have any influence on the
validity of the international application and the latter’s process-
ing will continue, including its communication to the desig-
nated Offices. Where only some of the claims are found to be
“unsearchable,” the International Searching Authority will not
search them, but will search the rest of the international appli-
cation. Any unsearched claims will be indicated in the Search
Report.

1863 The International Search Report
[R-2]

PCT Article 18
The International Seacch Report
(1) The intemnational search repost shell be estsblished within the
prescribed time limit and in the prescribed form.
(2) The intesnational search report shall, as goon as it has been estab-
lished, be transmitted by the Intemational Searching Authority to the applicant
snd the Internationel Buresu.
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(3) The intemational search report or the declaration referred toin Article
17(2)(a) shall be translated 2s provided in the Regulstions. The translations shall
be prepared by or under the responsibility of the Intemational Bureau.

PCT Reule 37
Missing or Defective Title

37.1 Lack of Title

If the international application does not contain a title and the receiving
Office has notified the Intemational Searching Authority that it hag invited the
applicant 10 correct such defeci, the International Searching Authority shall
proceed with the intemational search unless and until it receives notification that
the said application is considered withdrawn.
37.2 Establishment of Title

Ifthe intemational application does not contain a title and the International
Searching Authority hag not received & notification from the receiving Office to
the effect that the applicant has been invited to famish a tite, or if the said

Authority finds that the title does not comply with Rule 4.3, it shall itself

establish a title.

PCT Rule 38
Migsing Abstract

38.1 Lack of Abstract

¥ the intemational application does not contain an absiract and the
receiving Office has notified the International Searching Authority that it has
invited the applicant to comrest such defect, the Intemationsl Searching Author-
ity shall with the intemational search unless and until it receives
notification that the said applicstion is considered withdrawn,
38.2 Establishment of Abetract

(s) If the internstionel application does not contsin an sbetract and the
International Searching Authosity has not received 8 notification from the
receivingOffice to the effect that the applicant has been invited to fumish an
sbatract, or if the ssid Authority finds that the abstract doeg not comply withRule
8, it shall iteelf establish an abetract (in the lenguage in which the intemational
spplication is published). In the latter case, it ghall invite the applicam to
comment on the abatract established by it within one month from the date of the
invitation,

(bj The definitive contents of the abstsact shall be determined by the
Intemnational Searching Authority.

PCT Rule 43
The International Searck Report

43.1 Identifications

The intemational seasch report shall identify the Intemational Searching
Authority which establishod it by indicating the neme of such Authority, and the
international spplication by indicating the intemational spplication number, the
name of the spplicant, the name of the receiving Office, and the intemational
filing date.
43.2 Dates

‘The irtemational search report shall be dated and shall indicate the date
on which the international search wes actuslly completed. It shall aleo indicate
the filing date of any earlier application whose priosity it claimed,
43.3 Classification

(a) The intemationsl search report shell contain the clagsification of the
subject matter st least according to the International Patent Clagsification.

{b) Such classification shall be effected by the Intemationsl Searching
huthority,
43.4 Language

Every international seasch report and any declaration made under Article
17(2)(e) shall be in the Ianguage in which the intemational application to which
it relates is published,
43.5 Citations

(8) The intemational gearch report shall contsin the citations of the
documents considered to be relevant.

(b) The method of identifying any cited document shall be regulated by the
Administrative Instructions.

() Citations of pesticuler relevance shall be epecially indicated.

(d) Citations which are not relevant to aif the claims shall be cited in
relation to the claim or claime to which they are relevant,

(e) If only certain passages of the cited documennt are relevant or particu-
lasly relevane, they shall be identified, for example, by indicating the page, the
columngor the lines, where the passage sppesrs.
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43.6 Fields Searched
(a) The intemational search report shall list the classification identifica-
tion of the fields searched. If that identification is effected on the basis of 2

- classification other than the Intemational Patent Classification, the hnema-

tional Searching Authority shall publish the classification used.

(b) If the intemational search extended to patents, inventors® certificates,
utility centificates, utility models, patents or certificates of addition, inventors®
certificates of addition, utility cestificates of addition, or published applicaticns
for any of those kinds of protection, of States, periods, or languages, not
included in the minimum documentation as defined in Rule 34, the intemstional
search repont shall, when practicable, identify the kinds of documents, the
States the periods, and the languages to which it extended. For the purposes of
this paragraph, Anicle 2(ii) shall not apply.

43.7 Remarks Concerning Unity of Invention

If the applicant paid additionsl fees for the intemational search, the
international gearch report shall so indicate. Furthermore, where the intema-
tional search was made on the main invention only (Arnicle 17(3)(a)), the
international search report shall indicate what parts of the international applica-
tion were and what paris were not searched,

43.8 Signature

The interational search report shall be signed by an authorized officer of
the International Searching Authority.
43.9 No Other Matter

The intemational search report ghall contzin no matter other than that
enumerated in Rules 33.1(b) and (¢), 43.1, 2,3, 5, 6,7 and 8, and 44.2(a) and (b),
and the indication referred to in Anicle 17(2) (b). In particular, it shall contain
no expressions of opinion, reasoning, arguments, or explanations.

43.10 Form

‘The physical requirements asto the form of the intemational sesrch report

shall be prescribed by the Administrative Instructions.

PCT Rule 44
Transmittal of the internatienal Search Repert, Etc.
44.1 Copies of Report or Declaration

The International Searching Authority shall, on the same day, transmit one
copy of the intemational search report or the declaration referred 1o in Asticle
17(2)(s) to the International Bureau and one copy to the applicant.

44.2 Title or Abstract

(a) Subject to paragraphs (b) and (c), the intemational search report shall
either stale that the Intemational Sesrching Authority approves the title and the
abstract as submitied by the epplicant or be sccompanied by the text of the title
endfor abstract as established by the International Searching Authority under
Rules 37 and 38.

(b) Y, e the time the intemnational search is completed, the time limit
allowed for the spplicant to comment on any suggestion of the Intemnational
Searching Authority in respect of the abstract has not expired, the intemational
search report shall indicate that it is incomplete as far ag the absiract is
concemed.

(c) As soon as the time limit referred 1o in paragraph (b) has expired, the
Intemational Searching Authority shall notify the abstract approved or estab-
lished by it to the Intemational Bureau and to the applicent.

44.3 Copies of Cited Documents

(a) The request referred to in Article 20(3) may be presented eny time
during seven years from the intemationsl filing date of the international
application to which the intemational search report relates,

(5) The Intemational Searching Authority may require that the party
(applicant or designated Office) presenting the request pay (o it the cost of
prepering snd mailing the copies. The level of the cost of preparing copies shall
be provided for in the agreements referred 1o in Article 16(3)(b) between the
Intemationsl Searching Authorities and the Intemationsl Bureau,

{¢y Any International Searching Authority not wishing 10 send copies
direct to any designated Office shall send & copy to the Intemational Buresu and
the International Bureau chafl then proceed as provided in paragraphs (s) and

®).
(d) Any intemational Sesrching Authority may perform the obligations
referred to in (g) to (c) through another sgency responsible to it,

PCT Adminlstrative Instructions Section 503
Method of Identifying Documents Clted In the International
Search Report
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Identification of any document cited in the intemational search report
referred inRule 43.5(b) shall be made by indicating the following elements in the
order in which they are listed: '

(2) Ins the case of any patent document (patent documents being patents
within the meaning of Article 2(ii) as well as published applications relating
thereto:

(i) the Office that issued the docurnent, by the two-letter code as in Annex

B;

(if) thekind of document, by the appropriate symbols as in >the Standard

Code for Identification of Different Kinds of Patent Documents. Published in

WIPO Handbook on Patent Information and Documentation, Volume 1, Part 3,

Standards-ST.16.

(iif) the number of the document as given to it by the Office that issued it
(for Japanese patent documents the indication of the year of the reign of the
Emperor must precede the serisl number of the patent document);

(iv) the name of the patentee or applicant (in capital Jetters, where
gppropriate ebbreviated);

(v) the dste of publication of the cited patent document as indicated
thereon; end

(vi) where applicable, the pages, columns or lines where the relevant
passages appest, of the relevant figures of the drawings,

(The following example illustrates the citation of & patent document
according to paragragh (a) above:

IP, B, 50-14535 (NCR CORPORATION) 28 May 1975 (28.05.75), see

column 4, lines 3 to 27).

&) In the Case of any Book or Other Separately Issued Publication:

(i) the name of the suthor;

(ii) the vitle (including, where applicable, the number of the edition and/or
volume);

. (i} the yesr of publication (when this coincides with the year of the

ifernational spplication or of the priority claim, the Intemnational Searching

Aahority dhall endeavor to determine the month and, if necegsary, the day of

publication and to indicate these dats in the intemational search report);

(iv) the name of the publisher;

(v) as far as svailsble, the place of publication (where only the locstion of
- - the publisher appesrs onthe book or other separately issued publication, then that
Ioeation shell be indicated as the place of publication); end

(vi) where applicable, the pages, columns or lines where the relevant
passages appesr, or the relevent figures of the drawings.

(Thefollowing exsmpleillinstrates the citation of abook or other geparately
issued publication sccording to paragraph (b) above:

H. Walion, “Microweve Quantum Theory,” Volume 2, published 1973, by
Sweet and Manwel! (London), see pages 136 1o 192, especially pages 146 to
1483

(€} Ins the case of any asticle published in @ periodical or other serial
publication;

(i) the title of the periodical or other serisl publication; -

(iiy the mumber of the volume and the date of the issue in which the asticle
appears;

(ii} a¢ far as availsble, the place of publication (where only the location of
the publisher appears in the periodical or other serial publication, then that
location shall be indicated as the place of publication);

(iv) the suthor and the tide of the article and the number of the page both
on which the esticle sterts end ends; and

(vy where applicable, the pages, columns or lines where the relevant
paseages appesr, or the relevant figures of the drawings.

(The following example illustrates the citation of an snticle published in 8
periodicsl or other serial publicstion sccording to peragraph () sbove:

TBM Technical Disclosure Bulletin, Volume 17, Neo. §, igsued October
1974 (Armonk, Wew Yode), J. G, Brop, “Integrsted Circuit Personalization at the
Module Level” see pages 1344 and 1345.)

(d) In the case of abstracts: .

(i) the idemification of the document containing the abstract in the manner
set forth ins paragrephs (e}, (b) and (c) respectively, depending upon whether the
abatract ig contained in 8 patent document, in & book or other separately issued
publication, or in an erticle published in o periodical or other serial publication;

(i) in the case where the abstract isnot published together with the full text
document which served as its bagis, the identification of both abstract and full

“texs document on the basis of whatever bibliographic date may be availsble in
respect thereto,

t  (Thefollowing example illusteates the citation of an abstract according to
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parsgraph (d) (if) above:

Chemical Abstracts, Volume 75, No. 20, issued 15 November
1971(15.11.71) (Columbus, Ohio, USA), D. 1. Shetulov, “Surface Effects
During Mental Fatigue,” see page 163, column 1, the abstract No. 120718k,
Fiz.-Khim. Mekh. Mater. 1971, 7(2), 7-11([Russ).)

PCT Administrative Instructions Section 504
Ciassification of the Subject Matter of the International
Application

(a) Where the subject matter of the intemational application is such that
classification thereof requires more than one classification symbol according
to the principles to be followed in the application of the Intemational Patent

- Classification to any given patent document, the intemational search report

shall indicate all such symbols,

(b) Where any national classification system is used, the international
search report may indicate all the applicable classification symbols also
according to that system.

(c) Where the subject matter of the intemational application is classified
both eccording to the Intemational Patent Classification and to any national
classification systemn, the international search report shall, wherever possible,
indicate the corresponding symbols of both clagsifications opposite each other.

PCT Administrative Instructions Section 505
Indication of Citations of Particular Relevance In the
International Search Report

(a) Where any document cited in the international eearch report is of
particular relevance, the speciel indication required by Rule 43.5(c) shall
consist of the letter(s) “X" and/or “Y* placed next to the citation of the said
document,

(b) Category “X" is applicable where a document ig such that when taken
alone, a cleimed invention cannot be congidered novel or cannot be considered
to involve an inventive step.

(c) Category “Y" is applicable where a document is such that & claimed
invention cannot be considered to involve aninventive step when the document
is combined with one or more other such documents, such combination being
obvious to a pergon gkilled in the art.

PCT Adminlstrative Instructiong Section 507
Manner of Indicating Certaln Spacial Categories of Documents
Cited in the Internstional Search Report

(a) Where any document cited in the intemational search report refers to
an oral digclosure, uge, exhibition, or other means referred to in Rule 33.1(b),
the separate indication required by that Rule shall consist of the letter “O"
placed next to the citation of the said document.

(b) Where any document cited in the intemationel gearch report is &
published application or patent as defined in Rule 33.1(c), the special mention
required by that Rule shall consist of the letter “E” placed next to the citation
of the said document.

(c) Where any document cited in the intemational search report is not
considered tobe of particular relevance requiring the use of categories “X" and/
or “Y" but defines the general state of the art, it shall be indicated by the letter
“A" placed next to the citation of the said document.®

# (vee I, 3.14 of the Guidelines for Intemational Search to be Carried
Out under the PCT)

(d) Where any document cited in the international search report is a
document whose publieation date occurred earlier than the international filing
date of the international application, but Iater than the priotity date claimed in
that application, it shall be indiceted by the letter “P* next to the citation of the
said document.

(e} Where any document eited in the internationsl search report is @
document whose publication date occurred after the filing date or the priority
date of the international application and is not in conflict with the caid
application, but ig cited for the principle or theory underlying the invention,
which may be useful for a better understanding of the invention, or is cited to
show thet the reasoning or the fects underlying the invention are incorrect, it
shall be indicated by the leiter “T™ next to the citation of the document.

(f) Where in the intermnationsl search repost any document is eited for
reasons other than those referred to in paragraphs (2) to (€}, for example:

== g document which may throw doubt on & priority claim,##

- g document cited to esiablish the publication date of another cita-
ﬁm‘*‘
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INTERNATIONAL SEARCH REPORT

Appicant's or Agent’s File Reference 1¢
IDEUTICICATION OF INTERNATIONAL APPLICATION CMC-123
Internetional Applicstion Ne,t internationa) Fillng Dete !
PCT/US8B7/88888 06 July 1987 (06.07.87)
flecelving Ofiice ¢ Priothy Dats Claimed ¥
RO/US 15 July 1986 (15.07.86)
Applicant &

Columbia Marine Corporation

_TD CERTAIN CLAIME WERE FOUND UNBEARCKABLE 1 (Cbeervalione on oupplementsl sheet (2))
ﬁ BHITY OF INVERTION 16 LACKING 11 (Cbeswvations on euppiemanial eheet (2))

@, TITLE, ABBTRACT AND GIGURE OF DRAWING
1. T fallowing indicated Hems are appreved eo cubmitied by the Bppiicant: ©

Tite, 7] abstaet.
2. The teats eelsbiished by this tniarmations! Seerching Authorily of the fellewing indiceted Hame ere sel forth below:
¢ D‘lm.
[ avetezct.

& wind vane steering gear (10) for a sailboat (1)

campfising a bracket (11) adapted for attachment to the
bow of the gailboat for pivotally supporting a forward
rudder (12), and a wind vane (42) adjustable to different

- positions by means of an actuating member (65) to eontrol

the position of the rudder.

£ Yeue of the chatraet eantinued on supplomantsl ehsat (3

6. L) T i
9 e mﬁw“%‘%&mwmmmmwmmm«mmmmnm

& £ mmbwnmnmmhmmmmﬂmmwwummmm
[ 3 8 be publiehed with Ge ebelraot ©
Figsre 60, comudommmmmanmmss L) W06 6 the figures. °
£3 becsuse the eppliaset taliat to cuggest 8 figure
£} becouss this Bgurs batter eharseterizes Yw invention, ©

Formn BETABAS290 (et choot) (Mey 1066) Goo noten en seoompanying eheet
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I— - Intornationa! Application Ne. PCT/US87 /868688 |

FURTHER IRFORMATION COMTINUED FROMIR THE SECOKD SHEET

V.E} BGEGERVATIONE WHERE CERTAIN CLAIMS WERE FOUHD UNBEARCHABLE 1¢

Tuls Inteinatiens! asarch repon hat not boen established In respect of cortaln clalme under Arlicle 17(2) (€) for the (ellowing veasons:
'.D Clalm aumbers . ... .. beceues they rolaie to subject matiar 18 not required to be searched by this Authoilty, namely:

2. Cizim rumbars....... ..o BECEUEE thoy relgle (o parle of the Inlernational application that do net comply wib the grescrlbed require-
ments (o such an exiant (hat no meaninglul international sparch ¢an be carrled out 13, ggacificaily:

W«m GCHSERVATIONS WHERE UNITY GF IRVENRTION (6 LACKING 31

Taie letarnationed Bearehing Autherity found multiple inventions I tiie (nternaticnal appilcation o foliows:
I, Claims 1-5 drawn to a eailboat self-steering gear.

I1. Claims 6-8 drawn toc a compass with an alarm to indicate
deviation from a planned course.
1. Ao 64 seguired adoitions) search foes were timely paid by the appiicant, this nternationdl eearch report covers all gearchable ¢laime
6f the Iaternationel egplication,

0. 4§ enly 6eme of the required sddilonal e6arch feas were timely gald by the epplicent, thie intarnational eearch repast covers only
thase claime of (he Interastions! epplicalion for which fees were peld, epaciiically clalme:

8] Ho requited sdditions! seareh faes were timely pald by the epplicant. Conseauantly, thie Iaternational search repert Ig sestsicted to
the (nvention firet mentioned in the clalime; it Ie coverad by elalm Rumbere:

4} | As el searchabla claims eould be searched withgut effort justifying &n agditi ntarnetl rehing Authorily did a
B iavite peyment of any BEdiIGRET fee. lustitying & additionst fes, the Interntional Bee o iy o

Remerk on Protest
(] The adgitionat search tess were accompaniad by epplicent’s protest,
Ej Ko protest secompanied (he payment of sdditionss search {ees,

Foes PET/IBA/210 (supplemental shaet (2) (May 1966} Goe notee on scosmpenying ohest
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INTERNATIONAL SEARCH REPORT
Internetional Appliceiion o PCT/ U887/ 88888

i. CLASSIFICATION OF SUBJECY MATTER (1! severa! classification symbols epply, indicate alf) 3
Accor*ng to internations! Patent Classification ({PC) or te both Netional Clagsification end IPC

IPC™ B63H 25/02 // B63H 25/04
U.8. Cl. 114/144C
Il. FIELDS SEARCHED

Minimum Documentation Searched ¢
Claesification System | Clsceification Symbols

U.85. Cl. 144/144C, 144R, 39

Bacumentetion Searched other than Minimum Documentation
(o the Exlent that such Decuments are Included In the Flalde Searched ¢

Wi GOCUMENTS CONGIBERED YO BE RELEVANT 1¢
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such document shsll be indicated by the letter “L” next to the citation of
the document and the reason for citing the document shall be given.

% (see VI, 4.3 of the Guidelines for Internstionsl Search to be Carried Ous
under the PCT)

w2% (see VI, 6.2 of the Guidelines for International Search to be Carried
Out under the PCT)

(g) Where a document is & member of a patent family,**** it shall,
whenever feasible, be mentioned in the international search report in addition
to the one cited belonging as well to this family and should be preceded by the
sign ampersand (&). Members of a patent family may also be mentioned on a
separate sheet, provided that the family to which they belong shall be clearly
identified and that any text matter on that sheet, if not in the English language,
ghall elso be furnished to the Intemational Bureau in English Translation.

() A document whose contents have not been verified by the search
examiner bat are believed to be substantially identical with those of another
document which the search examiner has inspected, may be cited in the
international search report in the above mentioned manner indicated for patent
family members in the first sentence of paragraph (g) *##%%,

ws% (gee VT, 3.2 of the Guidelines for Intemational Search to be Carried
Out under the PCT)

wee4® (goe VI, 5.2 of the Guidelines for Intemnational Search tobe Carried
Out under the PCT)

PCT Administrative Instruction Section 508
Manner of Indicating the Clalme to which the Documents Cited
fn the International Search Heport Are Relevant
The claims to which cited documents are relevant shall be indicated by
placing in the appropriste column of the intemational search repont:
- (i) where the cited document is relevant to one claim, the number of that
claim; for example, () or (17)
(i) where the cited document is relevant totwo or more cleims numbered
i congecutive order, the number of the fint and lagt claims of the series
connected by s hyphen; for example, (3-15) or (2-3);
(iii) where the cited document is relevant 1o two or more claime that sre

ot numbered in consecutive order, the numnber of each claim placed in

ascending order and separmted by 8 comms of commas; for example (1,6)or (1,
7, 10%

(iv) where the cited document is relevant 16 more then one series of
claime under (i) sbove, o to claime of both categories (ii) and (jii), ebove, the
series or individual claim numbers end series placed in ascending order using
commas 1o separate the severe] series, orto the numbers of individual
claims and each series of claims; for example (1-6, 9-10, 12-15)0r (1, 3-4, 6, 9-
113

CONTENTS OF THE INTERNATIONAL SEARCH
REPORT

The international search report (PCT Rule 43) contains,
among other things, the citations of the documents considered
1o be refevant (PCT Rule 43.5 and Administrative Instructions
Section 503), the clagsification of the subject matter of the
invention (PCT Rule 43.3 and Administrative Instructions Sec-
tion 504) and an indication of the fields searched (PCT Rule
43.6). Citations of particular relevance must be specially indi-
cated (Administrative Instructions Section 505); citations of
certain specific categories of documents are also indicated
(Administrative Instructions Section 507); citations which are
notrelevant to all the claims must be cited in relation to the claim
or claims to which they are relevant (Administrative Instruc-
tions Section 508); if only certain passages of the cited docu-
ment are particularly relevant, they must be identified, for
example, by indicating the page, the column or the lines, where
the passage appears. The international search report form, PCT/

- ISAf210 appears ins MPEP< § 1865. It is important to note that

an international search report must not contain any expression
of opinion, reasoning, argument or explanation of any kind
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whatsoever relating to patentability.

TRANSMITTAL OF THE INTERNATIONAL SEARCH
REPORT

The United States International Searching Authority trans-
mits, on the same day, a copy of the international search report
or, where no search report is established, the declaration to that
effect, to the applicant and the International Bureau (PCTAr-
ticle 18(2) and PCT Rule 44.1). The International Bureau uses
the search report for publication and communication to the
designated Offices.

TITLE OF THE INVENTION OR ABSTRACT MISSING
OR DEFECTIVE

If the title of the invention or the abstract are missing or
defective, the International Searching Authority will establisha
proper title or abstract. When the International Searching Au-
thority finds that the abstract is defective, it will prepare a new
abstract and allow the applicant 30 days to comment. For further
details, see PCT Rules 37, 38, and 44.2

1865 Time Limit for Establishing the
International Search Report [R-2]

PCT Rule 42
Time Liml¢ for International Search

42.1 Time Limit for International Search

The time limit for establishing the international gearch report or the
declaration referred to in Article 17(2)(a) shall be threa months from the receipt
of the search copy by the Intemastional Searching Authority, of nine months
from the priority date, whichever time limit expires later.

The international search report must be established within
three months from the receipt of the search copy by the Interna-
tional Searching Authority, or within nine months from the
priority date (for the definition of “priority date”, see PCT
Article 2(xi)), whichever time limit expires later (PCT Article
18(1) and PCT Rule 42).

1867 Refund of International Search Fee

37 CFR 1.446 Refund of internstionsl application filing and

processing fees.

(s Money paid for international applicstion fees, where paid by actusl
mistake or in excess, such as & payment not requised by law or Treaty and its
Reguiations, will be refunded,

(b) [Reserved]

() Refund of the supplemental search fees will be made if such refund is
determined 1o be warranted by the Commissioner or the Commissiones’s
designee acting undes PCT Rule 40. 2(c).

(d) The intemational and search fees will be refunded if no international
filing date is accorded (PCT Rules 15.6 and 16.2).

Refund of the supplemental search fees will be made if such
refund is determined to be warranted by the Commissioner of
Patents and Trademarks or his designee acting under Rule
40.2(c).
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1868 Unity of Invention before the
International Searching Authority [R-5]

PCT Rule 40
Lack of Unity of Invention (International Search)

40.1 Invitation to Pay

The invitation to pay additional fees provided for in Article 17(3)(a) shall
specify the reasons for which the international application is not considered as
complying with the requirement of unity of invention and shall indicate the
amount to be paid.
40.2 Additional Fees )

(a) The amount of the additionsl fee due for searching under Anticle
17(3){(2) shall be determined by the competent International Searching Authos-

ity.

(b) The additional fee due for searching under Anticle 17(3)(e) shall be
payable direct to the Intemational Searching Authority.

{c) Any spplicent may pay the additional fee under protest, that is,
sccompanied by a reasoned statement to the effect that the intemationel

application complies with the requirement of unity of invention or that the .

amount of the required sdditional fee is excessive. Such protest shall be
exsmined by a three-member board or other special instance of the Intemational
Searching Authosity or any competent higher authority, which, tothe extent that
it finds the protest justified, shell order the total or partial reimbursement to the
applicant of the additional fee. On the request of the applicant, the text of both
the protest end the decision thereon shall be notified 1o the designated Offices
together with the internationsl search repont. The spplicant shall submit any
translation thereof with the fumishing of the translation of the intemational
applicatidn required under Anicle 22,

(4} The three-memberboard, special instance or competent higher author-
ity, referred to in paragraph (c), shall not comprise any person who mede the
decision which is the subject of the protest.

40.3 Time Limis

The tme limit provided for in Anticle 17(3)(a) shall be fixed, in each case,
according to the circumstances of the case, by the Intemationa] Searching
Authority; it chall not be chorter than 15 or 30 days, respectively, depending on
whether the spplicant’s sddress i¢ inthe same countey as of in a different countsy
from that in which the Intemationdl Searching Authority is located, and it ehall
not be longer than 45 days, from the date of the invitation,

BCT Administrative Instructions Section 502
Protest Againgt Payment of Additional Fee and Declslon
Thereon

The Intemations] Searching Authority shall ransmit to the applicant, at
the latest together with the international search report, any decision which ithas
taken under Rule 40.2(c) on the protest of the applicant against the payment of
the edditional fee. Atthe same time, it chell trinsmit to the International Bureau
8 copy of both the protest and the decision thereon, 1 well as any request by the
applicant to forward the tets of both the protest and the decision thereonto any
of the designated Offices.

37 CFR »1.476<* Determination of unlty of invention before
the internstions! searching suthorlty.

(s) Before establishing the intemnational search report, the Intemnationsl
Sesrching Authority will determine whether the intemational application com-
plies with the requirement of unity of invention as set forth in PCT Rule 13 5(ses
§1.475(f) sad §1.475.<

(b} If the Inteenationsl Searching Authority considers that the interes-
tional application does not comply with the requirement of unity of invention,
it shall inform the spplicent sccordingly end invite the payment of additional
fees (note §1.445 and PCT Arn. 17(3)(s) and PCT Rule 40). The applicant will
be given & time period in accordanee with PCT Rule 40.3 to pay the additional
fees due.

(¢ In the case of non-compliance with unity of invention and where nio
additional fees are paid, the intemational search will be performed on the
invention first mentioned (“main invention") in the claims.

{4y Lack of unity of invention may be directly evident before considering
the claifns in relation to any prior ast, or afier taking the prior at into
considefation, ae where s document discovered during the search shows the
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invention clesimed in a generic or linking claim lacks novelty or is cleary
obvicus, leaving two or more claims joined thereby without a common inven-
tive concept. In such a case the Intemational Searching Authority may raise the
objection of lack of unity of invention.

37 CFR 1.477 Protest to lack of unity of invention before the
International Searching Authority.

(a) If the applicant disagrees with the holding of lack of unity of invention
by the International Searching Authority, additional fees may be paid under
protest, accompanied by a request for refund and a statement setting forth
reasons for disagreement or why the required additional fees are considered
excessive, or both (PCT Rule 40.2(c)).

(b) Protest under paragraph (a) of this section will be examined by the
Commissionerorthe Commissioner’s designee. Inthe event that the applicant's
protest is determined to be jusiified, the additional fees or a portion thereof will
be refunded.

(c) An gpplicant who desires that & copy of the protest and the decision
thereon accompany the intemational search report when forwarded to the
Designated Offices, may notify the International Searching Authority to that
effect any time prior to the issuance of the intenational search report. Theresf-
ter, such notification should be directed to the Intemnational Buresu (PCT Rule
40.2(c)).

THE REQUIREMENT FOR “UNITY OF INVENTION"

Any international application must relate to one invention
only or to a group of inventions so linked as to form a single
general inventive concept (PCT Aurticle 3(4)(iii) and 17(3)(a),
PCT Rule 13.1, and 37 CFR 1.481). The construction of this
principle is laid down in PCT Rule 13.2, 13.3, and 134,
Observance of this requirement is checked by the International
Searching Authority and may be relevant in the national (or
regional) phase.

>The decision in Caterpillar Tractor Company v. Commis-
sioner of Patents and Trademarks, 231 USPQ 590 (E.D. Va.
1986) held that the Patent and Trademark Office interpretation
of 37 CFR 1.141(b)(2) as applied to unity of invention determi-
nations in international applications was not in accordance with
the Patent Cooperation Treaty and its implementing regula-
tions, In the Caterpillar international application, the USPTO
acting as an International Searching Authority, had held lack of
unity of invention between a set of claims directed to a process
for forming a sprocket and a set of claims drawn to an apparatus
(die) for forging a sprocket. The court stated that it was an
unreasonable interpretation to say that the expression "specifi-
cally designed” as found in PCT Rule 13.2(ii) means that the
process and apparatus have unity of invention if they can only
be used with each other, as set forth in the Manual of Patent
Examining Procedure (MPEP) § 806.05(¢).

Therefore, when the Patent and Trademark Office consid-
ers international applications as an International Searching
Authority, 48 an International Preliminary Examining Author-
ity, and during the national stage as a Designated or Elected
Office under 35 U.S.C. 371, PCT Rule 13.1 and 13.2 will be
followed when considering unity of invention of claims of
different categories without regard to the practice in national
applications filed under 35 U.S.C. 111, No change is made in
restriction practice in United States national applications filed
under 35 U.S.C. 111 outside the PCT. No change in practice is
being made inregard to claims of the same category of invention
either in PCT international applications or in U.S. national
applications.

Inappling PCT Rule 13.2 tointernational applications as an
International Searching Authority, an International Preliminary
Examining Authority and to national stage applications under
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35U.5.C. 371, examiners should consider for unity of invention
all the claims to different categories of invention in the applica-
tion and permit retention in the same application for searching
and/or preliminary examination, claims to the categories which
meet the requirements of any one of PCT Rule 13.2(j) to (ii).

The examiner should also permit in the same international
or national stage application the following two combinations:

(1) An independent claim for a given product and an
independent claim for a process specially adapted for the
manufacture of said product.

(2) An independent claim for a given product and an
independent claim for a process of using the said product.

Ifanapplication containsacombination of categories of the
claims which do not fall within one of the combinations of PCT
Rule13.2(i) to (iif) or additional combinations (1) or (2) above,
i.e., they claim more or less categories of invention than permit-
ted in any one of PCT Rule 13.2(i) to (iii) or combination (1) or
(2) above, unity of invention may not be present.

Further, an independent claim fora use in PCT Rule 13.2(i)
and combination (2) above will be construed as being limited to
a claim directed to a process of using. In determining unity of
invention under PCT Rule 13.2(i) and (iii) and combination (1)

« above, under the rules, the examiner should consider the word

"specially” which appears before "adapted” to be an emphasis
word rather than a limitation. In determining unity of invention
tmderPCTRulel?» 2(ii}, the examiner should consider the word
~"specifically” which appears before "designated” to be an
emphagis word rather than a limitation,
If an application includes claims to all the categories of
invention: set forth in any one of PCT Rule 13.2(i), (ii), (iii),
combinations (1) or (2) above and no additional categories of

< inveation are present, unity of invention may existand no addi-

" tional fees should be required or restriction requirement made,
subject to the folowing guidelines,

For example, if an application contained claims to only a
process for the manufacture of a product and claims to a use of
aproduct and no product claim is present, there will be lack of
unity of invesnition since the provisions of Rule 13.2(i) do not
apply because claims to all categories of invention set forth in
PCT Rule 13.2(i) are not included in the application and the
process for manufacture of a product is independent of the use
of the product since neither is dependent on the other. Also, if
claims to all three categories of PCT Rule 13.2(ji) were present
at the time of the first Office action in a national stage applica-
tion and all the product claims are rejected in the first Office
action, & requirement for restriction could also be made, if
appropriate, in view of independent inventions being in the
application without an allowable linking (product) claim.

Where claims to acategory of invention in addition to those
fisted in any one of PCT Rule 13.2(f), (ii), (iii) or combinations
(1yor (2) aboveare included in an application, unity of invention
may be lacking between the claims drawn to the combination of
the categories of invention set forth in any one of PCT Rule
13.2(5), (it), (iii) or combinations (1) or (2) above, and the claims
to the additional category of invention. For example, if an
application contains claims to a process for manufacture, claims
to an apparatus or means for carrying out the process and claims
10 a process of using the product manufactured, there could be
lack of unity of invention. In such a situation the examiner

- should group the claims to the process for manufacture and the

elaims for an apparatus or means for carrying out the process
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because unity of these two categories exists under PCT Rule
13.2(i). The claims to the use of the product can be separately
grouped if the "use" is shown to be "independent and distinct”
of both the "process for manufacture” and the "apparatus or
means for carrying out the process” as provided in Chapter 800
of the Manual of Patent Examining Procedure (MPEP).

‘When the claims presented to an application are directed to
several categories of invention under the rules so that more than
one paragraph of PCT Rule 13.2 and combinations (1) or (2)
above applies, the examiner should inspect the claims to see if
the categories of invention set forth in PCT Rule 13.2, para-
graphs (i), (ii), and (iii), and then combinations (1) or (2) above
are present in the application in that order. For example, if the
categories of PCT Rule 13.2(i) are found in the application, the
claims to those categories stated in PCT Rule 13.2(i) will be
considered as one invention and any claims to different catego-
ries of invention will be reviewed to determine if they are
"independent and distinct" of all the claims covered in PCT
Rule 13.2(i) in accordance with the provisions of Chapter 800
of the MPEP.

Under PCT Rule 13.2 and combinations (1) and (2) above,
unity of invention will exist where the claims are limited to one
invention in each category of invention recited. For example,
under PCT Rule 13.2(i), claims are permitted to one product,
one process of manufacturing the product and one use of the
product. If multiple products, processes of manufacture or uses
are claimed, the first invention in the category first mentioned
intheclaimsshould beconsidered asthe elected inventionunder
the rules. The firstrecited invention of each additional category
whichisrelated to the first invention as indicated in the previous
sentence will be considered elected. Accordingly, for example,
if mutiple products are claimed, the first recited product will be
congidered to be constructively elected and if multiple proc-
esses adapted for making and/or using the product are claimed,
the first recited process will also be constructively elected. Any
additional inventions of the same category will be subject to
payment of additional fees during the international stage.In a
national stage application submitted under 35 U.S.C. 371 any
such holding by the examiner will be made in the form of a
restriction requirement. Such a restriction requirement will be
made on the basis of criteria set forth in MPEP Chapter §00.
Applicant will have the right to traverse such a restriction
requirement in the response to the Office Action.

Inventions of different categories, to have unity of inven-
tion, must be related rather than independent inventions, For
example, the product as claimed in PCT Rule 13.2(i) and
combinations (1) and (2) above must be capable of being made
by the claimed process for manufacture or being used in the
claimed process of use. Likewise in PCT Rule 13.2(ii), the
apparatus as claimed must be capable of carrying out the
claimed process. In PCT Rule 13.2(iii), the claimed process of
manufacture must be capable of preparing the claimed product
and the claimed apparatus or means must be able to perform the
claimed process of manufacture.<

LACK OF UNITY OF INVENTION
The search fee which the applicant is required to pay is
intended to compensate the International Searching Authority
for carrying out an international search on the international
application, but only where the international application meets
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the “requirement of unity of invention”. That means that the
international application must relate to only one invention or
must relate to a group of inventions which are so linked as to
form a single general inventive concept (PCT Articles 3(4)(iii)
and 17(3)(a)).

If the International Searching Authority finds that the
international application does not comply with the requirement
of unity of invention, the applicant will be invited to pay
additional search fees. The International Searching Authority
will specify the reasons for its findings and indicate the number
of additional fees to be paid (PCT Rules 40.1, 40.2(a) and (b)).
Such additional fees are payable directly to the International
Searching Authority which is conducting the search, either the
United States Patent and Trademark Office or European Patent
Office, within the time limit fixed, which must not be shorter
than 15 days, if the applicant’s address is in the same country as
the Intemational Searching Authority; or 30 days, if applicant’s
address is in a country different than the country of the Interna-
tional Searching Authority ; and not longer than 45 days from
the date of the invitation (PCT Rule 40.3 )). The amount of the
additional search fee per additional invention charged by the
U.S. International Searching Authority is $140.00 per invention
(37 CFR 1.445(a)(3)). The additional search fee charged by the
European Patent Office as an International Searching Authority
is >2,095<* Deutsche Marks, payable directly to the European
Patent Qffice.

The International Searching Authority will establish the
international search report on those parts of international appli-
cation whichrelatetothe “main invention,” thatis, theinvention
or the group of inventions so linked as to form a single general
inventive concept first mentioned in the claims (PCT Article 17
(3)(a))-Moreover, the intemnational search report will be estab-
fished also on those parts of the international application which
relate to any invention (or any group of inventions so linked as
to form g single general inventive concept) in respect of which
the applicant has paid any additional fee within the prescribed
tirne limits.

Any applicant may pay the additional fee under protest, that
is, accompanied by a reasoned statement to the effect that the
international application complies with the requirement of unity
of invention or that the amount of the required additional fee is
excessive (PCT Rule 40.2(c)). Any such protest filed with the
U.S. Intemational Searching Authority will be examined and
decided by the Group Director (3 7CFR 1.482(b)). To the extent
that theapplicant’s protest is found tobe justified, total or partial
reimbursement of the additional fee will be made. On the
request of the applicant, the text of both the protest and the
decision thereon ig sent to the designated Offices together with
the international search report (37 CFR 1.482(c)).

Where, within the prescribed time limit, the applicant does
not pay any additional fees or only pays some of the additional
fees indicated, certain parts of the international application will
consequently not be searched. The lack of an international
search report in respect of such parts of the international
application will, in itself, have no influence on the validity of the
international application and processing of the international
application will continue, both in the international and in the
national (regional) phases. Nevertheless, the U.S. national law
provides that such ungsearched parts of the international applica-
gc;n will be considered by the United States as a designated

fices
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€O

Ccs
cu
cv
CY
DD
DE
DJ
DK
DM
Do
DZ
EC
EG
ES
ETY
Fi
9]
FR
GA
GB
GD
GH
GM
GN
GQ
GR
GT
GW
GY
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ANNEX B
Code for identifying states and organizations
United Arab Emirates
Afghanistan
Antigua and Baruda
Albanis
Angola
Argenting
Austria
Australie
Barbados
Bangladesh
Belgium
Bulgaria
Bahrain
Bunundi
Benin (Dahomey)
Brunei
Bolivia
Brazil
Bahamas
Bhutan
Burma
Botswana
Byelorussian SSR
Belize
Canada
Central Africen Republic
Congo
Switzerland
Ivory Coast
€ hile
Cameroon
China
Columbia
Costa Rica
Czechoslovekia

German Democratic Republic (Bast Germany)
Germany, Federal Republic of (West Germeany)
Djibouti

Denmark

Dominics
Dominican Republic
Algeris

Ecusdor

Egypt

Spein

Ethiopia

Finland

Fiji

France

Gebon

United Kingdom
Grenads

Ghana

Gambia

Guines

Bquatorial Guines
Greece

Gustemasls

Guine a-Bissau

Guyans
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Honduras

Haiti

Hungery

Burkina Feso (Upper Voltz)
Indonesis

Treland

Isruel

India

Traq

Tren (fslamic Republic of)
Iceland

Tialy

Jemsica

Yorden

JYapan

Kenys

Democratic Ksmpuches
Comoros

Saint Christopher and Nevis

Democratic People’s Republic of Korea (Norih Kores)
Korea, Republic of (South Korea)

Kuwait

Lecs
Lebanon
Saint Lucis
Lischtenstein
Gri Lanka
Liberia
Lesotho
Luzembourg
Libya

San Mesino

PATENT COOPERATION TREATY 1870
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Senegal

Somalia

Suriname

Sao Tome and Principe

Soviet Union

El Salvador

Syria

Swazilend

Ched

Togo

Thailand

Tunisia

Turkey

Turkey

Trinided and Tobago

Tanzania

Ukranisn SSR

Uganda

United States of America
Uruguay

Holy See

Saint Vincent and the Grenadines
Venezuels

Viet Nam

Vanuain

Samoa

Democratic Yeman

Yemen

Yugoslavia

South Africa

Zambia

Zaire

Zimbsbwe

Industrial Property Organization for Africa (ARIPO)
European Patent Office (EPO)
African Intellectual Property Organization (OAPI)

Intermational Bureagu of WIPO

TP PRI EEFEPEEREEPERE P EEECRERERES:

ANNEX. C
STANDARD CODE FOR IDENTIFICATION OF DIFFERENT KINDS OF
PATENT DOCUMENTS

Intsoduction

1. The recommendation provides for groups of letter codes in order to
distinguish patent documents. The letter codes slso facilitste the storage and
retrieval of such documents,

2. If any Office wants to amplify the information contained in the letter
code, this letter code may be optionslly associated with a numerical code. The
meaning of soch numericsl code should then be defined by each Patent Office
svailing itself of this opticn.

3, The code also provides for & letter for non-patent literature documents
() and for documents to be restricted to the intemnal use of Patent Offices (X)
(e.g., confidentisl documents, not 1o be disclosed outsids the Office). See in this
respect also SL.1 (ICIREPAT Manual pages 4.3.1.1 t6 4.3.1.4),

Definitions

4, For the purposes of this recommendation, the expression “patent
documents” includes patents for inventions, inventors® ceriificates, wiility
centificates, utllity models, patenis or ceriificates of addition, inventors’ certifi-
cates of sddition, utility centificates of addition, plent patents and published
gpplications therefor.

5. For the pusposes of thiis recommendation, the term “entry in an official
gazetie” means ¢ least one compiehensive ernouncement in en official gazetie
regarding the meking evailable to the public of the complete text, claims (if any)
end drawings (if any) of a patent document,

6. For the purposes of this recommendation, the terms “publication” snd
“published” and used in the sense of making available:

(i) & patent document to the public for inspection or supplying a copy

(ily multiple copies of & patent document produced by printing or like
process

on
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Explanation: If, at a particuler procedural stage, a copy of the document is first
made available to the public for inspection or copying and is then, st the same
procedural stage, made available in multiple copies produced by printing orlike
process, only a single publicetion is considered to have occurred. If, on the other
hand, multiple reproduction results from a new procedural stage, this reproduc-
tion is considered to be e further publication of the document, even if the texts
at the two stages are identical.

7. According to certainnational patent laws or regulations, the same patent
application may be published at various procedural stages. For the purposes of
this recommendation, & publication level is defined as the level comresponding
to a procedural stage at which nosmally & document is published under a given
national patent law.

Recommendation
8. It is recommended that the code:

(a) be used for the recording of the “kind of document” in machine-
readable data carriers, such as 80-column punched cerds, magnetic tapes,
aperture cards, etc.;

(b) be used in the first page of patent documents, prefersbly near the
document number, if these have been published in the sense of paragraph 6;

(c) be used in entries in official gazettes or, if all entries in & section of
the Gazette relate 1o the same kind of a document at the beginning of such &
section;

(d) be used for the identification of patent documents cited in “Search
Reports” end “Lisis of References™ in patert documents (IINID Number 56).

9. Code
The Code is subdivided into mutually exclusive groups of letters. The
groups characterize patent documents and documents specified in paragraph 3.
Grouape 1-5 comprise one or several letters enabling identification of documents
peztaining to different publicstion levels.
Greup 1 Use for primasy or major series of patent documents
& First publication level
B Second publication level
C Thied publication level
Group 2 Use for secondary series of patent documents
B First publication level
*- F Second publication level
4 Third publieation level
Group 3 Use for funther series of patent documents, ag the special
requisements of each Office may be
34

i
Group 4 Use for major special types of patent documents
I Medicsment patent dociments
P Plant patent documents
$ Design patent
Group § Use for utility model documents having e numbering series
other thas the documents of Group 1
U Firet publicssions level
Y Second publication level
Z Thizd publicstion level
Group 6 Other (see peragraph 3)
N Non-patent literature documents
X Documents restricted to the intemal use of Offices
10. I is understood thae documents resulting from a patent application
and being identified as the major series will fall under Group 1 (e.g. DT
Offenlegungsscheift, Auslegeschrift and Patentschrift). However, documents
identified se & secondary series will fall under Group 2 (e.g., FR patent of
addition under old law, US reissue), In exceptional cases of need for & further
series, Group 3 is reserved for such purposes (e.g., US defensive publication),
Group 4 applies only, at present, 1o special documents concerning the medica-
rient patents published in France and the plant patents published in the United
States of America. In any country publishing similsr documents, Group 4 should
thasn be uged.

11. As indicated in pasagraph 2, the above letter code may optionatly be
associsted with a numerical code 1o amp 1ify the information repregented by the
letter code. For this numerics! code only digits 1 to 9 should be used. The
significance of this code will be defined by any national Office applying such
code and communicated to the International Buresu, which will publicize this
information. The numerical codemust slways be interpreted in conjunction with
the cmm'try code and the gbove letier code.
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12, As an appendix to this recommendation a list of patent documents, past
and currently published, and intended to be published in the future, divided in
accordance with the code, is given.

1871 Administrative Instructions Appendixes

APPENDIX I
LIST OF PATENT DOCUMENTS, PAST AND CURRENTLY
PUBLISHED, AND INTENDED TO BE PUBLISHED IN THE FUTURE,
DIVIDED IN ACCORDANCE WITH THIS CODE

CODE: A Patent Documents Numbered in Primary or Major Series— Firg
Publication Level
EXAMPLES:
Austria  Patent Application published in the sense of paragraph 6(i)
Belgium Brevet d’invention/Uitvindingsoctrooi
Belgium Brevet de perfectionnement/Verbeteringsoctrooi
Bulgaria Opisanie na izobretenie po patent
Caenads  Patent

Cubs  Patent Application published in the sense of paragraph 6(i)

Czechoslovakis  Patent Application published in the sense of paragraph
6(i)

Czechoslovekia  Inventor’s Cenificate Application published in the
sense of paragraph 6(i)

Denmark Patent Application published in the sense of paragraph 6(i)
Egypt  Patent specification
Europat Document published afier 18 months
Finland Patent Application published in the sense of paragraph 6(i)
Frence Brevet d'invention (old law)
France Brevet d’invention, premiere et unique publication
France Cenificat d’addition a un brevet d'inventicn, premiere et unique
publication
Ceniificat d'utilite, premiere et unique publication
Cenificat d'addition & un certificat d'utilite, et unique publication
Demande de brevet d’invention, premiere publication
Demande de ceniificat d’addition a un brevet d'invention,
premiere publication
Demende de cenifieat d'utilite, premiere publication
Demande de eentificat d’addition a un cenifiest d'utilite, premiere
publication
German Democratic Republic Patentechrift (Ausschliessungspatent),
granted in accordance with paragraph 5.1
of the Patent Amendment Act of the
German Democratic Republic
German Derocratic Republic  Patentschrift (Wirschaftspatent), granted
in accordance with paragraph 5.1 of the
Patent Amendment Act of the German
Democratic Republic
Germany, Federal Republic of Offenlegungsschrift
Hungary Patent Application published in the sense of paragraph 6(i)
India  Patent specification
Ireland Patent specification
Ttafy  Breveito per invenzione industriale

France
France
France
France

France
France

Japan  Kokai tokkyo koho

Luxembourg Brevet d’invention

Luzembourg Certificat d'eddition 8 un breet d’invention
Wetheriands Ter inzage gelegde ocirooiaanvrage

Norway Patent Application published in the sense of paragraph 6(i)
Pakistan Patent specification

PCT  Pamphlet published efter 18 months

Poland Opis patentovy

Romanis Descrieres i nventiei

Soviet Union Opisanie izobreteniys k patentu
Soviet Union Opisanie izobreteniys k aviorskomy svidetelstva
Spain  Patente de invencion

Sweden Patent Application published in the sense of paragraph 6(i)

Switzerland Auslegeschrift/Memoire Expose/Esposio Memioriale
(Patent Application publighed in the sense of
paragraphs 6(f) and 6(ii) periaining to the technical
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fields for which search and examinstion as 1o novelty
are made)

Switzetland Patentschrify/ Expose d'mvenuonEspoﬂod invenzione
(Patent published in the sense of paragraph 6(ii) and
periaining to the technical fields for which neither
search nor examination as 1o novelty are made)

United Kingdom  Patent specification

United States Patent

Yugoslavia FPatentni spis

CODE: B Patent Documents Numbered in Primary or Major Series —
Second Publication Level
Examples:

Australia Patent specification

Austris  Parentschrift

Canada Reissue

Cube  Patente de invencion

Crechoslovekis  Popis vynalezu k patentu

Crechoslovakia  Popis vynelezu k autorskemu osvedeeni

Denmartk Fremlacggelseaskrift

Finlend Kuulutusjulkais u — Utlaggningsskrift

France Brevet d’invention, deunieme publication del'invention

France Cenificat d’addition & un brevet d’ invention, deuxieme

publication de 1'invention
France  Cenificat d'wiilite, deuxieme publicstion del’invention
France Cestificat d"addition & un centificat d"wilite, deunieme publication
de V'invention

Germen Democratic Republic  Patentschrift (Ausschliessungspatent),
granted in sccordance with paragraph 29 of

the Patent Act of the Germen Democratic

Republic

Patentschrift (Wirtschaftspetent), granted

in sccordance with paragraph 29 of the

Patent Act of the Germean Democratic

Republic

Cermany, Federal Republic of Amlegesdxtm

Hungwy Szabadddmileirse

Japan  Tolkyo koho

Wethedands Openbaer gemaakis ccirooisanvrage

Norway Usegningsdkrife

Swedat Uﬁhmmguknﬁ

@wwnmwmmemnofwmywhé(u)md
pentgining to the technical fields for which seasch end
eremingtion as to the novelty are made)

German Democratic Republic

1800-63
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United Kingdom =~ Amended Patent Specification

CODE: C Patent Documents Numbered in Primary or Major Series —Third
Publication Level.
Examples:
Denmark Patent
Finland Patentti — Patent
Germany, Federal Republic of Patentschrift
Netherlands Octrooi
Norway Patent
Sweden Patentskrift

CODE: E Patent Documents Numbered in Secondary Series — First
Publication Level
Examples:
France Cenificat d*addition a bzevet &'invention (old law)
United States Reigsue

CODE: H Patent Documents Numbered in Further Series

Example:
United States Defensive publication
Statutory Invention Regisiration
CODE: M Medicement Patent Documents
EXAMPLES:

France Brevet special de medicament
France Addition & un brevet special de medicament

CODE: P Plent Patent Documents
Example:
United States Plent patent

CODE: U Utility Model Documents Numbered in Series Other than the
Documents of Group I — First Publication Level
Exemples:
Germany, Federal Republicof Gebrauchsmuster
Japan  Kokai jitsuyo shinan koho
Spein  Utility Model Applicstion published in the sense of paragraph
6()
CODEB: ¥ Uiility Model Documents Numbered in Series Other then the
Documents of Group I — Second Publication Level
Examples:
Japan  Jitsuyo shinan koho
Spain  Model o de utilided

Rev., §, July 1987



1871

MANUAL OF PATENT EXAMINING PROCEDURE

Appendix II
List of Patent Documents, Past and Currently Published, broken down by issuing country and coded in accordance with
the S1.8 Code
Kind of published patent document Asso-
P ciated
. signation in language numer-
Issuing of issuing country Translation into Identification Letter .
country (and, if required, English ' of doctment code| . e
transliteration in (when needed) of docum (when
Latin characters) defined)
Australia Unexamined complete Unexamined Patent Applica-| A
specification open to tion published in the sense
public inspection (not of paragraph 6(i)
marked on document)
Patent specification Patent published in the sense | B
of paragraph 6(ii)
Austria Aufgebot (not marked on | Document laid Patent Application published | A
¢ document but indicated | open in the sense of paragraph 6(i)
as such in the Official
Gazette)
o Patentschrift Patent Patent published in the sense | B
= specification of paragraph 6(ii)
Belgium Brevet d'invention/ Patent of invention | Patent published in the sense | A
Ulitvindingsoctrooi of paragraph 6(ii)
Brevet de perfection- Patent of Patent of improvement A
nement/ improvement published in the sense of
Verbeteringsoctrooi paragraph 6(ii)
Brevet d'importation/ Patent of Patent of imporiation A
Invoeringsactrooi importation published in the sense of
! paragraph 6(ii)
Bulgaria g L L —— Description of Patent published in the sense | A
10 BATEHT invention fora of paragraph 6(ii)
(Opisanie na izobretenie | patent
po patent)
ONVCAHYE Description of Inventor's certificate A
gg ,{’g%ggg;fg““ invention foran  |published in the sense of
CBHAETEACTBO author’s certificate ; paragraph 6(ii)
(Opisanie na izobretenie ’
po aviorsko svidetelsivo)
Canada Patent/Brevet Patent published in the sense | A
of paragraph 6(ii)
Reissue Patent/Brevet de Patent reissued and repub- B
redéliveance lished in the sense of
paragraph 6(ii)
Cuba Publicacion dela solicitud | Publication of the |Patent application published A
(not marked on application in the sense of paragraph 6(i)
documient)
Patente de invencion Patent of invention | Patent published in the sense | B
i of paragraph 6(i)
.
1800-64
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Kind of published patent document Asso-
ciated
. Designation in language numes-
Issuing of issuing country Translation into Identification Letter] = .1
country (and, if required, English of doctmect code | . e
transliteration in (when needed) (when
Latin characters) defined)
Czechoslova- | Pfihldska vyndlezu Application for an | Application for inventor’s A 1
kia (se Zhdosti o invention asking | certificate published in the
autorské osvédéedi) for author’s sense of paragraph 6(i), in
certificate accordance with Law No. 84
of 01.11.1972
Ptihléska vynélezu Application for an | Patent application published | A 2
(se Zadosti o patent) invention asking | in the sense of paragraph 6(i),
for a patent in accordance with Law No.
No. 84 of 01.11.1972
Patentové plihlaske Patent application | Patent application published | A §
or or in the sense or paragraph 6(i)
Prihldcke vynilezu Application for | up to patent No. 149260
invention (granted before the entry into
force of Law No, 84 of
01.11.1972)
Popis vynblezu k Description of an | Inventor’s certificate B i
autorskému osvédient invention for an | published in the sense of
author’s certi- paragraph 6(ii), granted in
ficate accordance with Law No., 84
of 01.11.1972
Popis vyndlezu k patentu | Description of an | Patent published in the sense| B 2
invention for & of paragraph 6(ii), granted
paternt in accordance with Law
No. 84 of 01.11.1972
Popis vynélezu k Description of an | Dependant author’s certifi- B 3
autorskému osvédieni invention for an | cate published in the sense
author’s certi- of paragraph 6(ii), granted
ficate in accordance with Law
No. 84 of 01.11.1972
Popis vyadlezu k patentu | Description of an | Dependent patent published | B 4
invention for & in the sense of paragraph
patent 6(ii), granted in accordance
with Law No. 84 of
01.11.1972
Patentovy epis Patent Patent published in the sense | B 5
specification of paragraph 6(ii), up to
Mo, 149 260, granted before
the entey into force of
Law.Wo. 84 6£01.11.1972
Denmark Almindeling Patent application | Patent application published | A
tilgeengelig sccessible to the | in the sense of paragraph 6(i)
patentansegning public
Fremlacggelsesskrift | Document laid | Patent application published | B
open after examination as to
novelty in the senise of
paragraph 6(ii)
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Kind of published patent document Asso-
ciated
Tesui Designation in language v Letter| DUMer-
SuINg of issuing country Translation into I ical
country (and, if required, English ACenification code | o
transliteration in {when needed) ocumen (when
Latin characters) ' defined)
Denmark Patent Patent Patent published in the sense | C
(cont’d) of paragraph 6(ii)
Egypt ELZIELli ) Authority for Patent published in the sense | A
(Idarat barz’at alikhtirah) | Patent Delivery of paragraph 6(ii)
Finland Sulkiseksi tullut patent- | Patent application |Patent application publiéhed A
tihakemus (not marked |made accessible to |in the sense of paragraph 6(i)
on the document) the public
Kuulutusjulkaisu -~ 1 Document laid Patent application published | B
Utliggningsskrift open after examination as to
novelty in the sense of
‘ paragraphs 6(i) and 6(ii)
Patentti-Patent Patent Patent published in the sense | C
of paragraph 6(ii)
= | France Demandedebrevet | Application for | Patent application, first Al
d'invention patent of invention | publication, published in the
sense of paragraph 6(i)
Demande de certificat Application for a | Application for & centificate | A 2
B d'addition & un brevet | certificate of addi- |of addition, firet publication,
: d'invention tion to @ patent of |published in the sense of
invention paragraph 6(ii)
Demande de certificat | Application for | Utility certificate application, | A 3
d'utilité certificate of first publication, published
utility in the sense of paragraph
6(it)
Demande de certificat Application fora | Application for a certificate | A 4
d'addition & un certificat |certificate of addi- | of addition to a utifity
dutifité tion to & certificate | certificate, first publication,
of utility published in the sense of
paragraph 6(ii)
Brevet d'invention Patent of invention | Patent, first and only publica- | A 5
tion, published in the sense
of paragraph 6(ii)
Certificat d’addition & un | Centificate of addi- | Certificate of additiontoa A 6
brevet d'invention tion to & patent | patent, firet and only publicg-
of invention tion, published in the sense
of paragraph 6(ii)
Certificat d’utilité Certificate of Utility certificate, first and A 7
utility only publication, published
in the sense of
paragraph 6(ii)

Hev. 5, July 1987
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Kind of published patent document Agso-
ciated
) Designation in language fiumer-
Issuing of issuing country Translation into \dentificati Letter] ™ )
country (and, if required, English (o fon code| e
transliteration in (when needed) of document (when
Latin characters) defined)
France Certificat d’addition Certificate of Certificate of additionto a A 8
(cont’d) 3 un certificat d'utilité additionto a utility certificate, first
- certificate of utility | and only publication,
published in the sense of
paragraph 6(ii)
Brevet d'invention Patent of invention {Patent, second publication, B |
published in the sense of
paragraph 6(ii)
Certificat d'addition & Certificate of Certificate of addition to B 2
un brevet d'invention additionto a patent, second publication,
patent of invention |published in the sense of
paragraph 6(ii)
Centificat ¢"utilité Certificate of Utility certificate, second B 3
utility publication, published in the
sense of paragraph 6(ii)
Certificat d'addition & Cestificate of Certificate of addition to a B 4
un certificat d'utilité addition to a utility certificate, second
certificate of utility | publication, pubiished in the
sense of paragraph 6(ii)
Brevet d'invention Patent of invention | Patent (old law) published in | A
the sense of paragraph 6(ii)
Certificat d"additiond | Certificate of Certificate of addition to & E
un brevet d'invention additionto a patent (old law) published in
patent of invention |the sense of paragraph 6(ii)
Brevet spécial de Special patent Medicament patent (old law) | M
médicament for medicament  |published in the sense of
paragraph 6(ii)
Cestificat d'addition & Certificate of Certificate of addition to a M
un brevet spécisl de additiontoa medicament patent (old law)
médicament specigl patent for |published in the sense of
medicament paragraph 6(ii)
Genman Patentschrift Patent specifica- | Exclusive patent, granted in | A
Democeatic (Ausschliessungs- tion (Exclusive accordance with paragraph
Republic patent) Patent) $.1 of the Patent Amendment | '
Act of the German Demo-
cratic Republic, published
in the sense of para-
graph 6(ii)
Patentschrift Patent specifi- Industrigl patent, granted in | A
(Wirtschafipatent) cation (Economic |uccordance with paragraph
Patent) 5.1 of the Patent Amendment
Act of the German Demo-
cratic Republic, published in
the sense of paragraph 6(ii)
1800-67 Rev. 5, July 1987
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Issuing
country

Kind of published patent document

Designation in language
of issuing country
(and, if required,
transliteration in
Latin characters)

Tranglation into
English
(when needed)

Identification
of document

Letter
code

ciated
numer-

defined)

German
Democratic
Republic
{cont’d)

te

Patentschrift (Aus-
schiiessungspatent)

Patentschrift
(Wirtschafispatent)

Berichitigte Patentechrift
{Ausschlicssungspatent)

Berichtigte Patentecheift
(Wirtschafispatent)

Patent specifica-
tion (Exclusive
Patent)

Patent specifica-
tion (Economic
Patent)

Corrected patent
specification
(Exclusive Patent)
Corrected patent
specification
(Economic Patent)

Exclusive patent granted in
accordance with para-

graph 29 of the Patent Act of
the German Democratic
Republic, (2nd publication
after examination as to
novelty whenever this exami-
nation ig effected), published
in the sense of paragraph 6(ii)

Industrial patent granted in
asenrdanse with para-

graph 29 of the Patent Act of
the German Democratic
Republic (2nd publication
after examination ag (o
novelly whenever this
examination is effected),
published in the eense of
paragraph 6(ii)

Corrected patent (Exclusive
patent) published in the sense
of paragraph 6(ii)

Corrected patent (Industrial
patent) published in the sense
of paragraph 6(ii)

Germany
(Federal
Republic of)

Offenlegungsschrift

Auglegeschrift

Document open
ifor inspection

Documaent laid

Patent application published,
before examination as to
novelty, in the sense of
paragraph 6(ii)

- 18t publication

- 2nd publication. Modified
reprint following Al Offen-
legungsschrift or Bl Aug-
legeschrift

- 3rd publication. Modified
veprint following A2 Offen-
legungsecheift or B2 Aus-
legeschrift

Patent application published,
after examination as to
novelly, in the sense of
paragraph 6(ii)

- 6t publication. Offen-
legungsschrift not yet
published

- 2nd publication, Nomally
following an Al Offen-

legungsschrift or Bi Aus-

legeschrif

A2 ow

¢

Kev. 5, July 1987




PATENT COOPERATION TREATY 1871

Kind of published patent document

ciated
fumer-
ical
code
(when
defined)

Designation in language
of issuing countsy
(and, if required,
transliteration in
Latin characters)

Letter
code

lskuing
country

Translation into
English
(when needed)

Identification
of document

Germany
(Federal
Republic of)
(cont’d)

Patentechrift

Gebrauchsmuster

Patent
specification

Utility model

- 3rd publication. Following | B 3

an A2 Offenlegungsschrift
or B2 Auslegeschrift

1~ 4th publication. Following

an A3 Offenlegungsschrift
or B3 Auslegeschrift

Patent published in the sense
of pasagraph 6(ii)

- |st publication. Offen-
legungsschrift and Aus-
legeschrift not published

- 2nd publication. Modified
repriat normally following a
Bi Auglegeschrift or C!
Patentschrift

- 3rd publication. Normally
following & B2 Auslegeschrift
and an Al Offenlegungs-
schrift of following a B2
Auslegeschrift with a preced-
ing Bl Auslegeschrift as well
= §th publication. Following
a B3 Auglegeschrift or C3
Patentschrift

- Sth publication, Following
a B4 Auslegeschrift ora

C4 Patentschrift

Utility model published in
the sense of parageaph 6(ii)

Hungary

Kézzéiett szabadalmi
bejelentés

Szabadalmi leirks

Published patent
application
Patent
specification

Patent application published
in the sense of paragraph 6(i)
Patent published in the sense
of paragraph 6(if)

india

Patent specification

Patent published in the sense
of paragraph 6(ii)

Ereland

Patent specification

Patent published in the sense
of paragraph 6(ii)

ftaly

Brevetto per invenzions
industriale

Patent for indus-
trial invention

Patent published in the sense
of paragraph 6(ii)
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Kind of published patent document As::d
- 8!
Issui Designation in language Letter| BUMEr-
ssuing of issuing country Translation into Identification wer! oal
country (and, if required, English of d 3 code | . e
trensliteration in {when needed) , ocumen (when
Latin characters) defined)
Japen s W% & &~ @ Published unexam- | Pstent application published | A
. ined patent applica- | before examination as to
(KSkai tokkyo k6ho) tion novelty in the sense of para-
graphs 6(i) and 6(ii).
% K 2 @ Published examined | Patent application published
patent application after examination as to nov-
(Tokkyo kohs) elty in the sense of para-
graphs 6(i) and 6(ii).
o - $5t publication. A K6kai Bl
tokkyo k6h6 not published.
“T” headed the numerical
o aumber of Tokkyo k6hé
- published from 1922 to
1926.
- 2nd publication. Normally | B | 2
following an A K6kai
tokkyo k6ho.
L EE N LN R, Patent specification | Patent (old law) published
Tokkyo hatsumei in the sense of paragraphs
ey oy 641 and 63, |
- 1t publication. Tokkyo Cli
k6hé not published.
« 2nd publication. Normally Ci2
following a B 1 Tokkyo
ké&hé.
GBS EHRALE Cormected patent Corrected patent published H
(Tokkyo shinpan specification in.the sense of pasagraphs
Seiky6 kékoku) 6(3) and 6(i).
£ E 2 & Regmmd design Regg;md r.:'esi@ application | §
publication published after examination
(Isy5 koho) as to novelty in the sense of
paragraphs 6(i) and 6(1i).
LRABGR L@ Published unex- Utility model application U
(K6kal fitsuys amined utility published before examina.
shinan k6h6) model application | tion as to novelty in the sense
of paragraphs 6(i) and 6(ii)
1
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Kind of published patent document Asso-
P———— ciated
. signation in language numet-
lssuing of isuingcountry | Translation into Identification Lettet] ieat
country (and, if required, English P —— oode | code
transliteration in (when seaded) (when
Latin cheraciers) defined)
ks
(gm) B E R L @ [Published examined | Utility model spplication
. utility model published after examination
(Jitsuy® shinan kohd) application as to novelty in the sense of
paragraphs 6(i) and 6(if)
« {5t publication, U Koékai Yii
jitsuy$ shinan k6hé not
published,
“T" headed the numerical
number of Jitsuy6 shinan
koho published from 1922
to 1926.
- 2nd publication. Normal- Y 2
Iy foliowing & U Kokt
Jitsuyd shinan kohé,
BARRSR model specifica Dualshod fn the vne of
8pe tion in the sense o
(T6roku jitsuy6 shinan) parsgraphs 6(1) and 6(i)
- 1ot publication Jitsuys Zi 1
shinan k6ho not published
- 2nd publication. Normal. Z] 2
Iy following 8 Y 1 Jitsuyd
ghinan kéha.
LRI GRTE RS Cm'md m%imgg Com;:ted registered dggimy i
utility mode! specifi- | model published In the sense
. (T6roku fitsuyd shinan
i ky® kikoku) cation of paragraphs 6(1) and 6{H).
Beever d'inventicn Patent of invention [Patent publiched in the sense
of paragraph 6(ii)
Certificat S'additiond  |Certificate of Certificate of addition toa
un brevet d'invention additiontospatent |patent published in the sense
of invention of paragraph 6(ii)
Monsco Brevet d'invention !Pmmoﬁumion Patent published in the sense
of paragraph 6(ii)
Netheslands | Terinzagelegging Patent application |Patent spplication published
laid open lin the sense of pare-
graphs 6(i) and 6(ii)
Openbasrmaking me pateat |Patent application published
application sfierenamination in (e sense
of paragraphs 6(i) and 6(if)
Octrooi Patent Patent published in the sence
of paragraph 6(1)
petentsbhaader (not lwocessible to the  Jin the sense of paragraph 6(i)
macked on the document) |public
Utlegningukeift Dracument laid Patent application published |
open aftee examination s o
novelty is the sense of pase-
graph 6(ii)

1800-71

1871

Rev. §, July 1987



1871

MANUAL OF PATENT EXAMINING PROCEDURE

Kind of published patent document

Asso-
ciated
. Designation in language , .| numer-
 Issuing of issuing country Translation into Identification Letter| ™ 1
© country {and, if required, English of document - | code code
transliteration in {when needed) (when.
Latin characters) defined)
Norway Patent Patent Patent published in the sense | C
(cont'd) of paragraph 6(ii)
Pakistan Patent specification Patent published in the sense | A
of paragraph 6(ii)
Poland Patent application published | A
in the sense of paragraph 6{i)
Opis patentowy Description of Patent published inthe sense | B
Patentu tymczasowego | patent of paragraph 6(ii)
Romania Descrierea inventiei Deséription of the |Patent published in the sense | A
. invention of paragraph 6(ii)
Soviet Union | ONSCAHUE Description of the |Patent published in the sense | A
e invention fora  |of paragraph 6(ii)
= (Opisanie izobreteniya | Patent
k patentu)
ONECANUE Description of the | Inventor's certificate A
RO e invention foran | published in the sense of
CBHIETENBCIBY author’s certificate | paragraph 6(ii)
(Opisanie izobreteniya k
avtorskomu svidetelstvu)
Spain Patente de invencién Patent of Patent published in the sense | A
invention of paragraph 6(i)
Patente de introduccitén | Patent of Patent of importation A
introduction published in the sense of
paragraph 6(i)
Certificado de adicién  |Certificate of Certificate of addition A
addition published in the sense of
paragraph 6(i)
Soficitud de Modelo de | Application fora | Utility Model Application U
Utilidad utility model published in the sense of
paragraph 6(i)
Modelo de Utilidad Utility Model Utility Model published in Y
the sense of paragraph 6(i)
Sweden Alimént tillghnglig Patent application Patent Application published | A
patentansikan accessible to the  |in the sense of paragraph 6(i)
publie
Utldggningsskeift Document laid Patent Application published | B
open after examination s to
novelty in the sense of para-
graphs 6(i) and 6(ii)
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1871
Kind of published patent document Asso-
— ciated
. Designation in language , numer-
lesuing of issuing country Translation into ldentification Letter) cal
country (end, if required, English of document code| b
transliteration in (when needed) (ﬁvhen
Latin characters) defined)
Sweden Patentskrift Patent document  |Patent published in the sense | C
{cont’d) of paragraph 6(ii)
Switzerland Auslegeschrift/Mémoire | Document laid Patent Application published | A
Enposé/Esposto open after examination s to
Memoriale : novelty in the sense of para-
graphs 6(i) and 6(ii), and
pertaining to the technical
fields for which examination
as to novelty is made,
issued since 1959
Patentachrift/Exposé Patent Patent published in the sense | A
d'invention/Esposto specification of paragraph 6(ii) and per-
d'invenzions taining to the technical
fields for which no examing-
tion as to novelty is made,
issued since 1959
Patentschrift/Exposé Patent Patent published in the sense | B
d'invention/Esposto specification of paragraph 6(ii) end per-
d'inventione taining to technicsl fields
for which examination as to
novelty is made, issued since
1959
Patentschrift/Expost Patent Patent published in the gense | A
d'invention/Esposto d'in- | specification of paragraph 6(if), issued
venzione (Main patent) from 1868 to 1959
(Haupipatent/Brevet
peincipel/Breveito prin-
cipale)
Patentachrift/Exposé Patent Patent of addition published | A
dinvention/Esposto d'in- | specification in the sense of para-
venzione (Zusatzpatent/ |(Additional graph 6(ii), issued from 1907
Brevet additionnel/Bre- | patent) to 1959
vetto addizionale)
Patentschrift/Exposé Patent Patent of addition published | E
d'invention/Esposto d'in- | specification in the sense of paragraph
venzione (Zusaizpatent/ |(Additional 6(it) in secondary series from
Brevet additionnel/Bre- | patent) 1888 to 1907
veito addizionale)
United Patent Specification Examined Patent Application | A
Kingdom published in the sense of

paragraph 6(ii). Grant of let-
ters Patent usually occurs
3 months after publication.
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Kind of published patent document

Asso-
. ciated
Issuing Designation in language Lctlﬂ‘ HUmer-
- 468 of issuing country Translation into P ical
country (and, if required, English tdentification code . .
teansliteration in (when needed) ocume (when
Latin characters) defined)
United Amended Patent Amended Specificationofa | B
Kingdom Specification Granted Patent published in
{cont’d) the sense of paragraph 6(ii)
United States | Patent Patent published in the sense | A
Design Patent of paragraph 6(ii) S
Reissue Patent Patent reissued and E
republished in the sense of
paragraph 6(ii)
Diefensive Publication Patent application published | H
without examination of
‘ assertion as to novelty, in
the sense of paragraph 6(i)
Defensive Publication Patent document published H
- in the sense of paragraph §:
= Entry of an abetract of the
application in the Official
Gazeite
Defensive Publication Patent document published H
inthesense of paragraph 6(ii):
Absteact of an application
published in @ discrete docu-
ment form distinctively
numbered in & numerical
series unigue to Defensive
Publications
Flant Patent Patent published in the sense | P
of paragraph 6(ii)
Yugoslavia Accepted Patent Application | A
published in the sense of
paragraph 6(i)
Patentni spis Patent Patent published in the sense | B
specificstion of paragraph 6(ii)
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1872 International-Type Search [R-2]

PCT Rule 41
Eerlier Search Other Than International Searck
41.1 Obligation to Use Results; Refund of Fee
If reference has been made in the request, in the form provided for in Rule
4.11, to sn intemational-type sesrch carried out under the conditions set out in
Ariicle 15(5) or to & search other than an intemationel or intemational-type
search, the Intemational Searching Authority shall, to the extent possible, use
the resulis of the said search in establishing the intemational search report on the
international spplication. The Intemational Searching Authority shall refund
the search fee, to the extent and under the conditions provided for in the
sgreement under Article 16(3)(b) or in & communication addressed 10 and
published in the Gazette by the Internstional Bureau, if the intemnational search
report could wholly or partly, be based on the regulis of the said search.

37 CFR 1.21 Miscelizneous fees and charges
seCe e
(¢) Internstionsl-type search reports:
Pefmmgmnmmdwmmhnmdmmmmmmype
search made et the time of the first action on the merits in a nationeal patent
spplication $28.00.

37 CFR 1.104 Nature of cxamination; exeminer®s action. ®
¢ CEEGE

{c) An intemational-type search will be mede in oll national applications
filed on and sfter June 1, 1978,

(d) Any rational application may also have an international-type search
fefont prepared thereon &t the time of the nazional examination on the merits,
upon epecific written request therefor and payment of the intemational-type
tesrchreponifee. See §l.21(e)foramount of fee forpreparation of intemational -
type search report.

NOTE: The Petent and Trademark Office does not requise that 8 formal
report of en international-type search be prepared in order to obtain & search fee

' néfund in & Sater filed intemational spplicstion.

Pl 4 o

PCT Rule 41 provides that the applicant may request in a
later filed international application that the report of the results
of me mwmatwml -type search, i.e., a search similar to an
ernational search, but carried out on a NATIONAL applica-
um (37’ CER 1.104 (c) and (d)), be used in establishing an
international search reporton suchinternational application. An
international-type search is conducted on all U.S. national
applications filed after June 1, 1978. Upon specific request, at
the time of the examination of a U.S. national application and
provided that the payment of a $28.00 international-type search
report fee has been made (37 CFR 1.21(e)), an intesnational-
type search report form (PCT/ISA/201) will also be prepared.

1873 Amendment Under PCT Article 19
(R-2]

FCT Article 19
Amendment of the Clalms before the Internsations! Buresu

(1) The spplicant ehell, after having received the internationsl searsch
report, be entitled to one oppommty to amend the clsims of the intemational
epplication hfy filing emendments with the Interational Buresu within the
WM time Timit. He may. &t the same time, file s brief satement, g6
provided in the Regulations, explaining the smendments and indicating any
impact thet such amendments might have on the description and the drawings.

(2) The emendments shall not go beyond the disclosure in the intemational
spplicstion as filed.

(3) If the national Iaw of sny designated State permits amendments to go
tieyond the said disclosure, failure to comply with paragraph (2) shall have no
consequence in that State,

¥
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PCT Rule 46

Amendment of Claims before the Internstional Bureau
46.1 Time Limit

The time limit referred to in Asticle 19 shall be two months from the date
of trangmittal of the intemnational search report to the International Bureau and
to the applicant by the Intemationel Searching Authority or 16 months from the
priority date, whichever time expires later, provided that sny amendment made
under Article 19 which is received by the International Bureau after the
expiration of the applicable time limit shall be considered to have been received
by that Bureau on the last day of the time limit if it reaches itbefore the technical
preparations for international publication have been completed.

46.2 [Deleted]
46.3 Language of Amendments

If the international spplication has been filed in & language other than the
lenguage in which it is published, any amendment made under Article 19 shell
be in the language of publication.

46.4 Stasement

(2) The statement referred to in Article 19(1) shall be in the langusge in
which the intemational epplication is published and shall not exceed 500 words
if in the English language orif transleted into that language, The statement shall
be identified as such by a heading, preferably by using the words “Statement
under Article 19(1)" or equivalent in the language of the statement,

(b) The statemnent shall contain no disparaging comments on the interna-
tional search report or the relevance of citations contained in that report. Refer-
ence (o citations, selevant to a given claim, contained in the international search
feport may be made only in connection with an amendment of that claim.
46.5 Form of Amendments

(8) The applicent shall be required to submit & replacement sheet forevery
gheet of the claims which, on account of an amendment or amendments under
Article 19, differs from the sheet originally filed. The letter sccompanying the
replacement sheet shall draw attention 1o the differences between the replaced
sheets and the replacement sheets, To the extent that sny amendment results in
the cancellation of an entire sheet, that amendment ehall be communicated in a
lester.

(b) and (c) [Deleted]

37 CFR 1.415 The Internationat Bureau.

(8) The International Bureau is the World Intellectual Property Organiza-
tion located ot Geneva, Switzerand. It is the intemations! intergovemmental
organization which acts ag the coordinating body under the Treaty and the Regu-
lations (PCT Asi. 2 (zix) and 35 U.S.C. 351(h)).

(b) The major functions of the Intemational Buresu include:

(1) Publishing of intemational applications and the International
Gazette;

{2) Transmitting copies of intemational applications to Designated
Offices;

(3) Storing and maintaining record copies; and

(4) Transmiuing information to authorities pertinent to the processing of
specific international applications.

PCT Administrative Instructions Sectlon 205
Numbering and Identification of Clalms Upon Amendment

(z) Amendsments to the claims under Article 19 or Article 34(2)(b)may be
made either by cancelling one or more entire claims, by edding one ormorenew
clsimsg or by amending the text of one or more of the claims g filed. All the
clzims appearing on & replscemert sheet shall be numbered in arabic numerals.
Where s claim is cancelled, no renumbering of the other elaims shall bs required,
1n ail cases where elaims are renumbered, they shall be renumbersd eonsecu-
tively,

(b) The applicant shell, in the letter referred 1 in the second and third
sentences of Rule 46.5(a) or of Rule 66.8(s), indicate the differences between
the claims as filed and the claims as amended. He shall, in particular, indicate
in the ¢aid letter, in connection with each claim sppearing in the interational
spplication (it being understood that identical indications conceming several
clsims may be grouped), whether:

(i) the claim is unchanged;

(ii) the claim is cancelled;

(iif) the claim is new;

(iv) the claim replaces ons or more claime as filed;

(v) the clsim is the result of the division of a claim as filed.
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The applicant has one opportunity fo amend the claims only
of the international application after issuance of the Search
Report. The amendments to the claims must be filed directly
with the International Bureau, usually within 2 months of the
date of mailing of the Search Report. If the amendments to the
claims are timely received by the International Bureau, such
amendments will be published as part of the pamphlet directly
following the claims as filed. Article 19 offers applicants the
opportunity to generally amend the claims before entering the
designated Offices. The national law of some designated Of-
fices grants provisional protection on the invention from the
date of publication of the claims. Therefore, some applicants
take advantage of the opportunity under Article 19 to “polish”
the claims anticipating provisional protection.

1875 International Bureau Procedures [R-2]

PCT Rule Z4
Recelpt of the Record Copy by the International Bureay
24.1 [Delated]

24.2 Notification of Receipt af the Record Copy

(8) Subject to the provisions of pasagraph (b), the International Bureau
shall prompily notify the spplicant, the receiving Office, the Intemationel
Searching Authority, and e} designated Offices, of the fact and the date of
receipt of the record copy. The notification shall identify the intemational
spplication by its number, the internationat {iling date, thensme of the applicant,
and the sime oflhemmng Office, and shall indicate the filing date of any
uslm whose pricrity i claimed. The notification sent to the

shall also comtain the list of the designsied Offices which have been

notified under this paragraph, end shall, in respect of each designaied Office,
indicate any applicable time limit under Anicle 22(3).

(b)Y therecoed copy is received sfier the expiration of thetime limit fixed
in Rule 22.3, the Intemationsal Bureau thall promptly notify the spplicant, the
seceiving Offfice, end the Intemationel Searching Authority sccordingly.

PCT Rule 2€
Defacts Woted By the Internationsl Bureaw
28.1 Note on Certain Befam
(8) If, ins the opinion of the Internationsl Bureay, the international appli-
wxm mm any of the defects referred to in Asticle 14(13(a)(D), (i), of (v),
aternational Buresw shell bring euch defects to the attention of the receiving

(b) The rwewmg Office ehall, unless it disagrees with the gaid opinion,
proceed ss provided in Anticle 14(S}(b) end Rule 26.

1877 International Publication [R-2]

PCT Article 21
Internationsl Publication

(1) The Intemational Bureau shall publish intemationsl applications.

(2)(s) Subject to the exceptions provided for in subparagraph (b) and in
Anticle 64(3), the intemational publication of the intemational epplication shall
be effected promptly sfter the expiration of 18 months from the priority date of
thet spplication.

(Ew) The epplicent may ssk the Intemeationsl Bureau to publish his
international epplication any timebefore the enpiration of the time limit referred
m in m%pnﬁgnm (a3, The Intemations] Boreau shafl proceed sccordingly, as
provided in the Regulations,

(3) The internations] search report or the declarstion referred 1o in Anticle
17(2)(s} shall be published a¢ prescribed in the Regulations.

{4) The langusge and form of the international publication and other
deteils are governed by the Regulstions,

{5) There shall be no intemational publication if the international applica-
tion is withdrawn or is considered withdrawn before the technical preparations
for publication have beea completed.

6 If the internationa! application contains expressions or drawings
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which, in the opinion of the International Bureau, are contrary to mozality or
public order, or if, in its opinion, the internstionsl application contains dispar-
aging statements as defined in the Regulations, it may omit such expressions,
drawingsg, end statements, from its publicstions, indicsting the place andnumber
of words or drawings omitted, and furnishing, upon request, individual copies
of the passages omitted.

PCT Article 29

Effects of the International Publication

(1) As far as the protection of any rights of the applicant in & designated
State is concemed, the effects, in that State, of the intemational publication of
an international application shall, subject to the provisions of paragraphs (2) to
(4), be the same as those which the national law of the designated State provides
for the compuisory national publication of unexamined national spplications as
guch.

(2) If the lIanguage in which the intemational publication has been effected
is different from the language in which publications under the netionsl law are
effected in the designated State, the seid national law may provide that the
effects provided for in paragraph (1) shall be applicable only from such time as:

(i) & translation into the latter language has been published as provided
by the national law, or

(i) a translation into the latier language has been made available to the
public, by laying open for public inspection ag provided by the national law, or

(iii) a translation into the latter language has been transmitied by the
applicantiothe sctual or prospective unsuthorized user of the invention claimed
in the international application, or

(iv) both the acts described in (i) and (jii), or both the acts described in
(ii) and (iii), have taken place.

(3) The national law of any designated State may provide that, where the
intemational publication has been effected, on the request of the applicant,
before the expiration of 18 months from the priority date, the effects provided
for in paragraph (1) shall be spplicable only from the expiration of 18 months
from the priority date.

(4) The national law of any designated State may provide that the effects
provided for in paragraph (1) chell be epplicable only from the date on which &
copy of the imemationsl epplication as published under Anicle 21 has been
received in the national Office of or acting for such State, The said Office shall
publish the date of receipt in its gazetts 86 toon as possible,

PCT Rule 48
International Publication
48.1 Form
(2) The intemational applicstion shell be published in the form of &
phlet.

(b) The particulsrs regarding the form of the pamphlet and the method of
reproduction shall be govemed by the Administrative Instructions.
48, 2 Contents

(2) The pamphlet shall contain:

(i) & standardized front pege,

(ii) the description,

(it} the claims,

(iv) the drawings, if any,

(v) subject 1o paragraph (g), the intemational search report or the
declaration under Article 17(2)(a); the publication of the intemationsl search
report in the pamphlet shall, however, not be required to include the past of the
intemational gearch repori which containg only matier referred to in Rule 43
elready sppearing on the front page of the pamghlet.

(vi) any statement filed under Anticle 19(1), unless the Imemational
Buresu finds thet the statement does not comply with the provisions of Ruls
464,

{vii ) any request for rectification veferred 10 in the third sentence of
Rule 91.1(f).

{b) Subject 1o paragraph (c), the front page shall include:
(i) data taken from the request sheet and such other dats as age pregcribed
by the Administrative Instructions,
(ii) a figure or figures where the international application contains draw-
ings, unless Rule 8.2(b) applies.
(i) the sbstract; if the abstract is both in English and in anotherlanguage,
the English text shall appear first.,
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(c) Where & declaration under Article 17(2)(a) has issued, the front page
ghall conspicucusly refer to that fact and need include neither a drawing nor an
gbstract.

(d) The figure or figures referred to in paragraph (b)(ii) shall be selected
as provided in Rule 8.2. Reproduction of such figure or figures on the front page
may be in & reduced form.

(e) If there is not enough room on the front page for the totality of the
ebstract referred to in peragraph (b)(iii), the said abstract shall appear on the
back of the front page. The same shall apply to the translation of the abstract
when such translation is required to be published under Rule 48.3(c).

(f) If the claims have been amended under Article 19, the publication shall
contgin either the full text of the claims both as filed and ag amended or the full
text of the claims as filed and specify the emendments. Any statement referred
toin Article19(1) shell be included as well, unless the Intemnational Bureau finds
that the statement does not comply with the provisions of Rule 46.4. The date
of receipt of the amended cleims by the International Bureau shall be indicated.

(g) If, at the time of completion of the technical preparations for intema-
tional publicstion, the international sesrch report is not yet available (for
example, because of publication on the request of the appheant as provided in
Asticles 21(2)(b) and 64(3){c X(i)), the pamphlet shall contain,in place of the
imemationsl search repont, an indication to the effect that the report was not
gvailsble and the either the pemphlet (then also including the intemational
search report) will be republished or the international search report (when it
becomes available) will be seperately published.

() I, at the time of the completion of the technicsl preparations for
internationel publication, the time Limit for amending the claims under Article
49 has not expired, the pamphlet shall refer to that fact and indicate that, should
the claime be amended under Anticle 19, then, promptly after such amendments,
either the pemphlet (containing the claims as amended) will be republished or
& tistement reflecting all the smendments will be publizhed. In the latter case,
a8 leagt dse front page and the claims shall be republished and, if a statement
undes Atticle 19(1) has been filed, thas statement shall be published as well,
unlessthe Intemationel Buresu finds that the statement does not comply with the
provisions of Rule 46.4.

(i) The Administrative Instructions shall determine the cases in which the

vaﬁamdwnmwewfmwmmpmws (g) and () shall apply. Such
* detesminsiion ehall depend on the volume and complexity of the smendmenis
MIM thie volume of the intemational applications and the cost factors,
48.3 Languages

() Ift!w intemationel spplication is filed in English, French, German,
Japenese, Russisn or Spanish, thet spplication shell be publiched in thelanguage
in which & was filed.

y* If the intemational application is filed in a lenguage other than
English, French, German, Japanese, Russian or Spanish, thet application shall
be published in English translation. The transiation shall be prepared underthe
regpongibility of the Internationsl Sesrching Authority, which shall be obliged
tohave itready in imeto permit intemational publication by the prescribed date,
of, where Anicle 65(3)(b) applies, to permit the communication under Article
20 by the end of the 19ih month afier the priority date. Notwithstanding Rule
16.1(g), the International Searching Authority may charge & fee for the transla-
tion to the spplicant. The International Sesrching Authority shall give the
epplicent sn opportunity to comment on the draft translation, The Internationsl
Searching Avthority shell fix s time limit reagonsble under the circumstances of
the case for such commente. If there is no time to take the comments of the
applicant into sccount before the translstion is communicated or if there is &
difference of opinion between the applicant and the ssid Authority as to the
eorrect transistion, the applicant may send & copy of his comments, or what
remaing of them, to the Intemational Bureso and each designated Office to
which the trenslation was communicated. The Intemationg! Buresu ghall
publish the eesence of the comunents together with the translation of the
Intemationsl Searching Authority or subsequently to the publication of such
translation.

# The words printed in italics will become applicable ot the same time that
the PCT will enter into force invespect of the countrywhich, among the Spanish-
spaaking countries is the first to ratify ov accede to the PCT,

(c) X the international applicstion is published in & language other than
English, the international search report to the extent that it is published under
Rule 48.2(a)}(v), or the declaration referred to in Article 17(2)(s), the title of the
invention, the ebstract end any text metter peraining 1o the figure or figures
sccompanying the sbsteact shall be published both in that language and in
Hngh'sh, The tsanslations shall be prepared under the responsibility of the
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International Bureau.

48.4 Earlier Publication on the Applicant's Request

(a) Where the applicant asks for publication tnder Anticles 21(2)(b) and
64(3)(c X(i) and the intemational search report, or the declaration referved to
in Article 17(2)(a), is not yet available for publication together with the
intemnational application, the Intemational Bureau shall collect a special
publication fee whose amount shall be fixed in the Administrative Instruc-
tions.

(b) Publication under Articles 21(2)(b) and 64(3)(c)(i) shall be effected by
the International Bureau promptly after the applicanthas asked for it and, where
a special fee is due under paragraph (s), after receipt of such fee.

48.5 Notification of National Publication

Where the publication of the intemnational application by the Intemational
Bureau is govemed by Article 64(3)(cXii), the national Office concerned shall,
promptly after effecting the national publication referred to in the said provi-
sion, notify the International Bureau of the fect of such national publication,
48.6 Announcing of Certain Facts

(2) If any notification vnder Rule 29.1(a)(ii) reaches the International
Buresu at & time later than that at which it was able to prevent the international
publication of the intemational application, the Intemnationsl Bureau ghall -
promptly publish a notice in the Gazette reproducing the essence of such noi-
fication.

(b) [Deleted]

{c) If the imemational application or the demgmmm of any designated
State is withdrawn under Rule 32.1, or if the priority claim ig withdrawn under
Rule 32°%,1 after the technical prepasations for intemational publication have

been completed, this fact shall be published in the Gazette.

PCT Ruie 86
The Gazette

86.1 Contents

The Gazette referred to in Article 55(4) shall contain:

(iy for each published intemational application, data specifisd by the
Administrative Instructions teken from the front page of the pemphlet published
under Rule 48, the drawing (if any) appearing on the said front page, and the
abstract,

(if) the schedule of all fees payable to the receiving Offices, the Intema-
tional Bureau, and the Intemnational Searching and Preliminary Examining
Awthorities,

(iif) notices the publication of which is required under the Treaty orthese
Regulations,

(iv) information, if and to the extent fumished to the Intematione] Burean
by the designated or elected Offices, on the question whether the requisements
provided for in Aricles 22 or 39 have been complied with in respect of the
intemationsl applications designating or electing the Office concemed,

(v) any other useful information prescribed by the Administrative In-
structions, provided access to such information is not prohibited under the
Treaty or these Regulations.

86.2 Languages

(a) The Gazeute shell be published in sn English-lenguage edition end o
French-language edition. It shell also be published in editions in sny other
language, provided the cost of publication is assured through seles or subven-
tions.

(6 The Assembly may order the publicstion of the Gazeite in languages
other than those referred 1o in paragraph (a) .

86.3 Frequency

(a) Subject to paragraph (b), the Gazette shall be published once a week,

(b) For a transitional period after the entry into foree of the Treaty termi-
nating upon & date fined by the Assembly, the Gazette may be published st such
times ag the Director General considers appropriste having regerd to the numbes
of intemational applications and the amount of other material required to be
published,

86.4 Sale

(8) Subject to paragraph (b}, the subscription and other ssle prices of the
Gazette shall be fixed in the Adminigtrative Instructions,

(b) For a transitional period after the entry into forcs of the Tresty termi-
nating upon a date fixed by the Assembly, the Gazette may be distributed on such
terms as the Director General considers sppropriztehaving regard tothe number
of intemationsl epplications and the amount of cthermaterial published therein,
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86.5 Title
The title of the Gazette shall be “Gazetie of International Patent Applica-
tions ,” and “Gezente des Demandes intemationales de brevets,” respectively.
86.6 Further Details
Further details concerning the Gazette may be provided forin the Admin-
istrative Instructions.

PCT Administrative Instructions Section 404
International Publication Number

The International Bureau shall sssign to each published international
application an intemational publicetion number which shall be different from
the intemational application number. The intenational publication number
shall beused on the pamphlet end in the Gazetie entry. It shall congist of the two-
letter code “WO” followed by a two-digit designation of the last two numbers
of the yesr of publication, & slant, and & serial number consisting of five digits
(e.g., “WOT8/1 2345™).

35 U.S.C. 374 Publication of international application: Effect.

The publication ender the treaty of an imemational application shall
confer no rights and shall have no effest under this title other than that of &
printed publication.

37CFR 1,318 Netification of mational publication of a patent baged
om an International application.

The Office will notify the Intemational Buresu when a patent is issued on
an application filed under 35 US.C. 371, and there has been no previous
international publication.

The publication of international applications currently
occursevery other Thursday. Under Article 20 the International
Bureau sends copies of published applications to each of the
designated Offices on the day of publication. As a PCT member
country, the U.S. Patent and Trademark Office also receives
copies of all published International applications for inclusion
in the-examiner search files. Also a complete set of published
Intertational applications in numeric order by publication
aumber is available on microfilm in the Scientific Library.

1880 Withdrawal of International Application
or Designations [R-2]

BCT Rule 32
Withdrawsal of the Internationsl Application or of Designations
32.1 Withdrawale

(&) The applicant may withdraw the intemational spplication prior to the
expiration of 20 months from the pricrity date except as to any designated State
in which national processing or enaminstion has slready staried. He may
withdeaw the designation of any designated Siste prior to the date on which
processing or exsminetion may start in thet State,

(b Withdrawal of the degignation of ell designated States shall be trested
as withdrawal of the intemationsl spplication,

(cy Withdrawal shall be effected by & signed notice from the spplicant to
the International Buseen or to the receiving Office. In the case of Rule 4.8(b),
the notice shall require the signsivre of ell the spplicants,

() (Deleted]

(ej There shall be no intemationsal publicstion of the intermational apgli-
cation or of the designetion, as the csse may be, if the notice effecting
withdrewal reaches the Internationsl Buresu before the technical preperations
for publication have been completed.

1885 Receipt of the International Application
by the Designated Offices [R-2]

PCT Articie 20
Commeunication to Deslgnated Offices
(I ¥(a) The intemationsl apphcmon.togethef with the intemstional search
report (including any indicstion referred to in Article 17(2)(b)) or the declara-
tion réferred to in Anticle17(2)(s), shall be communicated 10 each designated
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Office, asprovided in the Regulations, unless the designsted Office waives such
requirement in its entirety or in part.

(b) The communication shall include the translation (as prescribed) of
the said report or declaration.

(2) If the claims have been amended by viriue of Articlel9(1), the
communication shall either contain the full text of the claims both as filed and
as amended or shall contain the full text of the claims as filed and specify the
amendments, and shall include the statement, if any, referred to in Article 19(1).

(3) At the request of the designated Office or the applicant, the Interna-
tional Searching Authority shall send to the said Office or the applicant,
respectively, copies of the documents cited in the intemational search report, as
provided in the Regulations.

PCT Rule 47
Communication to Designsted Offices
47.1 Procedure

(a) The communication provided for in Ariicle 20 shall be effected by the
International Bureau.

(b) Such communication shall be effected promptly afterthe international
publication of the intemational application and, in any event, by the end of the
19thmonth afterthe priority date. Any amendment received by the Internationsl
Bureau within the time limit under Rule 46.1 which was not included in the
communication promptly to the designated Offices by the International Bureay,
and the later shall notify the applicant accordingly.

(c) The Intemational Bureau shall send a notice to the applicant indicating
the designated Offices to which the communication has been effecied and the
date of such communication. Such notice shall be sent on the same dsy as the
communication. Fach designated Office shall be informed separately from the
comumnunication, ebowt the sending and the date of mailing of the notice. The
notice shall beaccepted by all designated Offices as conclusiveevidence that the
communicsation has duly 1aken place on the date specified in the notice.

(8) Each designated Office ehall, when it 60 requires, receive the interna-
tional search reporis and the declarations referred to in Article 17(2)(e) also in
the translation referred to in Ruls 45.1.

(e) Where any designated Office has waived the requirement provided
under Anticle 20, the copies of the documents which otherwise would heve been
gesit to that Office shall, at the request of that Office or the applicant, be sent io
the epplicamt st the time of the notice referred to in paragraph (c).

47.2 Copies

(2) The copies required for communication shail be prepared by the
Intemational Bureau.

(b} They shall be in sheets of A4 size,

(c) Except to the extent that any designated Office notifies the Intema-
tional Bureau otherwise, copies of the pamphlet under Rule 48 may be used for
the purposes of the communication of the international spplication under Article
20

4713 Languages

The international application communicated under Asticle 20 shall be in
the language in which it is published provided that if thet language is differem
from the Isnguege in which it was filed it shall, on the request of the designated
Office, be communicated in either or both of these langusges.

37 CFR 1.414 The United States >Patent and Trademerk Offlce
ag a< Designated Office >or Elected Office<.

(8) The United States Patent and Trademark Office will act as a Designated
Office sor Elected Office< for intemational applications in which the United
States of Americs has been designated >or elected< as a State in which patent

ion is desired,

(b} The >United States< Patent and Trademark Office, when acting a5 8
Designated Office sor Elected Office< duting intemational processing will be
identified by the full title “United States Designated Office” or by the abbrevia-
tion “DOJUS" >or by the full title “United States Elected Office” or by the
sbbrevistion “EQ/US"<.

{cy The major functione of the United States Designated Office >or
Elected Office< in respect to intemational applications in which the United
States of America has been designsted >or electede, include;

(1} Receiving various notifications throughout the interational
stage; >and<

(2) Accepting for * nationsl >stage< ¥ examingtion intemational
epplications which sstisfy the requirements of 35 U.S.C, 371 % o¥
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The International Bureau communicates a copy of the
international application to each designated Office, except the
United States Patent and Trademark Office where that Office is
not only a designated Office but was also the Receiving Office
(35 U.S.C. 371(a)). The copy is prepared by the International
Bureau and it is accompanied by a copy of any amendments to
the claims, and a copy of the international search report or the
declaration by the International Searching Authority to the
effect that no international search report will be established
(PCT Article 20(1)(a) and (2) and PCT Rules47.1(3) and 47.2).
The International Bureau also sends a notice to the applicant
(form PCT/IB/308) informing him or her of those Offices 10
which it has sent the copies and the date on which they were sent
(PCT Rule 47.1(c)).

The International Bureau effects the said communication
of the international application to the designated Offices
promptly after publication.

The applicant may, if he or she so desires, transmit, or ask
the International Bureau to transmit, at any time, a copy of the
international application to any designated Office. Further de-
tails may be found in PCT Article 13 and PCT Rule 31. Itis to
be noted that any transmittal of this kind does not in the absence
“of an expregs request from the applicant, entitle the designated
Office to stast processing the international application in that
Office. At the express request of the applicant, however, any

_gegignated Office may start processing or examining the inter-

Tational application earlier (PCT Article 23(2)).

1887 Entry into the National (or Regional)
Phase Before the Designated Offices [R-2]

PCT Artlcle 22
Copy, Translation, and Fee, to Designated Offices

(1 The spplicant shall fumish & copy of the intemational epplication
(unless the communication provided for in Anicle 20 has already taken place)
and s trenelation thereof (es preecribed), and pay the national fee (if any), toeach
designated Office not lates than a8 the expiration of 20 months from the pricrity
date. Where the natione! law of the designated State requires the indication of
the mume of and cther prescribed data conceming the inventor but allows that
these indications be fumished ot & time [ater than that of the filing of e national
spplicastion, the applicent shell, unless they were contained in the request,
farnish the said indicmions to the nationsl Office of or acting for that State not
lster thas a2 the expirstion of 20 months from the priority date.

{2y Where the Intemational Seasching Authority makes & declsration,
under Asticle 1 7(2){(e}, thetno international search report will be established, the
time limit for performing the acts referred to inparagreph (1) of this Article shall
be the same &5 thet provided for in paragraph ().

(3} Anynations lawmay, for performing the acts refesved to in paragraphs
(1) or (23, fix time limiss which expire later than the time limit provided for in
those paragraphs.

PCT Article 23
Delaying of Natlonal Procedure
(1} No designated Office shall process or exsmine the intemationsl
epplication priof to the expiration of the applicable time limit under Anicle 22,
(25 Newwithstanding the provisions of paragraph (1), any designated
Office may, on the express tequest of the epplicant, process or examine the
international application & any time,

PCT Article 24
Pousible Logs of Effect in Designated Stutes
(1) Subject, in case (ii) below, 1o the provisions of Anticle 25, the effect of
the international epplication provided for in Aricle 11(3) shall cease in any

° designated State with the same consequences as the withdrawel of any national

application in that State:
t (i) if the applicent withdraws his intemational application or the desig-
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nation of that State;

(i) if the intemnational application is considered withdrawn by virtue of
Articlee 12(3), 14(1)(b), 14(3)(a), or14(4), or if the designation of that State is
considered withdrawn by virtue of Article 14(3)(b);

(iii) if the applicant fails to perform the acts referred to in Asticle 22
within the applicable time limit.

(2) Notwithstanding the provisions of paregraph (1), any designated
Office may maintsin the effect provided for in Article 11(3) even where such
effect is not required to be maintained by virwe of Article 25(2).

PCT Article 26
Opportunity te Correct Before Designated Offices
No designated Office shall reject sn intemstional application on the
grounds of non-compliance with the requirements of this Treaty and the
Regulations without first giving the epplicant the opportunity to correct the said
application tothe extent and according tothe procedure provided by the national
law for the same or compareble situations in respect of national applications.

PCT Article 27
Natlonal Requirements

(1) No nationel law shall require compliance with requirements relating
to the form or contents of the international application different from or
additional to those which are provided for in this Treaty and the Regulations.

(2) The provisions of paragraph (1) neither affect the application of the
provisionsof Ariicle 7(2) nor preclude any national law from requiring, oncethe
processing of the intemationsl application has staried in the designated Office,
the fumnishing:

(i) when the applicant is a legal entity, of the name of an officer entitled
to represent such legal entity.

(ii) of documents not pant of the international application but which
comstitute proof of allegations or statements made in that application, including
the confirmation of the intemational application by the signsture of the applicant
when that application, as filed, was signed by his representative or agent.

{3) Where the applicant, for the purposes of any designated State, is not
qualified according to the national law of that Stats to file a nationsl application
because he is not the inventor, the international application may be rejocted by
the designated Office,

(4) Where the national law provides, in respeat of the form or contents of
national spplications, for requirements which, from the viewpoint of applicants,
are mere favorable than the requirements provided for by this Tresty and the
Regulations in respect of intemational applications, the national Office, the
courts and any other competent organs of or acting for the designated State may
apply the former requiremente, instead of the latter requirements, to interna-
tional spplications, except where the applicant insists that the requirements
provided for by this Treaty and the Regulations be applied to his intemnational
application,

(5) Nothing in this Tresty and the Regulasions is intended to be construed
8 prescribing anything that would limit the freedom of each Contracting State
to prescribe such substantive conditions of patentsbility as it degires. In
perticuler, any provision in this Treaty and the Regulations conceming the
definition of prior art is exclusively for the purposes of the intemational
procedure and, consequenty, any Contracting State is free to apply, when
determining the patentability of an invention claimed in en intemational
application, the criterig of its national law in respect of prior ant and other
conditions of patentability not constituting requirements as 10 the form and
contents of applications.

(6) The national law may require that the applicant furnieh evidence in
respect of any substantive condition of patentability prescribed by such law,

(7) Any receiving Office or, once the processing of the intemational
application has siarted in the designated Office, that Office may epply the
national law as far ag it relates 10 any requirement thet the applicant be
repregented by an agent having the right to represent spplicants before the said
Office and/for that the epplicant have an address in the designated State for the
purpose of receiving notifications,

(8) Nothing in this Treaty and the Regulations is intended to be construed
a¢ limiting the freedom of any Contracting State 10 apply measures deemed
necessary for the preservation of its national security or to limit, for the
protection of the general economic interests of that State, the right of its own
residents or nationals to file international applications.
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PCT Artlcie 28
Amendment of the Claims, the Description, and the Drawings,
before Designated Offices

(1) The applicant shall be given the opportunity to amend the claims, the
description, and the drawings, before each designated Office within the pre-
gcribed time limit. No designated Office shall grant a patent, or refuse the grant
of & patent, before such time limit has expired except with the express consent
of the applicant.

(2) The emendments shallnot go beyond the disclosurein the intemational
epplication ag filed unless the national law of the designated State penmnits them
to go beyond the said disclosure.

(3) The emendments shall be in accordance with the national law of the
designated State in all respects not provided for in this Treaty and the Regula-
tions.

(4) Where the designated Office requires & translation of the intemational
spplication, the smendments shall be in the language of the tranalation.

PCT Rule 49
Copy, Transietion and Fee under Article 22
49.1 Notification
(8) Any Contracting Siate requiring the fumishing of & tsenelation or the
peymentof anstional fee, or both, under Article 22, shall notify the Intemnational
Busesa of:
(i) the lenguages from which end the lengusge into which it requires

xbﬂwmmdmammtm

Asy Contracting State not requiring the fumishing, under Article 22,
wmmdamdmmmmm (even though the
communication of the copy of the intemetions! epplication by the Internstionsl
Burean wider Rule 47 has net taken plece by the expiration of the time limit
i under Anticle 22) chall notify the Intemnstional Buseau accordingly.
(s™) Any Conteacting Stats which, pursuent to Article 24(2), maintaing,
mmmm the effect provided for in Anicle 11(3) eventhough o
eopy of the international application Is not fumished by the applicant by the
mmwmmmmmmwmawzmmm

Iﬁwmﬁwﬁdﬂmuumdmﬁy
netification received by the Intemational Busresn under para-

MW@).@ or (8% shall be prompily published by the Intermational Buresu
in the Gazeute.
(e} If the requirements under paragraph (s) change later, such changes

shall be motified bymm‘amuMwmmmwwmm
Burean dhall prompily publish the notification in the Gazette, If the change
meens that trenslation is required into s languege which, before the change, was
mmm.mwmudfmm&wmmwwmm
applications filed lates ihan two months afiee the of the natification
in the Gezette, Othierwise, the effective date of smy change shall be determined
by the Contracting Siste.
49.2 Langusges

The language into which translation may be required must be an official
Isnguage of the designsted Office. If there are several of such langusges, no
translation may be required if the intemational spplication is in one of them, If
there ere several official lengueges snd o translstion must be fumished, the
spplicant may choose any of those languages. Notwithstanding the foregoing
provisions of this paragraph, if there are several official languages but the
n«wnﬂhwma@sﬁamdmmcﬁlmmw!wfmnmw atranelation
into thet lenguage may be sequired,
485 gtammm Undar Anticle 19; Frdications Under Rule 13,4

For the purposes of Article 22 and the present Rule, any statement made
under Articis 19(1) end any indicstion fumished under Rule 13,4 shall, subject
1o Rule 49.5(c) end (h), be considered part of the intemationsl spplication,
4%.4 Use of National Ferm

Ko spplicent shell be requised touse s nistional form when performing the
scts referred to in Anicle 22,
49.5 Contents of and Plysical Requirements for the Translation

(&) For the purposes of Asticle 22, the translation of the intemational
spplication shall contain the description, the claims, any text matter of the
deawings and the sbetract. If required by the designated Office, the trenslation
shiall elso, subject o pasagraphs (b) and (c),

() bortain the request,
(iif if the claims have been amended under Anicle 19,contain both the

clairne o6 filed snd the claimme es smended, and
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(b) Any designated Office requiring the fumishing of a translation of the
request shall fumnish copies of the language of the translation free of charge to
the applicants. The form and contents of the request form in the languege of the
translation shell not be different from those of the request under Rules 3 and 4;
in particular, the request form in the language of the translstion shell not ask for
any information that is not in the request as filed. The use of the request form in
the language of the translation shall be optional.

(c) Where the applicant did not fumish & translation of any statementmade
under Article 19(1), the designated Office may disregard such statement.

(d) If any drawing contains text matier, the translstion of that text matter
shall be fumished either in the form of 2 copy of the originel drawing with the
translation pasted on the original text matter or in the form of a drawing executed
anew.

(e) Any designated Office requiring under paragraph (8) the furnishing of
& copy of the drawings shall, where the applicant fsiled to furnish such copy
within the time limit epplicable under Arnicle 22,

(i) invite the applicant to furnish such copy within a time limit which shall
be reagsonable under the circumsiances and ghall be fixed in the invitstion, or

(ii) disregard the said drawing if such invitation, on Febroary 3, 1984isnot
compatible with the nationsl law spplied by that Office and es long es it
continues to be not compatible with that law.

(£) The expression “Fig.” does not require iransistion into eny language.

(g) Where any copy of the drawings or eny drawing executed enew which
has been furnished under pasagraph (d) or (e) does not comply with the phyeical
requirements refesred to in Rule 11, the designated Office may invite the
spplicant to correct eny defect within & time limit which shall be reasonsble
under the circumetences and shall be fixed in the invitstion.

(k) Where the spplicent did not fumish & translation of eny indication
furnished under Role 13 .4, ihe designated Offics ehall invite the applicent to
fumish such trenslation, if it deems it to be necessary, within a time limit which
shall be reasonsble under the circumstances and shell be fixed in the invitation.

(i) Information on any requirement end of dasignated Offices
under the second sentence of paregraph (a) shall be published by the Inteme-
tional Bureau in the Gazeue.

(§) No designated Office shall require that the translation of the inteme-
tional application comply with physicel requirements other than thots pre-
seribed for the international application as filed.

PCT Rule 50
Faculty Under Article 22(3)

50.1 Exercise of Faculty

() Any Contrecting State allowing a time limit expiring later than the time
limits provided for in Article 22(1) or (2) shall notify the International Buresn
of the time limits so fixed.

(b) Any notificetion received by the International Bureau under paregreph
(e) chall be prompily published by the Imemational Bureau in the Gazette,

(c) Notifications conceming the shortening of the previously fixed time
limit shall be effective in relation to intemational spplicstions filed afier the
expiration of threemonths computed from the date on which thenotification wes
published by the Intemational Buresu.

{d) Notifications conceming the lengthening of the previously fixed time
Yimit shall become effective upon publication by the Intemational Buresu in the
Gaazette in respect of imesnational applications pending et the time oz filed sfter
the date of such publication, or, if the Contracting State effecting the notification
fixes some Ister date, as from the latter date,

BCT Ruie 52
Amendment of the Claims, the Degerlption, and the Drewings,
befare Deslgnuted Offices
$2.1 Time Limit
(&) In any designsted State in which processing or examinstion stars
without special request, the applicant shall if he g0 wishes, exercise the right
under Article 28 within one month from the fulfiliment of the requirements
under Aticle 22, provided that, if the communication under Rule 47.1 has not
been effected by the expiration of the time limit spplicable under Anticle 22, he
shall exercise the ssid right not later then four moniths efter such expiration date.
In either case, the applicant may exercise the said right st eny other time if so
permitted by the netionel law of the gaid State.
(6) In eny designated State in which the nationel law provides that
exemination starts only on special request, the time limit within or the time &t
which the epplicent may exercise the right under Article 28 shall be the same as
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that provided by the national law for the filing of mendments in the case of the
examinstion, on special request, of nationsl epplications, provided that such
time limit shall not expire prior to, or such time shall not come before, the
expiration of the time limit applicable under paragraph (a).

In order that his application may be processed by the
Office (national or regional) which grants (or refuses the grant
of ) anational (or regional) patent, the applicant must, subjectto
the exceptions stated in this paragraph, do the following things:

(i) The applicant must pay the national fee to each desig-
nated Office not later than at the expiration of 20 months from
the priority date (PCT) Article 22(1)), unless more time is
allowed by the designated Office.

(ii) Depending on the language of the international applica-
tion, the applicant may have to furnish a translation of the
international application to the designated Office. The prepara-
tion of the translation is the applicant’s responsibility. The
translation mustreach the designated Office not later than at the
expiration of 20 months from the priority date (PCT Asticle
22(1) and 35 US.C. 371 (cX2)). Where the applicant has
amended the claims by filing amendments with the Interna-
tional Bureau, he will have to furnish the translation also of the

.original claims, and if he has filed a statement explaining the
amendments, a translation of that statement into the same
language as that into which the international application is
translated must be attached to the translation of the international

“application (PCT Article 28(4) and PCT Rules 49.1(a)(i) and
49.2).

(iii) Where the International Bureau hags not yet communi-
cated a copy of the international application to the designated
Office, the applicant must furnish a copy of the international

" -application (that is, a copy in its original language) to the

* designated Office not later than at the expiration of 20 months
from the priority date. The applicant will receive form PCT/IB/
308 from the International Bureau indicating the date of mailing
of the communications as well as the designated Offices to
which the communication of copies was effected (PCT Rule
47.1(c)).

(iv) In respect of certain designated Offices, the applicant
must furnish, if it is not already contained in the “Request” part
of the international application, the name and certain other data
concerning the inventor (PCT Articles 4 (1)(v) and 4(4)).

A summary of requirements for each of the designated
Offices is contained in Vol. II of the PCT Applicant’s Guide,
published by the International Bureau and available to U.S.
applicants from Pergamon International Information Corpora-
tion, 1340 Old Chain Bridge Road, McLean, Virginia 22101,
Teleprinter address: 90-1811, Telephone (703) 442-0900.

AMENDMENT OF THE INTERNATIONAL
APPLICATION IN THE “NATIONAL PHASE”

The applicant is permitted to amend the claims, the descrip-
tion and the drawings before the designated Offices. Any such
amendments must be submitted within the given time limit,
generally within one month of the payment of the national fees
and the furnishing of a tranglation, if necessary (PCT Article 28
and PCT Rule 52). The amendments must not go beyond the
disclosure in the international application as filed except whese

- the law of the designated State permits them to go beyond the
said disclosure, The amendments must be in accordance with
the law of the designated State in all respects not provided for in
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the PCT. The amendments must be presented in the language of
the translation of the international application, if a translation
was required.

1889 Representation Before the Designated
Office

Any designated Office may, once the processing of the
international application has started in that Office, apply the
national (regional) law as far as it relates to any requirement that
the applicant be represented by an agent having the right to
represent applicants before the said Office and/or that the
applicant have an address in the designated State for the purpose
of receiving notifications (PCT Article 27(7)).

1890 Requirements To Enter National Stage in
United States of America [R-2]

358 U.8.C, 371 Natlonai stage: Commencement

() Receipt from the Intemational Buresu of copies of intemational
applications with any amendments to the clsims, “intemational search reports,
sand internstional preliminary examinstion reports including eny annexes
thereto< may be required in the case of ¥ intemational epplications designating
>0t electing<the United States.

(b) Subject to subsection (f) of this section, the national stage chall
commence with the expiration of the applicable time limit under articie 22 (1)
or (2) >, or under anicle 39(1)ej< of the treaty.

(c) The applicant shall file in the Patent and Tredemark Office —

(1) the nationsl fee prescribed under section 376{e }{4) of this pan;

(2) a copy of the international application , unless not required under
subsection (s) of this section or already communicated by the Intemational
Bureau, and & translation into the English languege of the internations] applics-
tion, if it was filed in another languege;

(3)emendments, if any, tothe claims in the intemational epplication, made
undereriicle 19 of the treaty, unless such amendments have been communicuted
t5 the Patent and Trademark Office by the Intemational Bureau, and s transle-
tion into the English language if such amendments were made in another
lenguage;

(4) an oath or declasation of the inventor (or other person authorized under
chapter 11 of this title) complying with the requirements of section 115 of this
title end with regulations prescribed for oaths or declarations of applicants®>;<

(5) & trenslstion into the English language of any snnexes to the intemna-
tionsl preliminary examination report, if such snnexes were made in snother
ianguage.<

(d) The requirement with respect to the nationsl fee referred to in
subsection (c)(1), the translation referred to in subsection (c)(2), end the cath or
declaration referred to in subsection (c){4) of this section shall be complied with
by the date of the commencement of the national stage or by such later time as
may be fixed by the Commigsioner. The copy of the intemational application
referred to in subsestion (c)(2) shall be submitied by the date of the commenee-
ment of the national stage. Failure to comply with these requirements shall be
regsrded as ebandonment of the application by the parties thereof, unless it be
shown to the satisfaction of the Commissioner that such failure to comply was
unavoidable, The payment of & surcharge may be required as a condition of
accepting the netionsl fee referred 1o in subsection (c)1) or the eath or
declaration referred to in subsection (c)(4) of this section if these requirements
are not met by the dste of the commencement of the national stage, The
requirements of subsection (c)(3) of this section shall be complied with by the
date of the commencement of the national stege and failure to do 50 shall be
regarded s 8 cancellation of the smendments to the claims in the intemational
epplicetion made under erticle 19 of the treaty. >The requirement of subsection
(cX(5) shadl be complied with at such time as msy be fixed by the Commissioner
and failuse 1o do so shall be reganded as cancellation of the snendments made
under article 34(2)(b) of the tresty.<

(e) Afier en internations] spplication has entered the nationsl stage, no
patent mey be granted or refused thereon before the expiration of the spplicable
time limit under article 28 >or article 41< of the treaty, except with the express
consent of the applicent, The applicant may present amendments to the speci-
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fication, claims, and drawings of the application afier the national stage has
commenced.

(f) At the express reguest of the applicant, the national siage of process-
ing may be commenced 8t any time at which the application is in order for such
purpose and the applicable requirements of subsection (c) of this section have
been complied with.

35 U.S.C. 372 National stage: Requirements and procedure.

(s) All questions of substance and, within the scope of the requirements of
thetreaty and Regulstions, procedure in an intemational application designating
the United States shall be determined ss in the case of national applications
regularly filed in the Patent and Trademark Office.

(®) In caseof intemational applications designating but not originating in,
the United States - -

(1) the Commissioner may cause to be reexamined questions relating to
fosm and contents of the epplication in accordance with the requirements of the
treaty end the Regulations;

(2) the Commissioner may cause the question of unity of invention tobe
reesamined under section 121 of this title, within the scope of the requirements
of the treaty and the Regulations,

(3) the Commissioner may reguire s verification of the translation of the
imtematicnal spplication or eny other document pertaining to the application if
the spplication or other document wes filed in & language other than English.

37 CFR 1.491 Entry into the national stage.

An ftemationel spplicstion enters the nations] stege when the applicant
hasfiled the documents and fees required by 35 U.S.C. 371 (c) within the periods
get in §1.494 or §1.495.

37 CFR 1.492 Natlonal stage fees.

The following fees and charges for international applications entering the
national stage under 35 U.S.C. 371 are established by the Comenissioner under
35US.C. 376:

(s} The basic nationsl fee:

. (1) Where en intemational preliminery examination fee
a8 gt fouth in §1.482 has been paid on the intemational epplicstion to the
United Siates Patent end Trademark Office:

By & emall eatity (§3.903) cuceciscocecrecnsse S5 5000
By cther than & emall LY 1uvicescroinnnnn$300.00

{2y Where no intemationsl preliminery examinstion fee
a¢ set fonts in §1.482 has been peid to the United States Patene end Trade-
mark Office, but an intemational search fee as setfonthin §1.445(s)(2) hasbeen
paid on the intemational spplication to the United States Patent and Tredemark
Office es an Inemationat Sesrching Authority:

By & smsli entity (§1.9(5)
By other than & small entity ...

(3) Whese no intemuional preliminary exemination fee as set forth
in §1.482 has been paid and no intemationsl sesrch fee as get forth in
§1.445(a3(2) hias been paid on the intemationsl epplication tothe United States
Paent and Trademerk Office:

By & smafl entity (§1.95(3) sveccsocererann $225.00
By other than @ gmall eafity vvcecisnen $450.00

(4y Where the internations! prelisninary examination fee a set forth in
§1.482 has been paid 1o the United States Patent snd Trademark Office and the
internationsl preliminacy exsmination report siates that the criteria of novelty,
inventive step (noa-clwicusness), and industsial applicability, as defined in
PCT Anticle 33(1) to (4) huve been satisfied for ol the claims pregented in the
application entering the national stage (see §1.496(b)):

By & smmall entity (§3.9(0) vuovrcrsrronrennnnne$25.00
By other than & small €81LY 1.onrirssseonn 350,00

(!;)‘In sddition 1o the basic nationsl fee, for filing or later presentation of
esch indgpendent claim in excess of 3:
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By 2 small entity (§1.9(F)) «.vnevcerconariacns $17.00
By other than a small entity ......encurees $34.00

(c) In addition to the basic national fee, for filing or later presentation of
each claim (whether independent or dependent) in excess of 20 (Note that
$1.75(c) indicates how multiple dependent claims are considered for fee calcu-
lation purposes.):

By & small entity (§1.9(5)) wroesnsuerevnsoons $6.00
By other than a small €ntity ..ecersnes $12.00

(d) In addition to the basic national fee, if the application
contains, or is amended to contein, & multiple dependent claim(g), per applica-
tion:

( If the additional fees required by paragraphe (b), (c) and (&) are not
paid on presentation of the claims for which the additionsl fees sre due,
they must be peid or the claims cancelled by amendment, prior to the
expiration of the time period set for response by the Office in sny notice of
fee deficiency.)

(e) Surcharge for filing the basic national fee or oath or declaration later
than 20 months from the priority date pursuant to §1.494(c) or later than 30
months from the priority dater pursuant to §1.495(c):

By a small entity (§1.9() $55.00
By other than & small entity ... $110.00

(f) For filing an English translation of an interational application later
then 20 months sfier the priosity date (§1.494(c)) or for filing en English
translation of the intemational spplication or of any annexes tothe intemational
preliminary exemination report later then 30 months after the priority date
(§1.495(c) and (e)) $26.00

(35 U.S.C. 6,376)

37 CFR1.494 Entering the mational stage In the United States of
Amerleca as 8 Desgignated Office.

(a) Where no Demend has been filed with an eppropriste International
Preliminary Examining Authority by the expiration of 19 months from the
priotity date (see §1.495), the applicant must fulfill the requirements of PCT
Anticle 22 and 35 U.S.C. 371 within the time periods set forth in peragraphs (b)
and (c) of this section in order to prevent the abandonment of the intemational
application as to the Unites States of Americs. Intemational epplications for
which those requirements are timely fulfilied will enter the nationel stage and
obtain an examination as to the patentability of the invention in the Unites States
of America.

(b) The applicant shall fumish to the United States Patent and Trademark
Office not later than the expiration of 20 months from the priority date -

(1) & copy of the intemational application, unless it hes been previcusly
eommunicated by the Intemational Bureau orunless it was originally filed in the
United States Patent and Trademark Office;

(2y s 1eanslation of the international application into the English languuge,
if it was originally filed in another Ianguage;

(3) the basic national fee (see §1.492(2)); end

(4) an oath or declaration of the inventor (ses §1.497).

(¢) The spplicant may furnish any required English translation of the
internationsl spplication, the basic nationsl fee snd the oath or declaration of the
inventor sfter 20 months but not Iater then the expiration of 22 months from the
priotity date. The payment of the processing fee set forth in §1.492(f) is required
for acceptance of an English translation later than the expisation of 20 months
after the priority date. The payment of the surcharge set forth in §1.492(c) is
sequired for acceptance of the basic national fee or the oath or declaration of the
inventor later than the expiration of 20 monthe after the priority date,

(d) A copy of any amendments to the claims made under PCT Article 19,
and s tsanglation of those amendments into English, if they were made in snother
language, must be furnished not later then the expiration of 20 months from the
priority date. Amendments under PCT Article 19 which sre niot received by the

1800-82




PATENT COOPERATION TREATY

expiration of 20 months from the priority date will be considered to be cancelled.

() Verification of the translation of the international application or any
other document pertaining to an intemational application may be required
where it is considered necessary, if the intemational application or other
document was filed in a language other than English.

(f) The documents and fees submitted under peragraphs (b) and (c) of this
section must be clearly identified ag a submission to enter the national stage
under 35 U.S.C. 371, otherwise the submission will be considered agbeing made
under 35 U.S.C.111.

(g) Thetimelimits set out in paragraphs (b), (c) and (d)of this section may
not be extended pursuant to §1.136 or otherwise.

(h) An intemational application becomes abandoned as to the United
Stateg 20 months from the priority date if & copy of the intemational application
is not communicated to the Patent and Trademark Office prior to 20 months
from the priority date where the United States has been designated but not
elected prior to 19 months from the priority date. If a copy of the intemational
application is communicated within 20 months o the Patent and Trademark
Office, an intemnational application will become ebandoned as to the United
States 22 momths from the priority date if the required English translation(s),
fees and oath or declarstion under 35 U.S.C. 371(c) are not filed within 22
months frcm the priority date.

37 CFR 1.498 Entering the natlonal stage in the United States of
America as an Elected Office
(e) Where & Demand has been filed with an approprisie Intermnational
<Preliminaey Examining Authority and not withdrawn by the expiration of 19
months from the priority date, the applicant must fulfill the requirements of 35
U.S.C. 371 within the time periods set forth in paragraphs (b) and (¢) of this
section in order to prevent the abaadonment of the internetional epplication as
o the Unites States of Americe. Internationsl epplications for which those
Tequirements are timely fulfilled will enter the national stage and obtain an
examination &s to the petentability of the invemtion in the Unites Siste of
Americs,
() The spplicant ehell fumish tothe United States Patent and Trademerk
Offfice not Ieter than the expiration of 30 months from the priority date-
<, (1) & copy of the intermnationel application, unless it hiss been previously
communictted by the Intemational Bureau or unless it was originally filed inthe
United States Patent and Trademark Office;

(%) s trenclation of the intemetional application intothe English languege,
# it wes criginslly file in enctier language;

{3) the basic national fee (see §1.492(e)); and

{4) en oath or declaretion of the inventor (see §1.497).

(c) The epplicant may fumish sny required English translation of the
intemationsl epplicmion, the basicnationsl fee 2nd the oath or declaration of the
inventor after 30 months but not later then the expiration of 32 months from the
peiority date. The payment of the processing fee setforth in §1.492(F) is required
for scceptance of an English translation later than the expiration of 30 months
after the priority date, The payment of the surcharge set forth in §1.492(e) is
required for acceptance of the basic national fee or the oath or declaration of the
inventor later then the expiration of 30 months after the priority date.

(d) A copy of any amendments to the clsims made under PCT Anicle 19,
end stransistion of those amendments imto Englich, if they weremade in another
language, must be fumished not later than the expiration of 30 months from the
peiority date. Amendments under PCT Asticle 19 which are not received by the
expisation of 30 months from the priority date will be considered to be cancelled.

(e} A transistion into English of sny annexes to the intemational
préeliminary exemination report, if the ennenes were made in another langusge,
et be fumished not later than the expiration of 30 months from the priority
date, Trenslations of the ennexes which are niot recieved by the expiration of 30
monthe from the pricrity date mey be submltted within 32 months from the
priority date accompanied by the processing fee ses fosth in §1.452(F), Transis-
tions of the ennexee which are not timely received will be considered to be
cancelled.

(Verification of the translation of the intemational application or any
other document perisining to an intemationsl application may be required
where it is considered necessary, if the intemationsl application or other
document was filed in 8 language other than English,

(g) The documents submitted under paragraphs (b) and (c) of this section

“ must be clearly identified as & submission to enter the national stage under 35
8.6.C. 371, otherwise the submission will be congidered es being made under
5 US.C11L.
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(g) The time limits set out in paragraphs (b), (c), (d) and (e) of this section
mey not be extended pursuant to §1.136 or otherwise.

(h) An international application becotnes abandoned as to the United
States 30months from the priority date if & copy of the internstional application
is not communicated to the Patent and Trademark Office prior to 30 months
from the priority date and & Demand for Intemational Preliminary Examination
which elected the United States of America hag been filed priorio the expiration
of 19 months from the priority date. If & copy of the international application is
communicated within 30 months to the Patent and Trademark Office, an
intemational application will become sbandoned as to the United States 32
months from the priority date if the required English translation(s), fees and oath
or declaration under 35 U.S.C. 371(c) are not filed within 32 months from the
priority date.

37 CFR 1.496 Examination of internationsl applications In the
natlonal stage

() Intemational applications which have complied with the requirements
of 35 U.S.C. 371(c) will be taken up for action based on the date on which such
requirements weremet. However, unless en express request forearly processing
has been filedunder 35 U.S.C. 371(f), no action may be taken prior to one month
after entry into the national stage,

(b) A national stage application filed under 35 U.S.C. 371 may have paid
therein the basic nationsl fee as get forth in §1.492(a)(4) if it containe, or is
amended to contain, at the time of entry into the national stage, only claims
which have been indicated in an intemational preliminary examination report
prepared by the United States Patent and Trademark Office as satisfying the
criteria of PCT Aniicle 33(1)-(4) as to novelty, inventive siep and industrisl
applicability. Such national stage applications in which the basic national fee ag
set forth in §1.492(a)(4) has been paid may be amended subsequent to the date
of entry into the national stage only to the extent necessery to eliminate
objections as to form or to cancel rejected claims, Such national stage applica-
tions in which the basic national fee as set forth in §1.492(e)(4) hes been paid
will be taken up out of order.

37 CFR 1.497 Oatk or declaration under 35 U.8.C., 371(c)(4).
(2) When an applicant of an intemational application, if the inventor,
desises 1o enter the national stage under 35 U.S.C, 371 pursuant to0 §1.494 or
$1.498, he or she must file an oath or declaration in sccordance with §1.63.
(b) If the internetional application was mada as provided in §1.422, 1,423
or 1.425, the epplicant shall state his orher relationship tothe inventor end, upon
information snd belief, the facis which the inventor is required by §1.63 1o state,

The United States national stage commencement require-
ments are set forth in 35 U.S.C, 371 and 372. In order to retain
the international filing date and enter the national stage in the
United States, and unless the international application was filed
in the United States Receiving Office or was already received
from the International Bureau, the applicant, who must be the
inventor for the United States (35 U.S.C. 373), must timely file
inthePatentand Trademark Office (37 CFR 1.61) the following
items:

(i) a copy of the international application and a English
tranglation thereof, if necessary,

(ii) Amendments to the claims under PCT Article 19 which
were made before the International Bureau, if any, and an
English translation thereof, if necessary,

ﬂd(iii) an oath or declaration of the inventor (37 CFR 1.70)
o8

(iv) the national filing fee (35 U.S.C. 376(4) and 37 CFR
1.402(a)). Theapplicant mustsubmitacopy of the international
application, if it has not been communicated by the International
Bureau, not later than the expiration of 20 months from the
priority date to avoid abandonment of the application (35
U.S.C.371(d) and PCT Article 22). The filing fee and oath or
declaration may be submitted between 20 and 22 months from
the priority date if accompanied with the surcharge. If the filing
fee, oath or declaration, and any required surcharge are not filed
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by the expiration of 22 months from the priority date, the
application is abandoned. If any required English translation of
the international application is not filed within 20 months from
the priority date, it must be filed within 22 months from the
priority date along with the processing fee (37 CFR 1.492(f)) in
order to prevent abandonment of the international application.
At 20 months the applicant may also file copies of the prior art
cited in the Search Report.  After filing, the applicant has the
right to amend the application before the designated Office
within one month after entry into the national stage. The
amendment may affect the description, claims and drawings,
butmay not add new matter, Itshould be noted that the time limit
of 20 months from the priority date applies irrespective of
whether the international search report is available.

Entry into the national stage may also occur earlier at the
express request of the applicant under the provisions of 35
U.S.C. 371(f). In order that earlier entry into the national stage
may takeplace, the applicable requirements of 351).5.C. 371(c)
must be received by the United States Patent and Trademark
Office. Requirements suchas the SearchReportand any amend-
ments to the claims must be submitted promptly after they are
made ayailable, if not submitted with the other requirements of
35U.8.C. 371(c).

EARLY PROCESSING OF APPLICATION AT THE U.S.
e NATIONAL STAGE

National stage processing in the United States Patent and
Trademark Office will normally not begin until after the expi-
ration of the applicable time limit under PCT Article 22 (35
US.C.371(0)).

Thisis true even if the applicant fulfills the requirements of
35U.8.C. 371(c), paragraphs (1), (2), and (4) to obtain an easly
mmdmemdeﬂsu S.C. 102(e) well before the expiration
of the above mentioned time limit.

Applicants may, however, expressly request eatly process-
ing at any time after the applicable requirements of 35 U.S.C.
371(c) have been complied with. If 2 proper express request for
easly processing is received, the international application will
promptly beassigned anational serial number and be forwarded
for examination,

PRIOR ART STATEMENT REQUIREMENT FOR
UNITED STATES

If the United States of America is designated, an informa-
tion disclosure statement under 37 CFR 1.97 and 1.98 should be
filed at the time of entering the national stage (35 U.S.C. 371 (b)
or (f§) or within three months thereafter, For purposes of 37 CFR
1.97(a) the date of entry into the national stage is considered o
be “the time of filing the application”.

UNITED STATES DRAWING REQUIREMENTS

When the nature of the subject matter of the invention
admits of illustration by the drawing and the applicant has not
furnished such a drawing, the Commissioner of Patents and
Trademarks may require the submission of such a drawing
within a time period of not less than two months from the
sendmg of anotice to the applicant (35 U.S.C. 113and 37CFR
1.81 gnd 1.83). Accordingly, whenever filing international
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applications which designate the United States, applicants may
wish to routinely furnish a drawing with each application in
which the subject matter “admits of illustration by a drawing”
even though the drawing is not deemed necessary for the
understanding of the invention,

1892 Filing of Continuation or Continuation-
in-part Application During Pendency of
International Application Designating

the United States [R- 2]

It is possible to file a U.S. national application under 35
U.S.C. 111 during the pendency (prior to the abandonment) of
an international application which designates the United States
without completing the requirements for entering the national
stage under 35 U.S.C. 371(c). The ability to take such action is
based on provisions of the United States patent law. 35 U.S.C.
363 provides that “An international application designating the
United States shall have the effect from its international filing
date under article 11 of the treaty, of a national application for
patentregularly filed in the Patent and Trademark Office...”. 35
U.S.C. 371(d) indicates that failure to timely comply with the
requirements of 35 U.S.C. 371(c) “shall be regarded as aban-
donment by the parties thereof...”, It is therefore clear that an
international application which designates the United States has
the effect of a pending U.S. application from the international
application filing date until its abandonment as to the United
States. The first sentence of 35 U.S.C. 365(c) specifically
provides that “In accordance with the conditions and require-
ments of section 120 of this title,... a national application shall
beentitled to the benefit of the filing date of a prior international
application designating the United States.” The condition of 35
U.S.C. 120 relating to the time of filing requires the later
application to be “filed before the patenting or abandonment of
or termination of proceedings on the first application...” (em-
phasis added). The filing of a continuation or continuation-in-
part application of an international application may be useful to
patent applicants where the oath or declaration required by 35
U.S.C. 371(c)(4) cannot be filed within 22 months from the
priority date as required by 37 CFR 1.61(b). An applicant filing
an application under 35 U.S.C. 111 may obtain additional time
to file the ocath or declaration under 37 CFR 1.53(d) and
1.136a).

A Continuing application under 35 U.S.C. 365(c) and 120
must be filed before the abandonment or patenting of the prior
application.

37 CFR 1.494 Entering the national stage In the Unlted States of
Ameries a2 & Deslgrated Office.
st

(hy An interstionel application becomes abandoned 85 o the United
States 20 monthe from the priority date if a copy of the international spplicetion
is not communicated 1o the Patent and Trademark Office prior 10 20 months
from the priorily dste where the United States has been designated but not
elected prior to 19 months from the priority date. If & copy of the intemetional
epplication is communicated within 20 months to the Patent and Trademark
Office, an intemational applicetion will become abandoned as to the United
States 22 months from the priority date if the required English translation(s),
fees and oath or declaration under 35 U.S.C. 371(c) are not filed within 22
months from the priority date.
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37 CFR 1.495 Entering the natlional stage in the United States of
Americea as an Elected Office
22

(i) Aninternational application becomes abandoned as tothe United States
30 months from the priority date if a copy of the international application is not
communicated to the Patent and Trademark Office prior to 30 months from the
priority date and 2 Demand for International Preliminary Examination which
elected the United States of America has been filed prior to the expiration of 19
months from the priority date. If a copy of the intemational application is
communicated within 30 monthe to the Patent and Trademark Office, an
imtemnational application will become abendoned as to the United States 32
monthe from the priority date if the required English translation(s), fees and oath
or declgration under 35 U.S.C. 371(c) are not filed within 32 months from the
priority date.
1895 Review Under PCT Article 25 [R-2]

PCT Article 28
Review by Designrated Offices

(1)(a) Where the receiving Office has refused to accosd an intemational
filing date or has declared that the intemational application is considered
withdravwn, or where the Intemational Buresu hes mede & finding under Anicle
12(3), the Intemationsl Bureau shell promptly send, at the request of the
applicens, copies of any document in the file to any of the designated Offices
nemed by the epplicant.

(b} Where the receiving Office has declared that the designation of any
fiven Siate is considered withdrawn, the Intemastionsl Bureau shell prompily
gend, & the request of tie applicans, copies of any document in the file to the
nationsl Office of such State,

{c) The request under subparagrsphs (a) or (b) shell be pregented within
the prescribed time limit.

(2)(s} Subject to the provisions of subpersgraph (b), cach designated
Offics shall, provided that the national fee (if any) has been paid and the
appropriste translation (as proscribed) hes been fumished within the preseribed
time limie, decide whether the refusel, declaration, or finding, referred to in
paragraph (1) was justified under the provisions of this Treety and the Regula-
" dioms, and, if it finds that the refusal or declaration was the result of an egvor of
‘omission on the part of the receiving Office or that the finding was the result of
en ervor or omission on the part of the Intematicnal Bureau, it shall, ag far as
effiects in the Swate of the degignated Office are concemed, trest the intemational
application as if euch etror or omission had not eccugred.

{b) Where the secord copy has reached the International Buresu after the
eapiration of the time limit prescribed under Asticle 12(3) on account of any
error or omission on the pert of the applicent, the provigions of subperagraph (a)
hall apply only under the circumatances referred to in Article 48(2).

35 U.8.C. 366 Withdrawn (nternationsl application

Subject 1o section 367 of this part, if an intemations! application designat-
ing the United Stases is withdrawn or considesed withdrawn, either generslly or
88 to the United States, under the conditions of the tresty and the Regulations,
before the applicant has complied with the spplicable requirements prescribed
by section 371(e) of this part, the designation of the United States shall haveno
effect after the date of withdrewsl end shall be considered g6 not having been
made, unlese s cleim for benefit of o prior filing dete under section 365(c) of this
section was made in & netional epplication, or an intemational spplication
designating the United Sum. ﬁ!@d before the date of such withdrawal. How-
ever, such withdrawn intemationd epplication may serve asthe basisfora cleim
of priority under section 365 (a) and (b) of this past, if it designated & country
other than the United States.

38 U .8.C, 367 Actiens of other authoritics: Review
() Where 8 Receiving Office other than the Patent and Trademark Office
has refused 1o sccord sn intemational filing date to an intemational application
designating the United States or where it has held such epplication to be
withdrawn either generally or 4 to the United Stetes, the applicant may request
review of the matter by the Commissioner, on compliance with the requirernents
of and within the time linits specified by the treaty and the Regulations. Such
review may resuli in e detesmination that such spplicstion be congidered as

pending in the national stage.

(by The review under subsection (8} of this section, subject to the same
uitements snd conditione, mey algo be requested in those instances where an
international application designating the United States is considered withdrawn
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due to & finding by the Intemnational Bureau under Article 12(3) of the treaty.

PCT Article25and 35U.S.C. 367 provide forreview by the
United States Designated Office of decisions by another Re-
ceiving Office (1) refusing to grant a filing date or (2) withdraw-
ing the international application or the designation of the United
States of America,

1896 Effect of U.S. Patent Issued on an Inter-
national Application

PCT Artlcle 46
Incorrect Transiation of the Internationsl Application ;

If, because of an incorrect translation of the international application, the
gcope of sny patent granted on that application exceeds the scope of the
international application in its original lenguage, the competent avthorities of
the Contsacting State concemed may sccordingly and retroactively limit the
scope of the patent, and declare it null and void to the extent that its scope has
exceeded the scope of the internationel application in its original language.

35 U.8.C. 375 Patent lssucd on Internationsl appiication: Effect

(2) A patent may be issued by the Commissioner based on an intemational
application designating the United States, in accordance with the provisions of
this title. Subject to section102(e) of this title, such patent shell have the force
and effect of a patent issued on & national application filed under the provigions
of chapter 11 of this title.

(b) Where due to an incorrect translation the scope of a patent granted on
an internationsl spplicstion designeting the United States, which was not
originally filed in the English language, exceeds the scope of the intemational
epplication in its originel language, & count of competent jurisdiction may
retroactively limit the scope of the patent, by declaring it unenforceable to the
gm;t that it exceeds the scope of the intemational application in its originel

uage.

Apatentissued on an international application has the same
force and effect as a patent issued on a national application
except that a court may retroactively limit the scope of a patent
if it is too broad because of an incorrect translation, 35
U.S.C.375.

1897 Filing and Prior Art Effect in United
States of America [R-2]

35 U.S.C. 363 International application deslignating the United
States: Effect

An intemnational application designating the United States shall have the
effect, fromitsintemational filing date underarticle 11 of the treaty, of e national
application for patent regularly filed in the Patent and Trademark Office except
as otherwise provided in section 102(e) of this title.

37 CFR 1.53 Serial number, filing date, and completion of

application.
[

(f) The filing date of an intemational applicstion designating the United
States of America shell be treated as the filing dats in the United States of
America under PCT Anicle 11(3), except as provided in 35 U.S.C. 102(e).

The prior art effect under 35 U.S.C. 102(e) begins on the
date the applicant has fulfilled the requirements of 35 U.S.C.
371(cX1), (2) and (4). These requirements are that the national
filing fee, a copy of the international application and a verified
English translation thereof, if it was filed in another language,
and an oath or declaration befiled in the United States Patentand
Trademark Office. The international application also becomes
prior art when it is published promptly after the expiration of 18
months from the priority date, or earlier at applicant’s request.

Rev. §, July 1987
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1898.01 International Preliminary
Examination [R-5]

Rev. §, July 1967

EXAMINATION PROCEDURE

The International Preliminary Examination is to be carried
out in accordance with PCT Article 34 and PCT Rule 66. After
the Demand is checked for compliance with PCT Rules 53 - 55,
57 and 58, the first step of the examiner is to study the descrip-
tion, the drawings (if any), and the claims of the international
application and the documents describing the prior art as cited
in the International Search Report,

A Written Opinion must be prepared if the examiner:

1. considers that the international application has any of the
defects described in PCT Article 34(4) concerning subject
matter which is not required to be examined or which is unclear
or inadequately supported,

2. considers that the report should be negative with respect
to any of the claims because of a lack of novelty, inventive step
(non-obviousness) or industrial applicability as described in
PCT Article 33(2) - (4),

3. notices any defects in the form or contents of the inter-
national application,

4, considers that any amendment goes beyond the disclo-
sure in the international application as originally filed, or

5. wishes to make an observation on the clarity of the
claims, the description, the drawings or to the question whether
gtgz%laims are fully supported by the description (PCT Rule

The Written Opinion is prepared on form PCT/IPEA/408 to
notify applicant of the defects found in the international appli-
cation. The examiner is further required to fully state the reasons
for his or her opinion (PCT Rule 66.2(b)) and invite a written
reply, with amendments where appropriate (PCT Rule 66.2(c))
normally setting a two month time limit for the reply.

The applicant may respond to the invitation by making
amendments or, if applicant disagrees with the opinion of the
examiner, by submitting arguments, as the case may be, or both.

The U.S. Rules of Practice pertaining to international pre-
fiminary examination of international applications permit a
second Wriiten Opinion in those cases where sufficient time is
available. Normally only one Written Opinion will be issued.
Any response received after the expiration of the time limit set
for response to a Written Opinion will not be considered in pre-
paring the International Preliminary Examination Report.

If the applicant does not respond to the Written Opinion
within the set time period, the International Preliminary Exami-
nation Report will be prepared after expiration of the time limit
and sufficient time to have any response clear the Mail Room.

If after initial examination of the international application,
there is no negative statement or comment to be made, then only
the International Preliminary Examination Report will be pre-
pared without a Written Opinion having been issued.
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1898.01(a) Provisions of Agreement with the
International Bureau to serve as an Interna-
tional Searching and Preliminary Examination
Authority [R-5]

A copy of the Agreement appears in MPEP §1804

PCT Article 32
The International Preliminary Examining Authority

(1) International preliminary exsmination shall be carried out by the
International Preliminary Examining Authority.

(2) In the case of demands referred to in Anticle 31(2)(e), the receiving
Office, and, in the cage of demands referved toin Article 31{2)(b), the Assembly,
shall, in accovdance with the appliceble agreement between the interested
Intemational Preliminary Examining Authority or Authorities and the Intema-
tional Buresn, specify the Itemational Preliminary Exemining Awthority or
Authorities competent for the preliminary exsmination.

(3) The provisions of Asticle 16(3) shall apply, mutatis mutendis, in
respect of the Inernational Preliminary Examining Authorities.

PCT Articie 34
P Procedure before the International Preliminary Examining
Authority

(1} Procedure before the Intemastional Preliminary Examining Authority

shall be govemned by the provisions of this Treaty, the Regulations, and the

“sgreement which the International Burean shall conclude, subject to this Treaty
and the Regulations, with the seid Authority.

Lohkd

37 CFR 1416 The Unlted States Imtermutional Preliminary
T e Eﬁlmlnlm Aut!wmy
- (e) Pursuant to appointment by the Assembly, the United Stetes Patent end
demwk Ofﬁw will muml‘smma&wml Preliminery Exemining Authority
for internstional applicutions filed in the United Siates Receiving Office and in
ather Receiving Offices as may be agresd upoa by the Commissioner, in
aceordance with agreement between the Patent and Trademark Office snd the
Internationat Bureau,

(b) The United States Potert and Trademerk Office, when acting as an
Internations] Preliminary Exemining Avthority, will be idemified by the full
mk “Umwd Suates Tntemational Preliminary Exsmining Authority” or by the
A %ﬁ%“ﬂﬁywvs

(c) The major functions of the Imemational Preliminasy Examining
huthority include:

(1) Receiving snd checking for defects in the Demand;

(2 Collecting the hendling fee for the Intemationsl Buresu and the
preliminasy exsmination fee for the United States Intemational Preliminary
Enasnining Authority;

(3) Informing spplicant of receipt of the Demand;

(4y Considering the matter of unity of invention;

(5) Providing an internations] preliminary exsmination report which iz
nen-binding opinion on the questions whether tve claimed inveation eppears io
e novel, to involve inventive step (to be non-cbvious), and to be industrially
applicable; and

6y Tranemitting the internationsl prefiminary exemination feport (o
spplicant and the Tnterstional Buresu.

An agreement has been concluded between the United
States Patent and Trademark Office (USPTO) and the Interna-
tional Bureau under which the USPTO agrees to serve as an
International Preliminary Examining Authority for those appli-
cations filed in the USPTO as a Receiving Office and for those
international applications filed in other receiving Offices for
which the USPTO has served as an International Searching

1800-87
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Authority.

The agreement is provided for in PCT Articles 32(2) & (3)
and 34(1), and in PCT Rules 58.3, 59.1, 63.1, 72.1, 75.4, and
77.1(a). Authority is givenin 35 U.S.C. 361(c), 362(a) & (b)and
in 364(a). 37 CFR 1.416(a) and PCT Administrative Instruction
§ 103(c) are also relevant.

1898.01(b) Preparation for filing of Demand
[R-5]

37 CFR 1.480 Demand for international preliminary examination.

(a) On the filing of a Demand and payment of the fees for intemational
preliminary exemination (§1.482), the internationsl spplication shall be the
subject of an intemational preliminary examinstion. The preliminary examina-
tion fee (§1.482(a)(1)) and the handling fee (§1.482(b)) shall be due at the time
of filing of the Demand.

(b) The Demand shall be made on & standardized printed form. Copies of
the printed Demand forms are available from the Patent and Trademark Office,
Letters fequesting printed forms should be marked “Box PCT™.

(c) If the Demand is made prior to the expiration of the 19th month from
the priority date and the United States of Americs is elected, the provisions of
$1.498 ghall apply rather than §1.494.

(d) Withdrawal of & proper Demand will not entitle applicantto a refund
of the preliminary examination fee or handling fee.

The Demand should be filed on PCT Form PCT/IPEA/401
along with the fee calculation sheet. These forms may be
obtained free of charge by requesting them by writing to the
United States Patent and Trademark Office, Box PCT, Wash-
ington D.C. 20231 or by telephone by calling (703) 557-2003.

1898.01(b)(1) Amendments filed with Demand
[R-5]

PCT Rule 66
Procedure befere the Internationat Preilminary Exemining

Authority
L2 1 1]

66.8 Form of Amendments

(8) The spplicant shall be required to submit s replacement sheet for every
sheet of the intemstional application which, on account of en amendment,
differs fromi the eheet originally filed. The letter sccompanying the replacement
sheets shall draw ettention tothe differences between the replaced sheets andthe
replacement sheets. Tothe exient that any amendment results in the cancellation
of an entire sheet, that amendment shall be communicsted in a letter,

(&) [Deleted]

66.9 Language of Amendments

1f the internstional application has been filed in € language other than the
language in which it is published, any amendment, as well as any leiter referred
to in Rule 66.8(s), shall be submitted in the languege of publication.

PCT Administrative Ingtructions Section 602
Amendments under Rule 66.8(s)

(e) The Intemational Preliminary Exemining Authority shall indelibly
rnark, 5o as to admit of direct reproduction in any of the manness set forth in Rule
11.2(a}, in the upper right-hand comer of each replacement gheet submitted
under Rule 66.8(s), the international application number and the date on which
it was seceived and, in the middle of the bottom margin, the words “SUBSTI-
TUTE SHEET"” or their equivelent in the language of publication of the
international spplication. It shall keep in its files any replaced sheet, the letter
accompanying the replacement sheet or sheets, and any letter referved to in the
last sentence of Rule 66.8(e)

(b) Section 311(b)iii) shall apply when one or more sheets are added
under Rule 656.9(g)

Rev, §, July 1967
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37 CFR 1.485 Amendments by applicant during international
preliminary examination. -

The applicant may make amendments st the time of filing of the Demand

-and within the time limit set by the Intemational Preliminsry Examining

Authority for response to the written opinion. Any such amendments must -

(1) be made by submitting a replacement sheet for every sheet of the
application which differs from the sheet it replaces unless an entire sheet i
cancelled and

(2)include e description of how the replacement sheet differs from the re-
placed sheet. If an emendment cencels an entire sheet of the intemational
application, that emendment shall be communicated in a letier.

Amendments may be filed with the Demand if desired to
place the application claims in better condition for international
preliminary examination. Suchamendments ,however, maynot
include new matter and must be accompanied with adescription
of how the replacement sheet differs from the replaced sheet.’

1898.01(b)(2) Applicant’s Right to file a
Demand [R-5]

BCT Artlecie 31
Bemand for International Preliminery Ezemination
[ 1114

()} Any epplicant who is & sesident or national, as defined in the
Regulstions, of e Contracting State bound by Chapter T, and whose intema-
tionel application has been filed with the receiving Office of or acting for such
Suate, mwm&sudmmdfmmmim&lmhmmuymmum

GO0

BCT Rele 54
The Appl!eam Eutltled to Make s Demand

$4.1 Resjdence and Nationality
m:midmmnmayofﬂwWeth for the purposes of
Asticle 31(2), be determined scconding to Rules 16.1 and 18.2,
MﬁMApp&icm Same for Al Blected Sistes
1 all the applicents are epplicants for the purposes of el elscted States, the
fight tomake & demand under Article 31(2) shiall enist if ot loast one of them is
a)amm«mmcmmgmwwmwnmm
insemations! application has been filed as provided in Adicle 31(2)(e), or
m)ammmwm.wmm 31(2)(b) end the
internationd spplication hes boen filsd as provided in the decision of the

Ammbty
$4.3 Several Applicants: Differens for Differens Elected States

(6) Por the purposes of different elected Sutes, different spplicants may
be indicated, provided that, in respect of each elacted State, at least one of the
spplicants indicated for the purposes of thet Stete is

(i) s resident ornational of s Contracting State bound by Chiapter Il and the
intemnstionel applicstion has been filed &8 provided in Asticle 31(2)(s), or

(i) & pereon entitled to make s demand under Article 31(2)(b) snd the
international epplication hes been filed a8 provided in the decidion of the
Assembly,

() [Deleted]
54.4 Applicans Not Ensidled to Make a Demand or an Election

(8} ¥ the epplicent doos not have the right or, in the case of several
spplicants, if none of them hes the right (o make e dernand under Anlcle 31(2),
mmmwmsmﬂmmmmmm

(b) ¥ the requirement under Ruls 54.3(s) is noe fulfilled in respect of any
elecied Sinte, the dection of that Suie shell be considered not 1o have been
mede,

At least one applicant must be a resident or national of a
state bound by Chapter II for each Elected State. If such is not
the case the election of such a state will be considered as not
hiaving been made, If no applicant has the rightto filea Demand,
the Demand is considered ag not having been submitted.

¢
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1898.01(b)(3) States which may be Elected
[R-5]

PCT Article 31
Demand for Internationsl] Preiiminary Examination
L2 23 1]

(4)Xa) The demand shall indicate the Contrecting State or States in which
the applicant intends to use the results of the intemational preliminary exami-
nation (“elected States™). Additional Contracting States may be elected lster.
Election may relate only to Contracting States already designated under Anicle
4.

(b) Applicants referred to in paragraph (2)(a) may elect any Contmeting
State bound by Chapter IL. Applicants referred to in paragraph (2)(b) may elect
only such Contracting Ststes bound by Chepier Il ag have dechmd thst they are
prepared to be elected by such applicants.

L 2

Only PCT member states which have ratified or acceded to
Chapter II and which were designated in the Request may be
elected under Chapter IL. The Assembly has taken no action to
allow persons who are residents or nationals of @ State not party
to the PCT or not bound by Chapter I to make a Demand under
Article 31(2)(b). At the present time all PCT member States

except Denmark, Norway, Lichentenstein, Republic of Korea

(South Korea), and Switzerland are members of Chapter I and
may be elected.

1898.01(b)(4) Agent’s Right to Act [R-5]

Any agent entitled to practice before the receiving Office
where the international application was filed may represent the
applicant before the international authorities, PCT Article 49,

If for any reason, the examiner needs to question the right
of an attorney or agent 1o practice before the International Pre-
liminary Examining Authority, the USPTO roster of registered
attorneys and agents should be consulted. If the international
application was filed with a Receiving Office other than the
United States, Form PCT/IPEA/410 may be used to ask the Re-
ceiving Office with which the international application was
filed, whether the agent named in the international application
has the right to practice before that Office.

The PCT Article and Regulation governing the right to
practice are Article 49 and Rule 83,

1898.01(c) Filing of Demand [R-§].

PCT Article 31
Demend for International Preliminery Exsmination

(1) On the demand of the applicent, his intemational spplication ehall be
the gubject of en internstional preliminary examination ss provided in the
fsllowing provisions end the Regulations.

L LT

(3) The demand for internetional preliminary exsmination shall be made
separately from the intemational spplication. The demand shall contain the
prescribed particulars and shall be in the prescribed language and form.

P

(6)(a) The demand shali be submitted to the compeient Intemational

Preliminary Bxamining Authority referred to in Anticle 32,
P LT
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PATENT COOPERATION TREATY ' 1898.01(¢c)

PATENT COOPERATION TREATY
DEMAND
UNDER ARTICLE 31 OF THE PATENT COOPERATION TREATY:
THE UNDERSIGNED REQUESTS THAT THE INTERNATIONAL APPLICATION SPECIFIED BELOW

BE THE SUBJECT OF INTERNATIONAL PRELIMINARY EXAMINATION
ACCORDING TO THE PATENT COOPERATION TREATY

Applicant’s or Agent's File L
Box Ne. | IDENTIFICATION OF THE INTERNATIONAL APPLICATION 'é;c_f% by app if )

Entecnations! Application No, Internetional Filing Date {Earliest) Priority Date
PCT/USE7/88888 06 July 1987 (06.07.47) 15 July 1986 (15.07.86)

Title of Invention

Self-Steering Gear for Sailboats

Bow Mo, ] APPLICANT(S). Funher applicants ave indicated on a continuation sheet D
Neme ard address, including postal code snd couniry:

Columbia Marine Corporation
100 Front Street
Annapolis, Maryland 20726
United States of America

$late of mationslity: us $tate of residence *: ve
Telephone number Telegraphic Teleprinter
(laciuding erea code): 3] =555=] 122 address: eddress:

Waee end address, incleding pontal code ead counley:

Jones, John Paul

200 Bhady Grove Road
Pavidsonvilie, Maryland 20720
United States of America

Sate of nationality: us Suate of residence *: us

E?S%g') il AGENT OR COMMON REFRESENTATIVE (IF ANY); ADDRESS FOR NOTIFICATIONS (IN CERTAIN

The foltowing nemed egent 6r cOMMOn representative

g. @ s been eppointed caslier end represents the epplicant algo for inlernational preliminery exemination
2. D Is hereby eppointed end eny earlicr eppointment of &t agent Is Bereby revoked

3. D gxmmu ol &dﬁym addition to the agent(s) appointed earfier, for the procedure before the International Preliminary

Wame and address, including postel cade end couniry: if the spece below Is used instead for an

address for rotifications, check here
Adams, John Q.
Adams, Baker and Charlie
1200 Marina Drive
Baltimore, Maryland 20820
United States of Americs

i
GcTuding wwes eodey: 301=577=7777 e shareas:

© §f the State of residence s nat Indiceted, it wiff be essumed thet i is the eame as 1he Stste indicated in the sddress,
Form PCT/IPEAI40T (Grat eheet) (Suly 1967) See noies on eccompanying sheet

OB Ho. 0651-0021
Expiration Date 12/89

1800-89 Rev. §, July 1987
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Sheet number 2 PCT/ us8 7/ gagee

Bez No. IV DECLARATION CONCERNING AMENDMENTS OF THE CLAIMS

Apphi ishes international preliminaty examination 1o sten promptly on the basis of the claims

s filed (emendments ueder Anticle 19 bave not been made aad will mot be made)
D &5 emended under Afticle 19
D o3 specified on the ettached sheat

BOX Ne.V ELECTION OF STATES

The following designated States are bereby elecied (please check the applicable boxes):

Reglonsl Potent
EP E 2 Peteni: AT Austria, BE_ Belgium, DE Germany (Federal Republic ¥R France,
[ £ Egropsen s e tom T T LU Luseonbours, CNLC Netharards S Sudens oM
sad any other Conlvacting State of the Europesn Patent Couvention which hes become party (o the PCT (including Chapier 1§
thereol) or bouad by Chepter I} of the PCT efter the issuence of this sheet (specify oo dotted line):

R R N R R TR R R R R R

D OA OAPT Patons: Benin, Cameroon, Contral African Republic, Ched, Congo, Gabon, Meli, Mauritanis, Senegal, Togo,
aad sny other member $iate of OAFI which kas become party 0 the PCT (including Chapter 1T thereof) afier the issusnce of

tals elest.

Hattens! Petont

[7] AT Avsiris [[] L& SsiLenks
Augiealia D LU Luxembourg
Barbados [] mMc Monsco
Bulgaria [[] MG Madsgascar
Brazil ] mw Matawi
Germany (Federal Republic of D NL Netherlands
Fintend RO Romenia
Usited Kingdom [] 8D Suden
Hungary L] 8E Sweden
Japen ] 8U Soviet Union
Democratic People's Republic of Korss US United States of Americs

%‘mr resesved for electing States which have become party to the PCT (including Chepter 11 theren!) or bound by Chapter 1 of the PCT
¢ the issutace of this sheet:

00008c8008000s0000000000000000000800200000s00 ts0ss000s0s00000000000 400004 so0s0ass seesrecronnes vessssssrnass

Boz fle. Vi SIGNATURE

jmﬂdw«.

John Adems

(The foltowing is (o be fillsd (a by the Taternationat Preliminssy Examiniag Authotity)

1. Date of actusl receipt of DEMANKD:

% Adjesed date of receipt of DEMAND dus 1o CORRECTIONS under Rule 60.1(b):

orm PCTNPEAIGG] (lest sheet) (July 1987) Gae Boles on eccompanying sheet

1800-90




'i
¢

PATENT COOPERATION TREATY

MOTES TO THE DEMAND FORM (FCT/IPEA/401)

These Notes are intended to give some information concern-
ing international preliminary examination under Chapterl of the
PCT and to facilitate the filling in of the present form. For suthen-
tic information, see the text of the Patent Cooperation Tresty and
the texts of the Regulations and the Administrative Instructions
under that Treaty. In case of discrepancy between these Notes and
the said texts, the latter ere applicable. For more detailed informa-
tion, see elso the PCT Applicent’s Gulde, & publication of WIPO.

“Ariicle” refers to Articles of the Treaty, “Rule” refers to
Rules of the Regulstions snd *Section” refers to Sections of the
Administrative Instructions.

PMPORTANT GENERAL INFORMATION

Who May File s Demend (Anticle 31(2Xa))? A demand (for
faternational preliminary examinstion) may only be filed by en
epplicant who is a national or resident of a PCT Contracting State
which isbound by Chepter !l of the PCT; furthermore, the interna-
tional epplication must have been filed with the receiving Office of,
o scting for, such State, Where there are several applicants, at least
one of them must qualify for the purposes of each elecied State
Flule 54.3(e)).

Whero Mant e Demend Be Fllod (Anticle 31(6X2))? The
demand must be filed with the Internstionat Preliminary Examin-
ing Authoeity (IPEA). The receiving Office with which the intemas-
tonal eppliication was {iled will, upon request, give information
about the competent IPEA (or see Aanex C of the PCT Appli-
cant's Guide, Volume 1), If seversl IPE As are competent, the ap-
plicant has the choice and the demand muwt be filed with (end the
fees mugt be pald w) the IPEA chosen by the epplicant.

Wien Men the Demand be Tlled (Anticle 39(1))? The
demand mus be filed befece the expiration of 19 meaths fom te
petecicy date in order Lo extend the time limit for entering the astio-
ael phase of the PCT procedure from 20 to 30 months from the pri-
ozity date, Warnlag: if the demand is filed fater, the national phase
wit] not be delayed in respect of the elected States end the appli-
cant muy enter the netions! phase before the expiretion of the
time Umit appliceble under Asticle 22 (which isusually 20 meonthe
feam the pelceity dete).

£ Wiieh Longuage Ment Gie Domand be Filed (Rule 55.1)?
The demand must be filed in the language of the international ap-
plicasion if thet language is English, French, German, Japansse
o¢ Ruseien; otherwise, the demend mugt be filed in English.

Gat fs the Language of Cormeapendence (Rules 66.9 end 92.2,
Gection 104)7  Anyletierrom the applicant (o the IPEA musibe
in the same languege asthe international application (o which it re-
fatas. However, the IPEA may suthorize the use of another lan-

guage for letiers which do not contain or relste (o amendments of

the imernationsl epplication, whereas smendments end letters re-
lating thereto musmt be in the language of publicstion. Any let-
teg fram the applicent 1o the International Buresy must be in the
same language as the international epplication if thet language is
English oz Freach; otherwise, i must be in English or French, st
the cholce of the applicant.

Which Feos Miest be Pold ané Wihea (Rules 57 2nd 58)7 At
the time the demand is submitted, the applicant must psy

@y the prefiminesy ensminstion fee, end

() the hendiing fee,
For detalle concorning the paynient of those feas, see the Foe Cal-
eulation Sheet.

HOTES TO BOX Ne. 1

Hlentlication of e Yuternational Application (Rule $3.6);
‘The intesnations! epplication number must be indicsted in Box

Ko, §. Where the demend is filed ot o time when the tntemational i

epplicstion number hias not yet besn notified by the recelving OF
fics, the neme of that Office must be indiceted instead of the inter-
nations! spplicetion numbes,

Interantionsl Fillng Detc ané Priority Date (Section 110);
They must be indicated by the arabic number of the day, the
name of the month &nd the arabic number of the yeer; sfier or
below such indication, the date should be repeated in parenthe-
sis by indicating it by two-digit arebic numersls each for the
number of the day, for the number of the moxth and for the last
two numbers of the yeer, ¢.§., 10 June 1986 (10.06.86). Where the
international application claims the priority of several earlier ap-
plications, the filing date of the easliest application whose prior-
ity is claimed must be indicated ss the priority date.

ROTES TO BOX Ne. I

Apglicant(s) (Rule 53.4); Make here the relevant indice-
tions as appearing in Boxes Nos. Il and Il of the REQUEST (Form
PCT/R0/101). TheNotestothe REQUESTapply matatis mutandis.

if different applicants for different designated States are indi-
cated in the REQUEST part of the international application, indi-
cate only the names of the applicants for the States elected in Box
No. V (no indication of the States for which a person s applicant
must be made, because those indications have been made in the
REQUEST). If there are more than two applicants, make the re-
quired indicetions on the “continuation sheer.”

NOTES TO BOX Ne. Il

Agent or Common Heprosonlative (Rule 53.5):: The first
check-box must be marked where the applicant is already repre-
serited by en sgent or where a common repregentative has
been appointed. The secead chech-box must be marked where
the spplicant wes not represented in the earlier stages of the
PCT procedure and now warits to be represented by en sgent be-
fore the IPEA, or where the applicant was represented in the esrli-
ef stages of the PCT procedure but wants 1o change the egent for
the procedure before the IPEA. The tiled check-bex must be
marked where the applicant wanis to be represented by an ad-
ditions! agent eppointed only for the procedure before the
IPEA without revecation of any easlier appointment; please
note that in the latter case all notifications issusd by the IPEA
will be addressed only 1o that additlonal agent. Where the sece
ond or the third check-box is marked and the epplicant does
not sign himself the demand, e separate power of attorney
must be filed with the Internationsl Buresu of WIFO er with
the receiving Office (Rule 90.3(b)).

Afidress for Notificatiens (Rule 4.4()):  Ifnoagent has been
eppointed, a special address for the sending of notifications to the
applicent may be indicsted in Box No. 11l instead of the name and
eddress of an sgent. That address must be different from the
sddress given in Box No. I and the specisl check-box must be
marked. If en sgent Ras been appointed, notifications will be
genit 10 his addsess,

ROTES TO BOX No. IV

Declsretien Concerning Amendments of the Cialms (Rules
62.2,66.1 and 69.1(b)):  Marking of the appropriste check-box
is secommended, as it will help the IPEA to know immediately
o which clgims the international prefiminery examination must
be directed. lmternational preliminary exeminstion can only
siart once this Is clear,

Tt is recalled thet eny emendment to the claims uader Anlcle
19 or any declaration that the applicant does not intend o file such
amendments, are required 10 be filed with the Internstional
Bureau. That Buresu will promptly transmi any emendment or
declaration o the IPEA, The internationa! preliminary examing.
tion ean start when the IPEA has recelved from the Intemnational
Bureeu such emendments of such declaretion of e notice that no
emendments have been filed in the prescribed time lmilt,

In case the demand for international preliminary examing.
tion has elready been submitted, the applicant must, if he subsa-
quently files armendments under Anicle 19 with the International
n;é::u »file ¢t the same time & copy of such emendments with the

The third of the three check-boxes relates (o amendments
under Rule 66.1, Those emendments must be filed with the IPEA.

1800-91
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NOTES TO BOX Ne. V

Election of States (Rule §3.7): - Only States which are bound
by Chapter I of the PCT end which have been designated at the
time of filing the international application (in the REQUEST) can
be elecied. The election is effected by marking the zpplicable
check-box. The kind of protection or treatment desired follows the
indication made in the REQUEST part of the internstional appli-
cation. If & Eurepean petent is desired and only some of the Con-

tracting States of the European Patent Convention have been des- |

ignated for & European patent in the REQUEST parnt of the in-
ternations] application, the names of the other such States must
be struck out. Switzeriand and Licchtenstein ere not bound by
Chapter H and cannot be elected; however, if they have been
designated in the REQUEST part of the international applica-
tion for e European palent together with at leest one other
Contrecting State of the European Patent Convention, the time
timit undes PCT Article 3%(1) applies also with respect to those

0771987

two States if the other State has been elected before the expira-
tion of 19 months from the priority date. Furiher States which
are, 81 the time of publication of these Notes, not bound by
Chapter Il and cannot be elected sre: Denmark, Norway and
the Republic of Kores. Warning: if Jupan i3 elecied and the in-
ternational application was filed in & language other than Japa-
nese, a trenglation into Japanese of the international application
must be furnished to the Jepanese Patent Office within 20
months from the priosity date,

ROTES TO BOX Ne. Vi

Slgnatere (Rule 5§3.8): The demand must be signed by the
spplicant or by his agent. If the demand is not signed by (ali) the
applicani(s), & power of attomey signed by (all) the applicant(s)
must be filed with the International Bureau of WIPO or with the
receiving Office, unless the agent has previously been appointed.

1800-92
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FEE CALCULATION SHEET

ANNEX TO THE DEMAND FOR INTERNATIONAL PRELIMINARY EXAMINATION

1898.01(c)

APPLICANT

Columbia Marine Corporation

INTERNATIONAL APPLICATION NUMBER DATE STAMP OF THE IPEA

PCT/US87/88888

L. PRELIMINARY EXARMINATION FEE...... cessns trereeriss cerrennee veree

$370.00

For use by
IPEA

il KANDLING FEE

Indieate the smount fixed fa the Schedule of Feas. ... ... evrerenes L 8150,

By
0n

the emou mwmmn.
i mummm ........

AMMW(&’ say) entered in Box b (o the emount
entered ta mn.m«mmmcmmmﬂ
Tiuls figuee to the amount of the HARDLING FBE......oovvvevvnviverinnns

$150.00

if8. TOTAL OF HMWED FEES SUBMITTED OR TO BE CHARGED TO
BEPOEIT AC

Add the emounts entered in Bezen P asd I, end eater the (ol in the

TOTAL Boxn,
THIS FIGURE 1S THE TOTAL AMOUNT OF THE PRESCRIBED
2%%& SUBMITIED OK TO BE CHARGED TO THE DEPOSIT

8000000000000 000000V0P0000C000000004700000000 0000000000000

$520.00

JOIAL

THE APPLE
DRAFT, CASH, REVERUE ETAMPS, COUPUNG. BTC, PAYMENT SHOULD
CURBENCY

LIMENARY EXAM
AUTRORIZA TO CHARGE 4 DEPOSIT ACCOUNT AT
ERANINING AUTHORITY IF TUE LATTER HAS 4 DEFOSIT ACCOUNT SYSTEM

CAKT MAY PAY THE PRESCRIBED FEES BY CHEQUE, POSTAL MONEY OIDEI. BANK
BE MADE IN THE PRE-

AYMENT MAY ALSO BE MADE BY
THE § NTEINATIONAL PRELIMINARY

DEPOSIT ACCOUNT AUTHORIZATION

sbave 16 my deposic secount,

- The IPEA/ UG  is hereby suthorized 10 chasge the total (es indicated sbove to my deposit sceount.
&) Tue IPEA/ US  is bereby suthiorized (o charge say deficieney or eredls sny overpayment I the total fees indicated

99-1111
&Wﬁ hecount Number

u K Il b .

S
Ferm PCTAPEALGGE (Anaer) (Suiy 196T)

1800-93

88 s&mmmm%a a8 mM'l

§60 nUes 6B reverss -m'
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PCT Rule 53
The Demand

53.1 Form

(a) The demand shail be made on & printed form.

(b) Copies of printed forms shall be fumished free of charge by the
receiving Offices to the applicants.

(c) The particulars of the forms shall be prescribed by the Administrative
Instructions.
53.2 Contents

(a) The demand shall contain:

(i) = petition,

(ii) indications conceming the spplicant and the agent if there is an agent,

(iii) indications conceming the international application to which it
relates,

(iv) election of States.

(b) The demand shall be signed.
53.3 The Petition

The petition shall be o the following effect and shall preferably be worded
as follows: “Demand under Article 31 of the Patent Cooperation Treaty: The
undersigned requests that the intemational application specified below be the
subject of interational preliminary exeminstion sccording to the Patent Coop-
eration Treaty.”
53.4 The Applicant

As to the indications conceming the spplicant, Rules 4.4 and 4.16 shall
epply, sngd Rule 4.5 shall apply mutstis mutandis.
53.5 The Agent

I an egent is designated, Rules 4.4, 4.7, end 4.16 shall apply, end Rule 4.8
shall epply mutatie mutandic,
53.6 ldentificasion of the International Application

The intemstionsl epplicstion ehall be identified by the nsme of the
reseiving Office with which the imemational spplication was filed, the neme
and eddress of the spplicant, the title of the invention, and, where the interna-
tional filing dete and the intemational spplication number are known (o the
epplicant, that date and that number.
$3.7 Election of States

The demand shall neme, among the designated States, st least one Con-
tracting State bound by Chagter II of the Treaty as elected State,
53.9 Signatwre

The demaend shell be signed by the spplicant.

BCT Rule 55
Languages (Internetional Preliminary Examination)

55.1 The Demand

The demand shall be in the language of the intemationsl application or, if
the international spplicationhasbeenfiled in 2 language other than the language
in which it is published, in the lsnguage of publication.

PCT Rule 59
The Competent International Preliminary Examining Authority

59.1 Demands under Article 31(2)(a)

For demands made under Asticle 31(2)(s), each Contracting State bound
by the provisions of Chapter I1 shall, in sccordance with the terms of the
spplicable sgreement referred 1o in Anticle 32(2) and (3), inform the Intema-
tional Buress which Intemnational Preliminary Examining Authority is or which
Intemnationsl Peeliminary Exemining Authorities are competent for the intema-
tionel preliminery examination of intesational epplications filed with its
nutional Office, or, in the case provided for in Rule 19.1(b), with the national
Office of another Siute or an intergovernmental organization acting for the
former Office, and the Intemational Busean shall promptly publish such
information, Where several International Preliminery Examining Authorities
ufe competent, the provisions of Rule 35.2 shell apply mutatis mutandis,

59.2 Dernands under Article 31(2)(b)

As to demends under Anticle 31(2)(b), the Assembly, in specifying the
Internmionsl Preliminery Examining Authority competent for intemnational
spplications filed with & national Office which is an Intemnational Preliminary

14
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Examining Authority, shall give prefererice to that Authority; if the national
Office is not an Internationgl Preliminary Examining Authority, the Assembly
shall give preference to the Intemnational Preliminary Exemining Authority
recommended by that Office.

PCT Rule 63
Minlmum Requlrements for Internationzl Preliminary
Examiring Authorlties

63.1 Definition of Minimum Requirements

The minimum requirements referred to in Aricle 32(3) shall be the
following: '

(i) the national Office or intergovernmental organization must have &t
least 100 full-time employees with sufficient technicsal qualifications to carry
out examinations;

(ii) that Office or organization must have at its ready disposal at least the
minimum documentation referred to in Rule 34, properly arranged for exami-
nation purposes;

(iii) that Office or organization must have & staff which is capable of
examining in the required technical fields and which has the language facilities
to understand at least those languages in which the minimum documentation
referred to in Rule 34 is written or transiated,

37 CFR 1.8 Certificate of Maliing

(8) Except in the cases enumerated below, papers and fees required to be
filed in the Patent and Trademark Office within & set period of time will be
congidered timely filed if:

(1) They are addressed to the Commissioner of Patents and Trademarks,
Washington, D.C. 20231, and deposited with the U.S. Postal Service with
sufficient postage as firat clase mail prior 1o expiration of the set period; end

(2) They slgo include a cestificate for each paper or fee stating the date
of deposit. The person signing the certificate should have reasonable basis to
expect that the correspondence would be mailed on or before the date indicated.
The actual date of receipt of the paper or fee will be used for all other purposes.
This procedure does not apply to the following:

6 oW

(i) Thefiling of intemational epplications forpatentand

all papers and fees relating thereto.
NN

Applicants should mail the demand and appropriate fees di-
rectly to the International Preliminary Examining Authority
they desire to prepare the international preliminary examination
report. U.S. applicants who have had the international search
prepared by the European Patent Office may also request the
European Patent Office to act as the International Preliminary
Examining Authority. The use of the European Patent Office as
an Intemnational Preliminary Examining Authority by United
States applicants is further limited to 500 international applica-
tions a year for the first 3 years that Chapter 11 is in effect for the
United States. Applicants should consult the USPTO Official
Gazette or the PCT Branch for the latest information as to the
gt;?berof Demands that have been filed in the European Patent

ice.

Demands filed in the European Patent Office shouid be
addressed to:

European Patent Office
Erhardstrasse 27

8000 Munich 2,

Federal Republic of Germany.,

Pemands directed to the United States Patent and
Trademark Office should be addressed to:
United States Patent and Trademark Office
Box PCT
Washington, D.C. 20231.

1800-94
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The Express Mail™ provisions of 37 CFR 1.10 may be
used to file a Demand under Chapter II in the USPTO.

All Demands filed in the USPTO must be in the
English language.

1898.01(c)(1) Preliminary Examination Fees
[R-5]

BCT Article 31
Demand for Internationzl Preliminsry Exsmination
Glekdh
(5) The demand shall be subject to the payment of the prescribed fees
within the prescribed time Limit.

BRBlE

PCT Reule 57
The Handling Fee
§7.1 Requirement to Pay
(a) Bach demand for exsmination shell be subject to the

payment of & fee for the benefit of the Intemational Buresu (“handling fee”) 1o
be collected by the Intemational Preliminary Exemining Authority to which the
demand is submitted.

(b) Where, becsuse of lster election or elections, the internationsl prelimi-
nary examination report must, in spplication of Asticle 36(2), be tranelated by

. the Intemational Bureau into one or more additionsl languages, & “supplement

to the handling fee” shall be collected by the Intemational Buresu.

57.2 Amounts of the Handling Fee and the Supplement to the Hondling Fee
{(8) The amount of the handling fee is s set omt in the Schedule of Fees, The

emountpeyableinény particular case shall be the smourit a8 80 set out, increased

"byummymamemmmu the number of lenguages into which the

international preliminsry examination report must, in epplication of Auicle
36(2), be translated by the International Buresa,

(5} The emount of the supplement to the handling fee is ag set out in the
Schedule of Fees. The emount peyable in eny pasticuler case shall be the amount
&8 sosetout,muliiphied by thenumber of edditional lenguages referred o inRule

57400,

{c) The emount of the handling fes ehall be established, for cach Interns-
tions! Preliminary Esemining Authority which, under Rule 57.3(¢), prescribes
the peyment of the hendling fee in & currency or currencies cther then the Swiss
carrency, by the Director Genersl after consuliation with that Authority snd in
the currency oe cutrenciseprescribed by thae Awtherity (“prescribed cusrency™).
Thesmovnt ineach prescribed currency shall bethe equivalent, in round figures,
of the sencunt of the handling fee in Swiss currency set out in the Schedule of
Fees. Theamounts in theprescribed currencics shall be publithed in the Gazette.

(d)WhemnhemmoManwgfwmmmmcSchedukome
is changed, the comesponding amourts in the prescribed currencies shall be
wﬁedfmmﬂwmmdﬂeutbemmtmwﬁmthemmded%edukof

(e)WheteﬂzcemhmgsmcbetwemSwmmymd preseribed
currency becomes different from the exchange rute lagt spplied, the Director
General chall establich the new amount in the preseribed currency sccording o
directives given by the Assembly. The newly established emount shell become
spplicable two months efier its publication in the Gazette, provided that the
interested Tntemationsl Preliminary Exemining Authority snd the Director
General may sgree on & dete fdlling during the geid two-month period in which
mwdwammohsﬁbwm%ﬁmme for that Authority from that date,
§7.3 Tima and Mods of Payma

(a)ﬂwhm&mg!wdmﬂbedmuﬂemmedemmdw submitted.

pplement 1o the handling fee shatl be due at the time the later

(¢y The handling fee chall be peyable in the currency of cusrencies
prescribed by the Irternational Preliminasy Examining Auhority to which the
demand is submitted, it being understood thet, when trandferred by that
fuahiority (o the Intemational Bureau, it shall be freely convertible into Swiss
curency.

Any supplementtothe hanudling fee shall be payable in Swiss currency.

@
. §7.4 Failure to Pay (Handling Fee}

(5) Where the handling fee is not peid as required, the International
- Preliminary Hxamining Authority shall invite the applicant 1o pay the fee within
1]
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one month from the date of the invitation.

(b) If the applicant complies with the invitation within the one-month time
limit, the handling fee shall be considered as if ithad been paid on the due dste.

(c) If the applicant does not comply with the invitation within the
prescribed time limit, the demand shall be considered as if it had not been
subsmitted.

51.5 Failure to Pay (Supplement to the Handling Fee)

(a) Where the supplement to the handling fee ig not paid as required, the
International Bureau shall invite the spplicant to pay the supplement within one
month from the date of the invitation.

(b) If the applicant complies with the invitation within the one-month time
limit, the supplanemtomehandlingfee shall be considered as if it had been paid
on the due date.

(c) X the applicant does not comply with the invitation within the
prescribed time limit, the later election shall be considered as if it had not been
submitted. ‘

57.6 Refund

In no case shall the handling fee, or the supplement to the hendling fee, be

refunded,

PCT Rule 58
The Preiiminary Exemination Fee

58.1 Right to Ask for a Fee

(8) Bach Intemational Preliminary Examining Authority may require thet
the applicant pay & fee (“preliminary examination fee") for its benefit for
carrying out the international preliminery examinsation and for performing all
other tagks emrusted to International Preliminary Examining Authorities under
the Treaty and these Regulations.

(b) The amount and the due date of the preliminary examination fee, if any,
shall be fixed by the Intemationel Preliminary Examining Authority, provided
that the said due date shall not be earlier than the due date of the handling fee,

(c) The preliminary examination fee shall be paysble direcily to the
International Preliminary Examining Authority, Where the Authority is 8
national Office, it shall be payable in the cusrency prescribed by that Office, and
where the Authority is an intergovemmental organization, it shall be payabie in
the cumrency of the State in which the intargovernmental organization is located
or in eny other currency which is freely convertible into the currency of the said
State

58.2 Failwre to Pay

(2) Where the preliminary examinstion fee fixed by the Intemationsl
Preliminary Examining Authority under Rule 58.1(b) is not paid as required
under that Rule, the Intemnational Preliminary Exemining Authority shall invite
the spplicant to pay the fee or the missing pant thereof within one month from
the date of the invitation.

(b)If the applicant complies with the invitation within the prescribed time
limis, the preliminary examination fee will be considered as if it had been paid
on the due date.

(c) K the applicant doez not comply with the invitstion within the
prescribed time limi¢, the demand shell be considesed as if it hed not beea
submiited.

58.3 Refund

The Intemationsl Preliminary Examining Authority shall inform the
Intemstional Bureau of the extent, if any, to which, and the conditions, if sny,
under which, they will refund any smount paid as & preliminary examination fee
where the demand is coagidered ag if i1 had not been submitted, and the
International Bureau shall promptly publish such information,

37 CFR 1.482 International preliiminary examination fees,
(&) The following fees and charges for international preliminary examina-
tion are esteblished by the Commissioner under the suthority of 35 U.S.C. 376;
(1) A prliminary examination fee is due on filing the Demeand:

(i) Where an international sesrch fes as set forth in §1.445(e}(2) has
been paid on the intemational application to the United States Patemt end
Trademark Office a5 an Intemational Searching Authority, & preliminary
examination fee of $370.00

(ii) Where the International Searching Authority for the inteme-
tional application was an authority other than the United States Patent and '
Teademark Office, & preliminary examination f6€ of ....imemrmiereinn$570.00

(2) An sdditional preliminary examination fee when required, per addi-
tional invention:
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(i) Where & supplementsl search fee as set fosth in §1.445(2)(3) has
been paid on the intemations! application to the United States Patent and
Trademark Office as an International Searching AUhOLILY weuvirerreseees $125.00

(ii) Where the Intemationel Sesrching Authority for the intemna-
ticaal application was an authority other than the United States Patent and
Trademark Office $190.00

(b) The handling fee is due on filing the Demand. Any necessary supple-
ment 1o the handling fee shall be paid directly to the Internstional Buresu,
(35U.8.C. 6,376)

1898.01(d) Correction of Defects in the
Demand [R-5]

PCT Rule 60
Certala Defects In the Demand or Eiection

60.1 Defacts in the Demand

(&) 1f the demand doesnot comply with the requirements specified inRules
53 and 55, the International Preliminary Examining Avthority shall invite the
epplicant to comect the defects within one month from the dste of the invitation.

(b)Y I the spplicent complies with the invitetion within the prescribed time
Hienit, the demend shall be considered as if iz had been received on the sctual
filing date, provided that the demand ¢e submited contained st least one election
snd permitted the international ion to be identified; otherwise, the
demand ehell be consldered ae if it had been received on the date on which the
Intemnationel Preliminary Examining Awthority receives the comection.

(©)°If the epplicant does not comply with the invitsion within the
prescribed tdme limis, the demend chall be considered as if it had not been
sabmitted.

(4) I the defect is noticed by the International Buseen, it shall bring the
defect 16.5he sttention of e Intermational Peeliminery Exemining Authority,
which ehall then proceed es provided in paragraghs (a) to (¢).

60.2 Defects in Later Elections

(n)l!mwadwmdmnmamp!ymmmmmdmhﬁ
the Interastional Buseas thall invite e spplicant to correct the defects within
cne moath fram the dete of the invitation.

(b2l the epplicent complies with the invitation within the prescribed time
Hands, the lerer election thall be considered as if s hedbeen received on the actusl
mmmwwmmmm“mwmuumm
eloction and permitied the intemstions tobe identified; otherwise,
MMMMMWMMRMMMMMMMm
which the Intematione! Buresas recelves the corraction,

(e)!f&cqp&mducwmﬁymmwwmm
prescribed time limis, the later dlaction shell be considered o8 if it had not beea

Deﬁcmmdemmdmaybemwd.Thetypeef
stermines whether the filing date of the Demand

1898.01(e) Processing of Fees [R-5]

Fees for Chapter I procedure are processed promptly after
receipt and checked for completeness. If the fees are insuffi-
mm,ﬁwwhmismfwdwmamwmqmedmumm

rits may be promptly paid.
1898.01(f) Preparation of Office Records [R-§]

The Patent and Trademark Office maintaing status and
location information concerning international applications
before it on the “Patent Application Location and Monitoring”
(PALM) system, In addition, various other forms are used to
commi fi nm’:cml and formality data..
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1898.01(g) Notification to International
Bureau of Demand [R-§]

PCT Article 31
Demand for Internationai Preliminary Examination
e

(7) Each elected Office shall be natified of its election.

PCT Rule 61
Notification of the Demeand snd Elections
61.1 Notifications to the International Bureau, thc Applicant, and the Interna-
tional Preliminary Examining Authority

(8) The International Preliminary Examining Authority shall indicate on
the demand the date of receipt or, where spplicsble, the date referred to in Rule
60.1(b). The Intemational Preliminary Examining Authority chall promptly
gend the demand 1o the Internationsl Bureaw, and shall prepare and keep s copy
i its files,

(b) The Imernationsl Preliminary Examining Authority shall prompily
inform the spplicant in writing the date of receipt of the demand. Where the
demand has been considered under Rules 54.4(s), 57.4(c), §8.2(c) or 60.1(c) as
if it had not been submitted or where an election has been congldered under Rule
$4.4(b) as if it had not been made, the Intemetionsl Preliminery Examining
Authority shall nouify the spplicant and the Internstionsl Bureau sccordingly.

(c) The Intemational Buresu ghall prompily notify the Intemational
Preliminasy Examining Authority and the spplicant of the receipt, end the date
of receipt, of any later election. That date shall be the actual date of raceipt by
the Intemetional Buresu or, where sppliceble, the date referred 1o in Rule
60,2(5). Where the later election has been considered under Rules 5§7.5(c) or
60.2(c) as if i had not been submitted, the Intemastional Bureau ehall notify the
epplicant accordingly.

Lo

The PCT Division promptly notifies the International
Bureau and the applicant of the filing of any Demand. The
International Bureau in turn notifies each elected Office of their
Wﬂﬂmmﬁfwsﬂwwpﬂmtﬁ:&tsmb notification has

made,

1898.01(h) Priority Document and Translation
thereof [R-§]

PCT Rule 66
Procedure before the Internationsl Prellminery Examining
Avuthority
Ghthl
66.7 Priovity Document
() If the Intemationsl Freliminary Examining Authority needs & copy of
the application whose priority is clsimed in the intemationa) spplication, the
Intemnational Bureau ghall, on request, prompily fumish such copy. If thet copy
fe not fumished to the Intemational Preliminery Exemining Authority because
the epplicant failed 1o comply with the requirements of Rule 17.1, the interns-
tional preliminesry exemination report may be established as if the priority had
eot been clafmed,
() If the epplication whose pricelty Is claimed in the intemstional
tppﬁwhnilmnhﬂgmgeodmmmmwwmddwm:mmd
the Imemnational Preliminary Examining Auihority, that Authority may invite
the epplicant 16 furnish a trenslation in the seid language or one of the sald
lengusges withintwomonths from the the date of the invitation, If he translation
isnotfurnished within thattimelimit, the intemnational preliminary exeminstion
report may be established es if the priority had not been claimed,

L2221

A copy of the priority document is required by the Interna-
tional Preliminary Examining Authority, and a translation
thereof, if the priority document is in a Ianguage which isnotan
acceptable language of the International FPreliminary Examin-
ing Authority.
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1898.01(i) Processing Amendments filed under
Article 19 [R-5]

PCT Rule 62
Copy for the International Preliminary Examining Authority
62.1 [Deleted]
62.2 Amendments

(a) Any amendment filed under Anticle 19 shall be promptly tranemitied
by the Intemational Bureau to the International Preliminary Examining Author-
ity. If, at the time of filing such amendments, a demeand for international prelimi-
nary exsmination has already been submitted, the spplicant shall, st the same
time as he files the amendments with the International Bureau, elso file & copy
of such amendments with the Intemational Preliminary Examining Authority.

(b) If the time limit for filing amendments under Article 19 (see Rule 46.1)
has expired without the applicant’s having filed smendments under that Asticle,
or if the epplicant has declered that he does not wish to make amendments under
that Article, the Intemational Buresu shall notify the Intemational Preliminary
Examining Authority accordingly.

The receipt of a copy of the amendment under Article
19 or the statement that no amendment under Article 19 will be
made starts the examination before the International Prelimi-
nary Examining Authority.

-

1898.01(j) Transmittal of Demand to the Exam-
ining Corps [R-5]

PCT Administrative Instructions Section 605
File to be used for Internationai Preliminary Examination

Where the Intemnational Preliminary Examining Authority ie part of the

"~ .same national Office or intergovernmentsl organization as the Intemational

- Searching Authority, the same file shall serve the purposes of intemational

search and intemational preliminary examination.

When the PCT Division has finished processing of the
papers and fees filed with a complete Demand, a copy of the De-
mand and other papers are forwarded to the appropriate exam-
ining group for examination.The documents will be placed in
the “Search Copy” file wrapper when forwarded to the exam-
ining corps.

1898.01(k) Later Election of States [R-§]

PCT Article 31
Demand for International Preliminary Examination
SR kk¥

{6)(b) Any later election shall be submitted to the Intemnational Buresa.

LA 2ot

PCT Rule 56
Later Electionsg

56.1Elections Submitted Later Than the Demand

The election of States not named in the demand shall be effected by a
notice signed and submitted by the applicant, and shell identify the international
spplication and the demand.
56.2 Idensification of the International Application

The international application shall be identified as provided in Rule 53.6.
56.3 Identification of the Demand

The demand shall be identified by the date on which it was submitted and
by the name of the Intemational Preliminary Examining Authority to which it
was submited.
56.4 Form of Later Elections

1800-97
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Thelater eloction shall peeferably bemade on s printed form fasnished fres
of chasge 1o applicants. If & is not mede on sach » form, it shall preferably b
worded as follows: “In relation to the inemations] application filed with ...ca
o Uisler No. .. by ... (applicant) (end he demsnd for intemations] peeliminary
mmmmmdm . 10 . ).E!wmwm&wfommn;
addmmﬂ&m(s)undcrAmdeMoﬂhePumGwpaamaTmty'
56.5 Language of Later Elections

The later election ehall be in the Imnguage of the demend.

Applicants may, after filing of the Demand, later, but still
within 19 months of the priority date, elect additional States
which have been previously designated and obtain the benefit of
delaying the national stage until 30 months after the priority date
in the additional elected States. All such later elections mustbe
filed directly with the International Bureau. If additional trans-
lations are required due to the requirements of the additional
States elected, the supplement to the handling fee must also be
paid directly to the Intemational Bureau.

1898.02(a) Determination if International
Preliminary Examination is
Required and Possible [R-5]

PCT Article 34
Procedure before the Internationat Preliminary Examining
Authority
L2
(4)(a) If the International Preliminary Exemining Authority comiders
(i) that the intemational application relates o a subject matter on
which the International Preliminary Examining Authority is not required,
under the Regulations, to carry out an international preliminery examina-
tion, and in the particular case decides not to carry out such examination,
or
(if) that the description, the claims, orthe drawings, are sounclear,
or the claims are go inedequately supported by the description, that no
meaningful opinion cen be formed on the novelty, inventive step (non-
obviocusness), or industrigl applicability, of the cleimed invention,
the said authority shall not go into the questions referred to in Anticle 33(1) and
shall inform the applicant of this opinion and the reasons therefor.
(b) If any of the situations referred to in subperagraph (g) is found to exist
in, or in connection with, certain claime only, the provisions of that subpara-
graph shall apply only to the said claims.

PCT Rule 67
Subject Matter under Articie 34(4){(a){D)

67.1 Definition

No International Preliminary Exemining Authority shall be required to
carry out an intemationsl preliminary examination on &n international applica-
tion if, and to the extent to which, its subject matter i any of the following:

(i) scientific and mathematical theories,

(ii) plant or snimal verieties or essentislly biological processes for
the production of plants or animals, other than microbiological processes and
the products of such processes,

(iii) schemes, rules ormethods of doing business, performing purely
mental acts or playing games,

(iv) methods of treatment of the human or aniral body by surgery
or therapy, as well as disgnostic methods,

{v) mere presentation of information,

(vi) computer programs to the extent that the Intemnational Prelimi-
nery Examnining Authority is not equipped to carry out #n internetional prelimi-
nary examination concermning such programs.

There are instances where international preliminary exami-
nation is notrequired because of the nature of the subject matter
claimed or because the claims are so indefinite that no examina-
tion is possible. Such instances should seldom occur, especially
since most problems of this nature would have already been
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discovered and indicated at the time of the international search.

Ifitis found that certain claims of an international applica-
tion relate to subject matter for which no International Prelimi-
nary Examination is required, on Form PCT/IPEA/408, check
the first unnumbered box under box 2. Discretion is given as to
that subject matter under PCT Rule 67 which may be excluded
from International Preliminary Examination. It should be noted
that subject maiter which is normally examined under U.S. na-
tional procedure should also be examined as an International
Preliminary Examining Authority.

Check the second and third unnumbered boxes under box
11 of Form PCT/IPEA/408, respectively, if it is found that the
description, claims or drawings are so unclear, or the claims are
so inadequately supported by the description that no opinion
could be formed as to the novelty, inventive step (non-obvious-
ness) and industrial applicability of the claimed invention.

Form paragraphk 18.06

Claims (inventions) for which no International Search Report
will be issued

Claim [1] directed to an invention which has not been previously

searched by an Intemational Searching Authority. Consequently, these claims
are not considered for international preliminary examination. Note: 37 CFR
1.484(c).

EXAMINER NOTE:

This paregraph must be included when one or more of the claimed
inventions has not been the subject of an International Search Report by a
competenf Intemationsl Searching Authority.

Form paragraph 18.11

Name and Number of Examiner to be Contacted.

Any inquiry conceming this cormmunication should be directed to

[1] et telephone number 703-[2]

EXAMINER NOTE:

1. This paragraph should be used at the end of all requirements for unity
of invention.

2. In bracket [1], the examiner who prepared the requirement for lack of
unity of invention.

3. In bracket [3] inseri the telephone number of the examiner identified at
[2].

1898.02(b) Unity of Invention before the
International Preliminary
Examining Authority [R-5}

PCT Article 34
Procedure before the International Prefilminary Examining
Authority

ek
(3)(a) I the International Preliminary Examining Authority considers that
the intemnational application does not comply with the requirement of unity of
invention as setforth in the Regulations, it may invite the applicant, at his option,
to restrict the claims go as to comply with the requirement or to pay additional

fees Aok
(c) If the applicant does not comply with the invitation referred to in
subparagraph (2) within the prescribed time limit, the International Preliminary
Examining Authority shall establish an international preliminary examination
report onthose parts of the international application which relate to what appears
to be the main invention and shall indicate the relevant facts in the said report.
The national law of any elected State may provide, where its national Office
finds the invitation of the Intemastional Preliminary Examining Authority
justified, those parts of the international application which do not relate to the
main invention shall, as far as effects in that State are concemed, be considered

withdrawn unless & special fee is peid by the applicant to that Office.
° Skt
]
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PCT Rule 68
Lack of Unlty of Invention (International Preliminary
Ezamination)
68.1 No Invitation to Restrict or Pay

Where the Intemational Preliminsry Examining Awthority finds thet the
requirement of unity of invention is not complied with and choosesnot to invite
the applicant to restrict the claims orto pay additional fees, it shall establish the
international preliminary examinstion report, subject to Article 34(4)(), in
respect of the entire international application, but shall indicate, in the said
report, that, in its opinion, the requirement of unity of invention is not fulfilled
and shall specify the reasons for which the intemationsl epplication is not con-
sidered as complying with the requirement of unity of invention.

68.2 Invitation to Restrict or Pay

Where the International Preliminary Examining Authority finds that the
requirement of unity of invention is not complied with and chooses to invite the
applicant, at his option, to restrict the claims or pay additional fees, it shall
specify at least one possibility of restriction which, in the opinion of the
Intemational Preliminary Examining Authority, would be in compliance with
the applicable requirement, and specify the amount of the additional fees and the
reasons for which the intemational application is not considered as complying
with the requirement of unity of invention. It shall, at the same time, fix a time
limit, with regard to the circumstances of the case, for complying with the
invitation: such time limit shall not be shorter than one month, and it shall not
be longer than two months, from the date of the invitation.

68.3 Additional Fees

(2) The amount of the additional fee due for intemational preliminary
examination under Article 34(3)X(a) shall be determined by the competent
Intemational Preliminary Examining Authority.

(b) The additional fee due for intemational preliminary examination under
Article 34(3)(a) shall be payable direct to the International Preliminary Examn-
ining Authority.

(c) Any applicant may pay the additional fee under protest, that is,
accompanied by & reasoned statement to the effect that the intemational
application complies with the requirement of usnity of invention or that the
amount of the required additional fee is excessive. Such protest shall be exam-
ined by a three-member board or other special instance of the International
Preliminary Examining Authority, or any compeient higher authority, which, to
the extent that it finds the protest justified, shall order the total or pantisl
reimbursement to the spplicant of the additional fee. On the request of the
applicant, the text of both the protest and the decision thercon shall be notified
to the elected Offices as an annex to the international preliminary examination
report.

(d) The three-member board, special instance or competent higher author-
ity, referred to in paragraph (c), shall not comprise any pe.son who made the
decision which is the subject of the protest.

68.4 Procedure in the Cases of Insufficient Restriction of the Claims

If the applicant restricts the claims but not sufficiently to comply with the
requirement of unity of invention, the Intemational Preliminary Examining
Authority shall proceed as provided in Anticle 34(3)(c).

68.5 Main Invention

In case of doubt which invention is the main invention for the
purposes of Article 34(3)(c), the invention first mentioned in the claims shallbe
considered the main invention.

37 CFR 1.487 Unity of Inventlon before the Internationsl
Preliminary Examining Authority.

(2) An intemnational application before the Internationsl Preliminery
Examining Authority will be considered to have unity of invention if the claims
are in accordance with PCT Rule 13 (see §1.475(5)).

(b) An intemational application containing claims 0 different categories
of invention will be considered to have unity of invention if the claims are drawn
only to one of the combinations of categories as set forth in PCT Rule 13.2 (see
§1.475(f)) or to the combination of (1) a product and a process for the
manufacture of said product or (2) a product and a process of use of said product.
If an application contains claims to more or less than one of the combinations
of categories of invention set forth in PCT Rule 13.2 (see §1.475(0) or a
combination set forth in paragraphs (b)1) or (2) of this section, unity of
invention may not be present.

(c) If an international application contains cleims W & category of inven-
tion in addition to those categories included in any one of the combinations
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specified in paragraph (b) of this section, lack of uaity of invention may be held
between the categories included in the combination and the claims to the
additional category of invention.

(d) Unity of invention will exist where the claims are limited to one of the
combinations of categories set forth in PCT Rule 13.2 (see §1.475(f)) or &
combination set forth in peragraphs (b)(1) or (2) of this section. If mukiple
products, processes of manufacture or uses are claimed, the first invention of the
category first mentioned in the claims of the applicstion and the first recited in-
vention of each of the other categories related thereto will be considered as the
inventions to be examined. Any such holding by the examiner will be made of
record as a holding of lack of unity of invention.

(e) The inventions recited by the claims of different categories must be
related rather than independent inventions.

37 CFR 1.488 Determination of unity of inventior before the
International Preliminary Examining Authority.

(a) Before establishing any written opinion or the international prelimi-
nary examination repost, the International Preliminary Examining Authority
will determine whether the international application complies with the require-
ment of unity of invention as set forth in §1.487.

(b) If the Intemnational Preliminary Examining Authority considers that
the internationsl spplication does not comply with the requirement of unity of
invention, it may:

(1) Issue & written opinion andfor an international preliminary
examination repost, inrespect of the entire international application and indi-
cate that unity of invention is lacking and specify the reasons therefor without
extending an invitation to restrict or pay additional fees. No international
preliminary examination will be conducted on inventions not previcusly
searched by an Intemnationa! Searching Authority.

(2) Invite the spplicant to restrict the claims or pay additional fees,

—= pointing out the categories of the invention found, within e set time limit which

-

will not be extended. No intemational preliminary examinstion will be con-
ducted on inventions not previously searched by an Intemational Preliminary
Examining Authority, or
(3) If applicant fails to restrict the claims or pay additional fees
within the time limit set for response, the Intemational Preliminary Examining
Authority will issue & written opinion and/or esiablish an intemational prelimi-
nary examination report on the main invention and shall indicate the relevant
facts in the said report. In case of any doubt az to which invention is the main
invention, the invention first mentioned in the claims and previously searched
by an International Searching Authority shall be considered the main invention.
(c) Lack of unity of invention may be direcily evident before considering
the clsims in relation to any prior art, or after taking the prior an into considera-
tion,, as where & document discovered during the search shows the invention
claimed in a generic or linking claim lacks novelty or is clearly obvious, leaving
two ormore claims joined thereby withouta common inventive concept. In such
a case the International Preliminary Examining Authority may raise the objec-
tion of lack of unity of invention.

The examiner will usvally begin the preliminary examina-
tion by checking the international application for unity of
invention. The international preliminary examination wiil only
be directed to inventions which have been searched by the
International Searching Authority. All claims directed to inven-
tions which have not been searched by the International Search-
ing Authority will not be considered by the International Pre-
liminary Examining Authority. If the examiner in the Interna-
tional Preliminary Examining Authority finds Iack of unity of
invention in the claims to be examined, an invitation is prepared
and sent to the applicant requesting the payment of additional
fees or the restriction of the claims on Form PCT/IPEA/405.
Such an invitation will include the identification of what the
examiner considers to be the “main invention” which will be
searched if no additional fees are paid or no restriciion is made
by the applicant.

The procedure before the International Preliminary Exam-

"_ining Authority regarding lack of unity of invention s governed

+by PCT Article 34(3)(a) through (c), PCT Rule 68 (see also PCT

1800-99

1898.02(b)

Rule 70.13),and 37 CFR 1.487and 1.488. Itshould benoted that
in mostinstances lack of unity of invention will have been noted
and reported upon by the International Searching Authority
which will have drawn up an International Search Report based
on those parts of the international application relating to the
invention, or unified linked group of inventions, first mentioned
in the claims (“main invention™). If the applicant has paid
additional search fees, additional inventions would also have
been searched. No international preliminary examination will
be conducted on inventions not previously searched by an
International Searching Authority (37 CEFR 1.488(b)(2)).

Unity of invention must be addressed within 7 days from
the date the PCT application is charged to the Examining Group
from PCT Central. This simply means that adetermination must
be made as to whether ornot the international application relates
to one invention or to a group of inventions so linked as to form
a single general inventive concept.

If it is Getermined that the international application does
meet the requiremenits for unity of invention and no additional
fees will be requested, the intemational application must be
returned to the PCT Docket Clerk in the Examining Group so
that an indication to that effect may be made on the PALM Sys-
tern which monitors deadlines such as the deadline for checking
unity of invention.

If the examiner determines that unity of invention is lack-
ing, there are two options: :

1. The examiner may conductan international prelimi-
nary examination covering all the claimed, previously searched
inventions and indicate that unity of invention is lacking and
specify the reasons therefor without extending an invitation to
restrict or pay additional fees (PCT Rule 68.1), or

2. The examiner may invite the applicant to restrict the
claims, so as to comply with the requirement, or pay additional
fees, pointing out the categories of invention found. The invita-
tion to restrict or pay additional fees shall state the reasons for
which the international application is considered as notcomply-
ing with the requirement of unity of invention. (PCT Rule 68.2).
Inventions not previously searched will not be considered or
included in the invitation.

The written opinion, if any, and the International Prelimi-
nary Examination Report must be established on all inventions
for which examination fees have been paid.

If the applicant fails to respond to the invitation to restrict
the claims or pay additional examination fees due to lack of
unity of invention, the Written Opinion and Report must be
established on the claims directed to whatappears to be themain
invention, (PCT Article 34(3)(c). The main invention, in case of
doubt, is the first claimed invention for which an International
Search Report has been issued by the International Searching
Authority. The main invention, as viewed by the examiner, must
be set forth on form PCT/IPEA/405.

Whether or not the question of unity of invention has been
raised by the International Searching Authority, it may be
considered by the examiner when serving as an authorized
officer of the International Preliminary Examining Authority.
Intheexaminer’s consideration all documents cited by the Inter-
national Searching Authority should be taken into account and
any additional relevant documents considered. However, there
are cases of lack of unity of invention, where, compared with the
procedure of inviting the applicant to restrict the international
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application or pay additional fees (PCT Rule 68.2), no or little
additional effortis involved in establishing the Written Opinion
and the International Preliminary Examination Report for the
entire international application. Then reasons of economy may
make it advisable for the examiner o use the option referred to
in PCT Rule 68.1 by choosing not to invite the applicant to
restrict the claims or to pay additional fees.

Unity of invention is defined by PCT Rule 13 which sets
forth several combinations of related categories of invention
that may be included in an international application and still
comply with the unity of invention requirement.

1898.02(b)(1) Preparation of Invitation
Concerning Unity [R-5]

Noties on Completing “Invitation to restrict or pay addi-
tional fees”, Form PCT/IPEA/405

This form isused to invite the applicant, athis orher option,
to restrict the claims to comply with the requirements of unity
of invention or, to pay additional examination fees. In addition,
the examiner must explain the reasons why the international ap-
plication is not considered to comply with the requirement of
unity of invention. The examiner must also specify, on Form
PCT/IPEA/405, at least one group or groups of claims which, if
elected, would comply with the reguirement for unity of inven-
tion. =

The following identifying informationistobe placed on the
top of the first page of Form PCT/IPEA/405:

- this is usually the
attorney saddress taken from the file wrapper by the typxst
- this is the

applicant’s or agent’s application reference (or docket number)
which is composed of either leters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401.

i icati - thisis the 14 digitPCT
application serial number as stamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Demand, Form PCT/IPEA/401.

International Filing Date - this is the filing date printed on
the international application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401.

Applicant (Name) - this is the first named applicant as set
forth on the international application file wrapper and may also
be found in box II of the Demand, Form PCT/IPEA/401,

INVITATION

In the space provided, after the first paragraph on form
PCT/IPEA/40S, the examiner should identify the disclosed
inventions by claim numerals or drawing figure numerals, as
appropriate, and indicate which disclosed inventions are so
linked as to form a single general inventive concept, thereby
complying with the requirement of unity of invention. For
example, claims to different categories of invention such as a
product, claims to a process specifically adapted for the manu-
facture of the product and a claim for a use of the product would
be consideredrelated inventions which comply with the unity of
invention reqguirement, whereas a claim to an apparatus for
makingthe productin the same application would be considered
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a second invention for which additional fees would be required.
The reasons for holding that unity of invention is lacking must
be specified.

In the space provided after the third paragraph at the bottom
of the first page, the examiner should specify the main invention
and claims directed thereto which will be examined if the
applicant fails to restrict or pay additional fees. The main
invention, in case of doubt, is the first claimed inventicn or
related invention before the International Preliminary Examin-
ing Authority for which a search fee has been paid and an Intee-
national Search Report has been prepared.

In the space provided, after the first paragraph of the second
page of form PCT/IPEA/40S5, the examiner indicates the inven-
tion or groups of inventions which are so linked as to form a
single general inventive concept, thereby meeting the require-
ment of unity of invention. This is normally a restatement of the
inventions identified in the space provided, after the first para-
graph on page 1 of form PCT/IPEA/405.

In the space at the end of the second paragraph of page 2 of

form PCT/IPEA/405, the examiner should indicate the total -

amount of additional fees required for examination of all
claimed inventions.

In the third paragraph printed on page 2, the time limit for
response is set according to PCT Rule 68.2, normally a one
month time limit should be set. No extensions of time are
permitted.

Since the space provided on form PCT/IPEA/40S is lim-
ited, supplemental attachment sheets, supplied by the examiner,
with reference back to the specific section, should be incorpo-
rated whenever necessary.

AUTHORIZED OFFICER

Form PCT/IPEA/40S must be signed by an examiner with
ar least partial signatory authority.

TELEPHONIC RESTRICTION PRACTICE

Telephone practice may be used in certain cases to allow
applicants to elect an invention to be examined or to pay
additional fees. Additional fees may be charged to a deposit
account using the telephone practice only if:

1) The Demand for International Preliminary Examination
included an authorization to charge additional fees to a deposit
account,

2) Applicant or the legal representative or agent orally
agrees to charge the additional fees to the account, and

3) A complete record of the telephone conversation is
included with the Written Opinion including:

a) Examiner’s name;

b) Authorizing attorney’s name;

¢) Date of conversation;

d) Invention elected and/or inventions for which addi-
tional fees paid; and

¢) Deposit account number and amount to be charged.

If applicant or the legal representative or agent refuses to
either restrict the claims to one invention or authorize payment
of additional fees, form PCT/IPEA/405 should be prepared and
mailed to applicant,
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PATENT COOPERATION TREATY

TO

John Adams

Adamg, Baker and Charlie
1200 Marina Drive
Baltimore, Maryland 20820

Inaceibe NAME @nd ADDRESS of the AGENT wnd if

UNITED STATES
BEERNATIONAL PRELDERARY EXAMDENG AUTHORITY (FSARE)

BVTTATION TORESTRICT OR PAY
) ADDITIONAL PEES
iswand guseent o FCT Anicls 34 (3)() end Rule 68.2
DATE OF MAILING by be Imemations} Preliminary
Bamnining Authority

Columbia Marine Corporation

there i 0o egens, of the APPLICANT APBLICANTS OR FILE REFERENCE
Commmsea tormmneen) CMC~123
IDENTIFICATION OF THE INTERNATIONAL APPUCATION
Tntaeational Application No. Twmatcns] Filing Deie
PCT/USE7/88888 06 July 1987 (06.07.87)
Applicant (Name)

INVITATION

requirement of unity of invention(l}

Group I, Claims 1-5, 9 and 10,
steering gear.

This International Preliminary examining Authority considers that the
above-identified international application does not comply with the

Group II, Claims 6-8, drawn to a compass with an alarm to
indicate deviation from & desired course.

The claims of these two groups are directed to different
inventions which are not go linked ag to form & single
general inventive concept. The inventions are not linked in
operation and perform completely different operations.

for the following reasons:

drawn to a sailboat self-

1898.02(b)(1)

CONSEQUERNTLY THE APPLICANT IS HEREBY GIVEN THE OPTION OF RESTRICTING
THE CLAIMS OR PAYING ADDITIONAL FEES.

If the applicant does not exercise the option, the International
Preliminary Examining Authority will establish the international
preliminary examination report om those parts of the international
application indicated below which, in the opinion of this
Internaticnzl Preliminary Exemining ARuthority, appear to relate to the
main inventien, (Specify)

Claimg 1«5, 9 and 10.

{Invitation continued on the following page)

PORM PCTIPE 216058} (Jaruery 1665

1800-101

Bob news oh reverse 8ide
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RCT/USBI/BER88

INVITATION TO RESTRICT OR PAY ADDITIONAL FEES (continued)

If the applicant opts toe restrict the cleims, this International
Preliminary Examining Authority  suggests below  restrictioen
poseibilities which in its opinion would be in cempliance with the
requirement of unity of invention. (specify)

Group I, Claime 1-5, 9 and 10

Group II, Claims 6-8

If the applicant opts to pay additional fees, this International
Preliminary Examining Auvthority will establish the international
preliminary examination report on the other parts of the international
application only if, and to the extent to which, additiconal fees are
pa by the applicant. The total amount of the additional fees
isﬁ% .&D .

THE APPLICANT IS HEREBY INVITED TO RESTRICT THE CLARIMS OR TO PAY TRE
AMOUNT OF ADDITIONAL FEES WITHRIN.QRG-— (MONTHS) 4B&%¥6&) "ROM THE DATE
OF MAILING INDICATED ABOVE. The payment of any additional fee may be
made under protest'®

Computation of the time limit starts on the day following the date of
mailing of the present invitation. Within this time limit either the
payment or the restriction has to be made to this International

Preliminary Examining Authority.

Payment should be made by check, postal money order, or bank draft,
payable to the Commissioner of Patents and Trademarks Payment and may
also be made by avthorization to charge & Patent and Trademark Office

deposit account,

THE INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY

Awthorized Ofiicer

Addzess Only: :
Comenissionts of Pasents md Trodemask ;
BotPCT ’ S’:ngw\%u..ﬁ»
Washingwa, D.C. 20231 Stephén Decatur - Primary Examinkr

FORR BOTAPEAMIG (o) (stswary 1686)
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Form paragraph 18.01

Permizsible Combinatious

In the mmmdmwmamlw@mfmwm Patent
Cooperstion Treaty, PCT Rule 13.1 states that the internations! ghall
relate to one invention only or to & group of inventions so linked a8 to form “a
single general inventive concept”.

PCT Rule 13.2 indicates that this shall be construed a¢ permitiing , in
particular, one of the following three posszible combinations of the claimed
invention:

(1) & product, & process specifically adapted for the manufacture of said
product and a use of said product, or

(2) = process, and an spparatus or means specifically designed for carrying
out said process, of

(3) a product, e process specially adapted for the manufacture of said
product and an apparatos or means specifically designed for carrying out the

Additionally, current United States Patent and Trademark Office restric-
tion practice permits the following combinations of the claimed invention:

(4) a product, and a process specifically adapted for the manufacture of
said product, and

(5) a product, and a use of the said product, ag where said use as claimed
cannot be practiced with another materially different product.

EXAMINER NOTE:

1.This paragraph must be used as the beginning paragraph of & separate
gheet holding of lack of unity of invention involving different categories of
invention. On the first page of Form PCT/IPEA/405 insert the notation “See
attached sheet” and proceed using these form paragraphs. However, the main
invention should be indicated on the bottom of the form PCT/IPEA/40S.

Form paragraph 18.02

Invitation to restrict

‘This application comains the following inventions or groups of inventions
which are not so linked as to form a single inventive concept. In order for all
inventions tobe examined, the appropriate additional examination fees must be

. EXAMINER NOTE:
1.This is the heading that should be used in &ll holdings of lack of Unity
of Invention.

Form parsgraph 18.03
Groupings of invention
Groupi1], Claim [2] drawn 1o [3]).

EXAMINER NOTE:

1, Inbracket [1], place sequential Roman numerals to identify the group-
ings.

2. In bracket [2), place the appropriste claim number(s).

3. In bracket {3], define the invention or groups of invention(g) so linked
as to form 2 single general inventive concept.

Form parsgraph 18.04

Reasgons for holding 2 lack of Unity of Invention

The inventions listed as Groups [1] do not meet the requirements for Unity
of Invention for the following reasons: [2]

EXAMINER NOTE:

1. In brackes {1], list the Roman numerals that identify the groupings of
invention.

2. This paragraph follows the listing of the Groups of invention and should
be completed at [2] with a thorough and concise explanation as to why there is
a lack of unity of invention between the groups.

Form parasgraph 18.07
Telephone Election - Single Invention
During a telephonic requirement for election, on {1] spplicant’s represen-
tative, [2], elecied the invention of Group [3) for examination.
No additionsal examination fees were authorized and only one invention
was elected.
* EXAMINER NOTE:
¥ 1. In bracket [1], insert the date the election was made.

1800-103
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2. In brackez {2}, insent the neme of applicent’s repressntative.
3. Inbracket [3), insent the Roman nomere) identifying the elocied em-
tiom,

Form parsgraph 18.08

Telephone Electien - Multiple Inventions

During s telephonic requirement for elaction, ca [ 1), spplicant’s represen-
tative, [2], elected the inventions of Groupe [3] for examinstion.

Applicent’s representstive also suthorized the charging to the Deposia
Accours for payment of additional examination fees totaling ${4] for the
examination of said inventions. The additional exsminstion fees have been
charged to Deposit Account Number [S].

EXAMINER NOTE:

1. In bracket {1], insert the date the election was made

2. In bracket [2], insert the name of spplicant’s representative

3. In bracket [3], insert the Roman rumers] identifying the elected
mventions.

4. Inbracket [4], insent the amount of the additional fees for the examina-
tion of the additional invention(s).

§. In bracket [5], insert the Deposit- Account Number.-

Form paragraph 18.09

Notice of Right to Protest Telephone Practice in Written
Opinion

Applmnt stands advised that there is no right toprotest the holding of lack
of unity of invention for any group of invention(s) for which no additional
examination fees has been paid. Any protest to the holding of lack of unity of
invention or the amount of the additional fee required must be filed no laterthan
the filing of a response to the Written Opinion.

EXAMINER NOTE:
1. This paragraph must be included in the record of a telephone election
made in a Written Opinion.

Form paragraph 18.10

Netice of Right to Protest Telephone Practice, No Written
Oplnion

Applicant stands advised that there is no right to protest the

holding of lack of unity of invention for say group of inventioa(s) for which
no additional examinstion fees has been paid. Any protest to the holding of
lack of unity of invention or the emount of the additional fee required must
be filed no later then one month from the dste of this lewter.

EXAMINER NOTE: :
1. This paragraph must be included in the record of a telephone election
mede in & separate letter.

1898.02(c) Response to Invitation Concerning
Lack of Unity of Invention [R-5)

PCT Administrative Instructione Section 603
Transmittal of Protest Against Payment of Additlonal Fee and
Decision Thereon

The Intemational Preliminary Examining Authonty sh.lll tramermit to the
applicant, at the latest together with the international examination
report, any decision which it has teken under Rule 68.3(c) on the protest of the
applicant against payment of the additionsl fee. At the same Ume, it shall
transmit to the Intemnational Bureau a copy of both the protest snd the decision
thereon, 28 well as any request by the epplicant to forward the texts of both the
protest and the decision thereon to any of the elected Offices.

37 CFR 1.489 Protest to lack of unity of invention before the
Internatioral Preliminary Examining Authority

(a) I the applicant dissgress with the holding of lack of unity of invention
by the Intemational Preliminary Examining Authority, additionsl fees may be
peid under protest, sccompenied by & request for refund and & ststement setting
forth ressons for disagreement or why the required additional fees are consid-
ered excessive, or both.

(b) Protest under paragraph (a) of this section will be examined by the
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. Commissioner orthe Commissiones’s designes. In the event that the spplicant’s

protest is determined to be justified, the additional fees or a portion theseof will
be refunded.

(c) An applicant who desires that 8 copy of the protest and the decisica
thereon accompany the intemational preliminary exeminstion report when
forwarded to the Elected Officss, may notify the Intemationsl Preliminary
Examining Authority to thet effect any time prios to the issuance of the intema-
tional preliminary examinstion report. Thereafter, such notification should be
directed to the International Bureau.

Applicant may respond by paying some or all additional
fees or by restricting the claims to one invention. If applicant
makes no reply within the set time limit, the international
preliminary examination will proceed on the basis of the main
invention only.

If applicant has paid an additional fee or fees, a protest to
the holding of lack of unity of invention may be filed with the
International Preliminary Examining Authority.

NOTIFICATION OF DECISION ON PROTEST

- Form PCT/IPEA/420 is used by the Group Director to
inform the applicant of the decision regarding applicant’s pro-
test on the payment of additional fees concerning unity of
invention,

Thefollowing identifying information must be placed on
the top of the first page of Form PCT/IPEA/420:

- Applicant’s address - usually the attorney's address taken
from international application file wrapper.
icant’ ’s Fi - this is the

applicant’s or agent’s application reference (or docket number)
which i3 composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand Form PCT/IPEA/401
‘ : -ation Number - thisis the 14 digitPCT
apphcatmn senal number as stamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Demand, Form PCT/IPEA/401.
International Filing Date - this is the filing date prmted on
the international application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401.
- this is the first named applicant as set
forth on the international application file wrapper and may also
be found in box II of the Demand, Form PCT/IPEA/401.

NOTIFICATION

The Group Director checks the appropriate box, i.e., 1.a.,
1.b. or 2, If box 2 is checked, a clear and concise explanation as
to why the protest concerning the unity of invention was found
to be unjustified must be given.

Since the space is limited, supplemental attachment
sheet(s) should be incorporated whenever necessary.

AUTHORIZED OFFICER

Form PCT/IPEA/420 must be signed by a Group
Director.

1898‘.;02((!) Notation of errors and informalities
by the Examiner [R-5]
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PCT Adminisirative Ingiructions Section 607
Rectifiestions under Rul« 91.1
Wheee the Intemational Preliminery Avthority swthorizes 8
rectification under Rule 91.1, Rule 70.16 and Section 602 shell epply mutatis
mutandis.

Although the examiner is not responsible for discovering
errors in the international application, if any errors come o the
attention of the examiner, they should be noted and called to the
applicant’s attention. Notations as to obvious errors (see PCT
Rule 91) should be called to the applicant’s attention by using
PCT form PCT/IPEA/411 or 423.

If the applicant requests correction of any obvious errors in
the intemational application or in any paper submitted to the
International Preliminary Examining Authority, other than in
the request, any acceptable correction should be authorized by
using Form PCT/IPEA/412.

INVITATION TO REQUEST RECTIFICATION OR
CORRECTION

The procedure governing the rectification of obvious errors
are PCT Rules 91.1(d) and 26.4(a) which state that:

The request for rectification which the applicant is invited
to make must be submitted in a letter. The rectification may be
statedin that letterif itis of such a nature that itcan be transferred
from the letter to the international application without adversely
affecting the clarity and direct reproducibility of the sheeton to
which the rectification is to be transferred; otherwise, the appli-
cant is required to submit a replacement sheet embodying the
rectification and the letter containing the request for rectifice-
tion must draw attention to the differences between the replaced
sheet and the replacement sheet.

Defects that are not obvious errors may be called to
applicant’s attention by using form PCT/IPEA/408 or 423.

Thefollowing identifying information is tobe placed onthe
top of the first page of Form PCT/IPEA/411 or 423:

- usually the attorney's address taken
from the front of the mtemauonal application file wrapper.

- this is the
applicant’s or agent’s application reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401.

International Application Number - this is the 14 digit PCT
application serial number as stamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Demand Form PCT/IPEA/401.

- this is the filing date printed on
the international application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401.

Applicant (Name) - this is the first named applicant as set
forth on the international application file wrapper and may also
be found in box II of the Demand, Form PCT/IPEA/401.

INVITATION
The examiner may invite applicant to rectify obvious errors

which do not impede the examination of the PCT application.
Applicant is notified of the obvious errors by checking the first
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box and supplying a photocopy of the obvious esrors or check-
ing the second box and clearly describing the obvious errors in
the space provided,

Since the space provided is limited, supplemental
attachment sheet(s) should be incorporated whenever neces-
sary.

The examiner then must complete the section of the Form
which notifies applicant where the Request for Rectification
should be submitted. This will be the USPTO if the esrorisina
part of the international application other than the request which
has been submitted to the International Preliminary Examining
Authority. See PCT Rule 91.1(e). This should be indicated by
checking the last box.

AUTHORIZED OFFICER

Forms PCT/IPEA/411 and 423 must be signed by an
examiner having at least partial signatory authority.

In the large rectangle on the form, the examiner should
clearly set forth the deficiency.
Since the space is limited, supplemental sheet(s), supplied
* by the examiner, should be incorporated whenever necessary.
The examiner should check the appropriate box to indicate the
type of deficiency in the papers.
. The time limit for response is set in the last paragraph
“(which is in capital letters). Applicant is given 30 days, or less
depending on the time remaining to complete the International
Preliminary Examination Report.

For- parsgraph 18.28
Drawings objected to, Correction requested
The drawings are objected to becanse [1]. Cormection is requesied.

Form paragraph 18.29

Subject matter admits of litustration

The subject matter of this application admits of illustration by drawing to
facilitate understanding of the invention. Applicant is required under PCT
Asticle 7(1) to fumish a drawing.

Form paragraph 18.30

Amendment containing New Matter

The amendment of [1] is objected to under PCT Article 34(2)(b) because
it introduces matter into the application that goes beyond the disclosure as
originally filed. The added material which is not supporied by the original dis-
closure is 23 follows: [2]

Under PCT Rule 70.2(c), the international application is being treated as
if the entire amendment had not been made.

EXAMINER NOTE:

1. An smendment that attempts to add new matterto any of the drawings,
specification or claims in effect voids the entire amendment, and the interna-
tional application is in effect treated as if the amendment had never been
submitted.

Form paragraph 18.33

Improper Multiple dependent clalms

Claim [1] objected to under PCT Rule 6.4(g) as being in improper
dependent form because s multiple dependent cleim [2]. Accordingly, claim [3]
not being examined for novelty, inventive etep and industrial epplicability.

EXAMINER NOTE:

1. In bracket {2], insert “should refer to other claims in the alternative
only.”, and/for “cannct depend from any other multiple dependent claim.”

1898.02(d)(1) Rectification [R-§]
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NOTIFICATION OF DECISION CONCERNING RE-
QUEST FOR RECTIFICATION

The rectification of obvious errors is governed by PCT
Rules 91.1(b)-(h) and 66.5.

The following identifying informationistobe placed onthe
top of the first page of Form PCT/IPEA/412:

- usually the attorney's address taken
from the front of the international application file Wrapper.

Applicant’s_or Agent's File Reference - this is the
applicant’s or agent’s application reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401.

Intemational Application Number - this is the 14 digit PCT
application serial number as stamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Demand , Form PCT/IPEA/401.

- this is the filing date printed on
the international application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401.

Applicant (Name) - this is the first named applicant as set
forth on the international application file wrapper and may also
be found in box II of the Demand, Form PCT/IPEA/401.

NOTIFICATION

The examiner after fully considering applicant’s Request
for Rectification of an obvious error, will notify applicant of the
action taken on Form PCT/IPEA/412. Since the space provided
is limited, supplemental sheet(s) should be incorporated when-
ever necessary.

The last box, indicating that this rectification with any at-
tachment has been sent to the International Bureau, is checked
when the Request for Rectification has been approved or ap-
proved in part. This box is not checked when the Request for
Rectification has been refused.

AUTHORIZED OFFICER

Form PCT/IPEA/412 must be signed by an examiner
having at least partial signatory authority.

1898.03(a) Preparation of the Written Opinion
[R-§]

PCT Article 34
Procedure before the International Preliminery Examining
Autherity
L2240

(2)(c) The spplicant shall receive at least one written opinion from the
Intemnational Preliminary Examining Authority unless such Authority consid-
ers that all of the following conditions are fulfilled:

(i) the invention satisfies the criteria set forih in Anicle 33(1),

(ii) the internationsal application complies with the requirements of this
Treaty and the Regulations in go far as chiecked by that Authority,

(iii) no observations are intended to be mede under Asticle 35(2), last

sentence.
L322
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PCT Rule 66
Procedure before the Internationsl Preliminary Examining
Authorlty
66.1 Basis of the International Preliminary Examination

Before the international preliminary examinstion starts, the applicant may
make amendments according to Article 34(2)(b) and the international prelimi-
nary examination shall initially be directed tothe claims, the description, andthe
drawings, as contained in the international application at the time the intemna-
tional preliminary examination starts.

66.2 First Written Opinion of the International Preliminary Examining
Authority

(2) If the International Preliminary Examining Authority

(i) considers that the international application hasg any of the defects
described in Article 34(4),

(ii) considers that the international preliminary examination report
should be negative in respect of any of the claims because the invention claimed
therein does not appear to be novel, does not appearto involve en inventive siep
(does not appear to benon-obvious), or does not appear to be industrially
applicable,

(iii) notices that there is some defect in the form or contents of the
intemational application under the Treaty or these Regulations,

(iv) considers that any amendment goes beyond the disclosure in the
international application as filed, or

(v) wishes to accompany the intenational preliminary examination
report by observations on the clerity of the claims, the description, and the
drawings, or the question whether the claims are fully supported by the
description,

the said Authority shall notify the applicant accordingly in writing. Where
the national law of the national Office acting as Intemnational Preliminary
Examining Authority does not sliow multiple dependent claims to be drafted in
a manner different from thet provided for in the second and third sentences of
Rule 6.4(a), the Intemational Preliminary Examining Authority may, in case of
failure to use thet manner of cleiming, apply Article 34(4)(b). In such case, it
shall notify the applicant accordingly in writing.

(b) The notification shall fully state the reasons for the opinion of the
International Preliminary Examining Authority.

(c) The notification shall invite the applicant to submit a written reply
together, where appropriate, with amendments.

(d) The notification shall fix a time limit for the reply. The time limit shall
be reasonable under the circumstances. It shall normally be two months after the
date of notification. In no case shall it be shoster than one month after the said
date. It shall be at least two months afier the said date where the intemnational
search report is transmitted at the same time ag the notification. In no case shall
it be more than three months after the said date.

L2222
37 CFR 1.484 Conduct of international preliminary examination

(2) An intemational preliminary examination will be conducted to formu-
late & non-binding opinion as to whether the clzimed invention has novelty,
involves an inventive step (is non-obvious) and is industrially applicable.

(b) No intemationel preliminary examination report will be established
prior to issuance of an international search report.

(c) No intemational preliminary examination report will be conducted on
inventions not previously searched by an Internationel Searching Authority.

(d) The International Preliminary Examining Authority will establish a
written opinion if any defect exists or if the claimed invention lacks novelty,
inventive step or industrial applicability and will set a non-extendable time limit
in the written opinion for the applicant to respond.

(e) If no written opinion under paragraph (d) of this section is necessary,
orafter eny written opinion and the response thereto or the expiration of the time
limit for response to such written opinion, an intemational preliminery exami-
nation report will be esiablished by the Intemational Preliminary Examining
Authority. One copy will be submitted to the Intemnational Bureau and one copy
will be subsmitted to the applicant.

(f) An applicant will be permitted a personal or telephone interview with
the examiner, which must be conducted during the non-extendable time limit for
response by the applicant to 2 written opinion. Additional interviews may be
conducted where the examiner determines that such additional interviews may
be helpful in advancing the intemational preliminary examination procedure. A
summary of any such personal or telephone interview must be filed by the
applicastt as a part of the response to the written opinion or, if applicant files no
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response, be mede of record in the file by the examines.

If the examiner:

1. considers that the international application has any
of the defects described in PCT Article 34(4):

2. considers that the report should be negative with
respect to any of the claims because of a lack of novelty,
inventive step (non-obviousness) or industrial applicability;

3. notices any defects in the form or contents of the
international application under the PCT;

4. considers that any amendment goes beyond the
disclosure in the international application as originally filed; or

5. wishes to make an observation on the clarity of the
claims, the description, the drawings or to question whether the
claims are fully supported by the description;

The applicant must be notified on Form PCT/IPEA/408 of
the defects found in the application. The examiner is furtherre-
quired to fully state the reasons for his or her opinion (PCT Rule
66.2(b)) and invite a written reply, with amendments where ap-
propriate (PCT Rule 66.2(c) setting two or three months tlme
limit for the reply.

WRITTEN OPINION

The following identifying information is placed on the first
page of the Written Opinion Form PCT/IPEA/408.

Applicant’s address -usually the attorney's address taken
from the international application file wrapper.
icant’ 's_Fi - this is the

applicant’s or agent’s application reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401.

International Application Number - this is the 14 digit PCT
application serial number as stamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Demand, Form PCT/IPEA/401.

International Filing Date - this is the filing date printed on
theinternational application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401.

Applicant (Name) - this is the first named applicant as set
forth on the international application file wrapper and may also

. be found in box I1 of the Demand, Form PCT/IPEA/401.

Receiving Office - this is the Office with which the appli-
cation was first filed, identified on the first page of the Demand
as RO/US, RO/BR for Brazil, RO/BB for Barbados, etc. This
will usually be the United States Receiving Office identified as
RO/US.

Priority Date Claimed - this is the date of an earlier
application of which the priority is claimed under PCT Rule
4.10. This information is typed on the international application
file wrapper and can be found in Box VI of the Request Form
PCT/RO/101.

WRITTEN OPINION
The examiner should insert the words " first” or "second”,

as the case may be, in the space provided in the box below the
notation WRITTEN QPINION.

1800-106




PATENT COOPERATION TREATY

ITEM 1. BASIS OF OPINION

Applicant has two opportunities to amend the international
application prior to international preliminary examination.
Under PCT Article 19 the applicant is entitled to one opportu-
nity o amend the claims of the international application by
filing amendments with the International Bureau within two
months of the mailing of the International Search Report.
Applicant is also permitted to make amendments before the
International Preliminary Examining Authority under PCT
Article 34(2)(b) and PCT Rule 66.1. However, this right is lim-
ited to the time of the filing of the Demand for International Pre-
liminary Examination by 37 CFR 1.485.

In item I, the first box is checked if the international appli-
cation remains as originally filed, i.e., with no amendments.

The second, third and/or fourth boxes are checked, as ap-
propriate, if the application has been amended under PCT
Article 19 and/or PCT Rule 66.1 and the U.S. rules. Verify any
changes to the intemational application in the spaces provided.
Proceed with the examination and the preparation of the Written
Opinion of the application as amended.

Check the last box in Item I if it has been determined that

« any amendment goes beyond the disclosure in the international
application as originally filed (contains “new matter”) and
proceed to establish the Written Opinion as if the amendment

_hadnotbeen made. The Written Opinion should also indicate in

“Paragraph V the reasons why the amendment goes beyond the
original disclosure. (Rule 70.1(c)).

ITEM II. NON-ESTABLISHMENT OF OPINION
- _ON NOVELTY, INVENTIVE STEP AND INDUS-
-TRIAL APPLICABILITY

Item II, of Form PCT/IPEA/408, is intended to cover the
situation where claims of an application are so defective that the
question of novelty, inventive step (non-obviousness) and in-
dusirial applicability cannot be considered. This should seldom
occur.

Check box 1 if all claims of an application are so defective
that no meaningful examination can be performed as to the
novelty, inventive step (non-obviousness) and industrial appli-
cability.

Check box 2 where only some of the claims of an applica-
tion are defective and cannot be examined as to novelty, inven-
tive step (non-obviousness) and industrial applicability or
where there has been no international search for the only
invention currently claimed in the international application.

Theremaining unnumbered boxesin Item Il are for indicat-
ing those claims which have specific defects under PCT Rules,
such as PCT Rules 6.4, 66.2(a)(v), and/or 67.1.

For example, check the first unnumbered box under
box 2 if it is found that certain claims of an intemnational
application relate to subject matter for which no examination on
the meritsis required. Any subject matter thatis examined under
the U.S. national procedure should also be examined in interna-
tional applications

Check the second and third unnumbered boxes, respec-
tively, if it is found that the description, claims or drawings are
so unclear, or the claims are so inadequately supported by the
déscription, that no full opinion can be formed as to novelty,
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inveative step or industrial applicability of the claimed inven-
tion (PCT Rule 66.2(a}(v)). When box 1 or 2 of item II is
checked, reasons why no examination was given must be given
under items V or VI of Form PCT/IPEA/408.

Form paragraph 18.25
Indefinite claims
Claim [1] cbjected to 23 indefinite under PCT Anticle 6 for lack of

clarity. [2]

EXAMINER NOTE:

1. This form is analogous to a 35 U.S.C.112, second peragraph rejection.
However, remember in an international application undergoing International
Preliminary Examination, that the claims are never rejected nor is the patenta-
bility or lack thereof discussed.

2. In bracket [2] explain the lack of clarity.

Feorm paragraph 18.26
Claims not supported by the disclesure
Claim [1] objected to under PCT Article 6 because it is not fully
supported by the disclosure. [2]
EXAMINER NOTE:
1. In brackez [2] explain the deficiency in the disclosure.

Form paragraph 18.27
Inadequate description
Thedescription of the invention doesnotsatisfy PCT Article 5 inthat
the invention must be disclosed in a manner sufficiently clear and complete to
be carried out by a person skilled in the art. [1]
EXAMINER NOTE:
1. In bracket [1] explain why the description is not clear and complete.

ITEM III. NEGATIVE STATEMENT IN REGARD
TO NOVELTY, INVENTIVE STEP AND INDUS-
TRIAL APPLICABILITY OF CLAIMS

In Item I1I, the examiner must list in summary form those
claims that do not megt the criteria of novelty (N), inventive step
(IS) and/or industrial applicability (IA).

An example of this paragraph is as follows:

Claims 1 and 5 (no N)
Claims 1 to 10 (no IS)
Claims 11 and 12 (no IA).

ITEM IV. CITATIONS AND EXPLANATIONS IN
REGARD TO NOVELTY, INVENTIVE STEP AND
INDUSTRIAL APPLICABILITY OF THE CLAIMS

Item IV is the focus of the Written Opinion. All claims
without fatal defects are treated on the merits in Item IV as to
novelty, inventive step (non-obviousness) and industrial appli-
cability.

The treatment of claims in Item IV is similar in format toan
Office actionin aregular U.S. national patentapplicationexcept
that the words “rejection” and “patentability” are never used in
a Written Opinion. On the international level, all Written
Opinions are non-binding and a patent does not issue; what does
issue is an International Preliminary Examination Report
(IPER), which is non-binding on the Elected States.

Examiner statements in Item IV can be positive and/or
negative. If, for example, claims define over the prior art and
meet the test of novelty, inventive step (non-obviousness) and
industrial applicability, a simple statement to this effect is
sufficient. If on the other hand it is the opinion of the examiner
that some or all claims lack novelty, inventive step and/or
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UNITED STATES
T0 INTERRATIONAL PRELDANARY EXAVENING AUTHORITY (PEASUS)

John Adams
Adamsg, Baker and Charlie
1200 Marina Drive

Baltimore, Maryland 20820 WRITTEN OPINION

isgmed pursuent 1o PCT Rudes 66.2Vor 66.4 (@

DATE OF MAILING by the lmemationsl Prehmunsry
Inscribe NAME and ADDRESS of the AGENT s if Ensnining Auhority
these is 2o sgent, of the APPLICANT | APPLICANTS OR AGENTS FILE REFERENCE
S — CMC-123
IDENTIFICATION OF THE INTERNATIONAL APPLICATION
PCT/US87/88888 06 July 1987 (06.07.87)
Agplicans, (Nsane)
Columbia Marine Corporation
" Raceving Otffice loity Dete Clamed
RO/US 15 July 1986 (15.07.86)

WRITTEN OPINION

With, :efe ence to the above-identified international application,this constitutes
the £ {first, etc.) wtitten opinion by this International Preliminary

Examining Ruthority.

J. BaSIS OF OPINION

The examination is being carried out on the following application decuments:
the application documents as filed

description, pages 1-20 , &s originally filed
description, pages .. ... + filed with your letter of
claim(s) 1-8 s, &s originally filed

claim(s)_2_and 10 , filed with your letter of 13 February 1
drawings, sheet/fig. j e/ , &s originally filed
drawings, sheet/fig. s filed with your letter of

This opinion has been established as if the amendments indicated on the extra
sheet have not been made, since, for the reasons indicated, they have been
considered to go beyond the disclosure as filed.

0O 8BE&0

bes

II1.NON ESTABLISHMENT OF OPINION ON NOVELTY, INVENTIVE STEP ARD
INDUSTRIAL APPLICABILITY

The question whether the claimed invention appears to be novel, to involve an
inventive step (to be non-obvious), and to be industrially epplicable will not
for the reasons indicated below be gone into in respect of:

1, D'rhe above-identified internaticnal application.

2, B claims Nos. _g.g . (specify particular claims).
[ s£er . yhich, ng, additional fees, have pgen paid to the IPEA
the following subject matter( 3f which does not require an international
preliminary examination. (specify)

D'rhe description, claims, or drawings (indicate particular elements) or
said claimg Nos are so unclear that no meaningful opinion
could be formed{3)

D The claims, or said claims NOS v 8@ 80 inadequately supported
by the description that no meaningful opinion could be formed (3

FORM PCTAPEAMDS (it ehast) (JMUARY 1025 B0 nacies on rvees Sidy
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"II' WRITTEN OPINION (continued)

III. HEGATIVE STATEMENT IN REGARD 7O WOVELTY, IWVENTIVE STEP AND IWDUSTRIAL
APPLICABILITY OF CLAIMS

The statement under Article 35 {(2) should be negative in respect of
the claimsz indiceted below. The criterias not satisified In respect of
guch claims are indicated by the letter abbreviation: W (for Novelty):
IS (for Inventive Step): and IA (for Industrial Applicability).

Claim 1, No ¥
Claims 2 to 4, No IS

Iv. CITATIONS AND EXPLANATIONS IR REGARD TO NOVELTY, IRVENTIVE STEP AND
IRDUSTRIAL APPLICABILITY OF CLAIMS

Ne. of Claim / Relevent Supporting Documents Cited / Explanation

.. Claim 1 lacks novelty under PCT Article 33(2) as being antici-
: pated by the patent te KNOOS.

Claims 2 and 3 lack an inventive step under PCT Article 33(3)
as being obvious over IVERSEN in view of DAW. To mount the
device of IVERSEN in a position forward of the keel as taught
by DAW would not involve an inventive step.
Claims 4, 5, 9 and 10 meet the criteria set forth in PCT
hxrticle 33(2)-(4)

New Citation

vs, A, 4,366,767 KNOOS 04 Januvary 1983 (04.01.83), See figure 1.

FORa POTAPELIMB (secend shael (Jewry 1685} Bos notns on tevene side
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PCT/USB7/88888

WRITTEN OPINION (continued)
V.  CERTAIN DEFECTS IN THE INTERMATIONAL APPLICATION

The following defects in the form or econtents of the above-identified
international application under the Treaty or the Regulations have
been noted.

Page 5, line 8, "victor" should be "vector®.

In figure 2 of the drawings, the lead line for reference

numeral 6 should be directed to the tiller rather than to
the boom.

. VI. CERTAIN OBSERVATIONS ON THE INTERNATIONAL APPLICATION

The following observations on the clarity of the claims, description,
and drawings or on the question whether the claims are fully supported
by the description, are notified:

VII. IRVITATION

APPLICANT IS INVITED TO SUBMIT & WRITTEN REPLY ACCOMPANIED, WHERE APPRO-
PRIATE, BY AMENDMENTS' wWITHIN_CWO MONTHS /L DAYS OF THE DATE
OF MAILING INRDICATED ON THE FIRST SHEET.

Any inquiry concerning this communication should be directed
te Stephen Decatur at telephone number 703-557-3310.

The time limit for response to a Written Opinion will not be
extended, 37 CFR 1.484(d). Any response received after the
expiration of the time limit set in the Written Opinion will

not be considered in preparing the International Preliminary
Examination Report.

THE INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY

Address Only: Authorized Officer
Commissioner of Paients end Trademarks Shplen DS
X
Washington, D.C. ATTN: IPEAUS | Stephen Decatur - Primary Examiner

FORM PCTAPEAMDS (st ehesl) {Senuasy Y628)
A' :

Rev. 5, Tuly 1987
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industrial applicability, specific reasons for the opinion em-
ploying PCT form paragraphs must be givea similar to those
used in U.S. national applications.

Form paragraphs 1o be used by the examiners appear in the
relevant sections of this Manual. All examiners are expected to
use exclusively the PCT form paragraphs in appropriate situ-
ations in formulating any negative statements listed in Item IV.
See MPEP §§ 1898.03(a)(2) and (3).

Since the space provided in Item IV on Form PCT/IPEA/
408 is limited, supplemental sheets typed on plain white paper,
with reference back to Item IV should be incorporated into the
Written Opinion whenever necessary.

Examiners are encouraged to indicate any amendments
which applicant could present which would avoid a negative
statement in the International Preliminary Examination Report.

All international applications where an examination has
been demanded should be searched by the examiner at least o0
the point of bring the previous search up to date. Prior art
discovered in a re-search and applied in an Item IV statement
must be made of record in Item IV, Prior art already cited on the
International Search Report need not again be cited on the Writ-
ten Opinion or International Preliminary Examination Report.
- The subsequently discovered prior art is to be cited in compli-
ance with PCT Rule 43.5 and Administrative Instructions Sec-
tion 503 using the same citation format used on the International
Search Report. See MP.EP. §1863. Seec § 1898.03(a)(1) for
definition of prior axt to be considered.

Form paragraph 18,32

Clalms that meet test of nevelty, Inventive step and industrial
appilcability
. Claim {1] meets the criteria set out in PCT Anticle 33(2)-(4).
= EXAMINER NOTE:

1. This form paragraph is used in Item IV of form PCT/IPEA/408 o
indicate those claims that define over the prior art,

ITEM V, CERTAIN DEFECTS IN THE
INTERNATIONAL APPLICATION

In Item V, defects in the form and content of the interna-
tional application are identified.
Examples of defects that would be listed in Item V are:
1. Informalities such as misplaced and/or omitted
drawing numerals, misspelled words, grammatical errors, efc.
2. An amendment to the drawings, description or
claims not filed with the Demand, unless it is an amendment to
the claims under PCT Article 19 which was timely filed with the
International Bureau or in response to a Written Opinion.
3. Improper multiple-dependent claims (PCT Rule
6.4).
4. Defects detected by the PCT Branch that are trans-
mitted with the application to the examiner for inclusionin Item
V.

Form paragraph 18.31

Disclosure objected to, Minor informalities

The disclosure is objected to because of the following informalities: [1].
Appropriate correction is requested.

EXAMINER NOTE:

1. This form paragraph is used inItem V of Form PCT/IPEA/408 to point

- out minor informalities in the disclosure.

A ]
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ITEM VI. CERTAIN OBSERVATIONS ON THE
INTERNATIONAL APPLICATION

In Item VI, the examiner notifies the applicant of observa-
tions made as to the clarity of the claims, the description, the
drawings or on the question whether the claims are fully
supported by the description.

If the claims, the description or the drawings are so unclear,
or the claims are so inadequately supported by the description,
that no meaningful opinion can be formed on the question of
novelty, inventive step (non-obviousness) or industrial applica-
bility, the applicant is so informed in Item VI (PCT Article
34(4)(a)(ii). Reasons for the examiner’s opinion that the claims,
description and drawings, efc., lack clarity must also be pro-
vided.

Ifthe above situation isfound to existin certainclaimsonly,
the provisions of PCT Article 34(4)(ii) shall apply to those
claims only.

If the lack of clarity of the claims, the description, or the
drawings is of such a nature that it is possible to form a
meaningful opinion on the claimed subject matter, then it is
required that the examiner consider the claims and render a
Written Opinion on novelty, inventive step, and industrial
applicability in Item IV of Form PCT/IPEA/408.

Since the claims of an international application are not sub-
ject to a rejection on either art or indefiniteness consistent with
U.S. practice, observations by the examiner with regard to
clarity of the claims, the description and the drawings will be
treated in the form of an objection in the Written Opinionin Item
VI.

ITEM VII INVITATION

Item VII is an invitation by the International Preliminary
Examining Authority (IPEA) to applicant to reply to the
examiner’s Written Opinion. A two month time limit to respond
to the Written Opinion should normally be set, although a 3
month time limit may be set where the time limit for reply ends
prior to the expiration of 25 months from the priority date.

" Form parsgraph 18.35

Name and telephone number of examiner tc be contacted
Any inquiry concerning thiz communication should be dmcted o

[1] at telephone number 703-[2].

EXAMINER NOTE:

1. This paragraph should be inserted in the “INVITATION", Ttem VII of
all Writien Opinions.

2. In bracket [1], the examiner to be contacted first is the examiner who
prepared the Written Opinion.

Form paragraph 18.36 must be employed in Item VII of
every Written Opinion.

Form paragraph 18.36
No extensions of time limit to respond to the Written Opinion
The time limit set for response to a Wrilten Opinion may not be
extended, 37 CFR 1.484(d). Any response received after the expiration of the
time limit set in the Written Opinion will not be considered in preparing the
Intemational Preliminary Examination Report.
EXAMINER NOTE

AUTHORIZED OFFICER
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Every Written Opinion must be signed by an examiner
having at least partial signatory authority.

The first document prepared by the examiner in most
international applications during the international preliminary
examination proceedings will be the Written Opinion. Only in
those intemational applications where ali the formal matters are
proper and the claims are directed to inventions which have
novelty, inventive step and industrial applicability will an
international preliminary examination report be established
without a Written Opinion having be issued first.

1898.03(a)(1) Prior Art under Chapter II
[R-5]

PCT Article 33
The Internationsi Preliminary Exemination

ek

(6) The intemational preliminary examination shall take into considesa-
tion all the documents cited in the intemational search report. It may take into
consideration any additional documents considered 1o be relevant in the particu-
lar case.

PCT Reule 64
Prior Art for International Prellminary Examination

64.1 Prior Art

() For the purposes of Asticle 33(2) and (3), everything made available
to the public anywhere in the world by means of written disclosure (including
drawings end otherillustrations) shall be considered prior art provided that such
msking dyailable occurred prior to the relevant date.

(b) For the purposes of parsgraph (a), the relevant date will be:

(i) subject to item (ii), the international filing date of the intemational
application under international preliminary examination;

(ii) where the intemational application under international prelimi-
nary examination validly claims the priority of an earlier application, the filing
date of such earlier application.

64.2 Non-Writter Disclosure

In cases where the making available to the public occurred by means of an
oral disclosure, use, exhibition or other non-written means (“non-writien
disclosure’’) before the relevant date as defined in Rule 64.1(b) and the date of
such non-written disclosure is indicated in 2 written disclosure which has been
mede available to the public efter the relevant date, the non-written disclosure
shall not be considered part of the prior art for the purposes of Article 33(2) and
(3). Nevertheless, the international preliminary examination report shall call
attention to such non-written disclosurein the mannerprovided for in Rule 70.9.
64.3 Certain Published Documents B

In cases where any application or any patent which would constitute prior
art for the purposes of Article 33(2) and (3) had it been published prior to the
relevant date referred to in Rule 64.1 was published, as such, after the relevant
date but was filed earlier than the relevant date or claimed the priority of an
earlierapplication which had been filed prior tothe relevant date, such published
application or patent shall not be considered part of the prior ast for the purposes
of Article 33(2) and (3). Nevertheless, the intemational preliminary examina-
tion report shall call attention o such application or patent in the manner
provided for in Rule 70.10.

The relevant date for the purpose of considering prior art is defined in PCT
Rule 64.1(b) as the international filing date or, where the international applica-
tion contains a valid claim for priority, that date of priority.

In cases where any application or any patent which would constitute prior
art forthe purpose of international preliminary exsmination as to the novelty and
inventive step (non-obviousness) was published on or after the relevant date of
the intemational spplication under consideration but was filed earlier than the
relevant date or claimed the priority of an earlier application which was filed
prior to the relevant date, the published application or patent is not to be consid-
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listed on Form PCTAPEA/MO? under the heading “CERTAIN PUBLISHED
DOCUMENTS".

1898.03(a)(2) Novelty under Chapter II [R-§]

Novelty is defined in PCT Article 33(2).

PCT Article 33
The International Preliminery Examination
L2l ]

(2) For the purposes of the interational preliminary examination, a
claimed invention shall be considered novel if it is not enticipated by the prior
art ag defined in the Regulations.

Gelekdd
Form parsgraph 18.21
Noveity

Clairm [1} lack(s) novelty undes PCT Anicle 33(2) as being [2] by

31

EXAMINER NOTE:

1. This form paragraph is the equivalent of a 35 U.S.C.102 rejection.

2. In bracket [2], insert “clearly anticipated”, or insert “anticipated” and
add an explanation at the end of the paragraph.

3. In bracket [3), insert the prior art relied upoa.

1898.03(a)(3) Inventive Step under Chapter II
[R-5]

Inventive step is defined in PCT Article 33(3)

PCT Artlcie 33
The Internationsal Preliminary Examinstion
Sl
(3) For purposes of the intemational preliminary examination, a
claimed invention shall be considered to involve an inventive step if, having
regard to the prior art as defined in the Regulations, it is not, at the prescribed

relevant date, obvious to a person skilled in the art.
SuBbH

PCT Rule 65
Inventive Step or Non-Obvicusness
65.1 Approach to Prior Art

For the purposes of Anicle 33(3), the intemationsl preliminary exemins-
tion shall take into consideration the relation of any perticular claim to the prier
art as & whole. It shall take into consideration the clsim’s relation not only to in-
dividual documents or parts thereof teken separately but also its relation to
combinations of such documents or parts of documents, where such combina-
tions are obvious to & person skilled in the art.

65.2 Relevant Date

For the purposes of Arnticle 33(3), the relevant date for the consideration
of inventive step (non-obviousness) is the date prescribed in Rule 64.1.
Form paragraph 18.22

Inventive Step (non-obvicusness)

Claim [1] lack(s) an inventive step under PCT Article 33(3) as
being obvious over [2].

EXAMINER NOTE:

1. This form paragraph is used when the claimn(s) are rendered olwicus in
view of the prior at.

2. In bracket {2], insert the prior art relied upon and explain how it is
epplied to the claimed subject matter. If the prior art applied is a combination
of references, explain how they are obvnously combined to show lack of inven-
tive siep.

Form parsgraph 18.23
Inventive Step (cbviousness), further explanation
Cleirn [1] lacks an inventive stepunder PCT Anticle 33(3) as cbvious
over [2] in view of [3] as applied in the above paragraph, further in view of [4].
EXAMINER NOTE:
1. See the EXAMINER NOTE in peragraph 18.22 above,
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1898.03(a)(4) Industrial Applicability under
Chapter II [R-5]

Industrial applicability is defined in PCT Article 33(4).

PCT Article 33
The Internatioral Preliminary Exzmination
e seaeshs

(4) For the purposes of the international preliminary examination, &
claimed invention shall be considered industrially applicableif, sccording toits
natuore, itcan bemade orused (in the technologicsl sense) in any kind of industry.
“Industry” shall be understood in its broadest sense, as in the Paris Convenuon
for the Protection of Industrial Property.

LA 2 i

Form paragraph 18.24
Industrial applicability
Claim [1] lack(s) industrial applicability as defined by PCT Anticle
33(4). [2]
EXAMINER NOTE:.
1. This form paragraph is used when the clzim(s) define an invention that
cannot be made or used (in the technological sense) in any kind of industry.
2. In bracket [2], identify the appropriate basis for stating that the claims
Jdack industrial applicability.

1898.03(b) Response to the Written Opinion
[R-5]

PCT Article 34
Precedure before the International Preliminary Examining
Authority
L2 22 ]
(2)(a) The applicant shall have a right to communicate orelly and in
~writing with the Intemational Preliminary Examining Authority.

(b) The applicant shall have a right to amend the claims, the
description, and the drawings, in the prescribed manner and within the pre-
scribed time limit, before the intemnationel preliminary examination report is
established. The amendment shall not go beyond the disclosure in the intema-
tionsl application as filed.

2 L 14
(d) The applicant may respond to the written opinion.

L2322

PCT Rule 66
Procedure before the International Preliminary Examining
Authorlty
L2201

66.3 Formal Response 1o the International Preliminary Examining Authority

() The applicant may respond to the invitation referred to in Rule 66.2(c)
of the Intemational Preliminary Examining Authority by making amendments
or - if he disagrees with the opinion of that Authority - by submitting arguments,
as the case may be, or do both.

(b) Any response shall be submitted directly to the Intemnational Prelimi-
nary Examining Authority.

E a4t 2]

66.5 Amendment

Any change, other than the rectification of obvious errors, in the clasims,
the descnpuon. or the drawings, i Iudmg cancellation of claims, omission of
passages in the description, oromission of certain drawings, shall be considered
an amendment.
66.6 Informal Communication with the Applicans

The International Preliminary Examining Authority may, st any time,
communicate informally, over the telephone, in writing, or through personal
interviews, with the applicant. The said Authority shall, at its discretion, decide
whether it wishes to grant more than one personal interview if so requested by

" the applicant, or whether it wishes to reply to any informal written communics-

tion from the applicant.
M L2
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66.8 Form of Amendmaents

(a) The applicant shall be required to submiz a replacement sheet forevery
shoes of the internstions] application which, on scoount of an smendment,
diffess from the dheet originally filad, The letter accompenying the replacement
sheets shall draw stiention tothe differences hetween the replaced sheets andthe
replacement sheets. Tothe extent that sny smendment regults in the cancellation
of am entire gheet, that amendment shall be communicated in @ lotter.

() Deleted]
66.9 Language of Amendments

If the international application has been filed in alanguage cther than the
lsnguage in which it is published, any amendment, as well as any letter referred
t0 in Rule 65.8(s), shall be submitted in the langusge of publication.

37 CFR 1.485 Amendments by applicant during international
preliminary examination.

The applicant may make amendments at the time of filing of the
Demand and within the time limit set by the Intemationsl Preliminary Examin-
ing Authority for respoase to any wrilten opinion. Any such amendments
must -

(1) be made by submiiting & replacement sheet for each sheet of the
spplication which differs from the sheet it replaces unless an entire sheet is
cancelled snd

(2) include a description of how the replacement sheet differs from the
replaced sheet.

If an amendment cancels an entire sheet of the intemational application,
thez amendment ghall be communicated in a letter.

RESPONSE OF APPLICANT TO THE WRITTEN
OPINION

All amendments in response to a Written Opinion must be
received within the time lmit set for response in order to be
considered in the International Preliminary Examination Re-
port. 37 CFR 1.484(d) does not allow for extensions of time o
respond to a Written Opinion, therefore, any amendment re-
ceived after the time limit is treated as if the amendment had not
been made.

Any change, other than the rectification of obvious errors
intheclaims, the description, orthe drawings, including the can-
cellation of claims, omission of passages in the description or
omission of certain drawings, will be considered an amendiment
(PCTRule 66.5). The Patent and Trademark Office when acting -
as the International Preliminary Examining Authority will not
accept any non-English applications or amendments,

Any amendments to the claims, the description and the
drawings in response to a Written Opinion must (1) be made by
submitting areplacement sheet for every sheet of the application
which differs from the sheet it replaces unless an entire sheet is
cancelled and (2) include a description of how the replacement
sheet differs from the replaced sheet in accordance with PCT
Rule 66.8.

In the particular case where the amendment cancels claims,
passages in the description or certain drawings resulting in the
cancellation of an entire sheet, the amendment must be submit-
ted in the form of a letter cancelling the sheet (PCT Rule
66.8(a)).

Replacement sheets must be in typed form.

Any paper submitted by the applicant, if not in the form of
aletter, must be accompanied by a letter signed by the applicant
or agent (PCT Rule 92.1).

‘The examiner should make sure that amendments filed in
accordance with the PCT, which are necessary to correct any
deficiencies notified to the applicant, do not go beyond the
disclosure of the international application as filed, thus violating
PCT Article 34(2){b). In other words, no amendment should
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contain matter that cannot be substantiated by the application as
originally filed. In a situation where new matter is introduced by
amendment in response to a Written Opinion, the International
Preliminary Examination Report will be established as if the
amendment had not been made, and the report should so
indicate. It shall also indicate the reasons why the amendment
goes beyond the disclosure (PCT Rule 70.2(c)).

INTERVIEWS

The examiner or applicant may, during the time limit for
response tothe Writien Opinion, request a telephone or personal
interview. Only one interview is a matter of right, whether by
telephone orinperson. Additional interviews may be authorized
by the examiner in a particular international application where
such additional interview may be helpful to advancing the
international preliminary examination procedure.

All interviews of substance must be made of record by
using USPTO Form PTOL-413.

If the applicant desires to respond to the Written Opinion,
such response must be filed within the time limit set for
responsg. No extensions to the time limit will be considered or
granted. If no timely responseisreceived from the applicant, the
international preliminary examination report will be established
by the examiner, treating each claim substantially as it was
treated-in the Written Opinion.

The applicant may respond to the invitation referred to in
Rule 66.2(c) by making amendments or, if the applicant dis-
agrees with the opinion of the authority, by submitting argu-
ments, as the case may be, or both (PCT Rule 66.3).

The United States rules pertaining to international prelimi-
nary examination of international applications provide for a
second Written Opinion if time permits.

If applicant does not respond to the Written Opinion, the
International Preliminary Examination Report will be prepared
in time for forwarding to PCT Central in finished form by 27
months from the priority date.

Any response to a Written Opinion thatis received after the
expiration of the set time period is not timely and will notbe con-
sidered in preparing the Intemational Preliminary Examination
Report (IPER).

1898.04(a) Preparation of the International
Preliminary Examination Report [R-5]

PCT Article 35
The International Preliminary Examination Report

(1) The intemational preliminary examination report shall be established
within the prescribed time limit and in the prescribed form.

(2) The international preliminary examination report shall not contain any
statement on the question whether the clezimed invention is or seems to be
patentable or unpatentable sccording to any national law. It shall state, subject
to the provisions of peragraph (3), in relation to each claim, whether the claim
appears lo satisfy the criteria of novelty, inventive step (non-obviousness), and
industriel applicability, as defined for the purposes of the intemational prelimi-
nary examination in Article 33(1) to (4). The statement shall be accompanied by
the citation of the documents believed to support the stated conclusion with such
explanations as the circumstances of the case may require. The statement shall
also be accompanied by such other observation as the Regulations provide for.

(3)(2) If, at the time of establishing the international preliminary exami-
nation report, the Intemational Preliminary Examining Authority considers that
any of the situations referred to in Article 34(4)(z) exists, that report shall state
this opinjon and the reasons therefor. It shall not contsin any satement as
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provided in paragraph (2).

(b} I a situation under Avticle 34(4)(b) is found w0 exim, the intema-
tionsal preliminary exsmination repost shall, in relationtothe claims in question,
containthe stalement a5 provided in subparagreph (a), whezess invelstionto e
other claims, it shall contain the statement as provided in paragraph (2).

PCT Rule 7¢
The Internztional Preliminary Examination Report
70.1 Definition

For the purpases of this Rule, “repont”™ shell mean international prelimi-
nary exarmination report.
70.2 Basis of the Report

() If the claims have been amended, the report shall issue on the claims
as amended.

() If, pursuant to Rule 66.7(a) or (b), the report is established as if the
priority had not been cleimed, the report shall so indicate.

(c) If the Intemationsl Preliminary Examining Authority considers thet
any amendment goes beyond the disclosure in the intemationsl application e
filed, the report shsll be established as if such amendment had not been made,
and the report shall soindicate. It shall also indicate the reasons why it considers
that the amendment goes beyond the said disclosure.

70.3 Identification

The report shall identify the Intemnational Preliminary Examining Author-
ity which established it by indicating the name of the Authority, and the
international application, by indicating the intemational application number,
the name of the applicant, the name of the receiving Office, and the international
filing date.

70.4 Dates

The report shall indicate:

(i) the date on which the demand was submitted, and

(ii) the date of the report; that date shall be the date on which the
report is completed.

70.5 Classification

(a) The report shall repeat the classification given under Rule 43.3 if the
Intemational Preliminary Examining Authority agrees with the classification.

(b) Otherwise, the Intemational Preliminary Examining Authority shall
indicate in the report the classification, at least according to the International
Patent Classification, which it considers correct.

70.6 Statement under Article 35(2)

(2) The statement referred to in Article 35(2) shall consist of the words
“YES” or “NO” or their equivalent in the language of the repor, or some
appropriate sign provided for in the Administrative Instructions, and shallbe ac-
companied by the citations, explanations and observations, if any, referred to in
the last sentence of Arnicle 35(2).

(b) If any of the three criteria referred to in Article 35(2) (that is, novelty,
inventive step (non-obvicusness), industrial applicability) is not sstisfied, the
statement shall be negative. If, in such a case, any of the criteris, taken
separately, is satisfied, the report shall specify the criterion or criteria so
satisfied.

70.7 Citations under Article 35(2)

(a) The report shall cite the documents considered to be relevant for
supporting the statements made under Article 35(2).

(b) The provisions of Rule 43.5(b) and (c) shall apply also to the report.
70.8 Explanations under Article 35(2)

The Administrative Instructions shell contain guidelines for cases in
which the explanations referred toin Article 35(2) should or should not be given
and the fonm of such explanations. Such guidelines shall be based on the follow-
ing principles:

(i) explanations shall be given whenever the statement in relation to
any claim is negative;

(ii) explanation shall be given whenever the statement is positive
unless the reason for citing any document is easy to imagine on the basis of
consultation of the cited document;

(iii) generally, explanations shell be given if the case provided for
in the last sentence of Rule 70.6(b) obtains.

70.9 Non-Writter Disclosures

Any non-writien disclosure referred to in the report by virtue of Rule 64.2
ghall be mentioned by indicating its kind, the date on which the writien
disclosure referring to the non-written disclosure was made available to the
public, and the date on which the non-written disclosure occurred in public.
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70.10 Certain Published Documents

Any published application or patent refesred to in the report by virte of
Rule 64.3 shall be mentioned as such and shall be accompanied by an indication
of the date of publication, of its filing date, and its claimed priority date (if eny).
In respect of the priority date of any such document, the report may indicate that,
in the opinion of the Intemnational Preliminary Examining Authority, such date
has not been validly claimed.
70.11 Mentior of Amendments

If, before the International Preliminary Examining Authority, amend-
ments have been made, this fact shall be indicated in the report. Where any
amendment has resulied in the cancellation of an entire sheet, this fact shall also
be specified in the report.
70.12 Mention of Certain Defects

Ifthe International Preliminary Examining Authority considers that, st the
time it prepares the report:

(i) the international epplication contains any of the defects referred
to in Rule 66.2(=)(iii), it shall include this opinion and the reasons therefor in
the report; .
(ii) the international application calis for any of the observations
referred to in Rule 66.2(a)(v), it may include this opinion in the report and, if it
does, it shall also indicate in the report the reasons for each opinion.

70.13 Remarks Concerning Unity of Invention
If the applicant paid additional fees for the intemational preliminary
examination, or if the international application or the intemational preliminary
examination wes restricted under Article 34(3), the report shall so indicate.
Furthermore, where the intemational preliminary examination was carried out
on restricted claims (Article 34(3)(a), or the main invention only (Armicle
34(3)(c)), the report shall indicate what parts of the international application
were and what parts were not the subject of international preliminary examina-
jon.
710.14 Signature
The report shall be signed by an authorized officer of the Intemnational
Preliminary Examining Authority.
70.15 Form
The physical requirements as to form of the report shall be prescribed by

- - the Administrative Instructions.
"70.16 Annexes of the Report

If the claims, the description, or the drawings, were amended before the
Intemational Preliminary Examining Authority, each replacement sheet under
Rule 66.8(a) shall be annexed to the report. Replacement sheets superseded by
lster replacement sheets and letters under Rule 66.8(2) shall not be armexed.
70.17 Languages of the Report and the Annexes

(a) The report and any annex shall be in the language in which the
international application to which they relate is published.
(b) [Deleted]

Administrative Instructions Section 604
Guidelines for Explanations Contained in the International
Preliminary Examination Report

Explanations under Rule 70.8 shall clearly point cut to which of the three
criteria referred to in Article 35(2), taken separately, any cited document is
applicable and shall clearly describe, with reference to the cited documents, the
reasons supporting the conclusion that any of the said criteria is or is not
satisfied.

After examination of the international application, if
there are no negative statements and/or negative comenents for
Form PCT/IPEA/408, then the only statement that will issue
from the International Preliminary Examining Authority will be
the International Preliminary Examination Report (IPER).

The International Preliminary Examination Report is
established on PCT form PCT/IPEA/409.

ESTABLISHMENT OF THE INTERNATIONAL
PRELIMINARY EXAMINATION REPORT

Forms PTO/IPEA/409

1800-115
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The following identifying information willbe placed onthe
first page of the International Preliminary Examination Repost,
Form PCI‘/!PEA/409 and Transmittal Letter PCT/IPEA/416:

- usually the attomey's address taken
from the front of the mtemamnal applncauon file wrapper.

apphcant s or agent S apphcauon reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first shest
of the Demand Form PCT/IPEA/401

apphcanon senal number as stamped and typed on the interna-
tional application file wrapperand may also be found on the first
page of the Demand, Form PCT/IPEA/401.
International Filing Date - this is the filing date printed on
the international application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401.
Receiving Office - this is the Office with which the interna-
tional application was filed, identified on the first page of the
Demand as RO/US,RO/BR, RO/BB, etc. This will normally be
the United States Receiving Office, identified as RO/US.
Priority Date Claimed - this is the date of an earlier appli-
cation of which the priority is claimed under PCT Rule 4.10.
This information is typed on the international application file
wrapper and can be found in Box VI of the Request (Form PCT/
RO/101).
Applicant (Nare) - this is the first named applicant as set
forth on the international application file wrapper and may also
be found in box II of the Demand, Form PCT/IPEA/401.

BASIS OF REPORT

The International Preliminary Examination Report will be
established on the basis of any amendments, rectifications,
priority and/or unity of invention holdings and shall answer the
questions concerning novelty, inventive step and industrial
applicability for each of the claims under examination.

Amendments and/or rectifications

In completing form PCT/IPEA/409, the examiner should
first indicate any amendments and/or rectifications of obvious
errors taken into account in establishing the International Pre-
liminary Examination Report. The amendments and/or rectifi-
cations should be indicated by references to the dates on which
the amendments and/or rectifications were filed. Amendments
and/or rectifications filed but not taken into account in the
establishment of the Report (e.g., an amendment not taken into
account because the amendment went beyond the disclosure of
the international application as filed or arectification that is not
considered to be merely a correction of an obvious error) are
then indicated separately. The replacement sheets (but not
replacement sheets superseded by later replacement sheets) or
letters cancelling sheets under PCT Rule 66.8(a) are included as
an annex to the Report.

The final Report package when sent to the PCT Branch for
mailing must include copies of all amendments and rectifica-
tions entered and any cover letters to those amendments.
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I UNITED STATES
TO BTEERATIONAL PRSTLBARARY EXAMDNING AUTHORITY @PEALS)
John Adams

Adams, Baker and Charlie
1200 Marina Drive

Baltimore, Maryland 20820 MERMT%%&P&P&T
iased paresant to BCT Rule 7.1
DATE OF MAILING by the lntoraational Preliminazy
Inecsibe NAME md ADDRESS of the AGENT wmd if | Examining Authosicy
there is o agest, of e APPLICANT APPLICANTS OR AGENTS FILE REFERENCE
Fem— _— CMC-123
(DENTIFICATION OF THE INTERNATIONAL APPLICATION
International Application No. Triemational Filing Daie
PCT/USB7/88888 06 July 1987 (06.07.87)
Applicars (Name)

Columbia Marine Corporation

NOTIFICATION

The applicant is hereby notified that this International Preliminary
Examining Authority transmits herewith the international preliminary
= examination report and its annexes, if any, established on the above-
jdentified international application.

. The attention of the applicant is drawn to the reminder contained in

- form PCT/IB/332, which he received from the Internaztional Bureau,
concerning the time limits within which he must perform certain acts
before each elected Office.

A copy of the report and its annexes, if any, has this same day also
been transmitted to the International Bureau.

THE INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY

Address Only: Auwthorizad Officer
ggﬁﬁﬁﬁnuwauamsuHThdmyﬂJ S;aa Q i) :j::,
Washington, D . PEAUS . A
D 20231 ATIN Stephen Decatur -Primary Examiner

FORM PCYAPE 4418 arvaary 1085)
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PATENT COOPERATION TREATY
INTERNATIONAL PRELIMINARY EXAMINATION REPORT
Saplionrite o Agands Fia Rlacenes
GDENTIRCATON OF THE BITERMATIONAL APPLICATION
CMC-123

\arnatione! Apglication Ko, tranmationss Fling Date
PCT/USB7/88888 06 July 1987 (06.07.87)
Raceiving Office Priasy Date Claimed
RO/US 15 July 1986 (15.07.86)

Roplicant (lems)
Columbia Marine Corporation

1. AMVENDMENTS ANDYOR RECTIFICATIONS * - The armendmants endfor recifications mads belors tis intemationa) Proliminasry Examining
Aurhaddty i reapect of the daims, $w daecription, endior drawings In the shove-identified inmmations) eppliceson ere ennausd 1 this report.

a5 Thiareperihas been comblished on the basis of the foliowing epplication doaments:

[ e applicasion documents e lied

descripion,pages 1=20 s eriginally fled
deatiplion,peges Slad with your leter of
Geacviption.pages  _ o with your tater of
doacription, pages iod with you latter of
B camie) 4 and 5 emoignalyled
claim(s) 9 and 10 Hedwinhyourkerol +5_February 1988
clairmis) Al=33 Uedwihyowieurot 14 _Augugt 1988
claims) Gad with your lotisr of
X cwvings ooy 14 e criginally fled
Grangp. thmoily. Blad with your lstier of

5 R The amendrmers oauhedin o concelasonof e okowing e . DG €S _21 and 22

e[ Thisrspanhas been estabiiched as i the ermendments indicated on the euire thast hive net boen mads, Bings, ior the reasons indiceed,
ey have been cansidend 1 go bayend tw dadoaure ea lled.

2. PRIORITY?

@ Thisrepor has baen estelvished es ¥ no prorly hes beon claimed dus 1o ¥w faliure 1 furmizh wigin the preecibed tme Emit ha requesied:
[ oy of e eadier epplication whise peiority has been cleimed.
] vensleton ef 6w esdier spplicatan whone prisdy has boen dlaimad.

6. [ Tris reporihes boen ssmblizhed as i no pricciey e boen ciaimsd duo 1 the (et 6vat the priory alaim hes besn found kwalid,
Tiwa, fer the purpoes of tis repen, S ismalonal Ging dete eicand ebove b conaidered 1 bie te felovar dam.

* Wheo replacement cheet 60 Shnened 1 this repae, & Fenslation of these repiacament shaets st be fumizhed © % elscied Oficss within
o me lmk epplicalle under POT Arttle 38(1).

Ferm PCTAPEALAGS (B chaed (Jenwary Y088) Bun votss 6 eeETREYng cheat
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fogn. &
PCT/US87/88888

BASES OF REPORT (Condnund)
8. UNITY OF INVENTION ® -Tha inamasions! epplication dnes rs! aaply wdih e roeguirensant of unlty of inveniion.

e (nweponse i an initsden W reewic ar pay eddidonsl fons the applicant hus:
71 vesvicted the clalma. )
[ peid eddidonal s,

[T} oaidaddionsl foes under prowa. Yivere requestad by the epplioant, the vt of Bw pruael tagethaer with e declsion then Gureon
re anrened 1 this report.

X asitter rentricud ror paid addisonel fose.

e[ Ko invimtion has been asusd. The epinion of this Insmatiensl Preliminary Exarvining Authongy Is St $ie intermations) epplicaden .
Goes not comply with e regquicemaent of unity of invendon fior e Toliowing reesons, (epecily)

€ Consequently, he foliowing perts of the internations) application wer the subject of inemationa! preliminary exarination
in eatablishing Wi repor:

O atpars.
3 e pares relwsing to the mstricied claims, thatis ciaims Nog

H

[X e pars retating 1o the msin iwenton, hatisciaimstios,_ 3¢ 5 &8Nd 9 to 13.

4. HON-ESTABLISHMENT OF REPORT ON QUESTUONS OF NOVELTY INVENTIVE STEP OR INDUSTRIAL APPLICABILITY?

The questions of whethes $x claimad inverdon sppesrs © be Rovel, b volve &n inventive ¢isp ar 1 b industrialy spplicabie have rot for
0 reasons indicased been gons into In respaciof:

e[} teentreinemetions epplication
B[] claims o,
for the following reasons;

[ Saidinemagionsl application, or salddaimaNoe. ... "oiete 1 the foliowing eubject mafier which doss rotrequio en
inwmationa) prefirrinasy Graminaiion. (specily) .

3 ¥The description, deims, ov drawings (ndice paricde cloment) or sald daime Moe 670 85 Wnciadr thel o mawinglul
epinion could be formad.
] '&nm.wﬁdmﬂub—_nwWMWNWmewm

] %dﬂmﬂu____mmmdﬂm“nm&dhdhmmumwmmdm
€.4{e).

;mmm«wmu-\mm @
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el peT/USS7/86888

CLASIRCATION OF GUBJICT BATTER (f soveral classification oymbale agply, indioste ail)®

o bermationsl Pt Clac:ifisation (PG or 5 ot National Classifoution and 1PC
IPCT B 63 H 25/02 // B 63 H 25/04
U.S. Cl. 114/144C

READONED STAYTHMENT A8 TO CLANAS MEETWIG CRITERIR OF NOVELYY
AN WDUBTRIAL APBULICABILITY QAR MWAW’WMMM 'lm'mm
PPCRTING SUCH STATEMERT

CLAB | STATEMENT

NUVBER | (CRITERM) CITATIONS AND EXPLANATIONS

4,5, | Yes(N)| Claims 4, 5, 9 and 10 meet the criteria of PCT
9,10 { Yes (18] Article 33(1) because the combination claimed

ed forward of the keel and a wind controlled
vane electronically connecting the forward
rudder and the wind vane to maintain course
direction within 2 degrees of the desired
course is not shown in the prior art.

New citation
UsS, A, 1,846,458 ROBINSON, 23 February 1932,
(23.02.32) (See figures 2 and 4)

11- |Yes(N) Claims 11-13 lack an inventive step under PCT
13 |Yes(IA)| Article 33(3) as being obvious over DAW in view
No (IS) of ROBINSON. To control the forward rudder of
paw with a wind vane located at the opposite
end of the sailboat as in ROBINSON would not
inveolve an inventive step.

Yes (IA}] consisting of a sailboat with a rudder position-

For PCTPEANGS (oartiraatinn oivee’ (Jaruary Y608 So hefns OR ANBRREYING chest
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PCT/USB7 /88888
HON WRITTEN DISCLOBURES ®
i of Nerv Whtion Dicosare Dots of Wison Disciogure olorrng o o Data of on Witen Disciosure

CERTAN PUBLIHED DOCUMENTS™
ApplicationsPaisng Dato of Publication

Fling Date Peiority Datie (Valid Claim )

CERTAIN DEFECTS 14 THE INTERNATIONAL ABPLICATION
Tha foliawdng dolacts i e form 6r conienid of Gip ivemationsl epplication have baen nolsd.

Page 5, line 8, "victor®™ should be ®vector®.

In figure 2 of the drawings, the lead line for reference
= numeral 6 should be directed to the tiller rather than the
boom.

CERTAN OBSERVATIONS ON THE INTERNATIONAL APPLICATION

The cbeervaiions on the of the claims, , &nd i the ehether
w‘ruWu rmnu:&u:?w Goacripion, dramrings 0r 6n the quesion e daims ere fully supported

Dets Demand Submitad Dt of Completion of $w inemational Prefimingsy Exemination Report

10 February 1988 (10.02.88) 10 October 1988 (10.10.88)

internetonel Preliminary Examining Autharly Signanre ol Auhurized

IPER/US Stepﬂn Decatur-Primary Examinqr

Fonn PCTAPEAGOD Gant ohwet) anuary 1668)

pruey
@ ehedd
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Priority

If the Report is established as if the priority claim contained
in the Request of the international application had not been
made, it shall so indicate. This will occur in the event that the
applicant has failed to comply with the invitation to furnish
either (1) a copy of the earlier application whose priority has
been claimed, or (2) a translation of the earlier application,
where the priority claim has been found invalid (PCT Rule 17),
or where the priority claim has been withdrawn.

Unity of Invention

If the applicant has paid additional fees or has resiricied the
claims in response to an invitation to do so or if the applicant has
failed to respond to the invitation to pay additional fees or
restrict the claims, the International Preliminary Examination
Report shall so indicate. The examiner should place the indica-
tions on Boxes 3(a) and (b) of the supplemental sheet, indicating
whether:

(a) the claims have been restricted,

(b) additional fees have been paid without protest

(c) additional fees have been paid by the applicant

under protest

. (d) the applicant has neither restricted the claims nor

paid additional fees

(e) the examiner was of the opinion that the interna
tional application did not comply with the requirement
of unity of invention but decided not to issue an invita
tion to restrict the claims or pay additional fees.

7 Inaddition, if the examiner is examining less than all the

claims, the examiner must indicate on Box 3(c) which parts of
the international application were, and which parts were not, the
subject of international preliminary examination.

In the case where additional fees were paid under protest,
the text of the protest, together with the decision thereon, must
be annexed to the Report if the applicant has so requested.

Where an indication has been given under item (e) above,
the examiner must also specify the reasons for which the
international application was not considered as complying with
the requirement of unity of invention.

NON-ESTABLISHMENT OF REPORT REGARDING ALL
OR PART OF THE APPLICATION ON QUESTIONS OF
NOVELTY, INVENTIVE STEP OR INDUSTRIAL
APPLICABILITY

Indications that a Report has not been established on the
questions of novelty, inventive step or industrial applicability,
either as to some claims or as to all claims, are given in item 4
on the supplemental sheet of the Report. The examiner must
specify that the Report has not been established because:

(a) the application relates to subject matter which does not
require international preliminary examination;

(b) the description, claims or drawings are so unclear that
no meaningful opinion could be formed;

(c) the claims are so inadequately supported by the descrip-

. tion that no meaningful opinion could be formed.

. Where the Report has not been established in refation to
«ertain claims only, the claims affected must be specified.

1800-121
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CLASSIFICATION OF SUBJECT MATTER

The classification of the subject matter shall be either (1)
that given by the International Searching Authority under PCT
Rule43.3, if the examiner agrees with such classification, or (2)
shall be that which the examiner considers to be correct, if the
examiner does not agree with that classification. Both the
International Patent Classification (IPC) and the U.S. classifica-
tion should be given. This classification is placed on the top of
the Continuation Sheet.

REASONED STATEMENT AS TO CLAIMS MEETING
CRITERIA OF NOVELTY, INVENTIVE STEP, AND IN-
DUSTRIAL APPLICABILITY AND CITATIONS AND
EXPLANATIONS SUPPORTING SUCH STATEMENT

The examiner must indicate on the Continuation Sheet
whether each claim appears to satisfy the criteria of novelty,
inventive step (non-obviousness) and industrial applicability by
placing the words “YES” or “NO” in the column labeled
“Statement”/(Criteria). The determination or statement should
be made on each of the three criteria taken separately. The
determination as to any criteria should be negative if the criteria
as to the particular claim is not satisfied. The examiner should
always cite documents believed to support any negative deter-
mination as to novelty and inventive step. Any negative holding
astolack of industrial applicability must be fully explained. The
citation of documents should be in accordance with Administra-
tive Instructions Section 503.

Explanations should clearly indicate, with reference to the
cited documents, the reasons supporting the conclusions that
any of the said criteria is or is not satisfied, unless the statement
is positive and the reason for citing any document is easy to
understand when consulting the document. If only certain
passages of the cited documents are relevant, the exarminer
should identify them, for example, by indicating the page, col-
umn or the lines where such passages appear.

NON-WRITTEN DISCLOSURES AND/OR
CERTAIN PUBLISHED DOCUMENTS

If the examiner has discovered or the International Search
Report has cited, a relevant document which refers to a non-
written disclosure, and the document was only published on or
after the relevant date of the international application, the
examiner must indicate at the top of the last sheet of the
International Preliminary Examination Report:

(i) the date on which the document was made available
to the public;

(ii) the date on which the non-written public disclosure
occurred.

The examiner should also identify any published applica-
tion or patent and should provide for each such published
application or patent the following indications:

(i) its date of publication;
(ii) its filing date, and its claimed priority date (if any);

The Report may also indicate that, in the opinion of the
International Preliminary Examining Authority, the priority
date of the document cited has not been validly claimed (PCT
Ruie 64.3).

Guidelines explaining to the examiner the manner of indi-
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be cited in the International Preliminary Examination Reportas
well as the manner of indicating the claims to which the
documents cited in such Report are relevant are set forth in Ad-
ministrative Instruction Section 507(c), (d), and (e).

CERTAIN DEFECTS IN THE INTERNATIONAL
APPLICATION AND OBSERVATIONS ON THE
INTERNATIONAL APPLICATION

If, in the opinion of the examiner, defects exist in the form
or contents of the international application, the clarity of the
claims, the description, and the drawings, or the question
whether the claims are fully supported by the description hasnot
been suitably solved at the prescribed time limit for establishing
the Intermnational Preliminary Examination Report, the exam-
iner may include this opinion in the Report and if included, must
also indicate the reasons therefor.

CERTIFICATION

‘When completing the certification of the Report, the exam-
iner must indicate the date on which the Demand for Interna-
tional Preliminary Examination was submitted and the date on
which the examiner completed the Report and the name of the
Internztional Preliminary Examining Authority.

These last mentioned items may either be completed when
including the other data or when completing the certification.
Every Intemnational Preliminary Examination Report must be
signed by a Primary Examiner.

1898-04(c) Time Limit for Preparing Report
[R-§]

PCT Rule 69
Time Limi¢ for International Preliminary Examination

69.1 Time Limit for International Preliminary Examination

() The time limit for establiching the international preliminary examina-
tion report shall be:

(i) 28 months from the priority date if the demand was filed prior to
the expiration of 19 months from the priority date;

(ii) nine months from the start of the international preliminary
examination if the demand was filed after the expiration of 19 months from the
priority date.

(b) International preliminary examination shall start upon receipt, by the
Intemational Preliminary Examining Authority:

(i) under Rule 62.2(g), of the claims as amended under Anicle 19, or

(ii) under Rule 62.2(b), of a notice from the International Bureau that
no amendments under Article 19 have been filed within the prescribed time
limit or that the applicant has declared that he does not wish to make such
amendments, or

(iii) of a motice, afier the intemnational search report is in the
possession of the International Preliminary Examining Authority, from the
applicant expressing the wish that the international preliminary examination
should start and be directed 1o the claims as specified in such notice, or

(iv) of a notice of the declaration by the Intemational Searching
Authority that no intemational search report will be established (Anicle
17(2)(a)).

{c) If thecompetent International Preliminary Examining Authority is part
of the same nationsl Office or intergovernimental organization as the competent
Intemnational Searching Authority, the intemational preliminary examination
may, if the Intemational Preliminary Examining Authority so wishes, start atthe
same time as the international search. In such a case, the international prelimi-

]
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parsgraph (a), no later than six months after the expiration of the time Jimit
allowed under Aricle 19 for amending the claims.

1898.04(d) Transmittal of the International
Preliminary Examining Report [R-§]

PCT Article 36
Transmittal, Translation, and Communication, of the
International Preliminary Examination Report

(1) The international preliminary examination report, together with the
prescribed annexes, shall be transmitted to the applicant and to the International

Bureau.
Gk

PCT Rule 71
Transmittal of the International Preliminary Examination
Report

71.1 Recipients

The Intemational Preliminary Examining Anthority shall, on the same
day, transmit one copy of the international preliminary examination report and
its annexes, if any, to the International Bureau, and one copy to the spplicant.
71.2 Copies of Cited Documents

(a) The request under Article 36(4) may be presented any time during
seven years from the intemational filing date of the intemational application to
which the report relates.

(b) The Intemational Preliminary Examining Authority may require that
the party (applicant or elected Office) presenting the request pay to it the cost
of preparing and mailing the copies. The level of the cost of preparing copies
shall be provided for in the agreements referred to in Article 32(2) between the
International Preliminary Examining Authorities and the International Bureau.

(c) Any Intemnational Preliminary Examining Authority not wishing to
send copies direct to any elected Office shall send a copy to the International
Bureau and the International Bureau shall then proceed as provided in para-
graphs (2) and ().

(d) Any International Preliminary Examining Authority may perform the
obligations referred to in (&) to (c) through another agency responsible to it.

The following identifying information will be placed on the

top of the first page of Form PCT/IPEA/416:

icang’ ’s_Fi fi - this is the
applicant’s or agent’s application reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401.

International Application Nymber - this is the 14 digit PCT
application serial number as stamped and typed on the applica-
tion file wrapper and may also be found on the first page of the
Demand, Form PCT/IPEA/401.

Intemational Filing Date - this is the filing date printed on
the application file wrapper and may also be found on the first
page of the Demand, Form PCT/IPEA/401.

i - this is the first named applicant as set
forth on the application file wrapper and may also be found in
box II of the-Demand, Form PCT/IPEA/401.

AUTHORIZED OFFICER

Form PCT/IPEA/416 must be signed by a primary exam-
iner.
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1898.04(e) Translations [R-5]

PCT Article 36
Transmittal, Trenslation, sad Communicatien, of the
International Preliminary Examination Report
E 22124

(2Xa) The intemational preliminary examination report and its annexes
shall be transiated into the prescribed languages.

(b) Any translation of the said report shall be prepared by or under the
responsibility of the Intemational Bureau, whereas any translation of the said
snnexes shell be prepared by the applicant.

Tk ok kk

PCT Rule 72
Translation of the International Preliminary Examinstion
Report

72.1 Languages

(8) Any elected State may require that the intemationsl preliminary
examination report, established in any langusge other then the officisl language,
orone of the official langusges, of its national Office, be translated into English,
French, German, Jepanese, Russian, or Spanish.

(b) Any such requirement shall be notified to the Intemational Bureau,
which shall promptly publish it in the Gazeite.

¢ 72.2 Copies of Translations for the Applicant

The Intemnstional Buresu shall transmit & copy of each translation of the
international preliminary examination repori to the applicant at the same time
a3 it communicates such translation to the interested elected Office or Offices.

~<12.3 Observations on the Translation :

The applicant may make written observations on what, in his opinion, are
errors of translation of the intemational preliminary examination report and
shall send & copy of any such observation to each of the interested elected Of-
fices and a copy to the Internationsl Bureau.

- -1898.04(f) Confidential Nature of the Report

[R-5]

PCT Article 38
Confidential Nature of the International Preliminary
Exzamination

{1) Neither the International Buresu nor the International Preliminary
Examining Authority shall, unless requested or authorized by the epplicant,
allow access within the meaning, and with the proviso, of Article 30(4) 1o the
file of the international preliminary examination by any person or authority at
any time, except by the elected Offices once the internationsl preliminary
examination report has been established.

(2) Subject to the provisions of paragraph (1) and Anticles 36(1) and (3)
and 37(3)Xb), neither the Intemational Bureau nor the International Preliminary
Examining Authority shall,unless requested or authorized by the applicant, give
information on the issuance or non-issuance of an intemational preliminary
exarnination report and on the withdrawal or nonwithdrawal of the demand or
of any election.

1898.05(a) Withdrawal of Demand or Election
[R-§]

PCT Article 37
Withdrawal of Demand or Election

(1) The applicant may withdraw any or all elections.
(2) If the election of all elected Stetes is withdrawn, the demand shall be
considered withdrawn.
(3)(2) Any withdrawel shall be notified to the International Bureau.
(b) The elected Office concerned and the International Preliminary

- Examining Authority concerned shall be notified accordingly by the Interna-

, tional Bureau.
s (4)(=) Subject to the provisions of subparagraph (b), withdrawal of the

1800-123
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demand or of the clection of a Contrecting Siete shell, uniess the naticeal law
of that State provides otherwise, be considared to bo withdrawal of the intema-
tional epplication as far as that Staie is concemed.

(b) Withdrawal of the demand or of the election shall not be considered
10 be withdrawal of the intemationsl spplication if such withdrawal is effected
price tothe expiration of the applicable time limizt under Anticle 22; however, any
Contracting State may provide in ite national law thet the aforesaid shall apply
only if its national Office hag received, within the said time limit, a copy of the
international application, together with & translation (as prescribed), and the
national fee.

PCT Rule 75
Withdrawal of the Demand, or of Elections

75.1 Withdrawals

(2) Withdrawal of the Demand or all the elections may be effected
prior to the expiration of 30 months from the priority date except as o any
elected State in which national processing or exarmination has already started.
Withdrawal of the election of any elected State may be effected priortothe date
on which examination and processing may stert in that State.

(b) Withdrawal shall be effected by a signed notice from the epplicant to
the Intemational Bureau. In the case of Rule 4.8(b), the notice shsll require the
signature of all the applicants.

75.2 and 75.2 [Deleted]
75.4 Faculty under Article 37(4)(b)

(a) Any Contracting State wishing to tzke advaniage of the faculty
provided for in Article 37(4)(b) shall notify the Intemational Buresu in writing

(b) The notification under paragraph (a) shall be promptly published by
the International Bureau in the Gazetie, and shell have effect in respect of
intemational applications filed more than one month after the publication date
of the relevant issue of the Gazette.

Administrative Instructions Sectlon 606
Canceliation of Elections

The International Preliminary Exsmining Authority shall, if the election
is in the demand, cancel ex officio the election of any State which is not a
designated State or which is not bound by Chapter I of the Treaty, shall enclose
that election within square brackets, shall enter, in the margin, the words
“CANCELLED EX OFFICIO BY IPEA" ortheir equivalent in the language of
publication of the international application, and shall notify the applicant ac-
cordingly.

Any withdrawal of ihe demand or any election must be
sent to the International Bureau.

1898.06(a) Receipt of Notice of Election by the
Patent and Trademark QOffice [R-5]

PCT Ruie 61
Notification of the Demand and Election
Tkl
61.2 Notification to the Elected Offices

(a) The notification provided for in Article 31(7) shall be effected by the
International Bureau.

(b) The notification shall indicste the number and filing dste of the
intemational application, the name of the applicant, the name of the receiving
Office, the filing date of the application whose priority is claimed (where
priority is claimed), the date of receipt by the Intemnational Preliminary Exem-
ining Authority of the demand, and - in the case of later elections - the date of
receipt by the Intemnational Buresu of the later election.

(c) The notification shall be sent to the elected Office prompily after the
expiration of the 18th month from the priority date, or, if the international
preliminary exsmination report is communicated eardier, then, st the same time
as the communication of that report. Elections effected afier such notification
shall be notified promptly after they have been effected.

61.3 Information for she Applicant

The Intemnationsl Bureau shall inform the spplicant in writing that it has
effected the notification referred to in Rule 61.2. At the same time, it shall
indicate to him, in respect of each elected State, sny applicable time limit under
Anicle 39(1)(b).
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All notices of election are received by the PCT Division
from the International Bureau. The PCT Division prepares the
appropriate records of the election and places the paper in
storage with the communicated copy of the international appli-
cation until the national stage is entered.

1898.06(b) Receipt of the International
Preliminary Examination Report from
the International Bureau [R-5§]

PCT Article 36
Transmittal, Translation, and Communication, of the
International Preliminary Examination Report

Rk

(3)(2) The international preliminary examinstion report, together with its

translation (as prescribed) and its annexes (in the original language), shall be .

communicated by the International Buresu to each elected Office.
ek

PCT Rule 73
Communication of the Interrational Preliminary Examination
¢ Report

73.1 Preparation of Copies

The International Bureau shall prepare the copies of the documents to be
communicated under Article 36(3)Xa).
73.2 Tine=Limit for Communication

The communication provided for in Article 36(3)(a) shall be effected as
promptly as possible.

The International Bureau will forward to the Patent and
Trademark Office copies of all International Preliminary Ex-
amination Reports in international applications in which the
United States of America has been elected. The Reports are
processed by the PCT Division and are forwarded for national
processing when the requirements for entering the national
stage have been fulfilled.

1898.07(a) Entering the National Stage under
Chapter II [R-5]

PCT Article 36
Transmittal, Translation, and Communication, of the
International Preliminary Examination Report
seaeaak ik
(3)b) The prescribed translation of the anmexes shall be transmitted
within the prescribed time limit by the applicant to the elecied Office.

akeobox

PCT Article 39
Copy, Transiation, and Fee, to Elected Offices

(1)(a) If the election of any Contracting State has been effected priortothe
expiration of the 19th month from the priority date, the provisions of Article 22
shall not apply to such State and the applicant shall fumish a copy of the
international application (unless the communication under Article 20 has
already taken place) and a translation thereof (as prescribed), snd pay the
national fee (if any), to each elected Office not later than at the expiration of 30
months from the priority date.

(b) Any national law may, for petforming the acts referred to in subpara-
graph (a), fix time limits which expire later than the time limit provided for in
that subparagraph.

(2) The effect provided for in Article 11(3) shall cease in the elected State
withthe same consequences as the withdrawal of any nationeal application in that
State if the epplicant fails to perform the acts referred to in paragraph (1)a)
within th'e time limit applicable under paragraph (1)(2) or (b)
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(3} Any clected Office mey mainasin the effect provided for in Anicle
11(3) even where the spplicent doss not comply with the requirements provided
for in paregraph (1)(s) or (b).

PCT Rule 74
Translation of Annexes of the International Preliminary
Examinstion Report and Transmittal Thereof

T4.1 Contents of Translation and Tirme Limit for Trarsmittal Thereof

Where the fumishing of a translation of the intemational application is
required by the elected Office under Anicle 39(1), the applicant shall, withinthe
time limit spplicable under Anticle 39(1), ransmit a translation of any replace-
ment sheet referred to in Rule 70.16 which is annexed to the intemational
preliminary examination report. The same time limit shall apply where the fur-
nishing of & translation of the international application to the elected Office
must, because of » declarastion made under Article 64(2)(a)(i), be effected within
the time limit applicable under Article 22.

The statutory requirements for entering the national stage
in the United States are set forth in 35 U.S.C. 371.

>37 CFR 1.495 Entering the national stage in the Unlted States
of America as an Elected Office

(a) Where a2 Demand has been filed with an appropriste Intemational
Preliminary Examining Authority and not withdrawn by the expiration of 19
months from the priority date, the applicant must fulfill the requirements of 35
U.S.C. 371 within the time periods set forth in paragraph (b) and (c) of this
section in order 10 prevent the abandonment of the internationsl application as
to the Unites States of America. International applications for which those
requirements are timely fulfilled will enter the national stage and obtain an
examination as to the patentability of the invention in the Unites State of Amer-
ica.

(b) The applicant shall furnish to the United States Patent and Trademark
Office not later than the expiration of 30 months from the priority date

(1) a copy of the intemational application, unless it has been previcusly
communicated by the Intemnational Bureau orunless it was originally filedin the
United States Patent and Trademark Office;

(2) atranslation of the interational application into the Englishlanguage,
if it was originally file in another language;

(3) the basic national fee (see §1.492(a)); and

(4) en oath or declaration of the inventor (see §1.497).

(c) The applicant may fumish any regquired English translation of the
international application, the basic nationel fee and the oath or declaration of the
inventor afier 30 months but not later than the expiration of 32 months from the
priority date. The payment of the processing fee set forth in §1.492(f) is required
for acceptance of en English translation later than the expiration of 30 months
after the priority date. The payment of the surcharge set forth in §1.492(e) is
required for acceptance of the basic national fee orthe oath or declaration of the
inventor later than the expiration of 30 months after the priority date.

(d) A copy of any amendments to the claims made under PCT Article 19,
and a translation of those amendments into English, if they were made in ancther
language, must be furnished not later than the expiration of 30 months from the
priority date. Amendments under PCT Anticle 19 which are not received by the
expiration of 30 ronths from the priority date will be considered tobe cancelled.

() A translation into English of any annexes tothe international prelimi-
nary examination report, if the annexes were made in another language, must be
fumished notlaterthan theexpiration of 30 months from the priosity date. Trans-
lations of the annexes which are not received by the expiration of 30 months
from the priority date may be submitted within 32 months from the priority date
accompanied by the processing fee set forth in §1.492(f). Translations of the
annexes which are not timely received will be considered to be cancelled.

(e) Verification of the translation of the intemational spplication or any
other document pertsining to an international applicetion may be required
where it is considered necessary, if the international application or other docu-
ment was filed in & language other than English,

() The documents submitted under paragraphs (b) and (c) of this section
maust be clearly identified as 2 submission to enter the national stage under 35
U.S.C. 371, otherwise the submission will be considered as being made under
35 US.CliL

(g) Thetime limits set out in paragraphs (b), (c), {(d) and (e) of this section
may not be extended pursuant to §1.136 or otherwise.
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may not be extended pursuant to §1.136 or otherwise,

(i) An international spplication becomes abandoned as 1o the United Seates
30 months from the priority date if a copy of the intemational spplication is not
communicated to the Patent end Trademark Office priorio 30 months from the
prictity date and a Demand for Internstional Preliminsry Examination which
elected the United States of America has been filed prior to the expiration of19
months from the priority date. If a copy of the intemational application is com-
municated within 30 months to the Patent and Trademark Office, an inteme-
tional spplication will become sbandoned as 1o the United States 32 months
from the priority date if the required English translation(s), fees and oath or
declaration under 35 U.S.C. 371(c) are not filed within 32 months from the
priority date.<

>1.497 Oath er declaration under 35 U.S.C. 371(c)(4).

(a) When an applicant of an intemational application, if the inventor,
desires to enter the national stage under 35 U.S.C. 371 pursuant to §1.494 or
§1.495, he or she must file an cath or declaration in accordance with §1.63.

(b) If the international application was made as provided in §1.422, 1.423
or 1.425, the applicant shall statehis orher relationship to the inventor and, upon
information and belief, the facts which the inventor is required by §1.63 to
flate.<

See also MPEP § 1890 for fees and explanation of require-
ments.

) 1898.07(b) National Stage Amendments [R-5]

PCT Article 41
~= Amendment of the Clalms, the Description, and the Drawings,
before Elected Offices

(1) The applicant shall be given the opportunity to amend the claims, the
description, and the drawings, before each elected Office within the prescribed
time limit. No elected Office shall grant a patent, or refuse the grant of & patent,
before such time limit has expired, except with the express consent of the
applicant.

(2) The amendments shall not go beyond the disclosure in the intemational
application as filed, unless the national law of the elected State permits them to
go beyond the seid disclosure.

(3) The amendments shall be in accordance with the national law of the
elected State in all respects not provided for in this Treaty and the Regulations.

(4) Where an elected Office requires a tranclation of the international
gpplication, the amendments shall be in the language of the translation.

+

PCT Article 42
Resuits of Nationzl Examination in Elected Offices
No elected Office receiving the international preliminary examination
report may require that the applicent fumnish copies, or informetion on the
contents, of any papers connected with the examination relating to the same
international application in any other elected Office.

PCT Ruile 76
Copy, Transiation and Fee under Article 39(1); Transiatlon of
Priority Document

76.1,76.2 end 76.3 [Deleted]
76.4 Time Limit for Translation of Priority Document

The spplicant shall not be required to fumnish to any elected Office a
centified translation of the priority document before the expiration of the
spplicable time limit under Asticle 39. .
76.5 Application of Rules 22.1(g), 49 and 51%*

Rules 22.1(g), 49 and 51bis shall apply, provided that:

(i) any reference in the said Rules to the designated Office orto the
designated State shall be construed as a reference to the elected Office orto the
elected State, respectively;

(ii) any reference in the said Rules to Article 22 shall be construed
as & reference to Article 39(1).

(iif) the words “international applications filed” in Rule 49.1(c) shall
be replaced by the words “a demend submitted.”

; PCT Rule 77
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Faculty under Avticle 39(1)(b)
T1.1 Exercise of Faculty

(2) Any Comtracting State allowing s time Limitexpiring later then thetime
Yismis provided for in Article 39(1)(a) shall notify the Intermnations] Bureau of the
tirne limit go fixed.

(b) Any notification received by the Imemational Buresn under paragraph
(2) shall be promptly published by the Intemational Buresu in the Gazette,

(c) Natification concerning the shortening of the previously fixed time
limit shall be effective in relation to demands subsmitted efter the expiration of
three months computed from the date on which the natification was published
by the Intemational Bureau.

(d) Notification conceming the lengthening of the previously fixed time
limit shall become effective upon publication by the Intemationsal Bureau inthe
Gazelte in respect of demands pending at the time or submitted after the date of
such publication, or, if the Contracting State effecting the notificstion fixes
some later date, as from the latter date.

PCT Rule 78
Amendment of the Claims, the Description, and the Drawings,
before Elected Offices
78.1 Time Limit Where Election Is Effected prior to Expiration of 19 Months
Jrom Priority Date.

(a) Where the election of any Contracting State is effected prior to the
expiration of the 19th month from the priority date, the applicant shall, if he so
wishes, exercise the right under Article 41 after the trensmittal of the interna-
tional preliminary examination report under Article 36(1)has been effected and
before the time limit applicable under Article 39 expires, provided that, if the
said transmittal has not taken place by the expiration of the time limit applicable
under Article 39, he shall exercise the said right not later than on such expiration
date. In cither case, the spplicant may exercise the said right at any time if so0
permitied by the nationsl law of the said State.

(b) In any elected State in which the national law provides that the
examination staris only on special request, the nationsllew may provide that the
time limit within or the time at which the applicant may exercise the right under
Anicle 41 shall, where the election of any Contracting State i¢ effected priorto
the expiration of the 19th month from the priority date, be the same as that
provided by the national law for the filing of amendments in the case of the
examination, on special request, of national applications, provided that such
time limit shall not expire prior to, or such time shall not come before, the
expiration of the time limit applicable under Article 39.

78.2 Tirme Limit Where Election Is Effected afier Expiration of 19 Monshs from
Priority Date

Where the election of any Contracting State has been effected afier the
expiration of the 19th month from the priority date and the applicant wishes to
meake amendments under Article 41, the time limit for meking amendments
under Article 28 shall apply.

78.3 Utility Models

The provisions of Rules 6.5 and 13.5 shall apply, mutatis mautandis, before
elected Offices. If the election was made before the expiration of the 19th month
from the priority date, the reference to the time limit applicable under Anticle 22
is replaced by a reference to the time limit applicable under Aricle 39.

Under §§ 1.494 and 1.495, applicants must indicate on all
application papers filed for eniry into the national stage in the
United States under 35 U.S.C. 371 that the filing is being made
under 35 U.S.C. 371. Otherwise the application papers will be
treated under 35 US.C. 111.

37 CFR 1.492(a)(4) and 1.496(b) provide for a substan-
tially reduced national fee and special procedure, respectively,
where the application has satisfied the requirements of novelty,
inventive step (non-obviousness) and industrial applicability
before the United States International Preliminary Examining
Authority as to the identical claims which are in the application
at the national stage in the Patent and Trademark Office.
Amendments during subsequent prosecution will only be per-
mitted in response to an examiner's rejections or objections.
Thus, no new claims are permitted. Therefore, most of such
cases will require little or no prosecution to satisfy the require-
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ments for patentability.

The Patent and Trademark Office considers the interna-
tional application pending as to the United States where it has
been designated until the 22nd month from the priority date and
no Demand for International Preliminary Examination hasbeen
filed prior to the expiration of the 19th month from the priority
date and pending until the 32nd month from the priority date if
a Demand for International Preliminary Examination which
elected the United States of America has been filed prior to the
expiration of the 19th month from the priority date, provided
that a copy of the international application has been communi-
cated tothe Patentand Trademark Office within 20 or 30 months
of the priority date respectively. If a copy of the international
application has not been communicated to the Patent and
Trademark Office within the 20 or 30 month period, respec-
tively, the international application becomes abandoned as to
the United States 20 or 30 months from the priority date
respectively. These periods have been placed in the rules as
paragraph (h) of §1.494 and as paragraph (i) of § 1.495. A
continuing application under 35 U.S.C. 365(c) and 120 may be
filed anytime during the pendency of the international applica-
tion.

1898.07(c) Unity of Invention during the
National Stage [R-5]

37 CFR-4.499 Unity of inventien during the national stage.

(2) An international application which has entered the national stage by
meeting the requirements of 35 U.S.C. 371 will be considered to have unity of
invention if the claimsg are in accordance with PCT Rule 13 (see §1.475(f)).

(b) An spplication in the national stage containing claims to different
categories of invention will be considered to have unity of invention if the claims
are draiwn only to one of the combinations as set forth in PCT Rule 13.2 (see
§1.475(f)) or to the combination of

(1) & product and a process for the manufacture of said product or

(2) & product and a process of vse of said product.
I£ an application contains claims 1o more or less than one of the combinations
of categories of invention get forih in PCT Rule 13.2 (see §1.475(f)) or
combination set forth in paragraphs (b)(1) and (2) of this section, vnity of
invention may not be present.

(c) If an spplication in the netional stage contains claims to a category of
invention in addition tothose categories included in any one of the combinations
specified in paragraph (b) of this section, lack of unity of invention may be held
between the categories included in the combination and the claims to the addi-
tional category of invention.

(d) Unity of invention will exist in an application in the national stage
where the claims are limited to one of the combinations of categories set forth
in PCTRule 13.2 (see §1.475(f)) or & combination set forth in paragraphs (b)(1)
or (2) of this section. If multiple products, processes of manufacture or uses are
claimed, the first invention of the category first mentioned in the claims of the
application and the first recited invention of each of the other categories related
thereto will be considered as the elected invention to be examined. Any such
holding of an election by the examiner will be made in the form of a restriction
requirement which confirms the election made by the presentation of claims.
Such & restriction requirement would be made on the basis of whether the
inventions are independent and distinct. Applicant has the right to traverse such
a restriction requirernent in the response 1o the Office action in which the
election is indicated.

(e) The inventions recited by the claims of different categories must be
related rather than independent inventions.

() If the examiner finds that a national stage application lacks unity of
invention, the examiner may in an Office action require the applicant in the
response to that Office action to elect the invention to which the claims shall be
restricted, this official action being called a requirement for restriction. Such
requirement may be made before any action on the merits but may be made at
any time before the final action at the discretion of the examiner. Review of any
such reqyirement is provided under §§1.143 and 1.144.
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Theunity of invention practice set forthin PCT Rule 13 will
be applied in national stage applications entered under 35
U.S.C. 371 bacause 35 U.S.C. 372(b) provides that, "The
Commissioner may cause the question of unity of invention to
be reexamined under section 121 of this title, within the scope
of the requirements of the treaty and the Regulations." How-
ever, continuing applications filed under 35 U.S.C. 111 of the
international applications under the provisions of 35 US.C.
365(c) will be subject to the same restriction practice as other
United States national applications filed under 35 US.C. 111.
Where several inventions have been searched in the parentinter-
national application, the examination of such inventions in a
continuing national application may not be burdensome and the
examiner may consider all the inventions in such an application
without making a restriction requirement.

See aslo MPEP § 1868 for explanation of Unity of Inven-
tion requirements.

1898.08(a) National Stage Processing [R-5]

PCT Article 33
The International Prelimlnary Examination
£33 2]

(5) The criteria described sbove merely serve the purposes of international
preliminary examination. Any Contracting State may apply additional or
different criteria for the purpose of deciding whether, in that State, the claimed
invention is petentable or not.

(6) The international preliminary examination shall take into considera-
tion all the documents cited in the international search report. It may take into
consideration any additional documents considered to be relevant in the particu-
lar case.

PCT Article 40
Delaying of National Examination and Other processing
(1) If the election of any Contracting State has been effected priorto
the expiration of the 19th month from the priority date, the provisions of Article
23 shall not apply to such State and the national Office of or acting for that State
shell not proceed, subject to the provisions of paragraph (2), to the examination
and other processing of the intemational application prior to the expiration of the
applicable time limit under Article 39.
(2) Notwithstanding the provisions of paragraph (1), any elecied Office
may, on the express request of the applicant, proceed to the examination and
other processing of the intemational application &t any time.

>37 CFR 1.496 Exzamination of international applications in the
natienai stage

(2) Intemational applications which have complied with the requirements
of 35 U.S.C. 371(c) will be taken up for action based on the date on which such
requirements were met. However, unless an express request for early processing
has been filed under35 U.S.C. 371(f), no action may be taken pnorto onemonth
after entry into the national stage.

(b) A national stage application filed under 35 U.S.C. 371 may have paid
therein the basic national fee as set forth in §1.492(a)(4) if it contains, or is
amended to contain, at the time of entry into the national stage, only claims
which have been indicated in an international preliminary exemination report
prepared by the United States Patent and Trademark Office as satisfying the
criteria of PCT Article 33(1)-(4) as to novelty, inventive step and industrisl
applicability. Such national stage applications in which the basic national fee as
set forih in §1.492(2)(4) has been paid may be amended subsequent to the date
of entry into the national stage only to the extent necessary to eliminate
objections as to form or to cancel rejected claims, Such national stage spplica-
tions in which the basic national fee as set forth in §1.492(a)(4) has been paid
will be taken up out of order.<

Theunity of invention practice set forthin PCT Rule 13 will
be applied in national stage applications under 35 U.S.C. 371
because 35 U.S.C. 372(b)(2) provides that, "The Commissioner
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may cause the question of unity of invention to be reexamined
under section 121 of this title, within the scope of the require-
ments of the treaty and the Regulations.” However, continuing
applications filed under 35§ U.S.C. 111 of international applica-
tions under the provisions of 35 U.S.C. 365(c) will be subject to
the same restriction as other national applications filed under 35
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U.S.C. 111, Howeves, it is notod that where several inveations
have been searched in the parent international 5 ion, the
mmmﬂmofmhmmmmacmunmg ational appli-
cation may not be burdensome and the examiner may cmszdm’
all the inventions in such an application without making a
restriction requirement.
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