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1801 Basic PCT Principles

Mayor Concerrs

The Patent Cooperation Treaty (PCT) is an
internatjonal agreement to which the United
States of America is a party, which provides
for the filing of patent applications on the same
invention in a number of countries. The PCT
enables the ¥.8. applicant to file one applica-
tion, “an international application”, in a stand-
ardized format in English in the Receiving Of-
fice (the U.S, Patent and Trademark Office),
and have that application acknowledged as a
regular national filing in as many member coun-
tries to the PCT as the applicant “designates”
that is, names, as countries in which patent pro-
tection is desired. The PCT also provides that
the application will be subjected to a search for
published disclosures which are capable of as-
sisting in the determination of whether the in-
vention disclosed in the application is new and
unobvious. Upon payment of national fees and
the furnishing of a translation, usually some
twenty months after the filing of the earliest
application for the invention, the application
will be subjected to national procedures in each
of the designated countries.

The PCT offers an alternative route to filing
patent applications directly in those countries
which are members of the PCT. It does not pre-
clude taking advantage of the priority rights
and other advantages provided under the Paris
convention (PCT Article 1}. The PCT provides
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an additional and optional foreign filing route
to United States applicants.

POT ArtroiE 1

Hatadlishment of ¢ Union

(1} The States party to this Treaty (hereinafter
called “the Contracting States”) constitute a Union
for cooperation in the filing, searching, and examina-
tion, of applications for the protection of inventions,
and for rendering special technical sexvices. The Union
shall be known as the International Patent Coopers-
tion Union. ' :

(2) No provision of this Treaty shall be interpreted
a8 diminishing the rights under the Paris Conven-
tlon for the Protection of any county party tc that
Convention.

The PCT has alse substantially harmonized
the formal requirements of applications for the
member countries and the Kuropean Patent
Convention (EPC).

The PCT also provides new filing and search-
ing procedures whereby much of the processing
and transmittal of papers is done for the ap-
plicant by the various national patent offices
acting as international authorities and the In-
ternational Bureau {IB) of the World Intel-
lectual Property Organization (WIPO) in Ge-
neva, Switzerland, which administers the

Treaty.
Basic Frow

To understand the PCT, it is important to
kmow the basic flow of an international appli-
cation under the PCT. This flow is llustrated
on the next page.

It is expected that, in most instances a na-
tional U.S. application (NA) will be filed first
since the appheant can obtain s search for a
relatively low U.S. filing fee. An international
application for the same subject matter will
then be filed subsequently within the priority
year provided by the Paris Convention and
claim the priority benefit of the U.S. national
application filing date.

Reoervive Osrrce (RO)

The international application (YA) must be
filed in a Receiving Oﬂ{():e (RO} (PCT Arxticle
10). The United States Patent and Trademark
Office will act as a Receiving Office for United
States residents and nationals (85 USC 361
(a2)). The Receiving Office functions as the fil-
ing and formalities review organization for in-
ternational applications, International applica-
tions must contain upon filing the designation
of those countries in which patent protection is
desired and must meet certain standards for
completeness and formality (PCT Articles 11
(1) and 14(1)). '
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‘Where a priority claim is made, the date of
the earlier filed national application is used as
the date for determining the timing of interna-
tional processing, including the various trans-
mittals, the payment of certain inteinational
and national fees, and publication of the ap-
plication. Where no priority claim is made, the
International filing date will be considered to
be the “priority date” for timing purposes (PCT
Article 2(x1}).

The international application is subject to the
payment of certain fees upon filing and at the
expiration of 12 months from the priority date
(PCT Article 11(3) and 35 USC $63). The Re-
ceiving Office will grant an international filing
date to the ?plication, collect fees, handle in-
formalities directly with the applicant, and
monitor all corrections, 35 USC 3861(d). By 13
months from the priority date, the Receiving
Office is required to prepare and transmit a copy
of the international application, called the
Search Copy (SC), to the International Search-
ing Authority (ISA) ; and another copy, called
the Record Copy (RC), to the International Bu-
rean {PCT Rules 22.1 and 23). A third copy of
the international application, the Home Copy
(HC), remains in the Receiving Office (PCT
Article 12(1)). Once the Receiving Office has
transmitted copies of the application, the Inter-
national Searching Authority becomes the focus
of international processing. ‘

InTERNATIONAL SEARCHING AUTHORITY

{ISA)

The basic function of the International
Searching Authority (ISA) is to conduct a
prior art search of inventions claimed in inter-
national applications; it does this by searching
in at least the minimum documentation defined
by the Treaty (PCT Axrticles 15 and 16 and
PCT Rule 34). The U.S. Patent and Trademark
Office acts as an International Searching Au-
thority for U.8. residents and nationals. The
International Searching Authority is also re-
sponsible for checking the content of the title
and abstract (PCT Rules 37.2 and 38.2). An
International Search Report (SR) will normal-
ly be issued by the International Searching
Authority within three months from the receipt
of the Search Copy (usually 16 months after
the priority date) (PCT Rule 42). Copies of
the International Search Report and prior art
cited will be sent to the applicant and the
International Bureau (PCT Rules 43 and 44.1).
The Search Report will contain a listing of those
documents found to be relevant and will iden-
tify the claims in the application to which they
are pertinent; however, no judgments or state-
ments as to patentability will be made (PCT
Rule 43.10). Once the International Search Re-
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port has been completed and transmitted,
international Emcessmg continues before the
International Bureau.

InrerNaTIONAL BUreau (IB)

The basic functions of the International
Bureau (IB) are to maintain the master file of
all international applications and to act as the
publisher and central coordinating body under
the Treaty. The World Intellectual Pm%)erty
Organization in Geneva, Switzerland performs
the duties of the International Bureau.

If the applicant has not filed a certified copy
of the priority document in the Receiving Oflice
with the international application, or requested
upon filing that the Receiving Office prepare
and transmit to the International Bureau 2
copy of the prior U.S. pational application, the
priority of which is claimed, the applicant must
submit such a document directly to the Inter-
national Bureau not later than 16 months after
the priority date.

The applicant has normally two months from
the date of transmittal of the International
Search Report to amend the claims by filing an
amendment directly with the International
Bureau (PCT Article 19 and PCT Rule 46).
The International Bureau will then normally
publish (Pg the international application along
with the Search Report and any amendment
(Amdt) at the expiration of 18 months from
the priority date (PCT Article 21). The inter-
national publication will be in pamphlet form
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with & front page containing bibliographical
data, the abstract, and a figure of the drawing
(}f’C’i‘ Rule 48). The pamphlet will also contain
the search report and any amendments to the
claims submitted by the a{)plicant. If the ap-
lication is published in a language other than
nglish, the search report and abstract are also
published in English, The International Bu-
reau will also publish a Gagzette in the French
and English languages which will contain in-
formation similar to that on the front pages of
international applications, various indexes, and
announcements (PCT Rule 86), The Interna-
tional Bureau will also transmit copies of the
international application to all the Designated
Offices (PCT Article 20 and PCT Rule 47).

Destenarep Orrice (DO)

Twenty months from the priority date of the
international application, the applicant must
send to each Designated Office any required
translations and the appropriate national or
regional filing fees unless the individual Des-
ignated Office grants additional time (PCT
Article 20). The applicant also has the right to
amend his application within one month after
the payment of his national fees. After this
month has expired (PCT Article 28 and PCT
Rule 52), each Designated Office will make its
own determination as to the patentability of the
application based upon its own specific national
or regional laws (PCT Article 27(5)).

BASIC FLOW OF AN INTERNATIONAL APPLICATION
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1802 PCT Definitions
Agrroim 2
Definitions

For the purpose of this Treaty and the Regulations
and unless expressly stated otherwise :

(1) “application” means an applieation for the
protection of an invention; references to an “ap-
plication” shkall be construed as references to ap-
plications for patents for inventions, inventors’
certificates, utility certificates, utility models, pat-
ents or certificates of addition, inventors’ certificates
of addition, and utility certificates of addition;

(it} references to a “patent” shall be construed
as references to patents for inventions, inventors
certificates, utility certificates, utility models, pat-
ents or certificates of addition, inventors' certificates
of addition, and utility eertificates of addition;

(iif} “national patent” mesns a patent granted
by a national authority ;

(iv) “regional patent” means a patent granted by
a national or an intergovernmental authority having
the power to grant patents effective in more than
one State;

{v) “reglomal application” means an application
for a regional patent;

(vi) references te a “national application” shall
be constried as references to applications for na-
tional patents and regional patents, other than ap-
plications fled under this Treaty:

(vil) “international applecation” means sn appli-
cation filed under this Treaty:

{vill) references to an “spplication” ghail be con-
strued as references to international applications
and national applications:

(ix) references to a “patent” shall be construed as

references to national patents and regional
patents; ‘

(x) references to “national law” ghall be con-
strued as references to the national law of a Con-
tracting State or, where a regional application or a
regional patent is invelved, to the treaty providing
for the filing of regional applications or the grant-
ing of regional patents;

(xi) “priority date,” for the purposes of comput-
ing time limits, means:

(a) where the international application con-
tains a priority claim under Article 8, the filing
date of the application whose priority is so
elaimed ;

(b} where the international application contains
geveral priority claims under Artlele 8, the filing
date of the earliest application whose priority is
5o claimed ;

{e) where the international appleation does
not contain any priority claim under Article 8, the
internatlona! fling date of such application ;
(xii) “national Office” means the government au-

thority of a Contracting State entrusted with the
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granting of patents; references to & “national Office”
shall be construed as referring also to any inter-
governmental authority which several States have
entrusted with the task of granting regional patents,
provided that at least one of those States is a Con-
tracting State, and provided that the said States
have authorized that authority to assume the oblga-
tions and exercige the powers which thisz Treaty and
the Regulations provide for in respect of national
Offices; .

(xiii)} “designated Office” means the natioual Of-
fice of or acting for the State designated by the ap-
plicant under Chapter I of this Treaty:

(xiv) “elected Office” means the national Office
of or acting for the State elected by the applicant
under Chapter IT of this Treaty;

(xv) “receiving Office” means the national Office
or the intergovernmental organization with which
the international application has been filed;

(xvi) “Union” means the Internationai Patent Co-
operation Union;

(xvil) “Assembly” means the Assembly of the
Union ;

{xviii) “Organization” means the World Intellec-
tual Property Organization ;

{xix) “International Bureau” means the Interna-
tional Burean of the Organization and, as long as
it subsisty, the United International Bureanx for
the Protectlon of Intellectual Property (BIRPI);

(xx) “Director General” means the Director
General of the QOrganization and, as long as BIRPI
Subaists, the Director of BIRPI.

PCT RuLn 2
Interpretation of Uertain Words
2.1 “Applicant”

Whenever the word “soplizant” ig used, it shall be
construed as meaning also the agent or other repre-
sentative of the applicant, except where the contrary
clearly follows from the wording or the nature of the
provision or the context in which the word iy used,

such as, in particular, where the provision refers to
the regidence or nationality of the applicant.
2.2 “Agent”

Whenever the word “agent” is used, it shall he con-
strued as meaning any person who has the right to
practice before international authorities as ‘Gefined in
Article 49 and, unless the contrary clearly follows
from the wording or the nature of the provision, or
the context in which the word is used, alzo the com-
mon representative referred to in Rule 4.8,

2.8 “Signature”

Whenever the word “signature” is used, it shall be
understood thaf, if the national law applied by the
receiving Office or the competent Internationsal Search-
ing or Preliminary Bxamining Authority reguires the
use of a seal instead of a signature, the word, for the
purposes of that Office or Authority, shall mean seal.
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85 U.8.0. 351 Definitions. When used in this part
unless the context otherwise indicates—

(g} "The term ‘treaty’ means the Patent Coopera-
tion Treaty done at Waghington, on June 18, 1870,
excluding chapter I thereof.

(b) 'The term ‘Regulations’, when capitalized,
means the Regulations under the treaty excluding part
O thereof, done at Washington on the same dafe as
the treaty. The term ‘regulations’, when not eapital-
ized, means the regulations established by the Com-
missioner under this titie.

(e} The term ‘International application’ means an
applieation filed under the treaty.

(d) The term ‘international application originatfing
in the United States’ means an international applica-
tion flled in the Patent Office when it is geting as a
Recelving Office under the treaty, irrespective of
whether or not the United States hag been designated
in that‘international application.

{e) The term ‘international application designating
the United States’ means an international application
gpecifying the United States as a couniry in which a
patent is sought, regardless where such international
application is filed.

(f) The term ‘Receiving Office’ means a national
patent office or Intergovernmental organization which
receives and processes international appiications as
prescribed by the treaty and the Regulations.

(g} The term ‘International Searching Authority’
menns a national patent office or intergovernmental
organization as appointed under the treaty which
~ processes international applications as preseribed by
the treaty and the Regulations,

(k) The term ‘International Burean’ means the in-
ternational intergovernmental organization which is
recognized as the coordinating body under the treaty
and the Regnlations.

(1) Terms and expressions not deflned in this part
gre to be taken in the sense indicated by the treaty and
the Regulations,

37 CFR 1.401 Definitions of terms under the Potent
Goopemtion Treaty. (a) The abbreviation “PCI™ and
the term “Treaty” mean the Patent Cooperation
Treaty.

gb) “International Bureau” means the World In-
tellectual Property Organization located in Geneva,
Switzerland,

(¢) “Adminigtrative Instructions” means that body
of instruections for operating under the Patent Coop-
eration Treaty referred to in PCT Rule 89,

(d) “Request”, when capitslized, means that ele-
ment of the International application deseribed in POT
Rules 8 and 4.

{e) “International application”, as used in this
Subchapter ig defined in § 1.9(b). ‘

(f) “Priority date” for the purpose of computing
time limits under the Paten{ Cooperation Treaty is
defined in PO Art. 2(xi). Note also §1.485.
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(g) Other terms and expressions in this Subpart C
not defined in this section are to be taken in the
senge indicated in POT Act. 2 and 85 U.8.0. 851.

1803 Reservations Under the PCT
Taken by the United States of
America

ARTICLE 64
Rezervations

(1} (a) Any State may declare that it shall not be
hound by the provisions of Chapter II.

(b) States making a declaration under subparagraph
{a) shall not be bound by the provisions of Chapter I
and the corresponding provisions of the Regulations.

(2) {2} Any State not having made a declaration un-
der paragraph (1) (a) may declare that:

(i} it shall not be bound by the provisions of Arti-
cle 89(1) with respect to the furnishing of a copy o
the international application and a translation there-
of (asprescribed),

(i) the obligation to delay national processing, as
provided for under Article 40, shall not prevent pub-
lication, by or through its mational Office, of the in-
ternational application or a tranglation thereof, it
being understoed, however, that it is not exempted
from the limitations provided for in Articles 30 and
38
(b} States making such a declaration shall be bound

accordingly.

(8){a) Any State may declare that, ag far as it is
concerned, internationsl publication of infernational
applications is not reguired.

(b} Where, at the expiration of 18 months from the
priority date, the international application contains
the designation only of such States as have made
declarations under subparagraph (a), the international
application shall net be published by virtue of Article
21(2).

(¢) Where the provisions of subparagraph (b} apply,
the international application shall nevertheless be pub-
lished by the International Bureau:

(i) at the request of the applicant, as provided in
the Regulations,

{ii) when a national application or a patent based
on the international application is published by or on
behalf of the national Office of any designated State
having made a deciaration under subparagraph (a),
promptly after such publication but not before the
expiration of 18 months from the priority date.
(4){a) Any State whose national law provides for

prior art effect of its patents as from a date before
publication, but does not equate for prior art purposes
the priority date claimed under the Paris Convention
for the Protection of Industrial Property fo the actual
filing date in that State, may declare that the filing
outside that State of an international applieation desig-
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nating that State is not equated to an actual filing in
that State for prior art purposes.

(b) Any State making a declaration under subpara-
graph (a) shall to that extent not be bound by the pro-
visions of Article 11(3).

(e} Any State making a declaration under subpara-
graph (a) shall, at the same time, state in writing the
date from which, and the conditions under which, the
prior art effect of any international application desig-
nating that State becomes effective in that State. This
statement may be modified at any time by notifieation
addressed to the Director General.

(5} flach State may declare that it does not congider
itself bound by Article §59. With regard to any dispute
between any Contracting State having made such a
declaration and any other Contracting State, the provi-
sions of Article 59 shall not apply.

(6)(a) Any declaration made under this Article
shall be made in writing. It may be made at the time
of signing this Treaty, at the time of depositing the in-
strument of ratification or accession, or, except in the
case referred to in paragraph (5), at any later time
by notification addressed to the Director General In
the case of the said notification, the declaration shall
take effect six months after the day on which the Di-
rector CGeneral has received the netification, and shall
not affect internatlonal applications filed prmr to the
expiration of the said six-month period.

{b) Any declaration made under this Article may be
withdrawn at any time by notification addressed to the
Director General. Such withdrawal shall take effect
three months after the day on which the Director Gen-
eral has received the notification and, in the cage of
the withdrawal of a declaration made under paragraph
(3), shall not affect international applications filed
prior to the expiration of the said three-month period.

{7) No reservations to thiz Treaty other than the
reservations under paragraphs (1) to (5) are per-
mitted.

The United States of America has declared
gﬁ%& )1)?; is not bound by Chapter II (Article

It has also declared that, as far as the United
States of America is concerned that interna-
t(;;;a)al publication is not required (Article 64
The third reservation which the United States
of America made was under Article 64(4)
which relates to the prior art effective date of
a U.S. patent issuing from an -international
application.

1805 Whe May File in the United
States Receiving Office

PCT Apticin 9
The Applicant

(1) Any resident or national of a Contracting State
may file an international application.
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{2) The Assembly may decide to allow the residents
and the nationals of any country party to the Paris
Convention for the Protection of Industrial Property
which is not party to this Treaty to file mternatlonal
applications.

(3) The concepts of residence and nationality, and
the application of those concepts in cases where there
are several applicants or where the applicants are not
the same for all the designated States, are defined in
the Regulatipns.

PCT Ruir 18

The Applicont

18.1 Residence )

(&) Subject to the provisions of paragraph (b}, the
question whether an applicant is a resident of the Con-
tracting State of which he elaims to be a resident ghall
depend on the national law of that State and shall be
decided by the receiving Office.

{b) In any ease, possession of a real and effective in-
dustrial or commercial establishment in a Contracting
State shall be considered residence in that State.

18.2 Nationality

{a) Subject to the provisions of paragraph (b), the
question whether an applicant is a national of the Con-
tracting State of which he claims to be a national shall
depend on the national law of that 8tate and shall be
declded by the receiving Office.

{b) Im any case, a legal entity constituted according
to the national law of 3 Contracting State shall be con-
sidered a national of that State.

18.8 Reveral Applicants: Seme for Ail Designated
States
If all the applicants are applicants for the purposes
of all designated States, the right to file an interna-
tional application shall exist if at least one of them is
entitled to file an international application according
to Article 9.

18.4 Several Applicants: Different for Different Desig-
nated States

(a) The international application may indicate dif-
ferent applicants for the purposes of different desig-
nated States, provided that, in respect of each desig-
nated State, at least one of the applicants indicated for
the purposes-of that State is entitied to file an interna-
tional application according to Article 9.

{b) If the condition referred to in paragraph (a) is
not fulfiiled in respect of any designated State, the des-

ignation of that State shall be considered not to have

been made.
{¢) The International Bureau shall, from time to

time, publish information on the various national lJaws
in respect of the question who is gualified (inventer,
successor in title of the inventor, owner of the inven-
tion, or other) to file a national application and shall
accompany such information by & warning that the ef-
fect of the international application in any designated
State may depend on whether the person designated in

Ea .
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the international appleation as applicant for the pur-
poses of that State iz a person who, under the national
law of that State, is qualified to file a national appli-
cation.

POT Ruwe 19
The Competent Receiving Office

19.1 Where to File

(a)‘ Subjeet to the provisions of paragraph (b}, the
international application shall be filed, at the optien of
the applicant, with the national Office of or acting for
the Contracting State of which the applicant is a resi-
dent or with the national Office of or acting for the Con-
tracting State of which the applicant is a national.

(b) Any Contracting State may agree with another
Contracting State or any intergovernmental organiza-
tion that the national Office of the latter State or the
intergovernmental organization shall, for all or some
purposes, act ingtead of the national Office of the for-
mer State as receiving Office for applicants who are
residents or nationals of that former State. Notwith-
standing such agreement, the national Office of the
former State shall be considered the competent receiv-
ing Office for the purposes of Article 15(5).

{¢) In connection with any decision made under Ar-
tiele 9(2), the Assembly shall appoint the national Of.
fice or the intergovernmental organization which will
act as receiving Office for applications of residents or

" nationals of States gpecified by the Assembly. Such ap-
pointment shall require the previous consent of the
said@ national Office or intergovernmental organization.

18.2 Several Applicents

If there are several applicants, the requirements of
Rule 19.1 shall be considered to be met if the national
Office with which the international application is filed
is the national Office of or acting for a Coni{racting
State of which at least ome of the applicants is a
resident or national.

19.8 Publicetion of Faot of Delegation of Duties of Re-

ceiving Office

(a) Any agreement referred to in Rule 19.1(b)
shall be promptly notified to the International Bureau
by the Contracting State which delegates the duties of
the receiving Office to the national Office of or acting
for another Contracting State or an intergovernmental
organization,

(b) The International Bureau shall, promptly upon

receipt, publish the notification in the Gazette.

POT ABMINISTRATIVE INsTRUCOTION SECoTION 317

Procedure in the Case of the Designation, of o State
being Oonsidered Not To Have Been Made

Where the receiving Office finds that, under Rule
18.4(b), the designation of a State ig to be considered
as not having been made, it shall indicate that fact in
the international application by enclosing the designa-
tion of that State within square brackets and entering
the words “CONSIDERED NOT TQO HAVE BEEN
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MADE,” or their equivalent in the langnage of the
international application, in the margin, and ghall
promptly notify the applicant aceordingly. If copies of
the international application have already been sent
to the International Bureau znd the International
Searching Authority, the receiving Office shall also
notify promptly that Bureau and that Awuthority.

35 U.8.0. 861 Recetving Offtice. (2) The Patent
Office shall act as a Receiving Office for international
applications filed by nationals or residents of the
United States. In accordance with any agreement made
between the Unifed States and snother country, the
Patent Office may 2lso act ag a Reeeiving Office for in-
ternational applications filed by residents or pationals
of such country who are entitled to file international
applications.

{(b) The Patent Office shal perform all acts con-
ne_cted with the discharge of duties regquired of a Re-
ceiving Office, including the collection of international
fees and their transmittal to the International
Bureau.

{e) International applications filed in the Patent
Office shall be in the English language.

{d) The basic fee portion of the intermational
fee, and the transmittal and search fees prescribed un-
der section 376(a) of thig part, ghall be paid on filing
of an international appHeation, Payment of designa-
tion fees may be made on filing and shall be made not
later than one year from the priority date of the infer-
national application.

85 U.8.0. 378 Improper applicent. An international
application designating the United States, shall not be
accepied by the Patent Office for the national stage if
it wag filed by anyone not gualified under chapter 11
of this title to be an applicant for the purpose of iiling
a national application in the United States. Such inter-
natienal applications shall not serve ay the basis for
the benefit of an earlier filing date under section 120 of
thig title in a subseguently filed application, but may
serve as the basis for a claim of the right of priority
under gection 119 of this title, if the United States was
not the sole eountry designated in such international
application.

87 OFR 1.421 Applicant for internetional applice-
tion. (a) Only residents or nationals of the United
States of America may file international applications
in the United States Receiving Office,

{b) Although the United States Receiving Office will
aceept international applications filed by any resiGent
or national of the United States of America for in-
ternational processing, an international application
designating the United States of America will be ac-
cepted by the Patent and Trademark Office for the
national stage only if filed by the inventor or as pro-
vided in §§ 1.422, 1.423 or 1.425.

(¢) International applications which do not designate
the Tnited States of America may he filed by the as-
signee or owner.

(d} The attorney or agent of the applicant may sign
the international application Reguest and file the infer-
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national application for the appHeant if the inter-
national application when filed is accompanied by a
separate power of attorney to that attorney or agent
from the applicant. The separate power of attorney
from the applicant may be submitted after filing if
sufficient cause ig shown for not submitting it at the
time of flling, Note that paragraph (b) of this section
requires that the applicant be the inventor if the United
States of America iz designated.

(e} Any indication of different applicants for the
purpose of different Designated Offices must be shown
on the Request portion of the international application.

{f) Changes in the person, name, or addresg of the
applicant of an international application shall be made
in accordance with PCT Rule 18.5.

87 OFR 1.j28 When the inventor iz dead. In case
of the death of the inventor, the legal representative
(executor, administrator, ete.) of the deceased inventor
may file an international application which designates
the United States of America.

37 CFR 1.423 When the inventor i insone or legelly
incepaciteted. In case an inventor ig insane or other-
wise legally incapacitzted, the legal representative
(guardian, conservator, ete.) of such Inventor may file
an international application which designates the
United States of America.

A7 OFR 1.424 Joint inveniors. Joint inventors must -

Jointly file an international application which desig-
nateg the United States of America; the signature of
either of them alone, or less than the entire number
will be insufficient for an invention invented by them
jointly, except as provided in § 1.425.

37 CFR 1.425 Filing by other then inventor. (a) T
a joint inventor refuses to join in an international ap-
plication which designates the United States of
America or cannot be found or reached after diligent
effort, the international application which designates
the United States of America may be filed by the other
inventor on behalf of himself or herself and the omitted
inventor. Such an international application which des-
ignates the United States of America must be accom-
panied by proof of the pertinent facts and must state
the last known address of the omitted inventor. The
Patent and Trademark Office shall forward notice of
the filing of the international application to the omitted
inventor at sald address,

(b) Whenever an inventor refuses to execunte an in-
ternational application. which designatey the United
States of America, or cannot be found or reached after
diligent effort, a person to whom the inventor has as-
slgned or agreed in writing to assign the invention or
who otherwise shows sufficient proprietary interest in
the matter justifying such action may file the inter-
national application on behalf of and as agent for the
inventor. Buch an international application which
designates the United States of America must be sc-
companied by proof of the pertinent facts and a show-
ing that such action is necessary to preserve the rights
of the parties or {o prevent irreparable damage, and
must state the iast known address of the inventor. The
assignment, written agreement o assign or other evi-
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denee of proprietary interest, or a verified copy thereof,
must he filed in the Patent and Trademark Office, The
Office shall forward notice of the filing of the applica-
tion  to the inventor at the address stated in the

application.

Any resident or national of the United States
of America may file an international applica-
tion in the United States Receiving Office
(PCT Article 9(1) and (3), PCT Rule 19.1,

35 U.SL. 361(a) and 37 CFR 1.412, 1.421). The

concepts of residence and nationality are de-
fined in PCT Rules 18.1 and 18.2. For the pur-
pose of filing an international application, the
applicant may be either the inventor or the suc-
cessor in title of the inventor (assignee or
owner), See also § 1820.02.

However, the laws of the various Designated
countries regarding the requirements for ap-
pHeants must also be considered when filing an
international application. For example, the pat-
ent law of the United States of America requires
that, for the purposes of designating the United
States of Americs, the applicant(s) must be
the inventor(s) (85 U.S.C. 373, PCT Article
27(8)).

Where there are different applicants for dif-
ferent States, at least one applicant designated
for each State must be entitled to file an inter-
national application under PCT Article 9, and
PCT Rule 18.4, See § 1820.09.

PCT Rule 19.2 relates to the situation where
there are several applicants for all the Desig-
nated States. [R-3]

1807 Agent or Common Representa-
tive [R-3]

PCT Antiors 49

Right To Practice Before Internationsl Aulhorities

Any attorney, patent agent, or other person, having
the right to practice before the national Office with
which the international applieation was filed, shall be
entitled to practice before the International Bureau
and the competent International Searching Authority
and competent International Preliminary Exgmining
Anthority in respect of that application,

POT Bure 2
Interpretation of Certain Words

2.1 “Applicant”

Whenever the word “applicant” is used, it shall be
constirued a8 meaning also the agent or other repre-
sentative of the applicant, except where the contrary
clearly follows from the wording or the nature of the
provision or the context in which the word is used such
a8 in particular, where the provision refers to the resi-
dence or nationality of the applicant.

e 2o
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2.2 “Agent”

Whenever the word “agent” is used, it shall be con-
strued as meaning any person who hasg the right to
practice before international authorities as defined in
Article 49 and, unless the contrary clearly follows
from the wording or the nature of the provision, or the
context in which the word is used, also the comrzen
representative referred to in Rule 4.8.

2.3 “Signolure”

Whenever the word “signature” is used, it shall be
understood that, if the national law applied by the re-
eeiving Office or the competent International Searching
or Preliminary Examining Authority requires the use
of a seal instead of a signature, the word, for the pur-
poses of that Office or Authority, shall mean seal

POT RuiE 83
Right To Proclice Before International Auwthorities

83.1 Proof of Right

The International Bureau, the competent Interna-
tional Searching Authority, and the competent Inter-
national Preliminary Examining Authority, may re-
quire the production of proof of the right to practice
referred to in Article 49.

83.2 Information

{a) The national Office or the intergovernmental
organization which the interested person is alleged to
have a right to practice before shall, upon request,
inform the International Bureau, the competent Inter-
national Searching Authority, or the competent Inter-
national Preliminary Hxamining Authority, whether
guch person has the right to practice before it.

{(b) Such information shall be binding upon the In-
ternational Bureau, the Internaticnal Searching An-
thority, or the International Preliminary Examining
Authority, as the case may be.

POT Ruore 80
Représeniation

80.1 Definitions
For the purposes of Rule 90.2 and Rule 90.3:
(1) “agent” means any of the persons referred to
in Article 49;
(ii) “common representative” means the appli-
cant referred to in Rule 4.8.

50.2 Hffects

(a) Any act by or in relation to an agent shall have
the effect of an act by or in relation to the applicant
or applcants having appeinted the agent.

(b) Any act by or in relation to a common repre-
gentative or his agent shall have the effect of an act by
or in relation to all the applicants.

(¢} If there are several agents appointed by the
game applicant or applicants, any act by or in relation
to any of the several agents ghall have the effect of an
act by or in relation to the said applicant or appli-
cants,

419

1807

{d) The effects described in paragraphs (2}, (b),
and (¢), shall apply to the processing of the interna-
tional application before the receiving Office, the In- -
ternational Bureau, the International Searching Au-
thority, and the International Preliminary Examining
Anthority.

90.83 Appointment

{a) Appointment of any agent, or of any common
representative within the meaning of Rule 4.8(a), shall
be effected by each applicant, at his choice, either by
signing the request in which the agent or common rep-
regentative is designated or by a separate power of
attorney (i.e, & document appointiog an agent or com-
mon representative}, .

(B) The power of attorney may be submitied to the
recelving Office or the International Bureau. Which-
ever of the two is the recipient of the power of attor-
ney submitied shall immediately notify the other and
the interested International Preliminary Examining -
Aunthority.

(c) If the separate power of attorney ig not signed
as provided in paragraph (a)}, or if the reguired sepa-
rate power of attorney iz missing, or if the indication
of the name or address of the appointed person does
not comply with Rule 4.4, the power of attorney shall
be considered non-existent uniess the defeet is cor-
rected.

(d) A general power of attorney may be deposited
with the receiving Offlce for purposes of the processing
of the international application as defined in Rule 90.2
(@), Reference may be made in the reguest to such
general power of attorney, provided that a copy thereof
is attached to the request by the applicant.

90.4 Revocatlion

{a) Any appointment may be revoked by the per.
gsons who have made the appointment or their succes-
sors in title.

{b) Rule 90.23 shall apply, mutetis mutendis, to the
document containing the revocation.

87 ORR 1.}55 Representation in internetional ap-
plications. (a) Applicanis of international applications
may be represented by attorneys or agentis licensed to
practice before the Patent and Trademark Oiffice or by
a common representative (PCT Art. 49, Rules 4.8 and
00 and § 1.341).

{b) Appointment of an agent, attorney or common
representative (PCT Rule 4.8) must be effected either
in the Request form, signed by all applicants, or in a
separate power of attorney submitted either to the
United States Receiving Office or to the International
Bureau.

(¢} Powers of attorney and revocations thereof
should be submitied to the United Stafes Receiving
Office until the issuance of the international search
report.

(d) The addressee for correspondence will be ag in-
dieated in Section 108 of the Administrative Instruc-
tions.

Rev. 3, July 1980



Fi

1808

POT ADMINISTBATIVE INSTRUCIION Szoriox 106
Common Agent for Several Applicants

(a) In the case of several applicants, any agent des-
ignated under Rule 4.7 in the request signed by all the
applicants, or appointed under Rule 90.3 in a separate
power of attorney signed by all the applicants, shall
be considered a common agent.

(b) Where the international application is filed with
reference to a general power of attorney not signed by
ali the applicants, it shall be sufficlent for the purpose
of appointment of a common agent under Rule 80.3, if
the request or a separate power of attorney is signed
by the applicant, who did not sign the general power
of attorney.

PCT ApMINISTRATIVE INBTRUCOTION SECTION 108
Correspondence Intended for the Applicant

(a) Any correspondence from an International Au-
thority intended for the applicant, or, in the case of
several applicants, the applicants, shall be addregsed
as follows:

(1} Where the applicant has designated or ap-
pointed one agent, correspondence shall be addressed
to that agent. Where, in the case of several appli-
cants, the applicants are represented by a common
representative or a common agent, correspondence
shall be addressed to that representative or that
agent.

(it) Where the applicant has designated several
agents in the reqguest, correspondence shall be ad-
dressed to the agent first mentioned therein, Where,
in the case of several applicants, the applicants have
designated several common agenis in the request,
correspondence shall be addressed to the common
agent first mentioned therein,

(iil) Where the applicant has appointed several
agents in one or more separate powers of attorney,
correspondence ghall be addressed to the agent first
mentioned in the earliest fited and stili valid separate
power of attorney. Where, in the case of zeveral ap-
plicants, the applicants have appointed several com-
mon agents in one or more separate powers of at-
torney, correspondence shall be addressed to the com-
mon agent first mentioned in the earliest filed and
still valid separate power of attorney.

{b) Any correspondence from an International Au-
thority to the applicant o hig agent shall be marked
with the flle reference, composed either of letters or
numbers, or both, of the applicant or the agent, if so
indicated on the request Form, provided this reference
does not exceed ten characters.

POT ADMINISTRATIVE INSTRUCTION SEcTION 208

Common Representative Designated in the Request

If the applicants designate a common representative
in accordance with Rule 4.8(¢), such common repre-
gsentative shall be indicated on the front page of the
request Porm. The indication of the common representa-
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tive shall take the form of s statement designating the
named applicant to act as the common representative
on behalf of all the applicants,

Any act by or in relation to an agent has the
effect of an act by or in relation to the applicant
or applicants who have designated the agent;
any act by or in relation to a common repre-
sentative has the effect of an act by or in relation
to all the applicants; the foregoing applies to
ih:séziternational phase (37 CFR 1.421(d) and

In the national (or regional) phase, other
agents usually have to be appointed (PCT Rule
90.2). The national laws of the designated states
govern the appointment of agents or attorneys in
the national stage.

Any attorney or agent registered to practice
before the United States Patent and Trademark
Office may be appointed as an agent under the
Patent Cooperation Treaty to file applications
in the United States Receiving Office (PCT
Acrticle 49 and PCT Rule 83).

The document containing the revocation must
be signed by the applicant or, where there are
several applicants, by all the applicants, Tt must
be submitted to the Receiving Office or the In-
ternational Bureau (PCT Rule 90.4).

Powers of attorney and revocations should be
submitted to the United States Receiving Office
until the Search Report has issued in order that
communications may be correctly addressed.
After the Search Report has issued, powers of
attorney and revocations should be submitted to
the International Bureau.

General powers of attorney are recognized for
the purpose of filing and prosecuting an inter-
national application before the international au-
thorities. The original general power of attor-
ney should be deposited with the PCT Division
in the Patent and Trademark Office and any
applications relying thereon must include a
copy thereof. A general power of attorney form
is In Annex M2 of the “PCT Applicant’s
Guide.”

See also § 1820.04 for the power of attorney on
the Request form,

1808 Revocation of the Appointment
of an Agent or a Common Rep-
resentative

3Y OFR 1.475 Changes in person, name, or daddress
of applicants and inventors, All requests for a change
in person, name or address of applicanty and inventor
be sent to the United States Receiving Office until the
time of issuance of the international search report.
Thereafter requests for such changes should be sub-
mitted to the International Bureau.
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1810 Filing Date Requiremenis

POT Artrore 11

Fiting Date and Effects of the Imternotional
Application

(1) The receiving Office shall accord as the interna-
tiongl filing date the date of receipt of the infernational
application, provided that that Office has found that,
at the time of receipt:

(i) the applicant does not obviously lack, for
reasons of residence or nationality, the right to file
an international application with the reeceiving Office,

(ii) the international application is in the pre-
geribed language,

{iii) the international application contains at least
the following elements:

{2) an indieation that it ig intended ag an inter-
national application.
(b} the designation of at least one Contracting

State,

(c) the mame of the applicant, ax prescribed,

(i) @ part which on the face of it appearstobe a
description,

(e) a part which on the face of it appears to be &
claim or claims.

{2) (a) If the receiving Office finds that the interna-
tional application did not, at the time of receipt, fulfill
the reguirements listed in paragraph (1), it shall, as
provided in the Regulations, invite the applicant to file
the required correction. ’

{b) If the applicant complies with the invitation, ag
provided in the Regulations, the receiving Office shail
accord as the infernational filing date the date of
receipt of the required correction.

(8) Subject to Article 64(4), any internationsl ap-
plication fulflling the requirements listed in items (i)
to (iii) of paragraph (1) and accorded an international
filing date ghall have the effect of a regular national
application in each designated State as of the inter-
national filing date, which date shall be considered to
be the actual filing date in each designated State.

{4) Any international epplication fulfilling the re-
guirements listed in items (i) to (iii) of paragraph (1)
ghall be equivalent {o a regular national 8lng within
the meaning of the Paris Conventiion for the Protection
of Industrial Property.

35 U.8.C. 363 International gpplication designuating
the United Stetes: Effect. An international applieation
designating the United States shall have the effeet,
from its international filing date under article 11 of
the treaty, of o national application for paient regu-
larly filed in the Patent Office except ag otherwise pro-
vided in section 102(e) of this title,

35 U.8.C. 376 Fees. (a) The required payment of the
international fee, which amount is specified in the
Regulations, sball be paid in United States currency.
The Patent Office may alzo charge the following fees:

{1) A transmittal fee (see section 361(d));

(2) A search fee (mee section 361{(d));
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{3) A supplemental search fee (fo be paid when
required) ;

(4} A nsational fee (see section 371(c));

(B) A special fee (to be paid when reguired; see
section 372(c)) ;

(6) Such other fees as established by the Com-
migsioner.

{b) The ameounts of fees specified in subsesction (a)
of this section, except the international fee, shall be
prescribed by the Commissioner. He may refund any
sum paid by mistake or in excess of the fees so speci-
fied, or if required under the treaty and the Regula-
tions. The Commigsioner may also refund any part of
the search fee, where he determines such refund to be
warranted,

37 CFR 1.431 International application requirements,
{a) An international application . shall contain, as
specified in the Treaty and the Regulations, a Request,
a description, one or more clatms, an abstract, and one
or more drawings (where required). (PCT Art. 3(2)
and Section 207 of the Administrative Instructions.)

{b) An international filing date will be accorded by
the United States Receving Office, at the time of re-
cepit of the international application, provided that:

(1) The applicant is a United States resident or na-
tional (85 U.8.C, 361(a), POCT Art. 11(1)(i})).

(2) The internationnl application is in the English
language (85 U.B.C. 8361(c), POT Art. 11(1) {ii)).

(3) 'The international application contains at least
the following elements (PCT Art: 11(1){ii)):

(i) an indication that it is intended as an interna-
tional application (PCT Rule 4.2) ;
(ii) the designation of at least one Contracting

State of the International Patent Cooperation Union;

(iii} the name of the applicant, as prescribed

{note § 1.422);

(iv) a part which on the face of it appears to be a
deseription ; and

(v) a part which on the face of it appears to be &
clatm.

{c) Payment of the basic portion of the international
fee (PCT Rule 15.2) and the transmitial and search
fees (§1.448) shall be made in full at the fime the
international application papers required by para-
graph (b) of this section are deposited. Failure to
make full payment on the same date as the deposit of
the international application papers reguired by sub-
paragraph (b) of this section will result in the infer-
pational application being considered withdrawn (PCT
Axt, 14(8) €a) ).

87 OFR 1445 Internclionel application filing and
processing fees. (a) The Tollowing fees and charges are
extablished by the Patent and Trademark Office under
the authority of 86 U.B.C. 876:

(1) A trapsmittal fee (see 35 U.B.C. 361(d) and

POT Rule 14)—%35.00.

(2) A search fee (see 85 U.8.C. 361{d) and PCT

Rule 16)—8300.00.

(3) A supplemental search fee when fequired (gee
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POT Art, 17(8) () and PCT Hule 40.2) —$200.00 per
additional invention.
{4) The national fee, that is, the amount get forth
as the filing fee under 35 U.8.C. 41(a) (1).
(5) A special fee when required (see 35 1.8.C.
872(c) )—$10.00 per claim.
(b) The basic fee and designation fee portions of
the international fee shall be as prescribed in POT
Rule 156.

Tae “InreERNATIONAL Fiuine Dare”

An international filing date is accorded on the
date on which the international application was
received by the Receiving Office or—pursuant
o the correction of defects—on s later date
(PCT Articles 11(1) and 11(2) (b) and PCT
Rules 20.1, 20.3, 20.4(a), 20.5, and 20.6) : in the
former case, the international filing date will be
the date on which the international application
was received by the Receiving Office; in the lat-
ter case, the international filing date will be the
date on which the correction was received by
the Receiving Office. Any correction has to be
submitted by the a}ilplicant within certain time
limits. Where all the sheets pertaining to the
same international application are not received
on the same day by the Receiving Office, in most
instances, the date of receipt of the application
will be amended to reflect the date on which the
last missing sheets were received. As an
amended date of receipt may cause the priority
claim to be forfeited, applicants should assure
that all sheets of the application are deposited
with the Receiving Office on the same day. For
particulars see PCT Rule 20.2.

Cownvprrrons Trear Must Be FULFILLED FOR THE
TNTERNATIONAL APPLICATION T0 Be ENTITLED
10 AN “InTERNATIONAL Fiawe Dare”

An “international filing date” will be ac-
corded to the international application by the
United States Receiving Office if it finds that
the conditions of PCT Ert. 11(1) and 37 CFR
1.481 are fulfilled.

Nox-paYMENT, INcosrpLere Pavsent or Larts
PavmeNT oF Fris Erreor on THB “INTERNA-
mroNAL Frrane Dave”

‘The non-payment, incomplete or late payment’

of the fees does not affect the filing date since
the payment of fees is not an Article 11(1) re-
quirement. However, non-payment or_ incom-
glebe payment of fees on filing will result in the

eceiving Office declaring that the international
a,;ilplica,tion is considered withdrawn, execept
where only the designation fees are missing
(PCT Artaicle 14(3) ( a?, PCT Rule 27.1(a) and
35 17.8.C. 361(d}). Although an international
application which has not received an interna-
tional filing date and an international applica-
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tion which is considered to be withdrawa are
both excluded from further processing in the
international E)hase, an international applica-
tion which fulfills the requirements necessary
for being accorded an international filing date
may be invoked as a priority application under
the Paris Convention {PCT Article 11(4)) (if
the conditions set by that Convention are ful-
filled) even where it will be considered as with-
drawn for non-payment of fees or other reasons.

1812 Flements of the International
Application [R-3]
PCT Agpricie 38

The International Application

(1) Applications for the protection of imventiong in
any of the Contracting States may be filed as inter-
national applications under this Treaty.

(2) An international application shall contain, as
specified in thig Treaty and the Regulations, a regquest,
a descripticn, one or more cleims, one or more drawings
(whete required), angd an abstract,

(3) The abstract merely serves the purpose of tech-
nical information and cannot be taken into account for
any other purpose, particularly not for the purpose of
interpreting the scope of the protection sought.

(4) The international application shall:

{i) be in a prescribed language;

(i) comply with the prescribed physical require-
ments;

(ifl) comply with the prescribed requirement of
unity of invention;

(iv) be subject to the payment of the prescribed
fees.

POT Ruie 9

Egpressions, ele., Not To Be Used

9.1 Definition
The international application shall noi contain:

(1) expressions or drawings contrary to morality;

(i1} expressions or drawings contrary to public
onder;

(ili) statements disparaging the products or proc-
esses of any particular person other than the appl-
cant, or the merits or validity of applications or
patents of any such person (mere comparisons with
the prior art shall not be considered disparaging
per se) ;

{iv) any statement or other matter obviously ir-
relevant or unnecessary under the circumstances.

9.2 Noting of Lack of Compliance

The recelving Office and the International Searching
Authority may note lack of compliance with the pre-
seriptions of Rule 9.1 and may suggest to the applicant
that he voluntarily correct hig international applica-
tion accordingly. If the lack of eomplisnce was noted
by the receiving Office, that Office shall inform the com-
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petent Imternational Searching Authority and the In-
ternational Bureau; if the lack of compliance was
noted by the International Searching Authority, that
Authority shall inform the receiving Office and the
International Bureau.

9.3 Reforence to Article 21(6)

“Digparaging statements,” referred to in Article
91(8), shall have the meaning as defined in Rule 9.1
{iit).

POT Rure 10

Terminology ond Signs

10.1 TPerminology and Signs 1
-(a) Unity of weights and measures shall be expressed
in terms of the metric system, or also expressed in such
terms if first expressed in terms of a different system.
(b} Temperatures shall be expressed in degrees Cel-
sius, or also expressed in degrees Celsing, if first ex-
pressed in a different manner.
() (deleted) :
{d) For indications of heat, energy, ight, sound and

magnetism, as well as for mathematieal formulae apd

cleetrical units, the rmles of international practice shall
be observed ; for chemical formuliae the symbhols, atomic
weights, and molecular formulae, in general use, shall
be employed.

(e) In general, only such technical ferms, signs and
symbols should be used ay are generally accepted in
the art.

{f) When the international application or its trans-
lation is in English or Japanese, the beginning of any
decimal fraction shall be marked by a period, whereas,
when the international application or its translation is
in a language other than Baglish or Japanese, it shall
be mazrked by a comma.

10.2 Consigtency

The terminology and the signs shall be consistent
throughout the international application.

PCT Ruie 12

Language of the Internationel Application

12,1 The International Application

Any international applieation shall be filed in the
language, or one of the languages, specified in the
agreement concluded between the International Bu-
reat and the International Searching Authority com-
petent for the international searchiag of that appilica-
tion, provided that, if the agreement specifies several

_ languages, the receiving Office may prescribe among

the specified Iangqages that language in which or thoge
languages in one of which the int_ernational applica-
tion must be filed.

12.2 Changes in the Internationol Applicetion
Any changes in the international application, such

a8 amendments and corrections, shall be in the same
language as the gaid application (ef. Rule 86.5).
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PCT ADMINISTRATIVE INSTRUCTION SEecrrow 207

Arrangement of Elements and Numbering of Sheets of
the Internationgl Applicetion

(8) In effecting the seguential numbering of the
sheets of the international application in accordance
with Rule 117, the elements of the international ap-
pHeation shall be placed in the following order: the
request, the description, the claims, the abstract, the
drawings,

(b} The sequential numbering of the sheets shall be
effected by using three separate series of numbering,
the first series applying to the reguest only and com-
mencing with the first sheet of the request, the gecond
geries commencing with the first sheet of the descrip-
tion and continuing through the claims until the last
sheet of the abstract, and the third series being ap-
plicable to the gheets of the drawings only and com-
mencing with the first sheet of the drawings.

Any international application must contain
the following elements: Request, description,
claim or ciaims, abstract and one or more draw-
ings (where drawings are necessary for the
understanding of the invention (PCT Article
3(2) and PCT Article 7(2)). The elements of
the international application are to be arranged
in the following order : the Request, the deserip-
tion, the claims, the abstract, and the drawings
{PCT Administrative Instructions, Seetion 207

a)). All the sheets contained in the interna-
tional application must be numbered in consecu-
tive Arabic numerals by using three separate
series of numbers; the first applying to the Re-
quest, the second to the description, claims and
abstract, and the third to the drawings (PCT
Rule 11.7 and PCT Administrative Instructions
Section 207(b) ). Only one copy of the interna-
tional application need be filed in the United
States Receiving Office (87 CFR 1.433(a)).

1815 Formal Requirements of an In-
ternational Application [R-3]

PCT Ruoie 11

Physioel Requiremenis of the International
Application

11.1 Number of Copies

(8} Subject to the provisions of paragraph (b), the
international application and each of the documents
referred o in the cheek lst (Rule 8.3(a) (ii)) shall be
filed in one copy.

(b) Any receiving Office may require that the in-
ternational application and any of the documenty re-
ferred to in the check list (Rule 3.8(a) (il)), except
the receipt for the fees paid or the check for the pay-
ment of the fees, be filed in two or three copies. In
that case, the receiving Office sball be responsible for
verifying the identity of the second and the third
copies with the record copy.

Rev. 8, July 1980
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11.2 Fitnesa for Reproduction

(a) AH elements of the international application
(i.e., the request, the deseription, the claims, the draw-
ings, and the abstract) shall be so presented as to
admit of direct reproduction by photography, eleciro-
static processes, photo offset, and microfilming, in any
number of copies,

{(b) All sheets shall be free from creases and
eracks; they shall not be folded.

(¢) Only one side of each sheet shall be used.

(d) Subject to Rule 11.10(d) and Rule 11.13(i),
each sheet shall be used in an upright posgition (i.e, the
ghort sides at the top and bottem).

11.8 Material to be Used

All elements of the international application shall
be on paper which shall be flexible, strong, white,
smooth, non-shiny, and durabie.

11.% Seperate Sheets, Hile.

(a) Each element (request, description, claims,
drawings, absiract) of the international application
shall commence on a new gheet.

(b) Al sheets of the international applieation shall
be so connected that they can be easily turned when
consulted, and easily separated and joined again if
they have been separated for reproduction purposes.

11.5 Bize of Sheets

The size of the sheets shall be A4 (20.7 em. x 21
em.). However, any receiving Office may accept in-
ternational applications on sheets of other sizes pro-
vided that the record copy, as transmitted to the Inter-
national Bureaw, and, if the competent International
Searching Authority so desires, the search copy, shall
be of A4 size.

11.6 Margins

(a) The minimum marging of the sheets containing
the reguest, the deseription, the claimsg, and the ab-
gtract, shall be as follows:

—top: 2 em.

—1left slde: 2.5 cm.

~right side: 2 cm.

—~hottom: 2 em.

(b) The recommended maximum, for the margins
provided for in paragraph (a), is a8 follows:
—top: 4 em.
—left gide: 4 cm,
"—right side: 8 em,
—hottom : 8 cm,

(¢} On sheets containing drawings, the surface usa-
bie shall not exceed 26.2 em. x 17.0 cem. The sheets
ghall not contain frames around the usable or used
surface, The minimum margins shall be as follows:

—top: 2.5 cm.
—left side: 2.5 cm.
—right side: 1.5 cm.

Rev. 3, July 1980
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~-pottom: 1.0 em.

(d) The marging referred te in paragraphs (a) to
(¢} apply to Ad-size sheets, so that, even if the re-
ceiving Office accepts other sizes, the Ad-size record
copy and, when g0 vequired, the Ad-size seareh Copy
ghall leave the aforesald margins.

(e) The margins of the international application,
when submitted, must be completely blank.

11.% Numbering of Sheets

(2) All the sheets contained in the international
application shall be numbered in consecutive arabic
numerals.

{b) The numbers shall be placed at the top of the
gheet, in the middle, but not in the margin.

11.8 Numbering of Lines

(a) It is strongly recommended to number every
fifth line of each sheet of the deseription, and of each
sheet of elaims,

(b) The numbers should appear on the left side, to
the right of the margin.

11.9 Writing of Text Matter

(a) The request, the degeription, the claims and the
abstract shall be typed or printed.

(b} Cnly graphic symbols and characters, chemical
or mathematical formulae, and certain characters in
the Japanese language may, when nacessary, be writ-
ten by hand or drawn,

{c) The typing shall be 114-spaced,

(d) All text matter shall be in characters the capi-
tal letters of which are not less than 0.21 em. high,
and shall be in a dark, indelible color, satisfying the
requirements specified in Rule 11.2.

(e} As far ag the gpacing of the typing and the size
of the characters are concerned, paragraphs (¢) and
{d) shall not apply to texts in the Japanese language.

11.10 Drawings, Formulee, ond Tables, in Tewt Matier -

() The request, the degcription, the claims and the
abstract shall not contain drawings.

{b)} The description, the claims and the abstract
may contain chemical or mathematical formulae.

(¢) The description and the abstract may contain
tables; any claim may contain tableg only if the sub-
ject matter of the claim makes the use of tables
desirable,

{d) Tables and chemical or mathematical formulae
may be placed sideways on the sheet if they cannot
be presented satisfactorily in an upright position there-
on ; sheets on which tables or chemical or mathematical
formulae are pregented sideways shall be go presented
that the tops of the tables or formulae are at the left
gide of the sheet.

11.11 Words in Drowings

{a) The drawings shall not contain text matter, ex-
cept a single word or words. when absolutely indis-
pensable, such as “water,” “steam,” “open,” “cloged,”
“gection on AB,” and, in the case of electric circuits
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- and block schematic or flow sheet diagrams, a few
short catch words indispensable for understanding.

{b) Any words used shall be so placed that, if
transiated, they may be pasted over without inter-
fering with any lines of the drawings,

11.12 Alterations, ete.

Each sheet shall be reasonably free from erasures
and shall be free from slterations, overwritings, and
interlineat.ons. Non-complianece with thiz Rule may be
authorized if the authenticity of the content is not in
question and the reguirements for good reproduction
are not in jeopardy.

11.13 Special Requirements for Drawings

{a) Drawings shall be executed in durable, black,
sufficiently dense and dark, nniformly thick and well-
defined, lines and strokes without colorings.

(b} Cross-sections shall be indicated by obligue
- hatehing which should not impede the clear reading
of the reference signs and leading lines,

{c) The scale of the drawings and the distinetness
of their graphical execution shall be such that a pho-
tographic reproduction with a linear reduction In size
to two-thirds would enable all details to be distin-
guished without difficulty.

(d) When, in exceptional cases, the scale iz given
on. a drawing, it shall be represented graphically.

{8} All numbers, letters, and reference lines, ap-
pearing on the drawings, shall be simple and clear.
Brackets, cireles or inverted commas shall not be
used in association with numbers and letters.

(f) .All Jines in the drawings shall, ordinarily, be
drawn with the aid of drafting instruments,

{g) Each element of each figure shall be in proper
proportion to each of the other elements in the figure,
except where the use of a different proportion ig indis-
pensable for the clarity of the figure.

(h) The height of the numbers and letters shall not
be less than 0.32 em. For the lettering of drawings, the
Latin and, where customary, the Greek alphabets shall
be ased.

{1} The same sheet of drawings may contain sev-
ergl figures. Where fignres on two or more sheefs form
in effect a single complete figure, the figures on the
seversl sheets shall be so arranged that the complete
figure ean he assembled withont concealing any part
of any of the fizures appearing on the varions sheets.

(j} 'The different figures shall he arranzed on a
sheet or sheets without wasting space, preferably in an
upright position, clearly separated from one another.
Where the figures are not arranged in an upright pos!-
tion, they shall be presented sideways with the top of
the figures at the left side of the sheet,

(k) The different figures shall ke numbered in arabie
numerals consecutively and independently of the num.
bering of the sheets,

(1} Reference signs not mentioned in the descrip-
tien shall not appear in the drawings, and vice versa,

{m} The same features, when denoted by reference
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signs, shall, throughout the international application,
be denoted by the same signs.

{n) If the drawings contain g Inrge number of ref-
erence signs, it is stropgly recommended to attach &
separate sheet listing all reference signs and the fea-
tures dencted by them.

11.14 Later Documents

Rules 10, 11.1 to 11.13 also apply fo any document—
for example, corrected pages, amended claims—sub-
mitted after the filing of the international applieation.

11.16 Translations

No designated Office shall require that the trangla-
tions of an International application filed with it com-
ply with requirements other than those prescribed for
the international application as filed.

37 CFR 1.433 Physical requiremenis of interng-
tionol application. {a) 'The international application
and each of the documents that may be referred to in
the check list of the Reqguest (PCT Rale 3.3(a){il))
shall be filed in one copy only.

{(b) All sheets of the international application must
be on A4 size paper (21.0 x 20.7 em.).

(c} Other physical reguirements for international
applieations are get forth in PCT Rule 11 and Sections
201-207 of the Administrative Instructions,

The international application must comply
with certain physical requirements, e.g., re-
quirements concerning : fitness for reproduction
(PCT Rule 11.2), the size of the sheets (PCT
Rule 11.5), the margin sizes (PCT Rule 11.6),
the numbering of the lines in the description
and claims (PCT Rule 11.8), the writing of
text materials (PCT Rule 11.9), ete. The spe-
cifics of each of these requirements are set forth
in PCT Rule 11; however, two major require-
ments in application format are to be especially
noted. The first requirement is that all papers
in the international applications be “A4” size,
which is 20.7 em. by 21 em. (PCT Rule 11.5)
(approximately 11-114, inches by 8-1; inches),
and the second is the requirement that the typ-
ing in the application be at 134 spacing (PCT
Rule 11.9(c)). The international application
must also be drafted to satisfy certain other
formal requirements. It must not contain matter
contrary to morality or public order, disparag-
ing statements, or obviously irrelevant or un-
necessary matter (PCT Rule 9). Units of
weights, measures and density should be ex-
pressed in terms of the metric system, and tem-
peratures in terms of degrees Celsius (PTC
Rule 10)., The general rule with respect to
terminology and signs is: only such technical
terms, signs and symbols should be used as are
generally accepted in the art. An international
application filed in the United States Recelving
Office must be in the English language (PCT
Rule 12.1 and 35 U.8.C. 861(c¢c)}. International
applications which comply with the PCT
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formal requirements are acceptable by all PCT
member States (PCT A_rtlcle 27(1)).

[R-8]
POT ARTIOLE 4

The Request

(1) The request shall contain:

(1) g petition to the effect that the fnternational
application be processed according to this Treaty;

(1) the designation of the Con{racting State or
States in which protection for the invention is de-
glred on the basis of the imternationzl application
(“designated States”); if for any deslgnated State
a reglonal patent is available and the applicant
wishes to obtain a regional patent rather than a
national patent, the request shall so indlcate; if,
under a treaty concerning a reglonal patent, the ap-
plicant cannot limit his application to certain of
the States party to that treaty, designation of one
of those States and the indicatlon of the wish to
obtain the regional patent shall be treated as desig-
nation of all the States party to thai treaty; if,
under the national law of the designated State, the
designation of that State has the effect of an an-
plication for a reglonal patent, the designation of the
said State shall be treated ag an indication of the
wish to obtain the regional patent;

(iii) the name of and other prescribed data con-
cerning the appiicant and the agent (if any};

(iv) the title of the invention;

(v) the pame of and other prescribed data con.
cerning the inventor wheré the national law of at
least one of the designated States requires that these
indications be furnished at the time of filing a na-
tional application. Otherwise, the said indications
may be furnished either in the request or in sepa-
tate notices addressed to each designated office whose
national law requires the furnighing of the said in-
dications but allows that they be furnished at a time
later than that of the filing of a national apyplication.
{2) Bvery designation shall be subject te the pay-

ment of the preseribed fee within the prescribed time
Limit.

{8) Unless the applicant asks for any of the other
kinds of protection referred to in Article 43, designa-
tion shall mean that the desired protection consgizs's
of the grant of a patent by or for the designated State.
For the purposes of this paragraph, Article 2(ii) shall
not apply.

(4) Failure to indicate in the request the name and
other prescribed data concerning the inventor shail
have no consequence in any des’gnated State whese
national law requires the furnishing of the said indi-
catlons but allows that they be furnished at a time
later than that of the filing of a national application.
Failure to furnish the gaid indications in a separate

Rev. 8, Oct. 1881
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notlce shall have no consequence in any designated
State whose national law does not reguire the furnish-
ing of the said indications.

PCT Roie 3
The Reguest (Form)

3.1 Prinited Form
The request shall be made on a printed form.

3.2 Availability of Forms

Copies of the printed form shall be furnlshed free
of charge to the applicants by the receiving Office, or,
if the receiving Office so desires, by the International
Bureau.

3.8 Check List

{a) The printed form shall contain a list which,
when filled in, will show:

(1) the total mumber of sheets constlfuting the
international application and the number of the
sheets of each element of the international applica-
tion (request, description, claims, drawings,
abstract),

{i1) whether or not the international application
a9 filed i3 accompanied by a power of attorney (le.,
a document appolnting an agent or & common repre-
sentative), a copy of a geuneral power of attorney, &
priority document, a document relating to the pay-
ment of fees and any other document (to be specified
in the check list},

(i) the number of that figure of the drawings
which the applicant suggests should accompany the
abstraet when the abstract is published on the front
page of the pamphlet and in the Garette; in excep-
tional cases, the applicant may suggest more than one
figura.

(b} The list shall be filled in by the applicant, fail-
ing which the receiving Office shall fill it in and make
the necessary annotations, except that the number
referred to in paragraph (a) (iii) shall not be filled
in by the receiving Office.

3.4 Particulars

Subject to Rule 3.3, particulars of the printed form
shall be preseribed by the Administrative Instructions,

PCT Rutn 4
The Reguest (Contents)

4.1 Mondatory and Optional Conlents; Signuoture
(a) The request shall contain:

(1) a petition,

(ii) the title of the invention,

(ili) indleations concerning the applicant and the
agent, if there ig an agent,

(iv) the designation of States,

(v) indication§ concerning the inventor where the
nationg] law of at least one of the designated States
requires that the name of the inventor be furnished
at the time of filing a national application.

t 4
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{b) The request shail, where applicable, contain:

(1} a priority claim,

(il) a reference to any earler international, inter-
national-type or other search.

(iii} choices of certain kinds of protection.

(iv) an indication that the applicant wishes to
obtain a regional patent and the names of the desig-
nated States for which he wishes to obtain such &
patent,

{v) a reference to a parent application or parent
patent,

(¢) The request may contain (i) indications con-
. eerning the inventor where the national law of none

of the designated States reguires that the name of

the inventor be furnished at the time of filing a na-

tional application.

(i) a request to the receiving Office to transmit the
priority document to the International Bureau where
the application whose priority is claiined was filed
with the national Office or intergovernmental au-
thority which is the receiving Office,

(4) The request shall be gigned.

42 The Pelition

The petition shall be to the following effect and shall
preferably be worded as follows: “The undersigned
requests that the present internationsl application be
processed according to the Patent Cooperation Treaty.”

* " ® * *
(Bee §§ 1820.01-1820.11 for POT Rules 4.3-4.15)
® * * . ®

(a) Where any name or addresy iy written in char-
acters other than those of the Latin alphabet, the same
shall also be Indicated in characters of the Latin alphg-
bet either as a mere transliteration or through trans-
latlon into English. The applicant shall decide which
words will be merely transliterated and which words,
will e so tranglated.

(b) The name of any country written in characters
other than those of the Latin alphabet shall also be
indicated in Engligh.

417 No Additional Matter
{a) The request shall contain no matter other than

- that specified in Rules 4.1 to 4.16,

87 CFR 1484 The request. {(a) The request shall
be made on a standardized printed form (POT Rules
8 and 4). Copies of such printed Request forms are
available from the Patent and Trademark Offiice. Let-
ters requesiing such forms should be marked “Box
Pc 'n

(b} The Check List portion of the Reqguest form
should indicate each document accompanying the in-
ternational application on filing.

(c) All information, for example, addresses, names
of States and dates, shall be Indicated in the Request
&8 required by PCT Rule 4 and Administrative Instrye-
tions 110 and 201.

427

(@) International applcations which designate the
United States of America shall include

(1) The name, address and signature of the inventor,
except as provided by §§1.421(d), 1.422, 1423 and
1.425;

{2) A reference to any copending national applica-
tion or international application designating the
United States of America, if the henefit of the flling
date for the prior copending application is to be
claimed.

PCT ApMINISTRATIVE INSTRUCTION SECTION 203
Deletion of Additional Motter in the Request

‘Where, under Rule 4,17 (8), the receiving Office
deletes ex oficic any matter contained in the request, it
shall do so by placing such matter between square
brackets and entering the word “DELETED,” or its
equivalent in the language of the international appiica-
tion, in the right-hand margin adjacent to the matter
50 placed between brackets, and shall notify the appli-
eant aceordingly, If copies of the international appii-
cation bave already been sent to the International Bu-
reau and the International Searching Authority, the
receiving Office shall also notify that Burean azg that
Authority.

The Request contains a petition to the effect
that the international application be processed
according to the PCT; it must contain certain
bibliographic information (PCT Article 4(1),
PCT %uf)es 8 and 4 and 37 CFR 1.484), The
Request must be made on a printed form (PCT/

416 Tronsliteration or Translation of Certain Words .+ RO/101) to be filled in with the required in-

formation (PCT Rules 8.1, 8.2 and Adminis-
trative Instruction Section 102(b)). Any pro-
spective applicant may obtain English language
Request forms free of charge from the United
States Patent and Trademark Office, Box PCT,
Washington, D.C. 20231. The PCT sets forth
specific requirements for each element of biblio-
graphic information on the Request form. The
Request may not contain any matter that is not
specified in PCT Rule 4. Any additional mate-
rial will be deleted ex-officio (Administrative
Instruction Section 303).

Arrricant or AceEnts Friue Rerrrexce

The applicant or agent may use a file refer-
ence composed either of letters or numbers or
both, provided the file reference does not exceed
ten characters. If a file reference is indicated on
the Request form, any correspondence from an
International Authority to the applicant or
agent will include it (Administrative Instruc-
tions Section 108).

SurrLEmENTAL Box

This box is used for any material which can-
not be placed in one of the ;'F'evmus boxes be-
cause of space limitations. The supplemental
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information placed in this box should be clearly
entitled with the Box number from which it is
continued, e.g., “Continuation of Box No. IV.”
1f the supplemental box does not contain suf-
ficient space, the material should be continued
on an additional plain sheet of A4 size paper. If
such a continuation sheet is used, it is numbered
as an additional page 5 of the Request and
counted accordingly in the total number of
sheets for fee calculation purposes. The sheet
should be entitled *Continuation Sheet to the
Request”.

1820.01 Title of the Invention [R-8]

POT Rule 4.3 Title of the Invention

The title of the invention shall be short (preferably
from two to seven words when in English or trans-
lated into Bnglish) and precise.

The Request must contain the title of the in-
vention; &e title must be short (preferably 2
to 7 words) and precise (PCT Rule 4.3). The
title in Box No. I of the Request is considered to
be the title of the application. The title appear-
ing on the first page of the description (PCT
Rule 5.1(a)) and on the page containing the
abstract should be consistent with the title indi-
cated in Box No. I of the Request form.

1820.02 Applicant [B-8]

POT Rule . Nomes and Addresses

(a} Names of natural persons shall be indicated by
the person’s family name and given name(s), the fam-
{ly name being indicated before the given name(s).

(b) Names of legal entities shall be indicated by
their full, official designations.

(¢) Addresses shall be indicafed in such a way as
to satisfy the customary requirements for prompt
postal delivery at the indicated address and, in any
case, shall consist of all the relevant administrative
units up to, and including the house number, if any.
Where the national law of the desipnated Siate does
not reguire the indication of the house number, failure
to indicate such nutmber shall have no effect in that
State. It is recommended to indlcate any telegraphic
and teleprinter address and telephone number of the
agent or common representative or, in the absence of
the designation of an agent or common representative
in the request, of the applicant first named in the
Tequest.

(d) For each applcant, inventor, or agent, only one
address may be indicated, except that, if no agent has
been appointed to represent the applicant, or all of thenx
if more than one, the applicant or, if there iz more than
one applicant, the common represeniative, may indi-
cate, in addition to any other address given in the re-
quest, an address to which notification shall be sent.

Rev. 8, Oct. 1881
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POT Rule 4.5 The Applicant

{a} The request shall indicate the name, address,
nationality and residence of the applicant or, if there
are several applicants, of each of them.

(b} The applicant’s nationality shall be indicated by
the name of the State of which he ig a national.

(¢} The applicant’s residence shall be indicated by
the name of the State of which he ig a resident.

POT ADMINTSTRATIVE INSTRUCTION SEcTIoN 308

Change in the Person, Name or Address of the
Applicent

Any request for the recording of any changes in the
person or name of the applicant referred to in Rule
18.5 or Rule $4.4, or of any change in the address of
the applicant shall be signed by the applicant or, if
the receiving Office requested such change under Rule

- 185 or Rule 54.4, by the receiving Office. The request

shall indicate the name or address of the applicant for
which the change is requested.

The names of natural persons must be given
with the family name being indicated before
the given name (PCT Rule 4.4). The names of
legal entities should be given in full, All ad-
dresses should be spelled out in full and inelude
the name of the country in order to assure cor-
rect publication of the information, If the
United States of America is designated, the
applicant must be the inventor at the time of
filing (35 U.8.C. 373). PCT Rule 18.5 may not
be used to name the inventor as the applicant
for the United States of America after the in-
ternational application has been filed.

The applicant of an international applieation
for a designated office other than the United
States of America may be either the inventor
or the owner of the invention. In cases where
the inventor is the applicant for certain desig-
nated countries and the owner or assignee is the
applicant for other designated countries, the
names and other identifying information of
both must appear in Box No., IT and Box No.
11T with the appropriate boxes checked. Only
one name should be listed in each Box.

It should be noted that at least one of the in-
ventors must be a resident or national of a PCT
member country in order for the application to
enter the national stage in the United States of
America. This point involves two basic issues
which must be addressed separately. One issue
relates to the requirements for a valid designa-
tion of the United States of America. The other
issue relates to the requirements of the U.S. na-
tional law in order for the U.S. Patent and
Trademark Office to accept the international ap-
plication for the national stage. As to the first
issue, PCT Rules 18.3 and 18.4 require that af
least one of the applicants for each designated
State must be a resident or national of a mem-
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ber country of the PCT Union in order for the
designation to be valid. As to the second issue,
although the designation of the United States
of America may be valid for PCT international
procedure, the international application will
not be accepted at the United States national
stage unless the applicant is the inventor (PCT
Article 27(3) and 35 U.S.C. 111 and 378).
Therefore, at least one of the inventors must be
a resident of a PCT member country in order
for the international application to enter the
national stage in the United States of America.

It should be noted, however, that if the owner
or assignee is a resident or national of a PCT
member country, the owner can be the sole ap-
plicant and file an international application
designating all current PCT member countries
other than the United States of America. Any
invalid designation of States for which at least
one applicant is not a resident or national of a
Contracting State will be deleted by the Re-
ceiving Office.

1820.03 Inventor [R~-8]

POT Rule 4.6 The Inventor

(a) Where Rule 4.1(a) (v) applies, the request shall
indicate the name and address of the inventor or, if
there are several inventors, of each of them.

(b) If the applicant is the inventor, the request, in
lieu of the indication under paragraph (a), shall con-
tain a statement to that effect.

(c) The request may, for different designated States,
indicate different persons as inventors where, in this
respect, the regquirements of the national laws of the
designated States are not the same. In such a case, the
request shall contain a separate statement for each
designated State or group of States In which a particu-
lar person, or the same person, i to be congidered the
inventor, or in which particular persons, or the same
persons, are to be considered the inventors.

For purposes of the designated countries, the
name and address of the inventor must be indi-
cated either in the Request or later at some other
point in the procedure (PCT Article 4(1) (v},
4(4), and 22(1) ; and PCT Rules4.1(a) (v) and
4.6(a)). Names should be indicated with the
family name preceding the given name, and ad-
dresses should be spelled out in full, including
both the zip code and country.

1820.04 Agent or Common Repre-
sentative (if any) [R-8]

POT Rule 3.7 The Agent

If agents are designated, the request shall so indi-
cate, and shall state their names and addresses.
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POT Rule 4.8 Representation of Several Applicants Not
Having Common Agent

{a) If there is more than one applicant and the re-
quest does not refer t0 an agent representing all the
appifcants (“a common agent”), the reguest shall des-
ignate one of the applicants who is entitled to file an
international application according to Article 9 a8 thelr
common representative.

(b) If there is more than one applicant and the re-
quest does not refer to an agent representing all the
applicants and it does not comply with the requirement
of designating one of the applicants as provided in
paragraph {a), the common repregentative shall be the
appiicant first named in the request who is entitled to
file an international application with the receiving Office
with which the international application wag fled
{Rule 19.1(a)).

Any attorney or agent registered to practice
before the Patent and Trademark Office may
act as an agent for the applicant in an interna-
tional application filed in the United States Re-
ceiving (gfﬁrje. Box No. IV of the Request form
may be used as a power of attorney document.
In this case, all the applicants must sign the Re-
quest form at Box No. VIII. If all signatures
will not fit in Box No. VIII, the “supplemental
box” of the Request may be used. When a sepa-
rate power of attorney is used, all applicants
must sign the separate power of attorney docu-
ment and the attorney may sign the Request at
Box No. VIII.

It should be noted that under PCT there is no
provision for correspondence addresses or asso-
ciate attorneys, The first-named attorney or
agent will receive correspondence (PCT Admin-
istrative Instruetions Section 108(a)). If the
power of attorney is found to be defective, the
first-named applicant’ will receive any corre-
spondence,

Joint applicants may also designate one of
the applicants to be a common representative
under PCT Rule 4.8(a).

1820.05 Designation of States [R-5]

PCT ArticLE 43

Seeking Certain Kinds of Profection

In respect of any designated or elected State whose
law provides for the grant of inventors’ certificates,
utility certificates, utility models, patents or certificates
of addition, inventors’ certificates of addition, or utility
certificates of addition, the appHeant may indleate, ag
preseribed in the Regulations, that hls international
applieation is for the grant, as far as that State iz con-
cerned, of an inventor's certificate, a utility certificate,
or a utility model, rather than s patent, or that it is for
the grant of & patent or certificate of addition, an in-
ventor's certificate of addition, or a utility certificate of
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addition, and the ensulng effect shall be governed by
the applicant’s cholce. For the purposes of this Artlcle
and any Rule thereunder, Article 2(11) shall nof apply.

PCT Apricre 44
Seeking Two Kinds of Proiection

In respect of any designated or elected State whose
iaw permits an application, while being for the grant
of a patent or one of the other kinds of protection re-
ferred to in Article 48, to be also for the grant of an-
other of the sald kinds of protection, the applicant
may indicate, as prescribed in the Regulatlons, the two
kinds of protection he is seeking, and the ensuing effect
ghall be governed by the applicant’'s indications. For
the purposes of this Article, Artlele 2(il) shall not
apply.

PCT Armione 45

Regional Paient Treaties

{1) Any treaty providing for the grant of regional
‘patents (“regional patent treaty”}, and giving to all

persons who, according to Article 9, are entitled to file
international applications the right to file applications
for such patents, may provide that infernational ap-
plications designating or electing a State party to both
the regional patent treaty and the present Treaty may
be filed as applications for such patents.

(2) The national law of the sald deslgnated or
elected State may provide that any designation or elec-
tlon of such State in the international application shall
have the effect of an indication of the wish to obtaln
2 vegional patent under the regional patent treaty.

POT Rule 4.9 Designation of States

Contracting States shall be designated in the request
by thelr names,

L L] & L]

POT Rule §.12 Cholce of Certain Kinds of Protection

{a) If the applicant wishes his International appli-
eation to be treated, in any designated Stete, as an ap-
plication not for a patent bui for the grant of any of
the other kinds of protection specified in Article 43, he
ghall so indicate in the request. ¥or the purposes of
this paragraph, Article 2(i) shall not apply.

(b} In the case provided for in Article 44, the appli-
ecant shall indicate the two kinds of protection sought,
or, if one of two kinds of protection i primarily sought,
ke shall indieate which kind is sought primarily and
which kind is sought subsi@larily. _

37 OFR 1.)32 Destgnation of States and poyment of
designation feeg. (a) The names of Designated States
ghall appesar in the Request upon fillng and must be in-
dicated as set forth in Section 201 of the Administra-
tive Instructions. :

(b} The designation fees may be paid upon filing of
the international application, but must be paid at the
latest before the expiration of one year from the prior-
ity date (PCT Rule 15.4(b)). ¥ailure to timely pay the
designation fee for a particular Deslgnated State will

- L
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result in the withdrawsl of that designation (PUT Art.
14(3) (b)). Failure to timely pay at least one designa-
tion fee will result in the withdrawal of the interna-
tional applicatlon (PCT Art, 14(8) (a}).

PO AoMINISTRATIVE INSTRUCTION SEcTioN 201

Nawmes of Statea: Cancellation of Designations

(n) The name of any State referred to in the request
ghall be indicated either by the full name of the State
or by a generally accepted short ititle which, if the in-
dications are in Englizsh or French, shall be as appears
in Annex A. If the name iz inserted in the reqguest by
the applicant for the purpose of designating that State,
the receiving Office, or the International Bureau where
the receiving Office fails to do, shall insert, preferably
before the name of the State, the two-letter country
code identifylng the State, as appears in Adnaner B.

(b) The recelving Office shall cancel ex-officio the
designation of States other than Contracting States,
and inform the applicant promptly of such action. If
the international application has already been sent
to the International Burean and the International
Searching Authority, the receiving Office shall also
pnotify promptly that Bureau and that Authority. In
any event, the International Bureau shall, where the
receiving Office fails te do so, cancel ex-officio the
designation of States other fhan Contracting States
end inform the applicant, the recelving COffice and the
International Searching Authority promptly of such
action,

PCT ADMINISTRATIVE INSTRUCTION SECTION 202
Kind of Protection

{a) Where the applicant wishes his application fo
be treated in any designated State as an application not
for a patent but for the grant of another kind of pro-
tection referred to in Article 43, he shall make the in-
dication in the request referred to in Rule 4.12(a) by
inserting the words “inventor's certificate,” “utility cer- -
tifleate,” “utility model,” (or “petty patent” for Au- :'_}
stralia), “patent of addition,” “certificate of addition,” -
“inventor’s certificate of addition” or “utility certifi-
cate of addition,” or their equivalent in the language
of the international application, immediately after the
indication of the said State.

(b) Where, in respect of the designation of the Fed- -+
eral Republic of Germany, the applicant iz seeking two
kinds of proteetion under Article 44, he shall make the
indication referred to in Rule 4.12(b) by inserting, im-
mediately after the indlcation of the Federal Republic
of Germany and in the language of the international
application, the two following indications:

(1) “and utility model”:
(#) “and anxiliary utiiity model.”

POT ADMINISTRATIVE INSTRUCTION Sgorion 208
Regional Potents

(a) If the upplicant wishes to obtain a regional pat-
ent in respect of any designated State, and the request
form does not contain preprinted indications permit-
ting the appHeant to make the indication in the re-

et d

-

(



PATENT COOPERATION TREATY

-+ quest referred to in Rule 4.1(b) (iv), the applecant

thall make the said indication by inserting the words

L3 “reglonal patent,” or their equivalent in the language

of the internationsal application, immediately after the
indication of the sald State or, where an indication
has been made under Section 202, after that indication,
provided that: .

(i) where Article 4(1)(ii), third clauge applies,
and not all the States party to the regional treaty
have been designated, the International applieation
shall be treated ag if all those States had been des-
Ignated and as If the designations of all such States
contained the sald words, whether the zaid designa-
tions contained an indication of the wish to obtain
4 regional patent or, according to Artiele 4(1) (it),
fourth clause, are to be treated as containing such
indication;

(i1) where the national law of any designated
State contains & provision as referred to in Article
45(2), the International Bureau shall, according to
Article 4(1) (i1), fourth clause, treat the designation
a8 if it contained the said words even where the
applicant failed to indicate them.,

(b) The applicant may, instead of the words “re-
gional patent” referred to in paragraph (1), use other
words to the same effect; such words may include a
reference to a patent to be granted by the European
Patent Office under the Convention on the Grant of
Buropean Patents done at Munich on October 5, 1978
(“European patent”), where the regional patent which
the applicant wishes to obtain iz a Buropean patent.

(¢) An indication, in respeet of the designation of
Liechienstein or Switzerland, or both, of the wish to
obtain a regional patent shall be taken as indleating
b wish to obtain & European patent in respeect of those
States, whereas the absence of any indication of the
wish to obtain a regional patent in respect of such &
designation shall be taken ag indicating & wish to obtain
a patent granted by the Swiss Intellectual Property
Office In respect of those States,

PCT ApMiNISTRATIVE INSTRUCTION Sgcrroxn 208bis

National and Regional Patents

Where the request of the international application
containg a designation of a Contracting State without
an indication of the wish to obtain a regional patent
and also a designation of the same Contiracting State
with an indication of the wish to obtain & regional
patent and the national law of the Contracting State
does net contain a provision referred to in Article
45(2), the receiving Office shall calenlate the designa-
tion fees on the basis that a separate fee Is payable in
respect of the designation of the Centracting State
in addition to the designation fee payable in regspect
of that Contracting State as a Contracting State or as
one of a group of Contracting States for which &
regional patent is gought,

All designated States must be named in the
Request for filing. Tt is not possible to 2dd desig-
nations of countries to an international appli-
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cation after it is filed. Only those countries for
which the PCT has come into effect at the time
the international application is filed may be
designated. The Request form, as filed, must
contain the names of all designated countries
in which protection is desired (PCT Article
4(1) (i), PCT Rules 4.1(a) (iv), and 4.9, and
87 CFR 1.432. However, since the designation
fees are not required until one year after the pri-
ority date, or if no priority is claimed the actual
international application date (PCT Rule 15.4
(b)), applicants may initially designate all
PCT countries in which they may have an in-
terest and later only pay designation fees for
those countries in which patent protection is
seriously desired. Any designated country for
which a designation fee is not timely paid is con-
sidered withdrawn.

States must be designated in Box No. V by
their official names or accepted short titles (Ad-
ministrative Instructions Section 201). The
official names and short titles appear in Annex
A of the PCT Administrative Instructions. An
indication of the applicant’s desire (if any) to
obtain a regional (rather than a national)
patent where in respect of the designated State
such a choice is available must be clearly ex-
pressed in Box No. V. In order to indicate that

EPC regional protection is desired for certain

States, the words “Regional Patent” must be
Dlaced after the name of the designated State in
Box No. V, or the hox below “European Patent”
must be checked. (PCT Administrative Instrue-
tions, Section 203). A choice between a national

. patent and a regional patent is available for

States that are members of both the PCT and a
reional patent convention. In the case of the
EPC, regional or national protection is avail-
able for Austria, the Federal Republic of
Germany, Tuxembourg. The Netherlands,
Sweden. Switzerland. Liechtenstein, or the
United Kingdom. However, where France and/
or Belgium is designated, the application will
be treated as an application for a European
patent with effect for France and/or Belgium.
Ttaly, although a member of the EPC, cannot
be designated in a PCT international applica~
tion since Italy has not yet ratified the PCT.
It should be noted that Article 1 of the French
national law No. 77-682. of June 30, 1977 states
that only EPC regional patent protection is
available for France if PCT is used. The
English translation of this law, prepared by
the International Bureau. reads as follows:
“Art. 1—Where an international application
for the protection of an invention made pur-
suant to the Patent Cooperation treaty done at
Washington on June 19, 1970, contains the
designation or election of France, the said ap-
plication shall have the effect of an application
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Bigle

(1) Central Africa Republic®

{2) Senegal*

{3) Madagascar

{4) Malawi

(8) Camercon®

(6) Chad*

{7} Togo*

(8) Gabon*

{9) United States of America
{10) Germany, Federal Republic of ¥*
(11) Congo*

{12) Switzerland™**
(13) United Kingdom**
(14) France**

(15} Boviet Union
(18) Braazil

(17) Luzembourg**
(18) Sweden**
(19) Japan

(20} Denmark

(21) Austria™®¥
(22) Monaco

(23) Netherlands**
{24) Romania

(25) Norway

(26) Liechtenstein**
(27) Australia

(28) Hungary

(28) Democratic People’s Republic of Korea

{North Korea)
{30) Finland
(31) Belghum**
{82) BSri Lanka

Ratification or Accession

Accession
Ratifieation
Ratification
Accession
Accession
Accession
Ratification
Accession
Ratifieation
Ratification
Acoession
Ratifieation
Ratification
Reatification
Ratification
Ratification
Ratification
Ratification
Ratifieation
Ratification
Ratification
Ratification
Ratification
Acce sion
Ratification
Accession
Accession
Ratifieation

Accesgion

Ratifieation
Ratification
Ratiflcation

MANUAL OF PATENT EXAMINING PROCEDURE

List oF PCT Mzuper StAves

Date of Rotification
or Accession

15 September 1971
08 March 1972

27 March 1972

16 May 1972

15 March 1973

12 February 1974
28 January 1975
06 March 1875

26 November 1975
18 July 1976

08 August 1977

14 September 1877
24 October 1977
25 November 1977
29 December 1977
09 January 1978
31 Janusry 1978
17 February 1978
01 July 1978

01 September 1978
23 January 1979
22 March 1979

10 April 1979

23 April 1979

01 Qctober 1979
19 December 1979
31 December 1979
27 March 1930

08 April 1980

0t July 1980
14 September 1981
26 November 1981

Date From Which Slats

Muy Be Derignoted

01 June 1978

01 June 1878

01 June 1978

01 June 1878

01 June 1978

01 June 1978

01 June 1978

01 Jude 1978

01 June 1978

01 June 1978

01 June 1978

01 June 1978

01 June 1978

01 June 1978

01 June 1978

01 June 1978

01 June 1978

01 June 1978

01 Oectober 1978
01 December 1978
23 April 1079

22 June 1979

10 July 1979

23 July 1979

01 January 1980
19 March 1980
31 March 1980
27 June 1980
08 July 1980

01 October 1980
14 December 1981

26 February 1982

eMembers of Afrlean Intellectual Property Organization {OAFT) reglonal patent syste. Only regional patent protection is available for OAPE
member states. A designation of any state is an indieation that sll OAPI states have been designated. Note; only one designation fee Is due regardless

of the number of QAP member states designated.

saMembers of Enropesn Patent Convention (EPC) regional patent system. Either national patents or Europesn patents for member States are
avallable through PCT, except for France and Beriun, for which only European patents are available it POT is used, If regional protection is dasired for
one or Tere States, the indication “regional patent™ must follow the designation of the Biate or States, Note: only one designation fes is due if the

same reglonal patent protection is sought for several States.

for a European Patent as governed by the pro-
visions of the Convention of the Grant of Euro-
pean Patents done at Munich on October 5.
1973.” The United States Receiving Office will
{reat the designation of France and/or Belgium
as the wish to obtain EPC regional patent pro-
tection for France and/or Belgium, even if the
indication “Regional Patent” is missing (PCT
Administrative Instructions, Section 203).
The designation of any State is treated as an
expression of the wish to obtain a patent in the
designated State. However, if the applicant
wishes hisor her international application to be
treated in any designated States (whose na-
tional law knows that kind of protection) as an
application not for a patent but for an inven-
tor’s certificate, a utility certificate, a utility

Rev. 8, Oct, 1981

432

model, a patent of addition, a certificate of ad-
dition, an inventor’s certificate of addition or a
utility certificate of addition, he or her must in-
dicate his or her desire in Box No. V of the Re-
quest by indicating the kind of protection im-
mediately after the indication of the State (Ad-
ninistrative Instruction Section 202(a)), and
his application will be dealt with accordingly
in that State (PTC Articles 4.1(b) (iii) and
4.12). Annex F of the “PTC Applicant’s Guide”
indicates, in respect of each Contracting State,
the kinds of protection available,

The applicant may, in respect of any desig-

nated State (whose national law knows the.

kinds of protection involved and admits the
poss'bility of seeking two kinds of protection),
mention in the Request two kinds of protection

4t
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(Box No. V), together with an indication of the
one he prefers, and his application will be dealt
with accordingly in that State (PCT Axticle 44
and PCT Rule 4.12(b) ). Annex I indicates, in
respect of each Contracting State, whether this
possibility is available. )
The indication of the type of protection
desired is placed directly after the name of the
State, e.g., “Federal Republic of Germany, pat-
ent and utility model” (PCT Administrative In-
structions, Section 202(b)). Where a title
(patent, certificate, inventor’s certificate, utility
cextificate) of addition, is sought, or where the
ap}ﬁlicant wishes the international application
to be treated in any designated State as an ap-
lication for a continuation or a continuation-
mn-part, the fact must be indicated together with
the parent application (PCT Rules 4.(b) (v),
4.13 and 4.14). This indication is placed in the
Supplemental Box. See § 1820.07.

1820.06 Priority [R-8]
PCT Antrcre 8
Olaiming Priority

(1) The international application may contain a
declaration, as preseribed in the Regulations, claiming
the priority of one or more earlier applications filed in
or for any country party to the Paris Convention for
the Protection of Industrial Property,

{2} (a) Subjeet to the provisiong of subparagraph
(b), the eonditions for, and the effect of, any priority
claim declared under paragraph (1) shall be ag pro-
vided in Article 4 of the Stockholm Act of the Paris
Convention for the Protection of Industrial Property.

432.1
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(b} The international application for which the
priority of one or more earler applications filed in or
for a Contracting State is elaimed may contain the
designation of that State, Where, in the internatlonal
application, the priority of one or more national ap-
plications filed in or fora designated State is claimed, or
where the priority of an international application hav-
ing designated only one State is claimed, the conditions
for, and the effect of, the priority elaim in that State
shall be governed by the national law of that State.

POT Rule 4.10 Priority Cleim

{a) The declaration referred to in Article 8{1) shall
be made in the request; it shall consist of a statement
to the effect that the priority of an earlier application
is claimed and shall indieate:

(£) when the earlier application is not q regional
or an international application, the country in which
it was filed ; when the earlier application is a regional
or an international application, the country or coun.
tries for which it was filed,

(ii) the date on which it was flled,

(iii) the number under which it was filed, and

(iv) when the earlier application iz a regional or
an international application, the national Office or
intergovernmental organization with whish It was
filed. .

{b) If the request does not indicate both

(i) when the earlier application is not a regional
or an international application, the country in which
it was filed; when the earlier application is a re-
gional or an international application, at least one
country for which it was filed, and

(i) the date on which it was filed,

Rev. 8, Oct. 1681
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the priority ciaim shall, for the purposes of the proce-
dure under the Treaty, be considered not to have been
made except where, resulting from an obvious error of
transeription, the indication of the said country or the
sald date is missing or ig erroneous; whenever the
identity or correct identity of the said country, or the
sald date or the correct date, may be establisied on the
basis of the copy of the earlier application which the
receiving Office receives before it transmits the record
copy to the International Bureau, the error shall be
considered as an obvious error.

(¢} If the application number of the earlier appli-
eation is not indicated in the request but iz furnished
by the appiicant to the International Bureau prior to
the expiration of the 16th month from the priority
date, it shall be eonszidered by all designated States
to have been furnished in time. If it is furnished afier
the expiration of that time limit, the International
Bureau shall inform the applicant and the designated
Office of the date on which the said number was fur-
nigshed to it. The International Bureasu shall indicate
that date in the international publication of the inter-
national application, or, if at the time of the inter-
national publication, the said number has not been
furnished to it, shall indieate that fact in the inter-
national publication.

{d) If the flling date of the earlier application as
indicated in the request does not fall within the period
of one year preceding the internationsl filing date,
the receiving Office, or, if the receiving Office has
failed to do so, the International Bureau, shall invite
the applicant to ask either for the cancellation of the
declaration made under Article 8(1) or, if the date
of the earller application was indicated erroneously,
for the correction of the date so indicated. If the ap-
plicant fails to act accordingly within 1 month from
the date of the invitation, the declaration made under
Article 8(1) shall be cancelled ex efficio. The receiving
Office effecting the correction or cancellation shall no-
tify the applicant accordingly and, If coples of the in-
ternational applieation have already been sent to the
International Bureau and the International Searching
Authority, that Bureau and that Authority. If the
correction or cancellation ig effected by the Interna-
tional Bureau, the latter shall notify the applicant and
the Internalional Searching Authority accordingly.

(e} Where the priorities of several earlier applica-
tions are claimed, the provisions of paragraphs (a) to
(@) shall apply to each of them. :

POT RULE 32318
Withdrawel of the Priority Claim

Rule $2bis. 1 Withdrawals

(2) The gpplicant may withdraw the priority claim
made in the international application under Article
8(1) at any time before the international publication
of the international application,

(b) Where the international applcation contains
more than one priority claim, the applicant may exer-
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eige the right provided for in paragraph (a) in respect
of one or more or all of them,

(¢} Where the withdrawal of the priority claim, or
in the case of more than .one such claim, the with-
drawal of any of them, causes a change in the priority
date of the international application, auy time Hmit
which is computed from the original priority date and
which hag not already expired shall be computed from
the priority date resulting from that change. In the
case of the time Hmit of 18 months referred to in
Article 21(2) (a), the International Bureau may never-
theless proceed with the international publieation on
the basig of the said time Umit as computed from the
original priority date if the withdrawal is effected dur-
ing the period of 15 days preceding the expiration of
that fime lmit,

{d) For any withdrawal under paragraph {a), the
provisions of Rale 82.1(e) and (d) and Rule 74his.1
shall apply mutatis mutandis.

POT ADMINIRTRATIVE INSTRUCTION SECTION 202

Notification of Priority Claim Considered Not To Have
Been Made

‘Where, owing to failure to meet the requirementy of
Rule 4.10(%), the priority claim is, for the purpoges of
procedure under the Treaty, considered net to have
been made, the receiving Office shall indicate that faet
in the international application by marking over the
box in the reguest Form which provides for the in-
formation concerning the priority claim, the words
“NOT TO BE CONSIDERED FOR PCT PROCE-
DURE" or ity equivalent In the language of the interna--
tlonal application. The receiving Office shall notify the
applicant accordingly. If coples of the international
application have already been sent to the International
Bureau and the International Bearching Authority,
the receiving Office shall also notify that Bureau and
that Authority.

Secrron 314

Manner of Indicating Correction of the Priority Date
or Cencellation of the Priority Claim

(a) Where, under Rule 4.10(d), the applicant cor-
rects the erroneously indieated filing date of any esarlier
application, the receiving Office shall enter the cor-
rected date in the reguest and draw a line through the
previously entered date while still leaving it Iegible.

(b) Where, under Rule 4.10(d), the receiving Office
cancels the declaration made under Article 8(1), that
Office shall mark over the said declaration the words
"CANCELLBED ON REQUEST OF APPLICANT”
or “CANCELLED EX OFFICIO BY RO,” or their
eguivalent in the language of the international appi-
cation, as the cage may be.

SECTION 402

Notification of Correction of the Priorily Dete
or Cancellation of the Priority Claim
Where, under Rule 4.10(d), the correction of the
priority date or the cancellation of the priority claim
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»
ig effected by the International Bureau, the manner of
indieating the eorrection or cancellation set forth in
Section 814 shall apply mutatis mutondis. The receiv-
ing Office, in addition to the applicant and the Inter-
national Searching Authority, shall be notified
accordingly by the Infernational Bureau.

Srorion 408
Priority Application Number

(a)} If the application number of the earlier appli-
cation referred to in Rule 4.10(c) (priority application
number) is furnished to the International Bureau
within the prescribed time limit, that Bureau shall
enter the gaid number in the space provided therefor
in the request Form. )

(b) If the priority application number js furnished
after the expiration of the prescribed time Hmit, the
International Bureau shall indicate, in the interna-
tional publication, the date on which the said number
was furnished, by including on the front page of the
pamphlet next to the priority application number the
words “FURNISHED LATE ON ... {date),” and
their equivalent in the language of the international
application, provided that language is French, German,
Japanese or Russian,

{e) If the priority application number hag not been
furnished at the time of the international publication,
the International Bureau shall indicate that fact by
including on the frout page of the pamphlet in the
space provided for the priority application number the
words “NOT FURNISHED AT TIME OF THIS
PUBLICATION,” and their equivalent in the language
of the international application, provided that language
is French, German, Japanese or Ruasian,

Spcrion 409

Neotifleation of Priority Cleim Considered not? to have
' been Made

Where the International Bureau notes that the re-
ceiving (ffice has failed to notify the applicant as
provided in Section 202, it shall send a notification to
the game effect to the applicant, the receiving Office and
the International Searching Authority.

85 U.B.0. 885 Right of priority; benefit of the filing
date of ¢ prior application. (a) In accordance with the
conditions and requirements of section 119 of this title,
a national application shall be entitled to the right of
priority based on a prior filed international application
which designated at least one country other than the
United States.

(b} In accordance with the conditions and require-
ment of the first paragraph of section 119 of this title
and the treaty and the Regulations, an international
application designating the United States shall be en-
titted to the right of priority based on a prior foreign
application, or a prior international application desig-
nating at least one country other than the United
States.

{¢) In accordance with the conditions and require-
ments of section 120 of this title, an international
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application designating the Unifed States shall be
entitled to the benefit of the filing date of a prior na-
tional application or a prior international application
designating the United States, and a national applica-
tion shaill be entitled to the benefit of the filing date
of a prior international application designating the
United States. If any claim for the benefit of an earlier
filing date is based on a prior international application
which designated but did not originate in the United
States, the Commissioner may require the filing in the
Patent Office of a certified copy of sueh application to-
gether with a transiation thereof into the English
language, if it was filed in another language.

An applicant who claims the priority of one
or more earlier national or international appli-
cations for the same invention must indicate, in
the Request at the time of filing the interna-
tional application, the country in or for which
the application was filed, the date on which it
was filed, and its application number. (PCT
Article 8 and PCT Rule 4.10) When the earlier
application is a re%-iona,l or an international ap-
plication, the applicant must also indicate the
national Office or intergovernmental organiza-
tion with whieh. it was filed. If the number can-
not be indicated in the Request at the time of
filing of the international application, it must
be furnished to the International Burean at the
latest by the expiration of sixteen months from
the pricrity date.

If the applicant files a copy of the priority
document, certified by the county or authority
with which it was originally filed, at the time of
filing the international application in the U.S.
Patent and Trademark Office as a Receivin
Office, the priority document will be include
as part of the “Record Copy” of the interna-
tional application and forwarded therewith to
the International Bureau before the expiration
of thirteen months from the priority date (PCT
Rales 17 and 22)}. Also, under 37 CFR 1,451,
upon filing the international application, the
applicant may request the T.S. Patent and
Trademark Office to prepare a copy of the U.S.
national application whose priority is claimed
and the United States Receiving Office will
forward the copy to the International Bureau.
If, however, the certified copy of the priorit
doeument is not submitted to the Receiving Of-
fice at the time of filing the international appli-
cation or if no request under 37 CFR 1.451 is
received upon filing, the applicant himself must
submit a certified copy of the priority document
to the International Bureau not later than six-
teen months after the priority date. Otherwise,
any designated State may disregard the claim
for priority. o

The applicant may withdraw any priority
claim made in the international application
until the international publication of the in-

2
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ternational application (PCT Rule 32bis). The
signed notice containing the withdrawal of any

riority claim causes a change in the priority
gate of the international application (for the
definition of “priority date,” see- PCT Article
2(xi)), any time limit which is computed from
the original ¥riority date and which has not
yet expived—ifor example, the time limit before
which processing in the national phase cannot
start~-1s computed from the priority date re-
sulting from the said change. Further details
are provided in PCT Rule 826is. )

The date of the filing of the priority applica-
tion should be given by indicating the number
of the day by two digits, the name of the month
spelled out in full and the number of the year
in four digits, for example, 05 October 1978
(PCT Administrative Instruction, Section
110). The nagme of the country of filing shouid
be either the official name or accepted short
title listed in Annex A of the PCT Administra-
tive Instructions. 35 U.S.C. 865 provides for
recognition of priority elaims in International
applications.

1820.07 Parent Application or Grant

POT Rule }.13 Tdentification of Parent Application or

Parent Grant

If the applcant wishes hiz international application
fo be treated, in any designated State, as an applica-
tion for a patent or certificate of addition, inventor's
certificate of addition, or utility certificate of addi-
tion, he shall identify the parent application or the
parent patent, parent inventor's certificate; or parent
utility certificate to which the patent or certificate of
addition, inventor's certificate of addition, or utility
certificate of additien, if granted, relates. For the
purposes of this paragraph, Article 2(ii) shall not
apply.

POT Rule .14 Oontinuation or Continuation-in-Part

If the applieant wishes his international application
to be treated, in any designated State, ag an applica-
tion for a continuation or a continuation-in-part of an
earlier application; he shall so indicate in the request
and shall identify the parent application invelved.

Box VII may be used where the applicant
has an earlier application in a country desig-
nated in the international application and
where special title or treatment of the inter-
national application is desired. For example, if
the applicant has a pending United States ap-
plication, the international application could
contain additional subject matter and be
treated as a continuation-in-part in the United
States, if the United States is designated in the
international application (PCT Rule 4.14). In
this example, the entries to be placed in Box
VII would be as follows: “United States; con-
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tinuation-in-part; U.S.S.N. 999,999, Pipe
Clamp; 07 February 1978”.

1820.08 Earlier International or Inter-
national-Type Search [R~-3]

POT Rule }.11 Reference to Barlier Search

If an international or international-type search has
been requested on an application under Article 15(5)
or if the applicant wishes the International Searching
Authority to base the international search report
wholly or in part on the results of a search, other than
an infernational or international-type search, made by
the national Office or intergovernmental organization
which is the International Searching Authority compe-
tent for the international application, the request shall
contain a reference fo that fact. Such reference shall
either identify the application (or its translation, as
the case may be) in respect of which the earlier search
wag made by indicating country, date and number, or
the said search by indicating, where applicable, date
and number of the request for such search.

The United States Patent and Trademark
Office performs an international-type search on
all U.S. national applications filed on and after
June 1, 1978. No specific request by the ap-
plicant is required and no number identifying
the international-type search is assigned by the
Office. All earlier U.S. applications referred
to in Box VI for priority purposes as well as
all U.S. applications referred to in separate
transmittal letters will be considered by the
:(l)ﬁi%e for fee refund purposes under 37 CFR

446,

Box VIII should be used only to identify
related international applieations and U.S.
ilg’?isona,l applications ﬁleﬁ on and after June 1,

1820.09 Different Applicants for Dif-
ferent Designated States

In any international application, different
applicants may be indicated for different desig-
nated States. This possibility is of great prac-
tical importance since, for the purposes of the
United States of America, the applicant must
be the inventor, whereas, for the purposes of
the other countries currently members of the
Treaty, no such requirement exists (PCT Ar-
ticle 9(3), PCT Rules 4.6(c) and 18.4 and 35
U.5.C. 373). Where there are several applicants,
at least one of them must qualify to file an inter-
national application for each designated State
(PCT Rules 18.3,184 (a) and (b)).

If it is desired that different applicants be
indicated for different designated countries, for
example, in an application designating the
United States, Sweden and Switzerland, for the
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pur%oses of the United States, the inventor must
be the applicant. If the invention has been as-
signed, the assignee may wish to be the appli-
cant for Sweden and Switzerland. If in this
example, “A” is the assignee and “B” is the
inventor, “A” and “B” must both be indicated
as applicants, one in Box II and the other in
in the “supplemental box” on page 3 of the Re-
quest form. A check mark should be placed in
the small box following the phrase “additional
information is contained in supplemental box.”
The information placed in the supplemental box
should be clearly labeled “II (Applicant) “B”
as the inventor would also be named in Box I1T
of the Request. Box IX, on page 2 of the Re-
quest, is then used to identizgr different appli-
cants for different designated countries, In Box
IX, “B” would be indicated as the applicant
for the United States of America and “A”
would be indicated as the applicant for Sweden
and Switzerland. It should be noted that both
“A” and “B” must also sign the Request form
or a power of attorney if the Request is signed
by an attorney or agent.

The names of all applicants indicated in
Box IT must be placed in Box IX opposite the
names of the designated States for which they
are to be considered as applicants. The names
of applicants should be placed in the order,
family name first. The names of States should
be the full official titles or the accepted short
titles as listed in Annex A to the PCT Adminis-
trative Instructions.

1820.10 Different Inventors for Dif-
ferent Designated Stdtes

Where, because of the provisions of the na-
tional law in the different designated States, it
is necessary to indicate different inventors for
different designated States, such information
should be placed in Box X (PCT Rule, 4.6(c})).
Names of inventors should be indicated family
name first. The States should be named by offi-
cial titles or accepted short titles as listed in An-
nex A to the PCT Administrative Instructions.

1820.11 Signature of Applicant

POT Rule .15 Signature
The request shall be signed by the appHeant.

The Request form of an international appli-
cation must be signed either by /7 the applicants
(PCT Rule 4.15) or the attorney or agent of
all the applicants, In the later case, a power
of attorney signed by all applicants is filed with
the international application in the Receiving
Office (PCT Rule 2.1). The supplemental box
may be used if Box XT has insufficient room for
all signatures.

Rev. 8, July 1980
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1820.12 Check List

Seorion 318

Manner of Making the Necessery Annotations tn the
Oheck Iist

‘Where, under Rule 3.3(d), the receiving Office itself
filis in the check list, that Office shall mark, next fo
such check list, the words “FILLED IN BY RO,” or
their equivalent in the language of the international
application. Where only gome of the indications are
filed in by the recelving Office, the said wordy and
each indication filled in by that Office shall be identified
by an asterisk.

Part A—When calculating the list of pages,
the Notes to the Request and the fee caleulation
sheet, form PCT/R0O/101 Annex are not
counted. Any sup;l)llemental sheet used for con-
tinuing material, however, is counted.

. Part B—Items which accompany the interna-
tional application should be identified in this
portion. If transmittal form PTO-1382 is used,
it should be referred to as “transmittal letter”
under item 8 in Box XII, B,

Part C—The figure of drawing which appli-
cant considers to best illustrate the invention
should be identified in Box XII, C for publica-
tion in the Gazette and on the front page of the
Eamph}et. The figure selection will be reviewed

y the International Searching Authority.
When the international application contains
only one figure which the applicant wishes o
have published, the word “sole” should be typed
in the space.

Part D--Part D is to be filled in by the Re-
ceiving Office only to indicate whether drawings
are missing upon filing. (PCT Administrative
Instructions, Section 310(a).)

AssianyenT DocuMENT

An assignment document, or a copy thereof,
may be filed with the International application,
The Check List of the Request form, Box X1,
Ttem B.7, should be marked to indicate that
an assignment document has accompanied the
International application on filing. (PCT Rule
8.3(ii) ) The assignment document will be trans-
mitted with the Record Copy of the application
to the International Bureau.

It should be noted that U.S. Patent and
Trademark Office records assignments only for
International applications in which the United
Sta,te)s is named as a designated State. (37 CFR
1.331).

The assignment instrument for an Interna-
tional application must include the indication
that the application to which it relates is an in-
ternational spplication designating the United
States. The assignment instrument and the pre-
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scribed fee for recording (37 CFR 1.21) may
be filed together with the International apph-
cation. The Receiving Office will route the in-
strument and fee to the appropriate organiza-
tions for recording, Assignment instruments for
International applications in which the United
States is not designated will be returned.

[R-3]
PCT ArTicLE §
The Description

The description shall discloge the Invention in & man-
ner sufficlently clear and complete for the invention to
be carried cut by & person skilled in the art.

PCT Rure B
The Description
5.1 Monner of the Description

(a) The description shall first state the title of the
invention as appearing in the request and shall:

(i) specify the technical field to which the inven-
tion relates; .

(i1} indicate the background art which, as far as
known to the applicant, can be regarded as useful
for the understanding, searching and examination of
the invention, and preferably, cite the documents
reflecting such art;

(iil) disclose the inventiom, as claimed, in such
terms that the technical problem (even if not ex-
pressiy stated as such) and its solution ean be under-
stood, and state the advantageous effects, if any, of
the invention with reference to the background art;

(iv) briefly deseribe the figures in the drawings, if
any;

(v) set forth at least the best mode contemplated
by the applicant for carrying out the invention
claimed; thiz shail he done in terms of examples,
where appropriate, and with reference to the draw-
ings, if any ; where the national law of the designated
State does not require the description of the best mode
but is satisfied with the description of any mode
(whether it Is the best contemplated or not), faliure
to describe the best mode contemplated shall have no
effect in that State;

(vi) indicate explicitly, when it is not ebvious from
the description or nature of the invention, the way
in which the invention is capable of exploitation in
industry and the way in which it can be made and
used, or, if it can only be used, the way in which it
ean be uged; the term “industry” is to be understood
in its broadest sense as in the Paris Convention for
the Protection of Industrial Property.

(b) The manner and order specified in paragraph (a)
Shall be followed except when, because of the nature
of the invention, a different manner or a different order
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would resulf in a better understanding and a more
economic presentation,

(e) Suabject to the provisions of paragraph {(b), each
of the parts referred to in paragraph (a) shall pref-
erably be preceded by an appropriate heading ag sug-
gested in the Administrative Instructions,

37 CFR 1.435 The desoription. (a) Requirements as
to the content and form of the description are set forth
in PCT Rules B, 9, 10 and 11 and Administrative In.
struetion 204, and shall be adhered to.

(b} In international applications designating the
United States the description must contain upon filing
an indication of the best mode contemplated by the
inventor for carrying out the claimed invention.

POT AbMIRISTRATIVE INBTRUOTION SECIION 204
Headings of the Parts of the Description

The headings referred to Rule 5.1{¢) should be as
follows :

(i} for matter referred to in Rule G1{e) (1),
“Pechnical Field ;"

(if} for matter referred to in Rule 5.1(«) (i),
“Background Art;”

(iil) for matter referred to in Rule 5.1(a) (iii),
“Disclosure of Invention,”

(iv) for matter referred to in Rule 5.1(e)(iv),
“Brief Description of Drawings:”

{v) for matter referred to in Rule Bl(z)(v),
“Best Mode for Carrying Out the Invention, or, where
appropriate, “Mode(s) for Carrying Out the
Invention”; ,

(vi} for matter referred to in Rule 5.1(a)(vi),

“Industrial Applicability.”

The description must “disclose the invention
in a manner sufficiently clear and complete for
the invention to be carried out by a person
skilled in the art” (PCT Article 5). PCT Rule
5 contains detailed requirements as to the “man-
ner and order” of the description, which, gen-
erally, should consist of six parts under the fol-
lowing headings: “Technical Field,” “Back-
ground Art,” “Disclosure of Invention,” “Brief
Description of Drawings,” “Best Mode of Car-
rying Out the Invention,” “Industrial Applica-
bility.” (PCT Administrative Instruction Sec-
tion 204). The description must begin with the
title of the invention as stated in Box I of the
Request. (PCT Rule 5.) Every fifth line of typ-
ing may be numbered along the left hand side
but not in the margin. (PCT Rule 11.8.) The
page numbers must be placed at the top of the
page but not in the top margin. (PCT Rule 11.6
(e).) Tf the United States of America is desig-
nated, the best mode contemplated by the in-
ventor for carrying out the invention must be
included in the description (37 CFR 1.435).
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1823.01 Referenceto Deposited Micro-
organism [R-3]
PCT RuLg 13s1s
Microbiological Inventions

18bis. 1  Deftnition

For the purposes of thizs Rule, “reference fo a de-
posited microorganism’ means particulars given in an
international application with respect to the deposit of
a microorganism with a depositary institution or to
the microorganism so deposited.

13bi3.2 References (General}

Any reference to g deposited microorganism shall be
made in accordance with this Rule and, if so made,
ghall be considered as satisfying the requirements of
the national law of each designated State.

18bis.3 Referénces: Contents; Failure To Include Ref-
erence or Indication

{n) A reference to a deposited microorganism shatl
indicate,

{1) the name and address of the depositary ingti-
tution with which the deposit was made;

{it) the date of deposit of the microorganism with
that institution;

(iif) the accession number given to the deposit by
that institution; and

(iv) any additional matter of which the Inter-
national Bureau bhas been notified pursuant to Rule
18%3.7(a) (1), provided that the requirement to in-
dicate that matter was published in the Gazette in
aceordance with Rule 188i8.7(c) at least two months
pefore the filing of the international application.

(b) Failure to include a reference to a deposited
microorganism or failure to include, in a reference to a
deposited microorganism, an indication in accordance
with paragraph (a}, shall have no consequence in any
designated State whose national law does not require
such reference or such indleation in a matlonal
application.

13bis.4 References: Time of Purnishing Indicetions
1f any of the indications referred to in Rule 13bis.3
{a} is not included in a reference to a deposited micro-
organism in the international application ag filed but
is furnished by the applicant to the International Bu-
rean within 16 months after the priority date, the in-
dication shall be considered by any designated Office to
have been furnished in itime unless its national law
requirves the indication to be furnished at an earlier
time in the case of a national application and the Inter-
national Bureau ha$ been notifled of such requirement
pursuant to Rule 130487 (ii), provided that the Inier-
national Bureau bas published such requirement in the
Gazette In accordance with Rule 135is.7{¢) at least
two months before the filing of the international appli-
cation. In the event that the applicant makes a request
for early publication under Article 21(2} (b), however,
any designated Office may consider any indication not
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furnished by the time such request is made as nof hav- ~%q {

ing been furnished in time, Irrespective of whether the
applicable time limit under the preceding sentences has
been observed, the International Bureau shall notify
the applicant and the designated Offices of the date on
which it has received any indication not Included in
the international application as filed. The Infernational
Bureau shall indicate that date in the international
publication of the international application if the indi-
cation has been furnighed {o it before the completion
of technical preparations for international publication.

13%is.5 References gnd Indicotions for the Purposes
of One or More Designated States; Diifferent De-
posits for Different Designoted Siates; Deposits
with Depositary Institutions other than Those
Notifled
(a) A reference to a deposited microorganism shall
be considered to be made for the purposes of all desig-
nated States, unless it is expressly made for the pur-
poses of certain of the designated States only ; the same
applies to the indications included in the reference.
{b) References to different deposits of the micro-
organism may be made for different designated States.
(¢) Any designated Office shall be entitled to dis-
regard a deposit made with a depositary institution
other than one notified by it under Rule-13bis.7(b).

18bis.6 Furnishing of Semplesz

{a) Where the international application contains a
reference to a deposited mieroorganism, the applicant
shall, upon the request of the International Searching
Authority or the International Preliminary Examining
Authority, authorize and assure the furnishing of a
gample of that microorganism by the depositary insti-
tution to the said Authority, provided that the said
Authority has notified the International Bureau that
it may reguire the furnishing of samples and that such
gsamples will be used solely for the purposes of infer-
national search or international preliminary examina-
fion, as the case may be, and such notification has been
published in the Gazette.

(b} Pursuant to Articles 28 and 40, no furnishing of
samples of the deposited microorganism to which a
reference ig made in an international application shall,
except with the authorization of the applicant, take
place before the expiration of the applicable time limits
after which national processing may start under the
gaid Articles. However, where the applicant performs
the acts referred to in Articles 22 or 39 after interna-
tional publication but before the expiration of the said
time Hmits, the furnishing of samples of the deposited
mieroorganlsm may take place, once the said acts have
been performed. Notwithstanding the previous provi-
gion, the furnishing of samples from the deposited
microorganism may take place under the national law
applicable for any designated Office as soon as, under
that law, the international publication has the effects
of the compuisory national publication of an unexam-
ined nationsl application.

N,
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13b{8.7 National
Publication

(a) Any netional Office may notify the International
Bureau of any requirement of the national law,

(1) that any matter specified in the notification,
in addition fo those referred fo in Rule 13bis.8(a)

Requirements: Notification and

(i), (ii) and (iii), is required to be included in a ref-.

erence to & deposited microorganism in a national
application; o

(ii) that one or more of the indications referred to
in Rule 135{e.3(a) are required to be included in a
national application as filed or are reguired to be
furnished at a time specified in the notification
which is earlier than 16 months after the priority
date,

(b) Each national Office shall notify the Interna-
tional Bureau g firgt time before entry into force of
thig Rule and fhen each time a change occurs of the
depositary Institutions with which the natlonal law
permits deposits of microorganisms to be made for the
purposes of patent procedure before that Office or, if
the national law does not provide for or permit such
deposits, of that fact,

-{e) The International Bureau shall promptly pub-
lish in the Gazette requirements notifled to it under
paragraph. (a) and information notified to it under
paragraph (b).

PCT Apminisrrative INSTRUCTIONS Secrion 200
Indications as to Deposited Microorganisms
on a Separate Sheet

{2} To the extent t hat any indication with respect to
2 deposited microorganism is net contained in the de-

geription, it may be given on a separate sheet. Where |

any such indication is so given, it shall preferably be
on the form provided in Annex F ag form PCT/RQ/134
and, if furnished at the time of flling, the said@ form
shall, subject to paragraph (b), preferably be attached
to the request and referred to in the Check List re-
Terred to in Rule 8.3(a} (ii).

(b) For the purposes of the Japanese Patent Office,
when Japan is designated, paragraph (a) apples only
to the extent that the said form or sheet is included as
one of the sheets of the deseription of the international
application at the time of Aling.

1824 The Claims [R-3]
PCT ARTICLE 6

The Claims

The claim or claims shall define the matter for which
protection is sought. Clalms shall be clear and con-
cise. They shall be fully supported by the description.

438.1
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PCT RulE 6
The Claims

.1 Number gnd Numbering of Claims

(&) The number of the claims shall be reasonable In
econsideration of the nature of the invention claimed.

{b) If there are several claims, they shall be num-
bered consecutively in arabic numerals.

{¢) The method of numbering in the cvse of the
amendment of claims shall be governed by the Admin-
fatrative Instructions.

6.2 Refercnces to Other Parts of the Internationel Ap-
plication ’

(a) Claims shall not, except where absolutely neces-
sary, rely, in respect of the technicsl features of the
invention, on references to the degcription or drawings,
In particular, they shall not rely on such references
as: “as described in part . . . of the deseription,” or
a8 {llustrated In figure. .. of the drawings.”

PCT ApMINISTRATIVE INRTRUCTIONE SEOTION 205
Numbering of Claims upon Amendment

(a) Any claim submitted after the filing date of the
International appieation and which iz not identical
with the claims previously appearing in the interna-
tional applieation shall, at the choice of the applicant,
be submitted elther:

(i) as an amended claim, in which ecase, it shall
benr the same number as the previous claim it
amends; that number shall be followed by the word
“{amended)” or its equivsglent in the language of
the international application; or

~(i1) as a new claim, In which case 1 shall bear the

next number after the highest previously numbered
elaim ; that number shall be followed by the word
“{new)"” or its equivalent in the language of the in-
ternational application; where the consecufive or-
der of claims requires that & new claim be given a
number lower than the highest previcusly numbered
claim, the claims following the new claim shall be
renumbered ; any new number shall be foliowed by
the words “(Original elaim No.)” or an equivalent
of these words in the language of the infernational
apphication and an Indication of the original number
of the renumbered elaim,

(b) The deletion of any claim previously appearing
in the international application shall be made by in-
dicating the number of the previous claim followed by
the word *“(cancelled)” or its equivalent In the lan-
guage of the international application,

87 OFR 1.436 The claims. The requirements as to the
content and format of claims are set forth in PCT
Art. 6 and PCT Rules 8, 0, 10 and 11 and shall be ad-
hered to. The number of the claims shall he reasonable,
considering the nature of the invention claimed.

The claim or claims must “define the matter
for which protection is sought. Claims shall be
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clear and concise. They shall be fully supported
by the description” (PCT Article 6). PCT
Eule 6 contains detailed requirements as to the
number and numbering of claims, the extent to
which any claim may refer to other parts of the
international application, the manner of claim-
ing and dependent claims, As to the manner of
claiming, generally and wherever appropriate,
the claims must consist of two distinet parts,
the statement of the prior art and the statement
of the features for which protection is sought
{“the characterizing portion”).

Multiple dependent claims are permitted in
international applications if they are in the al-
ternative only and do not serve as g basis for
any other multiple dependent claim (PCT Rule
6.4(a), 35 U.8.C. 112). The claims, being an
element of the application, should start on a
new page (PCT Rule 11.4). Page numbers and
line numbers must not be placed in the margins
(PCT Rule 11.6(e)).

The number of claims shall be reasonable,
considering the nature of the invention claimed
(87 CFR 1.436).

1825 The Drawings [R-8]
PCY ArtIcLE 7
The Drawings

(1) Subject to the provisions of paragraph (2} (il),
drawings shall be required when they are necessary for
the understanding of the invention.

{2} Where, without being necessary for the under-
standing of the invention, the nature of the invention
admits of illustration by drawings:

(1} the applicant may inclade such drawings in the
international application when filed.
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(il) any designated Office may require that the
applicant file such drawings with it within the pre-
seribed fime Hmit.

PCT Ruie T
The Drawings

7.1 Flow Sheets and Diagrams

Flow sheets and diagrams are considered drawings.
7.2 Time Limit

"Phe time limit referred to in Article T(2) (ii) shall
be reasonable under the circumstances of the case and
shall, in no case, be shorter than 2 months from the
date of the written invitation requiring the filing of
drawings or additional drawings under the said pro-
vigion.

POT ADMINISTRATIVE INSTRUCTION SecrioN 310
Procedure in the Case of Missing Drawings

{a) Where the international application refers to
drawings which in fact are not included in that appli-
cation, the receiving Office shall make the indication
referred to in Rule 26.6{(¢} by an appropriate marking
of the request Form.

(b) Section 309{e) shall apply aisc in the ease of
drawings received by the receiving Office on a date
later than the date on which sheets were first received
by that Office.

(e} The receiving Office shall, in the case of missing
drawings received within the time limit referred to
in Rule 20.2(¢) (i) :

(1} effect the required correction of the interna-
tional filing date, or, where no international filing
date has yet been accorded, of the date of receipt of
the purported international application, and delete
the indication made under paragraph (a) above;

458.2
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(i1) notify the appleant of the correction effected
under item (1}, above;

(it} where transmiftals under Article 12{1) have
already been made, notify the International Bureau
and the International Searching Authority of any
correction effected under item (i), above, by trans-
mitting & copy of the corrected first page of the re-
quest, and forward copies of the later submitted
drawings to the said Bureau and the sald Authority;

{iv) where transmittals under Article 12{1) have
not yet been made, attach a copy of the later sub-
mitted drawings to the record copy and the search
copy.

(d) The receiving Office shall, in the case of missing
drawings received after the expiration of the time imit
referred to in Rule 20.2(e) (i) :

{1) notify the applicant of the fact and of the date
of receipt of the later submitied drawings;

(1) where trensmittals under Article 12(1) have
already been made, forward a copy of the later
submlitted drawings to the International Bureau
with the indication that such drawings and any
reference to such drawings are not to be taken into
consideration for the purposes of international
processing ;

(iii) where transmittals under Article 12(1) have
not yet been made, attach a copy of the later sub-
mitted drawings to the record copy with the indica-
tion that such drawings and any reference to such
drawings are not to be faken into consideration for
the purposes of international processing.

87 CFR 1437 The drowings. {(a) Subject to para-
graph (b) of thig section, when drawings are necessary
for the understanding of the invention, or are men-
tioned in the description, they must be part of an in-
ternational application as originally filed in the United
Btates Receiving Office in order {o maintain the inter-
national filing date during the nationa! stage (PCT
Art, 7)., ‘

(b) Drawings missing from the application upon fil-
ing will be aceepted if sueh drawings are received
within 30 days of the date of first receipt of the incom-
plete papers. If the missing drawinggs are received
within the 30-day period, the international filing date
shall be the date on which sueh drawings are received.
If such drawings are not timely veceived, ali references
to drawings in the international application shall be
considered non-existent (PCT Art. 14(2), Adminigtra-
tive Ingtruction 310).

() The physical reguirements for drawings are get
forth in PCT Rule 11 and shall be adhered to.

Any international application must contain
drawings “when they are necessary for the un-
derstanding of the invention” (PCT Article
7(1), 37 CFR 1.437)). However, even where,
without being necessary for the understanding
of the invention, the nature of the invention ad-
mits of illustration by drawings, the applicant
‘may include such drawings and any designated
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Office may require the applicant to file such
drawings during the national (or regional)
phase. Flow sheets and diagrams are considered
drawings (PCT Rule 7.1). The drawing shests
must be numbered in a separate series either as
14, 24, 84 to indicate one of three, two of three
and three of three or 1, 2, 3. The drawings in an
international application must be on A4 size
sheets of paper which must be flexible, strong,
white, smooth, non-shiny and durable (PCT
Rules 11.3 and 11.5). The space used for llustra-
tion on cach sheet must not exceed 26.2 cm. by
17.0 em. (PCT Rule 11.6(c¢) ). One figure of the
drawings should be designed in the Request Box
No. IX for use on the front page of the pub-
lished application to accompany the abstract
(PCT Rules 38(a) (iil) and 48.2(d).

1826 'The Abstract

PCT Ruiz 8

The Abstract

8.1 Contents and Form of the Abstract

(a) The abstract shall consist of the following :

{1) a summary of the disclosure as contained in
the description, the claims, and any drawings; the
summary shail indicate the technical field to which
the invention pertains and shall be drafted in a way
which allows the clear understanding of the technical
problem, the gist of the solution of that problem
through the invention, and the prineipal use or uses
of the invention;

(i1) where applicable, the chemical formula which,
among all the formulae contained in the international

. application, best characterizes the invention.

{b) The abstract shall be ay coneise as the disclosure
permits (preferably B0 to 150 words if it is English
or when translated into English).

{e) The abstract shall not contain statements on the
alleged merits or value of {he claimed invention or on
its speculative application.

(d) Each main techpical feature mentioned in the
abstract and illustrated by a drawing in the interna-
tion application shall be followed by a reference sign,
placed between parentheses,

8.2 Failure to Suggest a Figure to be Published with
the Abstract

If the applicant fails to make the indication referred
to in Rule 3.3 (a) (iii), or if the International Searching
Aunthority finds that a figure or figures other than that
figure or those figures suggested by the applicant would,
among all the figures of all the drawings, better char-
acterize the invention, it shall indicate the figure or
figures which it so considers, Publications by the Inter-
natlonal Bureau shall then use the figure or figures so
indicated by the Internationzl Searching Awuthority.
Otherwise, the figure or flzures suggested by the ap-
plicant shall be uszed in the said publications.

Rev. 8, Oct. 1081
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8.2 GQuiding Principles in Drafting

The abstract shall be so drafted that it can efficlently
soyve a4 a scanning tool for purposes of searching In
the particular art, especially by assisting the scientist,
engineer or researcher in formulating an opinion on
whether there is a need for congultlng the interna-
tional application itsalf.

87 CFR 1.438 The abstract. (a) Requirements as to
the content and form of the abstract are set forth in
PCT Rule 8, and shall be adhered to.

(b) XLack of an abstract upon fling of an interna-
tional application will not affect the granting of a fil-
ing date, However, failure to furnish an abstract
" within one month from the date of the notification by
the Receiving Office will result in the internatfonal
application being declared withdrawn. : :

The abstract must begin on a new sheet fol-
lowing the claims (PCT Administrative In-
struction Section 207). It must consist of a sum-
mary of the disclosure as contained in the de-
scription, the claims and any drawings (PCT
Article 8(3)). Where applicable, it must also
contain the most characteristic chemical for-
mula. The abstract must be as eoncise as the dis-
closure permits (preferably 50 to 150 words in
English). It must be so drafted that it can effi-
ciently serve as a scanning tool for the purposes
of searching in the particular art. These and
other requirements concerning the abstract are
Spellc;d out in detail in PCT Rule 8 (37 CFR
1.438). ‘

SuMmary oF ApsTRACT REQUIREMENTS

Preferably 50-150 words, but not more than
250,

Should contain—

1. Indication of field of invention.

2. Clear indication of the technical problem.

8. Gist of invention’s solution of the problem.

4. Principal use or uses of the invention,

5. Reference numbers of the main technical
features.

6. Where applicable, chemical formula which
best characterizes the invention.

Should nef contain—

1. Superfluous language.

9. Legal phraseology such as “said” and
“means,” :

3. Statements of alleged merit or speculative
application, ‘

4. Prohibited items as defined in PCT Rule 9.

1827 Fees
PCT Ruie 14
The Trensmittal Pee
151 The Transmittal Fee

(a) Any receiving Office may require that the appli-
cant pay a fee to it, for its own benefit, for receiving

MANUAL OF PATENT EXAMINING PROCEDURE

the International applcation, transmitting coples to the
International Bureau and the competent Internationel
Bearching Authority, and performing all the other
tesks which it must perform in connection with the
international application in its capacity of recelving
Office (“transmittal fee”).

{b) The amount and the due date of the transmittal
fee, If any, shall be fixed by the receiving Office.

PCT Rure 15

The International Fee

1§.1 Basic Fee and Designation Fee

Each internatlonal application shall be subject to
the payment of s fee for the benefit of the International
Bureau (“international fee”} to be collected by the
recelving Office and consisting of,

(1) a “basle fee,” and
(1) as many “deslgnation fees” ag there are na-
+tional patents and reglonal patents sought by the
applicant in the international applieation, except
that, where Article 44 applies in respect of a desig-
nation, only one designation fee shall be due.
15.2 Amounts

(a) The amounts of the basic fee and of the desig-
nation fee are as set out in the Schedule of Fees.

(b} The amounts of the basic fee and of the designa-
tion fee shall he established, for each receiving Office
which, under Rule 15.3, prescribes the payment of those
fees in & currency or currencies other than Swiag cur-
rency, by the Director General after consultation with
that Office and in the currency or eurrencies preseribed
by that Office (“prescribed currency”), The amounts
in each prescribed currency shall be the equivalent, in
round figures, of the amounts In Swiss carrency set out
in the Schedule of Fees. They shall be published in
the Gazette,

(¢) Where the amounts of the fees set out in the
Schedule of Fees are changed, the corresponding
amounts in the prescribed currencles shall be applied
from the same date asy the amounis set out in the
amended Schedule of Fees.

(d) Where the exchange rate between Swiss cur-
rency and any prescribed currency becomes different
from the exchange rate last applied, the Director Gen-
eral shall establish new amounts in the prescribed
currency according to directives given by the Assembly,
The newly established amounts shall become appiicable
two months after the date of their publication in the
Gazette, provided that the interested Office and the
Director General may sgree on a date falling during
the seld two-month period in which case the safd
amounts shall become applicable for that Office from
that date,

15.83 Mode of Payment

"The international fee shall be payable in the cur-
rency or currencies preseribed by the receiving Offlce,
it being understocd that, when transferred by the re-
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celving Offlce to the International Bureau, the amount
transferred shal be freely convertible into Swiss cur-
rency.

15.4 Time of Payment

(a) Subjeet to paragraph {e¢), the basic fee shall be
due on the date of receipt of the international applica-
tion.

(b) Subject to paragraph (c¢), the deslgnation fee
shall be paid on the date of receipt of the international
application or on any later date prior to the expira-
tion of one year from the priority date.

{c) The recelving Office may permit applicants to
pay ¢ither the basic fee or the designation fee or both
of the fees later than on the dates provided for in para-
graphg (a) and (b), provided that:

(i) permission shall not be given to pay the basic
fee or the designation fee later than one month after
the ddte of receipt of the international application;

(i1) permission may not be subject to any extra
charge.

Such later payment of the said feeg shall be without
loss, in the case of the basie fee, of the international fil-
tng date, or, in the case of the designation fee, of the
designations to which the payment relates.

15.5 (Deleted)
15.6 Refund .

{(a) The international fee shall be refunded to the .

applicant if the determination under Article 11(1) is
negative.
(b) In no other case shall the international fee be
refunded,
PCT Rure 18

The Search Fee
16.1 Right to Ask for a Fee

(a) Each International S8earching Avthority may re-
quire that the applicant pay a fee (“search fee”) for
fts own benefit for carrying out the international
gearch and for performing all other tasks entrusted to
Teternational Searching Authorities by the Treaty and
these Regulations.

(b) The search fee shall be collected hy the re-
ceiving Office. The said fee shall be payahle in the cur-
rency or currencles preseribed by that Office (“the
recelving Office curreney”). it being understood that, if
any receiving Office currency ig not that, or one of
those, in which the International Searching Authority
has fixed the sald fee (“the fixed curreney or curren-
cles"), it shall, when transferred by the receiving Office
to the International Searching Authority, be freely con-
vertible into the currency of the State In which the In-
ternational Searching Authority has its headnuarters
(“the headquarters currency”). The amount of the
gearch fee in any receiving Office currency, other than
the fixed currency or currencles, shali be established
by the Director General after consultation with that
Office. The amounts so established shall he the equiva-
lents, in round figures, of the amount established by
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the International Searching Authority in the headquar-
ters currency. They shall be published in the Gazette,

(¢) Where the amount of the search fee in the head-
gquarters currency is changed, the corresponding
amounts in the recelving Office currencles, other than
the fixed@ currency or currencies, shall be applied from
the same date as the changed amount in the headquar-
ters currency.

(d) Where the exchange rate between the headquar-
ters currency and any receiving Office currency, other
than the fixed currency or currencies, becomes different
from the exchange rate last applied, the Director Gen-

-eral shall establish the new amount in the said re-

celving Office currency according to directives given by
the Assembly. The newly established amount shall be-
come applicable two months after its publication In
the Gazette, provided that any interested receiving
Office and the Director General may agree on g date
falling during the sald two-month period in which case
the said amount shall become applicable for that Office
from thot date.

{e) Where, in respect of the payment of the search
fee in a receilving Office currency, other than the fixed
currency or currencies. the amount sctually received
by the International Searching Auntherity in the head-
quarters currency is less than that fixed by it, the differ-
ence will be paid to the International Searching Au-
thority by the International Burean, whereas, If the
amount actually received iz more, the difference will be-
long to the International Bureau.

(f} As to the time of payment of the search fee, the
provisiens of Rule 15.4 relating to the basic fee shall
apply.

16.2 Refund

The search fee shall be refunded to the applicant if
the determination under Article 11(1) is negative.

16.3 Partial Refund

Where the international application claims the prior-
ity of an earler internaticnal application which has
been the subject of an international search by the same
International Searching Authority, that Authority
shall refund the search fee paid in connection with the
later international application to the extent and under
the conditions provided for in the agreement under
Article 16(3) (b}, if the international search report on
the Iater International applicatirn could wholly or
partly be based on the results of the international
gearch effected on the earlier international application.

PCT Rurw 27

Lacl of Payment of Fees

27,1 Fees

{a) For the purposes of Article 14(3) (a), “fees pre-
seribed nnder Article 3(4) (iv)” menns; the transmittal
fee (Rule 14), the basic fee part of the international
fee (Rule 15.1(1)). and the search fee (Rule 18).

(b} For the purposes of Article 14(3}(a} znd (b},
“the fee prescribed under Article 4(2)" means the

Rev. 8, July 1980
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destgnation fee patt of the international fee (Rule
15.1(i0)).
PCT Ring 98

The Schedule of Fees

981 Schedule of Fees Annerved to Regulations

The amounts of the feey referred to in Rules 15 and
B7 shall be expressed in Swiss currency, They shall be
apecified in the Schedule of Fees which is annexed fo
these Regulations and forms an integral part thereof.

ScEEDULE oF ¥iEs
{Effective January 1, 1982)

Kind of Pee
1. Basic Feeg:

{Rule 15.2({r))

if the international appHea-

tion containa not more than

30 sheets. ... 527 Swigs francs
if the international applica-

tion contains more than 30

sheets

Amount

527 Swiss franes plus
11 Swiss franes
for each sheet in
exceass of 30 gheets

2. Designation Fee:

(Rule 15.2 (a)) oo 127 Swiss francs

-] [ & & @ & L]
Buroharges
8. SBurcharge for lute payment:
(Rule 18bi8.2(a}) Minimom: 260 Swiss
franes
Maximum: 500 Swiss
franes

Note that effective January 1, 1982, the “pre-
scribed currency” and amounts for filing in the
United States Receiving Office are in U.S.
dollars as follows (PCT Rule 15.2(b)):

Basic Fes application up to 30

sheets .o $270. 00
Fee for each sheet in excess of 30

sheets ... oo $6. 00

Designation Fee_._.__._________ $65. 00

Applicants should check the most recent issue
of the Official Gazette for any changes in the
amounts of the fees,

Fees Associated with International Applice-
tions.—There are three kinds of fees which must
be paid to the United States Patent and Trade-
mark Office in connection with the filing and
%l_-opessmg of international applications in the

nited States Receiving Office :

A transmittal fee—for the benéfit of the
Receiving Office for receiving, processing, and
transmitting copies of the international ap-
plications (PCT Rule 14) ;

A search fee—for the benefit of the Inter-
national Searching Authority for carrying
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out the international search and preparing an

international search report {(PCT Rule 16);

and

An international fee which includes a basic
fee portion and a designation fee portion for
each State designated—for the benefit of the
International Bureanu for performing the
tasks required of it under the PCT (PCT
Rule 15). :

When an international application is filed
with the U.S. Patent and Trademark Office as
& Receiving Office, the transmittal fee, the
search fee, and the basic fee portion of the in-
ternational fee are due upon filing of the appli-
cation (85 U.S.C. 361(d)). The (gasigna,tion fee
portion of the international fee must be paid
within one year of the priority date. .-

The amounts of the transmittal fee (PCT
Rule 14.1) and the search fee (PCT Rule 16.1)
set forth in 37 CFR 1.445 are intended to cover
the costs of performing the required functions
in the U.S. Patent and Trademark Office and
are as follows:

Transmittal fee__._______ ... g 85. 00
Search fee.___._________._:=____ $300.00

The amount of the basic fee portion of the
international fee is to be $270.00 for an inter-
national application containing up to thirty

sheets, with an additional charge of $6.00 per ——

sheet for each sheet in excess of thirty (PCT
Rule 15.2(b)). Although all designated States
must be named at the time the international
application is filed, the payment of the desig-
nation fee portion of the international fee need
not be paid on filing but must be paid to the
Receiving Office, at the latest, within one
year of the priority date. The designation fee
portion of the international fee is $65.00 for
each State or group of designated States for
which the same regional patent is sought (PCT
Rule 15.2(b)). In other words, only one $65.00
designation fee is due for all countries for
which Furopean patent protection is desired.

Fees may be paid by check (37 CFR 1.23) or
be charged against a Patent and Trademark
Office Deposit Account (37 CFR 1.25).

Reronp or Frexs

There is no provision in the PCT concerning
the possibility of asking for a refund of the
transmittal fee. The search fee and the interna-
tional fee (both the basic fee and the designa-
tion fees) will be refunded where the Receiving
Office refuses to “accord” an “international fl-
ing date” (PCT Rules 15.6 and 16.2). Such re-
fusal will oceur, generally speaking, where the
international application is defective in certain
respects, Where a (later) international applica-
tion claims the priority of another (earlier)

¢
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U.S. national or international application
which has been the subject of an international
search by.the same International Searching Au-
thority which will have to carry out the search
on the later application, a partial refund of the
search fee paid in respect of the later applica-
tiog) may ge possible (PCT Rules 16.2 and
16.3).

Fer Carcuration SmEer (ForM
PCT/RO/101 ANNEX

This sheet is not counted as a part of the in-
ternational application for purposes of deter-
mining the amount of the Basic International
fee (PCT Rule 15.2(a)).

The instructions for use of this form are
printed on the reverse side of the form. When
calculating fees, the latest issue of the Official
Gazette should be consulted to determine the
current level of the PCT fees. ) :

1827.01 Advance for Unpaid Fees
[R-8]

PCT Rurz 16sIs

Advancing Feeg by the International Buregu
16bis.1 Guarantee by the International Bureou

(a) Where, by the time they are due under Rule 14.1
(b}, Rule 15.4(a) or (¢} and Rule 16.1(f), the receiv-
ing Office finds that in respect of an international ap-
plication no fees were paid to it by the applicant, or
that the amount pald to it by the applicant i8 less than
what is necessary to ecover the transmitial fee, the
basic fee and the search fee, the receiving Office shall
charge the amount required to cover those fees, or the
missing part thereof, to the International Buresn and
shall consider the said amount as if it had been paid
by the applicant at the due time,

{b) Where, by the time it or they are due under
Rute 15.4(b) or (¢}, the recelving Office finds that in
respect of an international application the payment
made by the applicant is insufficient to cover the desig-
nation fees necessary to cover all the designations, the
recelving Offfice shall charge the amount reguired to
-cover those fees to the International Bureau and shall
congider that amount as if 1t had been paid by the
applicant at the due time,

(¢) The International Buregu shall {ransfer from
time to time to each receiving Office an amount which
in expected to be neceseary for coverlng any charges
that the receiving Office has to make under paragraphs
(a) and (b). The amount and the time of such trans-
fers shall be determined by each recelving Office ac-
cording to its own wish. The charging of any amount
under paragraphs (a) and (b} shall not require any
sdvance notice to, or any agreement by, the Inter-
natfonal Bureau.

(@) Each month, the receiving Office shall inform the
International Bureau of the charges, i{f any, made
under paragraphs (a) and (b).
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18bi8.2  Obligations of the Applicant, ete.

(a) The International Bureau shall promptly notify
the applicant of any amount by which it was charged
under Rule 163i8.1(a) and (b} and shall invite him to
pay to it, within one month from the date of the notifi-
cation, the said amount sugmented by a surcharge of
5095, provided that the surcharge will not be less, and
will not be more, than the amounts indicated in the
Schedule of Fees. The notification may refer to the
charges made both under Rule 16bis.1(a) and (b) or,
at the discretion of the International Bureau, there
may be two separate notifications, one referring to
charges made under Rule 16bis.1(a), the other refer-
ring to charges made under Rule 16bi2.1(b). i

{(b) If the applicant falls to pay, within the said
time limit, to the International Buregu the amount
claimed, or pays less than what is needed to cover the
transmittal fee, the basic fee, the search fee, one desig-
nation fee and the surcharge, the International Bureau
ghall notify the receiving Office accordingly and the
receiving Office shall declare the international appl-
eation withdrawn under Article 14(3) (&) and the re-
cetving Office and the International Bureau shall pro-
eeed as provided in Rule 20.

{e¢y If the applicant pays, within the said time
Hmit, to the International Bureau an amount which is
more than what is needed to cover the fees and sur-
charges referred to in paragraph (b) but less fhan what
is needed to cover all the designations maintained, the
International Bureau shall notify the receiving Office
accordingly and the receiving Office shall -apply the
amount paid in excess of what is needed to ecover the
feeg and surcharge referred to in paragraph (b) in an
order which shall be established as follows:

{{) where the applicant indicates to which desig-
nation or designations the amount is to be applied,
it shall be applied accordingly but, if the amount
received is insufficient to cover the designations in-
dicated, it shall be applied to as many designations
as are covered by it in the order chosen by the appli-
cant in indicating the designations;

(i) to the extent that the applicant has not given
the indications under item (i), the amount or the
balance thereof shall be applied to the designations
in the order in which they appear in the infernational
appteation;

{iii) where the designation of a State iz for the
purposes of a regional patent and provided that the
required designation fee is, under the preceding pro-
vislons, available for that designation, the designa-
tion of any further States for which the same re-
glonal patent is sought shall be considered as covered
by that fee.

Phe recelving Office shall declare any designation not
covered by the amount pald withdrawn under Article
14(3) (b) and the receiving Office and the International
Bureau shall proceed as provided in Rule 20.

(d) The receiving Office shall not return to the In-
ternational Bureau any amount that it has charged to
that Bureau for covering the transmittal fee.
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(e) Where the International application iz con-
gidered withdrawn, any amount charged to the Inter-
. national Bureau, other than the amount needed to cover
the transmittal fee and the search fee transferred by
the receiving Office to the International Searching
Authority, shall be returned by the receiving Office to
the International Bureau.

(£} Where the international application is considered
withdrawn, any search fee charged by the receiving
Office and transferred te the Internatlonal Searching
Authority shall be transferred by that Authority to the
International Bureau unless the said Authority has
already started the internationsal search.

{g) Where paragraph {c¢)} applles, the amount
charged by the receiving Office to the International
Bureau for designations which, as a eonsequence of the
application of the order under that paragraph, are not
maintained, shall be returned to the International
Bureau by the receiving Office.

16bis.3 Notifications

{a) Any receiving Office may exclude the application
of Rules 16bis.1 and 16bis.2 by a written notification
to that effect given to the Interpational Bureau by
September 1, 1980, Such notification may be withdrawn
et any time, The International Bureau shall publish
all such notifications and withdrawals in the Gazette.

{b) ¥ormer Rule 15.5* remalns applicable in re-
apect of any receiving Office giving a notification under
paragraph (a). \

*Former Rule 15.5 Puriiel Peyment

(a) Where the amount of the international fee re-
ceived by the recelving Office is not less than that of
the basic fee and at least one designation fee but less
than the amount required to cover the basie fee and all
the designations made in the international application,
the amount received shall be applied as follows:

(1) tocover the basie fee, and

(ii) to cover as many designation fees as, after
deduction of the baslc fee may be covered in full by
the amount received in the order indicated in para-
graph (b). ‘

{b) The order in which the said amount shall be
applied to the designations shall be established as
follows :

(1) where the applicant indicates to which desig-
nation or designations the amount is to be appled,
it shall be appled accordingly but, if the amount re-
ceived is insufficient to cover the designations Indi-
cated, it shall be applied to ag many designations as
are covered by it In the order chosen by the appli-
cant in indicating the designations;

. (1i) to the extent that the applicant has not given
the indications under item (1), the amount or the
balance thereof shall be appled to the designations
in the order in which they appear in the international
application ;

(iii) where the designation of a State iz for the
purposes of a regional patent and provided that the
required designation fee is, under the preceding pro-
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visions, available for that designation, the desig-
nation of any further States for which the same
regional patent iz sought sball be considered as
covered by that fee. )

ADMINYSTRATIVE INSTRUCTIONS SECTION 208

Application of Moneys Received by the Receiving Office
in Certain Cases: Charging of Deficiency to the
International Bureaun :

{a} A receiving Office which has not excluded the op-
eration of Rule 16%is.1 and 16bis.2 shall, to the extent
that it has received instructions from the applicant
ag to the fees to which it shall apply moneys received by
it from the applicant, apply those moneys accordingly.

{b) Where a receiving QOffice referred to in para-
graph (a) receives moneys from the applicant which,
together with any other moneys so received, are not
sufficient to cover in full the transmittal fee (if any),
the internationsal fee and the search fee (if any), the
receiving Office shall, to the extent that it hag not
received instructions from the applicant as to the feey
to which it shall apply the moneys which are available
for the purposes, apply those moneys in payment, suc-
cessively, of the fees set out below to the extent that
they are due and unpaid and in the order in which
they appear below:

{i} the fransmittal fee;

(il) the basic fee part of the internationsal fee;

(iii) the search fee;

(iv) the designation fee part of the international
fee,

{¢) Where, pursuant to paragraph (b}, the receiving
Office applies moneys in payment of the designation
fees, it shall apply them to those fess successively in
the order in which the designations appear in the in-
ternational application up o and including the last
designation, the fee for which ig fully covered by the
MONeys.

{(d) (i} When mnotifying the International Pureau
pursuant to Rule 18di3.1{d) as to amounts charged to
that Bureau pursuant to Rule 16bis.1(a) and/or Rule
16bis.1{b), the receiving Office shall, if it has received
moneys from the applicant, inform that Bureau of the
fees to which those moneys have been applied and the
fees which it hag charged to the International Bureau.
The receiving Office shall, where applicable, indicate
the designation (if any) for which the fees were paid
by moneys (if any) so received and the designations
for which the fees were charged to the International
Bureau. .

(1) Where moneys have been appled by the re-
ceiving Office in accordance with an instruction re-
ceived from the applicant as mentioned in paragraph
{a), the recelving Office shall inform the Interna-
tional Bureau as to the effect of the gaid instruc-
tion, preferably by sending the International Bureau
a copy of a written communication received from
the applicant.

Rule 16bis was added to provide greater
security to the applicant and his professional
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representative in the case of o mistake (asto the
prescribed amount) or delay (beyond the pre-
seribed time limit) in the payment of fees to
the receiving Office (transmittal fee, search fee,
basic fee and designation fees). The system
introduced by the new Rule guarantees that
any such mistake or delay will not result in &
loss of rights without the International Bureau
of WIPO first having issued an invitation to
the applicant to pay any amount that was miss-
ing when the time for payment expired. Pay-
ment pursuant to such an invitation will be sub-
ject to a surcharge which in general will be
equal to 50% of the missing amount but which
will have an upper limit of 500 Swiss francs
and a lower limit of 200 Swiss francs, Any pay-
ment made in conformity with such an invita-
tion will be regarded as if it had been made
within the prescribed—but, in fact, missed—
time limit.

The new system operates in the following
fashion, Where the receiving Office finds the
amount paid to be insufficient to cover all fees
due, the receiving Office will charge the Inter-
national Bureau with the amount due, The In-
ternational Bureau will then notify the appli-
cant of the amount it has advanced and will in-

444.1

1828

vite the applicant to pay the International
Bureau the amount advanced together with a
50% surcharge, provided that the surcharge
cannot be less than 200 Swiss franes or more
than 500 Swiss francs (see the Schedule of
Fees.) If the applicant does not timely pay the
required amount to the Internationé,iylgureau,
the Internafional Bureau will notify the re-
ceiving Office which will then declare the inter-
national application or certain designations
withdrawn.

If applicant decides not to pay certain desig-
nation fees, it is requested that a letter be sent
to the receiving Office specifically withdrawing
such designations. If no such withdrawal letter
is received and some designations remain unpaid -
one year after the priority date, the procedure
under Rule 16big will be used.

1828 Priority Document [R~-3]

POT Ruie 17

The Priority Document

17;1 Obligation to Submit Copy of Barlier National Ap-
plication

(&) Where the priority of an earlier national appll-
cation is claimed under Article 8 in the international
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application, a copy of the said@ natlonal application,
eertified by the authority with which it was filed (“the
priority document”), shall, unless aiready filed with
the recelving Office, together with the international ap-
plication, be submitted by the applicant to the Inter-

—3» natlonal Bureau or to the receiving Office not later

than 16 months after the pricrity date or, in the case
referred to in Article 23(2), not later than at the time

> the procesging or examination is requested. Where

submitted to the receiving Office, the priority document
ghall be transmitted by that Office to the International
Bureau {ogether with the record copy or promptly after
having been received by that Office. In the latter case;
the receiving Office shall indicate to the Imternational
Bureau the date on which it recelved the priority
document.

(b) Where the priority document is issued by the re-
celving Office, the applicant may, ingtead of submitting
the priority document, request the receiving Office fo
transmit the priority document to the International Bu-
reau. Such a request gshall be made not later than the
expiration of the applicable time limit referred to un-
der paragraph (a) and may be subjected by the receiv-
ing Office to the payment of a fee. The recelving Office
shall, prompily after receipt of such request, and,
where applicable, the payment of such fee, transmit
the priority document to the International Bureau with
an indication of the date of recelpt of such request.

{¢)} If the requirements of neither of the two pre-
ceding paragraphs are complied with, any designated
State may disregard the priority claim.

{(d) The International Bureau shall record the date
on which the priority document has been received by
it or by the receiving Office. Where applicable, the date
of receipt by the receiving Office of a request referred
to under paragraph (b) shall be recorded as the date of
receipt of the priority document. The International
Bureau shall notify the applicant and the designated
Offices accordingly.

17.2 Avoilobility of Coples

{a) The International Bureau shall, at the specific
request of the designated Office, promptly buf not be-
fore the expiration of the time lmit fixed in Rule
17.1(a), furnish a copy of the priority document fo
that Office: No such Office shall ask the applieant him-
self to furnish it with 2 copy, except where it requires
the furnishing of a copy of the priority document to-
gether with a certified translation thereof. The appli-
cant shall not be required to furnish a certified trans-
lation to the designated Office before the expiration of
the applicable {ime Hmit under Article 22.

(b} The International Bureau shall not make copies
of the priority document available {o the publie prier
to the international publication of the international
application.

{¢) Paragraphs {(a) and (b) shall apply also to any
earlier infernational application whose priority is
claimed in the subseguent international application.

445
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Notiflcation That the Oertified Copy of the Priority
Document Hos Not Been Submitted

Where the time lHmit under Rule 17.1¢(e) has expired
and the Internationsl Bureau has not received a certl-
ﬁed copy of the priority decument, it shall notify the
appicant and the designated Offices accordingly.

37 CFR 1.451 The priority claims and priorily docu-
ment in an international application, (a) The clalm
for priority must be made on the Reguest (PCT Rule
4.10) in & manner complying with Sections 110 and 201
of the Administrative Instructions.

{b) Whenever the priority of an earlier Unifed
States national application is eclaimed in an interna-
tional application, the appHeant may request in a letter
of transmittal accompanying the international applica-
tion upon filing with the United States Recelving Of-
fice, that the Patent and Trademark Office prepare &
certified copy of the national application for trans-
mittal to the International Bureau (POT Art 8 and
PCOTP Rule 17). The fee for preparing a certified copy
is stated in § 1.21(b) and 35 U.8.C. 41{11),

(c) If a certified copy of the priority document is
not submitted together with the international applica-
tion on filing, or, if the priority application was filed
in the United States and & reguest and approprigte
payment for preparation of such a certifiled copy do
not accompany the international application on fil-
ing, the certified copy of the priority document must be
transmitted directly by the applicant to the Interna-
tional Bureau within the time Hmit specifie@ in PCT
Rule 17.1{a}.

Under the PCT procedure, the ap{::licant may
file the certified copy of the earlier filed national
application together with the international ap-
p%catien in the Receiving Office for transmittal
with the Record Copy, or alternatively the cer-
tified copy may be submitted directly by the ap-
plicant to the International Bureau not later
than 16 months after the priority date of, if the
applicant has requested early processing in anis;
designated Office, not later than the time suc
processing or examination is requested. The In-
ternational Bureau will notify the applicant
and the designated Offices of the date on which
the certified copy was received, The Interna-
tional Bureau will normally furnish copies of
the certified copy to the various designated Of-
fices on request so that the applicant will not
normally be required to submit certified coples
to each designated Office.

Under 87 CFR 1451, a third alternative for
transmittal of the certified copy of the priority
document exists. The applicant may request, on
filing the international application, that the
United States Receiving Office prepare and
transmit a certified copy of a U.S. national ap-
plication, the priority of which is claimed, to
the International Bureau. The United States
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Receiving Office will prepare and transmit the .

certified copy provided that the fees for copy-
in§ and certification are paid. See § 1830, item
(1}.

1830 PCT International Application
Transmittal Letter :

A PCT international application transmittal
letter, form PT0-1382, is available free of
charge for applicants to use when filing PCT
international applications with the United
States Receiving Office. The form is intended
to simplify the filing of PCT international ap-
plications by providing.a one-page letter which
covers the most common requests and concerns
of applicants. Specifically covered are:

(1} Requests under 87 CFR 1.451 for prep-
aration and transmittal to the International
Bureau of certified copies of the T.S. national
applications, the priority of which is claimed in
international applications;

(2) Requests for transmittal of the Record
Copy by the applicant to the International
Bureau under 87 CFR 1.461;

(3) Authorizations for any required ad-
ditional search fees to be charged to a deposit
account subject to oral confirmation of the
authorization ;

(4) Statements of preference and authoriza-
tion for any refund or reimbursement of the
search fee or additional (supplemental) search
fee to be credited to a deposit account or to be
refunded by U.8. Treasury Department check;

(5) Indications of information concerning
differences in disclosure, if any, between the in-
ternational application and related applications
to assist in determining any foreign transmittal
licensing requirements as well as for other pur-
poses; and

(6) Requests for foreign transmittal license.

1832 License Request for Foreign Fil-
ing Under the PCT

A license for foreign filing is not required to
file an international application in the United
States Receiving Office but may be required be-
fore the applicant or the U.S. Receiving Office
can forward a copy of the internationa{: appli-
cation to a foreign patent office, the Interna-
tional Bureau or other foreign authority (35
U.S.C. 368, 37 CFR, 5.1 and 5.11). A foreign
filing license to permit transmittal to a foreign
office or international authority is not required
if the international application does not dis-
close subject matter in addition to that dis-
closed in & prior U.S. national application filed
more than six months prior to the filing of the
international application (37 CFR 5.11(a) (2) ).

Rev, 8, July 1980

MANUAL OF PATENT EXAMINING PROCEDURE

In all other instances, the applicant shonld peti-
tion for a license for foreign filing (transmit-
tal) (37 CFR 5.12) and if appropriate, identify
any additional subject matter in the interna-
tional application which was not in the earlier
U.8. national application (37 CFR 5.14 (¢)).
This request and disclosure information may be
suppligg on the PCT international application
transmittal letter form, PT(O-1882, which is re-
produced below.,

If no petition or request for a foreign filing
license is included in the international applica-
tion, and it is clear that a license is required be-
cause of the designation of foreign countries
and the time at which the Record Copy must
be transmitted, it is current Office practice to
construe the filing of such an international ap-
plication to include a request, for a foreign filing
license. If the license can be granted it will be
issned without further correspondence. If no
license can be issued, or further information is
required, applicant will be contacted. The auto-
matic request for a foreign filing license does
not apply to the filing of a foreign application
outside the PCT.

Erreor or Secrscy ORDER

If a secrecy order is applied to an interna-
tional application, the application will not be
forwarded to the International Bureau as long
as the secrecy order remains in effect (PCT Ar-
ticle 27(8) and 85 U.S.C. 368). If the secree
order remains in effect at the end of the 14t
month after the priority date of the inter-
national application, the international applica-
tion will be declared withdrawn (abandoned)
because the Record Copy of the international
application was not received in time by the In-
ternational Bureau (37 CFR 5.3(d), PCT Ar-
ticle 12(3), and PCT Rule 22.3). It is, how-
ever, possible to save the U.S. filing date, if the
United States of America has been designated,
by fulfilling the requirements of 35 U.8.C.
871(c) prior to the end of the 14th month.

1840 Internatiomal Siage Time Limits
[R-3]
POT Anriorm 47
Time Limits

(1) The details for computing time limits referred
to in this Treaty are governed by the Rezulations.

(2} (a) Al time limits fizxed in Chapters I and II of
this Treaty may, outside any revision under Article 60,
be modified by a decision of the Contracting States.

(b) Buch decisions shall be made in the Assembly or
through voting by correspondence and must be unani-
1Ous,

(e) The details of the procedure are governed by
the Regulations.

o
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PCT Amriciy 48
Delay in Meeting Certain Time Limite

{1) Where any time limit fixed in this Treaty or the
"Regnlations is not met becguse of interruption in the
mail service or uravoidable loss or delay in the mail,

the time limit shall be deemed to be met in the cases
and subject to the proof and other conditions prescribed
in the Regulations.

(2) (&) Any Contracting State shall, as far as that
State is concerned, excuse, for reasons admitted under
its nations! law, any delay in meeting any time limit.

{b) Any Contracting State may, as far ag that State
ig concerned, excuse, for reasons otber than those re-
ferred to in subparagraph (), any delay in meeting
any time Hmit.

PCT Rure T8
. Oalendar
' 99.1 Bapressing Dates

Applicants, national Offices, receiving Ofiices, Inter-
national Searching and Preliminery Examining Au-
thorities, and the International Bureau, shall, for the
purposes of the Treaty and the Regulations, express
any date in terms of the Christian era and the Grego-
rian calendar, or, if they use other eras and calendars,
they shall also express any date in terms of the Chris-
tian ers and the Gregorian calendar.

POT Ruiw 80
Computation of Time Limits
80.1 Periods Expressed in Years

When a period is expressed a8 one year or a certain
number of years, computation shall start on the day
following the day on which the relevant event oc-
curred, and the perled shall expire in the relevant
subrequent year in the month having the same name
and on the day having the game pumber ag the month
and the day on which the gaid event occurred provided
that if the relevant subsequen{ month has no day with
the same number the period shall expire on the last
day of that monih.

80.2 Periods Bapressed in Months

When a period is expressed as onme month or a cer-
tain number of monihs, computation shall start on the
day foliowing the day on which the relevant event oe-
curred, and the period shall expire in the relevant
submeguent month on the day which has the same
number as the day on which the said eveni occurred,
provided that if the relevant subsequent month has no

day with the same number the perlod shall expire on

the last day of that month,
80.8 Periods Hapressed in Doys

When a period is expressed as a certaln number of
days, computation ghall start on the day following the
day on which the relevant event occurred, and the
perlod shall expire on the day on which the last day
of the ‘count hag been reached.

“r
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80.4 Local Dates

{a) The date which is taken Into consideration as
the starting date of the computation of any period
sghall be the date which prevails in the locality at the
time when the relevant event occurred.

{b) The date on which any period expires shall be
the date which prevails in the lecality in which the
required document must be filed or the required fee
must be paid.

80.5 Ruopiration on ¢ Non-Working Day

If the expiration of any period during which any
decument or fee must reach a national Office or inter-
governmental orgenization falls on a day on which
such Office or organization is not open to the public
for the purposes of the transaction of official business,
or on which ordingry mail is not delivered in the local-
ity in which such Office or organization is situated, the
period shall expire on the next subsequent day on
which neither of the said two eircumstances exisis.

80.6 Date of Documents

{a) Where a perlod starts on the day of the dateof &
document or letter emanating from a natlonal Office
or intergovernmental organization, any interested
party may prove that the said document or letter was
mailed on a day later than the date it bears, in which
case the date of actual mailing shall, for the purpeses
of computing the period, be considered to be the date
on which the period starts. Irrespective of the date on
which such a document or letter was mailed, if the
applicant offers to the national Office or intergovern-
mental organization evidence which satisfies the na-
tional Office or intergovernmental organization that
the document or letter was received more than 7 days
after the date it bears, the national Office or intergov-
ernmental organizetion shall treat the period starting
from the date of the document or letter as expiring
later by an additional number of days which is equal .
to the number of days which the document or letter
wag received later than 7 days after the date it bears.

(b) Any reeelving Office may exclude the application

of the second sentence of paragraph (a) by a written’ -~

notification to that effect given to the International
Bureau by September 1, 1986. Such notification may be
withdrawn at any time. The International Bureaun shall
publish all such notifications and withdrawals in the
Gazette.

807 Bnd of Working Day

(n) A period expiring on a given day shall explre
at the moment the national Office or intergovernmental
organization with which the document must be filed
or to which the fee must he paid closes for business
on that day.

(b) Any Office or organization may depq.rt: from the
provisions of paragraph (a) up to midnight on the
relevant day.

(c) The Internatiopal Bureau shall be open for
business until 6 pam.

Rev. 4, Oct. 1980



1845

PCT Rure 82
Irregularities in the Mail Service

82.1 Delay or Loss in Mail

(a) Any interested party may offer evidence that he
has mailed the document or letter 5 days prior to the
expiration of the time limit. Fxcept in cases where sur-
face mail normally arrives at its destination within 2
days of mailing, or where no airmail service ig avail-
able, such evidence may be offered ony if the wmalling
was by airmail. In any case, evidence may be offered
only if the mailing was by mail registered by the postal
anthorities.

(b) If such mailing is proven to the satisfaction of
the national Office or intergovernmental organization
which is the addressee, delay in arrival shall be ex-
cused, or, if the document or letter is lost in the mail,
substitution for it of a new copy shall he permitted,
provided that the interested party proves to the satis-
faction of the said Office or organization that the docu-
ment or letter offered in substitution is identical with
the document or letter lost.
© (¢) In the cases provided for in paragraph (b), evi-
dence of mailing within the prescribed time limit, and,

where the document or letter was lost, the substitute -

document or letter as well, shall be submitted within
1 month after the date on which the interested party
noticed——or with due diligence should have noticed—
the delay or the loss, and in no case later than 6
months after the expiration of the time limit applica-
bie in the given case.

82.2 Inmterruption in the Mail Service

{(a) Any interested party may offer evidence that on
any of the 10 days preceding the day of expiration of the
time lmit the postal service was interrupted on account
of war, revolution, civil disorder, strike, naturs! calam-
ity, or other like reason, in the locality where the inter-
ested party resides or has his place of business or is
staying., '

(b) If such circumstances are proved to the satis-
faction of the national Office or intergovernmental
organization which is the addressee, delay in arrival
shall be excused, provided that the interested party
proves to the satisfaction of the said Office or organiza-
tion that ke effected the maillng within § days after
the mall service was resumed. The provisions of Rule
82.1(c) shall.apply mutatis mutandis. '

POT ApMrwtstATIVE INBTRUCTIONS SEcTroN 110
Dates

Any date in the international application, or used in
auy correspondence emanating from Infernational Au-
thoerities relating to the international applieation, shall
be indicated by the Arabic number of the day, by the
name of the month, and by the Arabic number of the
year. The recelving Ofiice, where the applicant has not
done g0, or the International Bureau, where the appli-
cant has not done so0 and the receiving Office falls to
do so, shall, after or below any date indicated by the
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applicant in the reqitest, repeat the date, in parenthesis,
by indicating it by two-digit Arabic numerals eaeh for
the number of the day, for the number of the month
and for the last two numbers of the year, in that order
and with a period after the digit pairs of the day and of
the month (for example, “30 March 1978 (36.08.78)").

35 U.8.0. 864 Imternational stage: Procedure. (a)
International applications shall be processed by the
Patent Office when actinz as a Recelving Office or Inter-
national Searching Authority, or both, in aceordance
with the applicable provisions of the treaty, the Regu-
lations, and this title,

(b) An applicant’s failure to act within prescribed
time limits in connection with requirements pertalning
t0 & pending international application may be excused
upon & showing satisfactory to the Commmissioner of
unavoidabie delay, to the extent not precluded by the
treaty and the Regulations, and previded the conditions
imposed by the treaty and the Regulations regarding
the excuse of such failure to aet are complied with.

87 OFR 1.485 Piming of application processing bosed
on the priority date. (a) For the purpose of computing
time Hmits ander the Treaty, the priority date shall be
defined ag in PCT Art. 2(x1).

{b) When a claimed priority daie is cancelled under
PCT Rule 4.10{d}, or considered not to have been made
under POT Rule 4.10(b}, the priority date for the pux-
poses of computing time limits will be the date of the
earliest valld remaining priority claim of the inter-
national application, or if none, the international filing
date.

(¢} When corrections under PCT Art. 11(2), Art.
14(2) or POT Rule 20.2(a) (1} or {ili) are timely sub-
mitted, and the date of receipt of such corrections falls
iater than one year from the claimed priority date or
dates, the Recelving Office shall proceed under POT
Rule 4.10(4d).

37 OFR 1.}68 Delays in meeting time Umits. Delays
in meeting time limits during international processing
of international applications may only be excused as
provided in POT Rule 82. For delays in meeting time
limits in a national application, see § 1,137, [R-4]

1845 Receiving Office Procedure
[R-3]

PCT Anrrory 10
The Receiving Office

The international application shall be filed with the
preseribed receiving Office, which will check and proe-
ess it a8 provided in this Treaty and the Regulations.

POT Ruore 20

Receipt of the International Application

20.1 Date and Number .

{(a) Upon receipt of papers purporting o be an in-
ternational application, the receiving Office shall in-
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delibly mark the date of actual receipt in the space
provided for that purpose in the request form of each
copy recelved and one of the numbers assigned by the
International Bureau to that Office on each sheet of
each copy received.

(b} The place on each sheet where the date or num-
ber shall be marked, and other details, shall be specified
in the Administrative Instructions.

20.2 Receipt on Different Days

(a) In cases where all the sheety pertaining to the
same purported international application are not re-
ceived on the same day by the recelving Office, that
Office shall correct the date marked on the request
{stil] leaving legible, however, the earlier date or dates
aiready marked) so that it indicates the day on which
the papers completing the international application
were received, provided that:

(1) where no invitation under Article 11(2)(a)
to correct was sent to the applicant, the said papers
are received within 30 days from the date on which
sheets were first received ;

(if) where an invitatlon under Article 11(2){a)
to correct was sent fo the applcant, the said papers

are received within the applieable time Hmit under

Rule 20.6;

(i) in the case of Artiete 14(2), the missing
drawings are recelved within 30 days from the date
on which the incomplete papers were filed;

(iv) the absence or later raceipt of any sheet con-
taining the abstract or part thereof shall not, in
itself, require any correction of the date marked
on the request.

(b} Any sheet received on a date later than the date
on which sheets were first recelved shall be marked
by the receiving Office with the date on which it was
received.

20.8 Oorrected International Application

In the case referred to in Article 11({2}{b), the re-
ceiving Office shall correct the date marked on the
request (still leaving legible, however, the earMer date
or dates already marked) so that it indicates the day
on which the lagt required correction was received.
20.3bis Manner of Carrying Out Corrections

The Administrative Instructions preseribe the man-
ner in which corrections required under Article 11 {2)
(a} shall be presented by the applicant and the man-

ner in which they shall be entered in the file of the
interpnational application.

20.4 Determination under Article 11(1 ]

(a) Promptly after receipt of the papers purpoerting
to be an international application, the receiving Office
shall determine whether the papers comply with the
requirements of Article 11(1).

(b) For the purposes of Article 11(1) (1) {e), it
shall be sufficient to indicate the name of the applicant

in & way which allows his identity to be established
even if the name is misspelled, the given names are not
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fully indlcated, or, in the case of legal entities, the
indication of the name i abbreviated or incompleie.

20.5 Positive Determination

(a) If the determination under Article 11(1) isx
positive, the receiving Office shall stamp in the space
provided for that purpose in the request form the name
of the receiving Office and the words “PCT Interna-
tional Application,” or *“Demande internationale
PCT.” If the official language of the receiving Office
iz neither English nor French, the words “Interna-
tional Application” or “Demande internationale” may
be accompanied by a translation of these words in the
official language of the receiving Office.

(b) The copy whose reguest sheet has been so
stamped shall be the record copy of the internationsl
appHeation,

(c} The recelving Office shall promptly notify the
applicant of the international application number and
the international filing date.

20.6 Invitation to Correct

{n) The invitation to correet under Article 11(2)
shall specify the reguirement provided for under
Article 11(1) which, in the opinion of the recelving
Office, has not been fulfiiled.

{b) The recelving Office shall promptly msil the in-
vitation to the applicant and shall fix a time Hmit,
reasonable under the circumstances of the case, for
filing the correction. The time limit shall not be less
than 10 days, and shall not exceed 1 month, from the
date of the invitation. If such time limit expires after
the expiration of 1 year from the filing date of any
application whose priority is elaimed, the receiving
Office may call this cirenmstance to the attention of
the applicant,

20.7 Negative Determination

If the receiving Office does not, within the preseribed
time limit, receive a reply to ity invitation to correct,
or if the correction offered by the applicant still does
not fulfill the requirements provided for under Artlcle
11{1), it shall:

(1) promptly notify the applicant that his appH.-
cation is not and will not be treated as an interna-
tional application and shall indicate the reasons
therefor,

(i) notify the International Bureau that the
number it has marked on the papers will not be used
a8 an international application nuwmber,

{(ili) keep the papers constituting the purported
international application and any correspondence
relating thereto ag provided in Rule 88.1, and

(iv) send & copy of the said papers to the Interna-
tional Bureau where, pursuant to a reguest by the
applicant under Article 25(1), the International
Bureau needs such a copy and specially asks for it.

20.8 Error by the Receiving Office

If the reeeiving Office later dlscovers, or on the basiy
of the applicant’s reply realizes, that it hag erred in
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fssuing an invitation to correct since the requirements
provided for under Article 11(1) were fulfilled when
the papers were received, it shall proceed as provided
in Rute 20.5.

20.8 Oertified Oopy for the Applioant

Agalnst payment of 2 fee, the receiving Office shall
fernish to the appHeant, on request, certified coples of
the international application as filed and of any corree-
tions thereto.

POT Ruie 26

Cheoking and Correcling Certein Hlemenis of
the Internotional Appleation

26.1 Time Limit for Oheok

(a) The recelving Office shall issue the invitation
to correct provided for in Article 14(1) (b) as soon as
posgible, preferably within 1 month from the receipt
of the international application.

(b} If the recelving Office issues an invitation to
correct the defect referred to in Article 14(1) (a) (il1)
or (iv) (missing title or missing abstract), it shall
notify the International Searching Authority accord-
ingly.

26.2 Time Limit for Correction

The time limit referred to in Article 14(1) (b) shall
be reasonable under the circumstances of the particular
cage and shall be fixed in each case by the receiving
Office. Tt shall not be iess than 1 month and normally
not more than 2 months from the date of the invitatlon
to correct.

26.8 Ohecking of Physicel Requirements under Article
24T (a) (v)

The physical requirements referred to in Rule 11
shall be checked to the extent that compliance there-
with is necessary for the purpose of reasonably uni-
form international publcation.

26.4 Procedure

{a) Any correction offered to the receiving Office
may be stated in a letter addressed to that Office if the
correction is of such a nature that it can be transferred
from the letter to the record copy without adversely
affecting the elarity and the direct reproducibility of
the sheet on to which the correctlon is to be trans-
ferred; otherwise, the applicant shall be required to
submit a replacement gsheet embodying the correction
and the letter accompanying the replacement sheet
shall draw attentlon to the differences between the
replaced sheet and the replacenient sheet.

(b) 'The recelving Office shall mark on each replace-
ment gheet the international application number, the
date on which it was received, and the stamp identify-
ing the Office. It shall keep in its files a copy of the
letter containing the correction or, when the correction
is contalned in a replacement sheet, the replaced sheet,
the letter accompanying the replacement sheet, and a
copy of the replacement sheet,

Rev. 3, July 1980
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{¢) The receiving Office shall promptly transmit the
ietter and any replacement sheet to the International
Bureau, The International Bureau shall transfer to the
record ecopy the corrections reguested in g letter, to-
gether with the indication of the date of ity receipt by
the receiving Office, and shall ingert any replacement
gheet in the record copy. The letter and any replaced
sheet shall be kept in the flles of the International
Bureau.

(@) The receiving Office shall promptly transmit a
copy of the letter and any replacement sheet to the
International Searching Authority.

26.5 Ovrrection of Certain Hlements

{a) The receiving Office shall decide whether the
applicant has submitted the correction within the pre-
seribed time limit. If the correction has been submitted
within the prescribed time limit, the receiving Office
shall decide whether the international application so
corrected Is or is not to be considered withdrawn.

{b) The receiving Office shall mark ou the papers con-
taining the correction the date on which it recelved
such papers.

26.6 Missing Drowings

(8) If, as provided in Article 14(2), the international
application refers to drawings which in fact are not
included in that application, the receiving Office shall
wo indicate in the said application.

{b) The date on which the applcant receives the
notification provided for in Article 14(2) shall have
no effect on the time limit ixed uwnder Rule 20.2{a) (iii).

85 U.8.0, 8361. Receiving Office. (a) The Patent Office
shall act as a Receiving Office for international appii-
cations filed by nationals or residents of the United
States. In accordance with any agreement made be-
tween the United States and another couniry, the Pat-
ent Office may also act as a Receiving Office for inter-
national applications filed by residents or nationals of
such country who are entitled to file internationat
applications,

(b) The Patent Office shall perform gll acts connected
with the discharge of dutieg required of a Recelving
Offfce, including the collection of international fees and
their transmittal to the International Bureaw.

{¢) International applications filed in the Patent Of.
fice shall be in the English language.

(@) The basic fee portion of the international fee,
and the transmittal and search fees prescribed under
gection 878(a) of thig part, shall be paid on fling of
an international application. Payment of designation
fees may be made on filing and shall be made not later
than one year from the priority date of the interna-
tional application.

87 OFR 1.412 The United States Receiving Office. (a)
The United States Patent and Trademark Office is a
Receiving Office only for applicants who are residents
or nattonals of the United States of America.

(b} The Patent and Trademark Office, when acting
as a Receiving Office, will be identified by the fuil title

48.2
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“United States Receiving Office” or by the abbreviation
YRO/US.” .

(c) The major functions of the Recelving Office
include : :

(1) According of international filing dates to inter-
national applications meeting the requirements of POT
Art, 11(1), and POT Rule 20;

(2) Asgsuring that international applications meet
the gtandards for format and content of PCT Art, 14(1),
PCT Rule 8, 28, 29.1, 87, 88, 91, and portions of PCT
Rules 3 through 11;

(3} Collecting and, when required, transmitting fees

due for processing international applications (PCT

Rule 14, 15, 18) ;

(4) Transmitting the record and search copies to the
International Bureau and Internationsl Searching Aun-
thority, respectively (PCT Rules 22 and 28) ; and

(5) Deté_r_minmg compliance with applieable reguire-
ments of Part B of this ehapter.

POT ApMINISTRATIVE INSTRUCTIONS Spcorion 105
Severnl Applicanis

Where any international application imiiéates as ap-
plicants several persons, it shall be sufficient, for the
purpose of Identifying that application, to indicate, in

4483
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any Form or correspondence relating to such applica-
tion, the name of the applicant first named in the
request. '

POT ApMINISTRATIVE INSTRUCTIONS SECTION 301

Nottfication of Receipt of Purported International
h Application

Any recelving Office may notify the applicant of the
receipt of the purported international application. The
notification should indicate the date of actual receipt,
the international application number of the purported
international application referred to in Section 807
and the applicant’s file reference, where available, as
well as, where useful for purposes of identification, the
title of the invention.

PCOT ADMINYSTRATIVE INSTRUCTIONS SECTION 303
Identifying the Coples of the International Application

{a) Where, under Rule 11.1(e), the international
application has been filed in one copy, the receiving
Office shall, after preparing under Rule 21.1(e) the
additional copies reguired under Artlele 12(1), mark,

(1} the words “RECORD COPY” in the upper left-
hand corner of the firgt page of the original copy,

Rev. 3. July 1980
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(i) in the same space on one additional copy, the
words “SEARCH COPY,” and ’

(iii) in the same space on the other such copy, the
words “HOMB COPY,” or their equivalent in the
language of the international applestion.

(b) Where, under Rule 11.1(?), the international
application hag been filed in more than one copy, the
receiving Office shall choose the copy most suitable for
reproduction purposes, and mark the words “RECORD
COPY,” in the upper lefi-hand corner of its first page.
After verifying the identity of any additional coples
and, if applicable, preparing under Rule 2L.1.(}) the
home copy, it shall mark, in the upper left-hand corner
of the first page of one such copy, the words “SBARCH
COPY,” and, in the same spaee on the other such copy,
the words “HOME COPY,” or their eguivalent in the
language of the international application.

POT ApMINISTRATIVE INSTRUCTIONE Sgorion 307
Syatem of Numbering International Apploations

Papers purporiing to he an internationsl appieation
under Rule 20.1 ghall be marked with the international
application number, consisting of the letters “PCT,” a
slant, the two-letter code, ag in Annew B, Indicating the
receiving Office, a two-digit indication of the last two
numbers of the year in which such papers were first
received, a glant and a five-digit number, allotted in
sequential order corresponding to the order in which
the international applications are received (e.g., “PCT/
SUT8/00001"). However, if a negative determination is
made under Rule 20.7 or a declaration iz made under
Article 14(4}, the letters “POT” shall be deleted by the
receiving Office from the indication of the International
application number on any papers marked previously
with that number, and the said number shall be used
without such letterg in any future correspondence re-
lating to the purported international applieation.

POT ADMINISTRATIVE INSTRUCTIONS SEQTION 808
Marking of the Sheets of the International Application

(a) The receiving Office shall indelibly mark, so as
to admit of direct reproduction in any of the manners
set forth in Rule 11.2(g), the international application
number referred to in Section 307 in the upper right-
hand corner of each sheet of each copy of the purported
international applieation,

{b) Uhe data to be indicmied on any replacement
sheet under Rule 26.4 (%) shall be indelibly marked by
the receiving Office, 80 as to admit of direct reprodue-
tion in any of the manners set forth in Rule 11.2(a),
in the upper right-hand corner of each replacement
sheet,

POT ADMINISTRATIVE INBTRUCHION SECTION 316

Progedure in the Case where the Internetional
Application Lacks the Prescribed Signoturc

Where, under Article 14(1) (a) (1), the receiving Of-
fice finds that any international application is defective
In that it lacks the prescribed signature, that Office

1845

" shall send to the applicant, together with the invita-
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tion to correct under Article 14(1) (b}, a copy of the
request part of the international application. The ap-
plicant shall, within the preseribed time limit, return
spid copy after affixing thereto the prescribed
signature,

. The main procedural steps that any interna-
tional application goes through in the United
States Receiving O%ice are the following:

(i) the international application and the
related fees are received by the Receiving Of-
fice (PCT Article 10) ;

(ii) the international application ‘is
checked by the Receiving Office to determine
‘whether it meets the requirements preseribed
by the PCT as to whether a filing date may be
granted, fees due on filing are paid in full,
whether the priority claim is acceptable, and
whether any pages or drawings arve missing
(PCT Article 11(1), PCT Rule 4.10 and 35
U.8.C. 361(d) ). The checks performed by the
Receiving Office are of a formal nature and
do not go into the substance of the invention;

(iii) where the checks by the United States
Receiving Office show that the international
application does not meet the requirements
for a filing date or other matters are missing,
that Office immediately communicates with
the applicant in order to obtain any possible
necessary corrections (PCT Articles 11(2)
(a) and 14(3) and PCT Rules 4.10 and 20).

(iv) where—possibly after correction—the
relevant checks by the Receiving Office show
that the international application meets the
requirements for the granting of a filing date,
an international filing date is accorded to the
international application by the Receiving
Office (PCT Axticles 11(1) and 11(2)(b),
and PCT Rules 20.8, 204, and 20.5) ) ;

(v) the United States Receiving Office con-
tacts the applicant or agent by telephone and
discusses any. formal defects and necessary
corrections. Receiving Office checks do not go
into the substance of the invention when de-
fects under Article 14(1) exist, the Receiving
Office will set a time limit for response, which
is usually one month. .

(vi} copies of the international applica-
tion and other documents related thereto are
prepared and transmitted by the United
States Receiving Office to the International
Searching Authority and to the International
Burean so that these Authorities may carry
out the procedural steps for which they are
responsible in the further processing of the
internationsl application (PCT Article 12
and PCT Rules 22, 23, 24, and 25).
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Waere 10 Fiie

The United States Receiving Office is located
in Crystal Plaza, Arlington, V%rgini‘a, Buildin,
2, Room 4-C-08. International applications an
related papers may be deposited directly with
the United States Receiving Office or mailed to:
(Qommissioner of Patents and Trademarks, Box
“POT, Washington, D.C. 20231, It should be
noted that the Certificate of mailing practice
does not relate to the filing of International ap-
plications or related papers 87 CFR 1.8). The
United States Receiving Office staff is available
to offer guidance on PCT requirements and
procedures. In person, telephone or written in-
quiries are welcome. Telephone inquiries should
be directed to (708)557-2003. Written mnquiries
should be addressed to: Commissioner of
Patents and Trademarks, Box PCT, Washing-
ton, D.C. 20231.

1845.01 Transmittal of Record Copy
POT Apricie 12

Transmittel of the International Application to the In-
ternationsl Bureou end the Internotionel Seaﬂ'(:hing
Authority

(1) One copy of the international application ghall
be kept by the receiving Office (“home copy”), oue
copy (“record copy”) shall be transmitted {o the In-
ternational Bureau, and arother copy (“search copy”)
shall be transmitted to the competent International
Searching Authority referred to in Article 18, ag pro-
vided in the Regulations.

{2) The record copy shall be congidered the true copy
of the international application.

(8) The intérnational application shall be considered
withdrawn if the record copy has not been recelved by
the International Bureau within the preseribed time
limit.

PCT Ruix 21

Prepamﬁon of Copies

21.1 Responsidility of the Recelving Ofice

(a) Where the international application is reguired
to be filed in one copy, the receiving Office shall be
responsihle for preparing the home copy and the search
oopy required under Article 12(1).

(b) Where the international application is required
to be filled in two copies, the receiving Office shall be
responsible for preparing the home copy.

(e} If the international application. is filed in less
than the number of copies required under Rule 11.1(b),
the receiving Office shall be responsible for the prompt
preparation of the number of copies required, and

shall have the right to fix a fee for performing that.

task and to collect such fee from the applicant. .
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PCT Boie 22
Pransmitial of the Record Copy

22.1 Procedure

(a) If the determination under Artiele 11(1) is
positive, and unless prescriptions concerning national
security prevent the international application from
being treated as such, the receiving Office shall trans-
mit the record copy to the International Bureau. Such
transmittal shall be effected promptly after receipt of
the international application or, if a check to preserve
national security must be performed, ad soon as the
necessary clearance has been obtained. In- any case,
the receiving Office shall transmit the record copy in
time for it to reach the International Bureau by the
expiration of the 13th month from the priority date.
If the transmittal Ig effected by mail, the receiving
Office shall mail the record copy not later than b days
prior to the expiration of the 13th month from the
priority date.

{b) If the appHeant is not in possession of the noti-
fiecation of receipt sent by the International Bureau
under Rule 24.2(a) by the expiration of 18 months and
10 days from the priority date, he shall have the right
to ask the receiving Cffice to give him the record copy
or, should the receiving Office allegé that it hay trans-
mitted the record copy to the International Bureau, a
certified copy based on the home copy.

(0) The appHeant may transmit the copy he has
received under parsgraph (b) to the International
Bureau. Unless the record copy trapsmitted by the
receiving Office has been received by the International
Bureau before the receipt by that Bureau of the copy
transmitted by the applicant, the latter copy shall be
congidered the record copy.

222 Allernetive Procedure

(8) Notwithstanding the provisions of Rule 22.1, any
receiving Office may provide that the record copy of
any international application filed with it shall be
transmitted, at the option of the applicant, by the re-
celving Office or through the applicant. The receiving
Office shall inform the International Bureau of the
existence of any such provision.

(b) The applicant shall exercise the option through
a written notice, which he shall file together with the
international application, If he falls to exercise the
said option, the applicant ghall he considered fo have
opted for transmittal by the receiving Office.

{c) Where the applicant opts for transmittal by the
receiving Office, the procedure shall be the same as
that provided for in Rule 22.1.

(d} Where the applicant opts for transmitial
through him, he ghall indicate in the notice referred
to in'paragraph (b) whether he wishes to collect the
record copy at the recelving Office or wishes the re-
ceiving Office to mail the record copy to hirm. If the
applicant expresges the wish to collect the record copy,
the recelving Office shall hold that copy at the disposal
of the applicant as soon as the clearance referred to in
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Rule 22.1(a) has been obtained and, in any case, in-
cluding the case where a check for such clearance must
be performed, not later than 10 days before the expira-
tion of 18 months from the priority date. If, by the
expiration of the time limit for receipt of the record
copy by the International Bureau, the applicant has
nuot collected that copy, the receiving Office shall notify
the Internafional Bureau accordingly. If the applicant
expresges the wish that the recelving Office mail the
record copy to him or fails to expresg the wish to
collect the record copy, the receiving Offlce shall mail
that copy to the applicant as soon as the clearance
referred to in Rule 22.1{(a) has been cbtained and, in
any case, including the case where a check for suech
clearance must be performed, not later than 15 days
before the expiration of 13 months from the priority
date. )

(e} Where the receiving Office does not hold the
record copy at the disposal of the applicant by the
date fixed in paragraph {d), or where, after having
asked for the record copy to be mailed to him, the ap-
plicant has not received that copy at least 10 days
before the expiration of 13 months from the prierity
date, the applicant may transmit 2 copy of hig inter-
national application to the International Bureau. This
copy (“provisional record cepy”) shall be replaced by
the record copy or, if the record copy has been lost, by
& substitute record copy certified by the receiving
Oifice on the basis of the home copy, as Soon as
practicable and, in any case. before the expiration of
15 months from the priority date.

22.8 Mime Limit wunder Article 12(3)

(2) The time limit referred to in Article 12(3) shall

he:
{1} where the procedure under Rule 22.1 or Rule
22.2(e) applies, 15 months from the priority date;
(ii) where the procedure under Rule 22.2(d)
applies, 14 months from the priority date, except
that, where a provisional reeord copy is filed under
Rule 22.2(e), it shall be 14 months from the priority
date for the filing of the provisional record copy, and
15 months from the priority date for the fillng of
the record copy.

22.4 Statisticsiconcernmy Non-Complience with Rules
22.1 and 22.2
The nimber of instanees in which, according to the
knowledge of the International Buregu, any receiving
Office has not complied with the requirements of Rules
22.1 and/or 22.2 shall be indicated, once & year, in the
Gazette,

225 Documents
Application
Any power of attorney and any priority document
filled with the international appication referred to in
Rule 3.3(a) (if) shall accompany the record copy: any

Filed with the [Internationgl
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other document referred to in that Rule shall be sent
only at the specific request of the International Bu-
reau. If any document referred to in Rule 3.3(a) (ii)
which 1s indicated in the check list as accompanying
the international application is not, in faet, filled at the
latest by the time the record copy leaves the receiving
Office, that Office shall so note on the cheek list and the
said indication shall be considered as if if had not heen
made.
POT Ruie 28

T'rensmittal of the Search Copy
28.1 Procedure

(a) The search copy shall be transmitted by the re-
ceiving Office to the International Searching Aunthor-
ity at the iatest on the same day as the record copy
is trapsmitted to the International Bureau or, under
Rule 22.2(d), to the applicant.

{b) If the International Bureau has not received,

within 10 days from the receipt of the record copy,
information from the International Searching Au.

therity that that Anthority Iz in possession of the

search copy, the International Bureaun shall premptly
transmit a ecopy of the international application to
the Internatlonal Searching Authority, Unless the In-
ternational Searching Authority has erred in alleging
that it was not in possession of the search copy by
the expiration of the 13th month from the priority
date, the cost of making a copy for that Authority
shall be reimbursed by the receiving Office to the In-
ternational Bureau.

{¢) The number of instances in which, aceording to
the knowledge of the International Bureau, any re-
ceiving Office has not complied with the reguirement
of Rule 28.1(a) shall be Indicated, once a year, in the
Gazette,

POT ApMrnNisraaTive INsTRUOTIONS SEOTION 316
Notifleation of Non-Collectton of Record Copy

‘Where, under Rule 22.2(4d), the receiving Office hasg,
in saccordance with the appleant’s wish, held the
record copy at the disposal of the applicant, and the
applicant has not collected that copy by the expira-
tion of the time limit for receipt of that copy by the
Intermational Bureau, the receiving Office shall notify
the applicant accordingly.

37 OFR 161 Procedures for transmittal of record
copy to the International Bureau. (a) Transmittal of
the record copy of the international application te the
International Burean shall be made, at the option of
the applicant, either by the United States Receiving
Office or by the applicant. Subject to paragraph (b)
of this section, any spplieant who chooses fo make
such transmittal personally shall notify the ¥nited
States Recelving Office to that effect in writing, by
way of a notice filled together with the International
application. Such notice shall also state whether the
applicant wishes to collect the record copy at the
United@ States Receiving Office or to have the record
copy mailed directly to him. The record copy of an

Rev. 4, Oct. 1880
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international application which was filed without
being accompanied by such notiee will be transmitted
to the International Bureau by the United States Re-
celving Office {PCT Rule 22).

(b} An applicant may transmit the record copy to
the International Bureau as provided in POT Rule
22,2 only if the international application is filed with
the United States Recelving Office before the expira-
tion of 11 months from the priority date.

{¢} Ne¢ copy of an international application may
be transmitted to the International Bureau, a foreign
Desgignated Office, or other foreign authority by the
United States Receiving Office or the applicant, unless
the applicable requirements of Part § of thig chapter
have been satisfled.

The PCT provides for two alternative pro-
cedures for the transmittal of the record copy.
For full details see PCT Rules 22.1 and 22.2.

(1) Under the first alternative, which con-
stitutes the normal procedure, the transmittal
of the record copy and documents filed there-
with (PCT Rule 22.5) are effected by the
United States Receiving Office, which noti-
fles the applicant of the date of transmittal
on form PCT/R0Q/132. The International
Bureau, upon receipt of the Record Copy,
promptly notifies the applicant using form
(PCT/1B/301) that it has received the record
copy (PCOT Article 12(1) and PCT Rules
22.1 and 24.2(a)).

(i1) Under the second alternative, only ap-
plied in the case of international applications
filed. prior to the expiration of 11 months
from the priority date, the applicant may, at
his option, effect the transmittal of the record
copy himself (PCT Rule 22.2 and 37 CFR
1.461(a) and (b)).

If the applicant has not reecived notification
from the International Bureau that the record
copy has been received within 13 months and
10 days from the priority date, he may assume
that the record copy has not reached the In-
ternational Bureau and he may ask the Re-
ceiving Office to give him the record copy or
a certified copy based on the home copy and
send it himself to the International Bureau
(PCT Rules 22.1(b) and (¢)). The record
copy must, in this case too, reach the Interna-
tional Bureau not later than 15 months from
the priority date (PCT Rule 22.3). Under
this alternative the Record Copy must be
made available to the applicant to send to
the International Bureau within time limits
specified in PCT Rule 22.2(d). The applicant
must assure that the Record Copy or an ac-
ceptable substitute, specified in PCT Rule
22.2(d) is received by the International Bu-
reau by 13 months after the expiration of the
priority date. In most instances, if a sub-
stitute Record Copy has been filed with the

Rev, 4, Oct. 1980
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International Bureau, the Record Copy it-
self must also be filed before the expiration
of 15 months from the priority date.

(iit) The internationa}f fees will also be for-
warded to the International Bureau by the
Receiving Office (35 U.8.C. 42). Since the ap-
plicant is required to file only one copy of the
international application in the Uniteg States
Receiving Office (37 CFR 1.433), the United
States Receiving Office will prepare the
“Search Copy” for the International Search-
ing Authority and the “Home Copy” for its
own records (PCT Rule 21.1 and Administra-
tive Instructions Section 305(a) ).

SAFEGUARDS FOor Assurine TrMeLy Recrrer or
e Recorp Cory

The following steps are being taken by the
United States Receiving Office to insure timely
receipt of the Record Copy by the International
Bureau.

(i) The Record Copy is sent by Registered
Airmail to the International Bureau with
transmittal letter listing contents.

(ii) A copy of the Transmittal letter is
mailed separately to the International Bureau
in a business size envelope.

(iil) The Applicant is informed of the date
of mailing of the Record Copy by letter from
the United States Receiving Office.

{iv) A Telex is sent to the International
Bureau in Geneva giving notice of mailing
and the Mail Registration number.

(v) The International Burean immediately
acknowledges receipt of the Telex by return
Telex to the United States Receiving Office,

(vi) The Applicant is informed of receipt
of Record Copy by the International Burean.

(vii} The United States Receiving Office is
in telephone contact with the International
Bureau in Geneva at least once a week, at
which time questions are handled and records
are coordinated, .

If for some reason, the Record Copy is not
received by the International Bureau by the ex-
piration of the 13th month from the priority
date, the applicant and the Receiving Office have
two additional months under PCT Rule 22.3(a)
to provide a copy to the International Burean
before the application is withdrawn under PCT
Article 12(8). [R—4]

1845.02 Correction of Defects Before
the Receiving Office [R~3]
PCT AxrticLe 14
Oertain Defects in the International Application

(1)} {a} The receiving Office shall check whether the
international application contains any of the followlng
defects, that is tosay:
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{i) 1t is not signed as provided in the Regulations;

(1} #t does not contain the preseribed indications -

concerning the applicant;

i{1i1) it does not contain w ttle;

(iv) it does not contain an abstract;

{v) it does not comply to the extent provided in
the Regulations with the preseribed physieal requize-
ments,

(b) f the recelving Office finds any of the said de-
tects, it shall Invite the applicant to correct the inter-
national application within the preseribed time limit,
failing which that application shall be considered with-
drawn and the receiving Office shall o declare.

{2) If the international application refers to draw-
ings which, in fact, are not included in that application,
the recelving Office shall notify the applicant sceord-
ingly and he may furnish them within the prescribed
time limit and, if be does, the international filing date
shall be the date on which the drawings are received
by the receiving Office. Otherwise, any reference to the
said drawings shall be considered non-exigtent,

{8) (a) If the receving Office finds that, within the
preseribed time limits, the fees preseribed under Arti-
cle 3(4) (iv) have not been paid, or no fee preseribed
under Article 4(2) has been paid ip respect of any of
the designated States, the international application
shall pe considered withdrawn and the receiving Office
shall so declare,

(b) If the receiving Office findy that the fee pre-
scribed uander Article 4(2) hag been paid in respect of
one or more (but lesy than all) designated States within
the preseribed time limit, the designation of those Btates
in respect of which it has not been paid. within the
preseribed time Umit shall be considered withdrawn
and the receiving Office shall so declare.

{4) If, after having accorded an international filing
-date to the international application, the recefving Of-
fice finds, within the preseribed time limit, that any of
the requirements listed in items (1) to (iii) of Article
11(1) was net complied with at that date, the said
application shall be considered withdrawn and the re-
eeiving Ofiice shall go declare,

PCT Ruim 29

Intema,tfonal Applications or Designations Considered
Withdrawn under Article 1§y, (8) or (4)

25.1 Finding by Receiving Office
(a) If the receiving Office declares, under Article
14(1) (b} and Rule 28.5 (failure to correet certain de-
fects), or under Article 14 (3)(a) (railure to pay the
preseribed fees wnder Rule 27.1 (a}}, or under Article
14(4) (iater finding of non-compliance with the re-
quirements Hsted in items (1) to (ili) of Article 11
(1)), that the international application is congidered
withdrawn ;
{1) the receiving Office shall transmit the record
copy (anless already transmitled), and any eorrec-

tion offered by the applicant, to the Ynternational

Bureau;
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(1i} the recelving Office shall promptly notify both
the applicant and the International Bureau of the
said declaration, and the International Bureau shail
in turn notify the interested designated Offices;

© {iil) the recelving Office shall not {ransmit the

search copy as provided in Rule 23, or, if such copy
has already been transmitted, it shall notify the In-
terational Searching Authority of the said declara-
tion; :

(Iv) the International Bureau shall not be re-
quired to notify the applicant of the receipt of the
record copy.

(b) If the receiving Office declares under Article
14(8) (b) (failure to pay the prescribed designation
fee under Rule 27.1(b}) that the designation of any
given State iz considered withdrawn, the receiving Of-
fice shall promptly notify both the applicant and the
International Bureau of the maid declaration. The In-
ternational Bureau shall in tern notify the interested
national Office.

20.2 Pinding by Designoted Office

Where the effect of the international applieation
censes in any designated State by wvirtue of Article
24(1) (1), or where such effect iz maintained in any
designated State by virtue of Article 24¢2), the com-
petent designated Office shall prowptly notify the In-
ternational Bureay accordingly,

29.8 Culling Certain Facts to the Attention of the Re-
celving Offlce

If the International Burean or the Intermational

Searching Authority considers that the recelving Of-

fice should make a finding under Article 14(4), it shall

call the relevant facts to the attention of the recelving
Office,

29.4 Notifioation of Intent to Make Declaration under
Article 15(4)

Before the receiving Office fsaney any declaration un-
der Ariicle 14(4), it ghall notify the applicant of its
intent to issue such declaration and the reasons there-
for. The applicant may, if he disagrees with the tenta-
tive finding of the receiving Office, submit arguments
to that effect within 1 month from the notification.

POT Ruie 80
Time Limit Under Article Ipig)
80.1 Time Limit
The time Hmit referred to in Article 14(4) shall be
4 months from the international filing date,
PCT Rure 32

Withdrawal of the International Application or of
Designations

82.1 Withdrawals

(a} The applicant may withdraw fhe international
application prior to the expiration of 20 months from
the priority date except a8 to any designated State in
which national processing or examination hag already

Rev. 3, July 1980



1845.02

startad. He may withdraw the designation of any des-
fgnated State prior to the date on which processing or
examination may start in that State,

(b} Withdrawal of the deslgnation of all designated
Btates shall be treated as withdrawal of the interna-
tional application.

() Withdrawal shall be effected by a signed notice
from the spplicant to the International Bureau or, if
the record copy has not yet been sent fo the Interna-
tional Buresu, to the receiving Office. In the case of
Rule 4.8(b), the notice shall require the signature of
all the applicants,

{d) Where the record copy has already been sent
to the International Bureau, the fact of withdrawal,
together with the date of receipt of the notice effecting
withdrawal, shall be recorded by the International Bu-
reau and promptly notified by it fo the receiving Of-
flce, the applicant, the designated Offices affected by
the withdrawal, and, where the withdrawal concerns
the internationsl applieation and where the interna-
tional search report or the declaratlon referred to in
Article 17(2) (a} has not yet issued, the International
Searching Authority.

POT ApMINtsTRATIVE INsrRueTioNs SeEciTon 804

Corrections Submilied to the Receiving Office Concern-
ing Hopressions, elo, not to be used in the Interno-
tional Application

Where the applicant submits corrections to the re-
celving Office aimed at complying with the prescrip-
tions of Rule 9.1, that Office shall, if copies of the in-
ternational application have not yet been transmitted
to the International Bureau and the Internationsal
Searching Authority, attach copies of sueh corrections
to the international application. If coples of the inter-
national application have already been transmitted,
the receiving Office shall {fransmit coples of such cor-
rections to the said Bureau and the said Authority.

POT ADMINISTRATIVE INSTRUOTIONS SECTION 30D
Procedure in the Case of Loler Submitted Shects

{(a) The recelving Office shall indelibly mark, so as
to admit of direct reproduction in any of the manners
get forth in Rule 11.2{a), any sheet recelved on a date
later than the date on which sheets were first received
with the date on which it received that sheet, inserted
immediately below the international application num-
ber referred to in Section 807.

(b) The receiving Office shall, in the case of later
submitted sheets received within the time limits re-
ferred to in Rule 20.2(a) (1) and (i) :

(1) effect the required correction of the interna-
tional filing date, or, where no International filing
date has yet been accorded, of the date of receipt of
the purported interngtional application:

(it} notify the applicant of the correction effected
under item (i) above;

(ii{) where transmittals under Article 12(1) have
already been made, notify the International Bureau
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and the International Searching Authority of any
correctlon effected under item (1) above, by trans-
mitting a copy of the corrected first page of the
request, and forward coples of the later submitted
sheets to the said Bureau and the =said Authority;

(iv) where trapsmittals under Article 12(1) have
not yet been made, attach a copy of the later sub-
mitted sheets to the record copy and the search copy,
(¢} The recelving Ofilce shall, in the case of later

guebmitted sheets recelved after the expiration of the
time limits referred to in Rule 20.2(e) (1) and {ii);

(1) notify the applicant of that fact and of the
date of recelpt of the later submitted sheets;

(11) where trensmit{als under Axrticle 12(i) have
already been made, forward a copy of the later sub-
mitted sheefs to the International Bureau with the
indication that such sheets are not to be taken into
congideration for the purposes of international
processing ;

(ii) where transmittals under Article 12(1) have
not yet been made, attach a copy of the later sub-
mitted sheets to the record copy with the indication
that such sheets are not to be taken into considers-
tion for the purposes of international processing.

PCT ApMINISTEATIVE INSTRUOTIONS Sgoron 311

Renumbering of Sheets of the International
Application

(&) The receiving Office shall, aubject to Section 207,
sequentially renumber the sheets of the international
application when necessitated by the addition of any
new sheet, the deletion of entire sheets, a change in the
order of the sheets or any other reason.

(b) The sheets of the international application shall
be provisionally renumbered in the following manner:

(i} when a sheet ig deleted, the receiving Office
ghall either include & blank sheet with the same num-
ber and with the word “deleted,” or its equivalent in
the language of the international application, below
the number, or insert, in brackets, below the number
of the following sheet, the number of the deleted
sheet with the word “deleted” or its equivalent in
the language of the international application;

(i1) when a sheet is substituted, the receiving Of-
fice shall write below the number of the new sheet
the word ‘“substitute” or its equivalent in the lan-
gauge of the international application ;

(1it) when one or more gheets are added, each
sheet shall be identified by the number of the preced-
ing sheet followed by an oblique stroke and then by a
natural number serles, starting always with number
one for the first sheet added after an unchanged
sheet (e.z., 10/1, 15/1, 15/2, 15/8, efc.). When later
additions of sheets to an existing series of added
sheets are necessary, an extra digit shall be used for
identifying the further additions (e.g. 15/1, 16/1/1,
16/1/2, 18/2, ete.),

(e}In the cases mentloned in (1) and (i1} above, it
is recommended that the recelving Office should write,
below the number of the lagt sheet, the total number of
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the sheets of the international application followed by
the words “TOTAL OF SHEETS” or their equivalent
in the language of the international application, It is
further recommended that, at the bottom of any last
sheet added, the words “LAST ADDED SHEET” or
their equivalent in the language of the international
application should be inserted.

POT AoMINISTRATIVE INSTRUCTIONS Smorrow 312

Notification of Decision not to Issue Declaration that
the International Application is Considered With-
drawn - :

Where the receiving Offices, after having notified
the applicant ander Rule 29.4 of its intent to fssue a
declaration under Article 14(4), decides not to issue
such a declaration, it sball notify the applicant ac-
cordingly, :

37 OFR 1.j11 Oorrections and amendments during
international processing. (&) All corrections submitted
to the United States Receiving Office must be in the
form of replacement sheets and be accompanied by a
letter that draws attention to the differences between
the replaced sheets and the replacement sheets, except
that the deletion of lines of text, the correction of
simple typographical errors, and one addition or
change of not more then five words per sheet may be
stated in a letter and the United States Receiving
Cffice will make the deletion or transfer the correction
to the international application, provided that such
corrections de not adversely affect the clarity and di-
rect reproducibility of the application (PCT Rule
26.4).

(b) Amendments of claims submitted to the Interna-
tional Bureau shall be as preseribed by POT Rule 48.

Derrcrs 1N THE INTERNATIONAL APPLICATION
Waice May e Corrmorep

The following defects must be corrected be-
fore an international filing date can be accorded.
Form PCT/R(O/103 is used to call applicant’s
attention to these defects and to invite corree-
tion thereof. The time limit for filing the cor-
rection is fixed by the Receiving Office. It can-
not be less than 10 days or more than one month
from the date of the invitation to correct (PCT
Rule 20.6(b)).

(i) The International application does not
designate at least one Condracting State.

(i1} The international application does not
contain the name of the applicant or does not
contain at least those minimal indications con-
cerning the name of the applicant which are in-
dicated in PCT Article 11(1) (iti) {¢) and PCT
Rule 20.4(b).

(iii) The international application does not
contain a part which, on the face of it, appears
to be a description or a part which, on the face
of it, appears to be a claim or claims (PCT
Article 11(1) (iii) (d) and (e)).
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(iv) The applicant obviously lacks, for
reasons of not being a resident or national of
the United States of America, the right to file
an international a,g lication with the United
%}:;lﬁes Receiving %ice (PCT Axticle 11(1)

1)}.
(v) The international application is not in
the English language which must be used for
international applications filed with the United
States Receiving Office (PTC Article 11(1)

(ii() .

vi) The international application does not
contain an indication that it is intended as an
international application (PCT Article 11(1)
(iif) (a)). -

The following defects must be corrected with-
in the time period set by the United States Re-
ceiving Office in the invitation to correct (form
PCT/RO/106) to prevent withdrawal of the in-
ternational application (PCT Rule 26.5). If the
correction is fimely presented the filing date
will not be changed and the application will
not be withdrawn., ‘

(i) Where the Receiving Office finds that the
international application s not signed (PCT
Article (14) (1) (a) (i) and PCT Rules 2, 8, 4.1
(d) and 4.15). The time limit for correction is
fixed by the Receiving Office. It must be reason-
able under the circumstances; it cannot be less
than one month and normally not more than
two months from the date of the invitation to
correct. Such invitation together with a copy of
the unsigned Request are issued by the Receiv-
ing Office as soon as possible after the receipt of
international application (PCT Article 14( 1)
(b), PCT Rule 26.2) and Administrative In-
structions Section 816.

(i1) The applicant must return the copy of
the Riequest, propexrly signed, within the pre-
seribed time limit. Where the Receiving Office
finds that the international application does
not contain the name of the spplicant in the
prescribed way or the prescribed indications
concerning the applicant (other than those
specified in Rule 20.4(b) (ii). These indications
include, in particular, the applicant’s address,
residence and nationality (PCT Article 14(1)
(2) (ii) and PCT Rules 4.4 and 4.5).

(iii) Where the Receiving Office finds that
the international application does not contain
a title (that is, a title for the claimed invention)
(PC(']IT‘D);Q_rticle 14(1) () (iv) and PCT Rule
28.1 .

(iv) Where the Receiving Office finds that the
international application does not contain an
abstract (PCT Article 14(1) (2) (iv) and PCT
Rule 26.1(b).

(v) Where the Receiving Office finds that the
international application does not comply, to
the extent provided for in the Regulations, with
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the prescribed physical requirements (PCT
Asxticle 14(1) (a) (v) and PCT Rules 11 and
96.3). The physical requirements are provided
“for in detail in PCT Rule 11. Compliance with
them must be checked to the extent that compli-
ance therewith is necessary for the purpose of
reasonably uniform international publication.

(vi) Where the Receiving Office finds that
any of the drawings referred to in the interna-
tional application are, in fact, not included in
that application (PCT Article 14(2) and PCT
Rule 26.6), the time limit for furnishing such
drawings is 30 days from the date on which in-
complete papers were received by the Receiving
Office (PCT Rule 20.2(a) (iil)). It should be
carefully noted that when missing drawings are
received within 80 days they will be entered
into the application papers, however, the date of
receipt of the application will be amended to
reflect the date on which the missing drawings
were received. The United States Receiving Of-
fice will notify the applicant of any missing
drawings on form PCT/RO/107. Detailed pro-
cedures in the case where drawings are missing
are set forth in Section 310 of the PCT Admin-
istrative Instructions. :

(vil) Where the Receiving Office finds that
sheets of the description or claims are missing,
the procedures are similar to those in (vi)
above: and are set forth in detail in PCT Rule
20 and Section 309 of the PCT Administrative
Instructions. :

{viil) If the Receiving Office finds that the
priority claim fails to meet the requirements of
Rule 4.10(b) in that the name of the country
of filing or the date of filing of the earlier ap-
plication are missing, the priority claim is con-
sidered not to have been made and the applicant
is notified accordingly on form PCT/RO/121,
:g(l))z()}T Administrative Instructions Section

(ix) If the Receiving Office finds that the
claimed priority date does not fall within the
period of one year preceding the International
filing date, it will invite the applicant to amend
or cancel the priority claim using form PCT/
RO/110 (PCT Rule 4.10(d)). The applicant
has one month to respond by amending or can-
celing the priority claim. If no response is timely
received, the Receiving Office will cancel the
priority claim ex officio (Administrative In-
structions Section 314). The amendment or can-
cellation of the priority claim will be acknowl-
edged using forms PCT/RO/111.

PresentaTION 0F CORRECTIONS

According to the nature of the defect, the cor-
rection may be stated in a letter only or may

have to be filed in the form of a replacement .

sheet or replacement sheets accompanied by a

456

MANUAL OF PATENT EXAMINING PROCEDURE

letter (87 CFR 1.471). The details are provided
for in PCT Rule 26.4, Any correction must be
in the English languaﬁe (PCT Rule 12.2). As
to the signature and other requirements of such
letters, see PCT Rule 92.1, The Receiving Office
must inform, and where necessary, transmit
copies of replacement sheetsto the International
Searching Authority.

CloNSEQUENCES OF THE CORRECTION OF DEFECTS

Where the correction is filed with the Receiv-
ing Office within the prescribed time limit and
is found acceptable, the international applica-
tion will be considered valid {(PCT article 11
(2) (b)). If the correction relates to any of the
defects referred to in PCT Article 11(1) and
14(2), the international filing date will be the
date on which the correction was received ; if it
relates only to any of the defects referred to in
Article 14(1), the international filing date will
be the date on which the international applica-
tion was received by the Receiving Office.

Consequrnoss or Nor Correcrine Dereors

Where an acceptable response or correction
is not filed within the preseribed time limit, the
international application:

(i) will not be treated as an international
application (and, consequently will not be
accorded an international filing date) if the
defect is one of those referred to in PCT Ar-
ticle 11(1) and PCT Rule 20.7;

(ii) will be treated as withdrawn if the de-
fect is one of those referred to in PCT Article
14(1) and PCT Rule 26.5. In the case of a de-
fect of this kind referred to in PCT Article
14(2), which remains uncorrected, the ref-
erence to the (missing) drawing(s) in the
international application will be considered
non-existent. Missing sheets will not be en-
tered into the application if not received
within 30 days of the receipt of incomplete
papers (PCT Rule 20.2(2) (1) and PCT Ad-
ministrative Instructions Section 309) ;

(iii) if the priority claim fails to meet the
requirements of PCT Rule 4.10(b), the pri-
ority claim is considered not to have been
made and the applicant is notified accord-
ingly (Administrative Instructions Seec-
tion 302).

1845.03 Correction of Obvious Fr-
rors of Transeription
PCT Rus 91
Obvious Errors of Transcription

91.1 Rectification

{a) Subject to paragraphs (b) to {g), obvious er-
rors of trangcription in the international application or
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other papers submitted by the applicant may be reeti-
fled.

(b) Errors which are due to the fact that something
other than what was obviously intended was writien in
the international application or other paper shall be
regarded as obvious errorg of transcription. The recti-
fication itself shall be obvious in the sense that anyone
would immediately realize that nothing else could have
been intended than what is offered as rectification.

{¢) Omissions of entire elements or sheets of the
international application, even if clearly resulting from
inattention, at the stage, for example, of copying or
assembling sheets, shall not be rectifiable.

(d) Rectification may be made on the reguest of
the applicant. The authority having discovered what
appears to be an obvicus error of {ranseription may
tnvite the applicant to present a reguest for rectifica-
tion as provided in paragraphs (e) to (g).

{e) No rectification shall be made except with the
express authorization:

(i} of the receiving Office if the error i in the
request.

(i1} of the International Searching Authority if
the error is in any part of the international applieca-
tion other than the request or in any paper submitted
to that Authority.

(1ii} of the International Preliminary Bxamining
Authority if the error iz in any part of the Inter-
national application other than the reguest or in
any paper' submitted to that Authority, and

(iv) of the International Bureau if the error ig in
any paper, other than the international application
or amendments or corrections to that application,
submitted to the International Bureau.

{£) The date of the anthorization shall be recorded
In the fileg of the international application.

(¢) The authorization for rectification referred to
In paragraph (e) may be given uniil the following
events occur:

(1) in the cage of authorization giver by the re-
ceiving Office and the International Bureau, the
communlication of the International application under
Article 20;

{ii) in the case of authorization given by the In-
ternational Searching Authority, the establishment
of the international search report or the making of
a declaration under Article 17(2) (=) ;

(iil) in the case of authorization given by the In-
ternational Preliminary Examining Authority, the
establishment of the international preliminary ex-
emination report.

(h) Any authority, other than the International
Bureau, which autherizes any rectification shall
promptly inform the Infernational Bureau of such
rectification.

[ 812 Manner of Oarrying Out Reotifications

The Adminigtrative Instructions preseribe the man-
ner in which rectifications of obvious errors of tran-

L. scription shall be made and the manner in which they
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ghall be entered in the file of tlie international %1

application,
POT Ruie 92

Oorrespondence
92.1 Need for Letter and for Rignoture

(a) Any paper submitted by the applicant in the
course of the internationsal precedure provided for in
the Treaty and these Regulations, other than the inter-
national application iteelf, if not itself in the form of a
letter, be accompanied by a letter identifying the inter-
national application to which it reiates. The letter shall
be signed by the applicant,

(b) If the requirements provided for in paragraph
{a) are not complied with, the applicant shall be in-
formed as to the non-complignece and invited to remedy
the omission within a time Hmit fixed in the invitation.
The time limit so fixed shall be reasonable in the ¢ir
cumstances ; even where the time limit so fixed expirey
later than the time limit appiving to the furnishing of
the paper (or even if the latter time limit has already
expired), it shall not be less than 10 days and not more
than one month from the mailing of the invitatien.
If the omission is remedied within the time limit fixed
in the invitation, the omission shall be disregarded;
otherwise, the applicant shall be informed that the
paper has been disregarded.

(¢) Where non-compliance with the reguirements
provided for in paragraph (a) has been overlooked and
the paper taken into account in the international pro-
cedure, the non-compliance shall be disregarded.

92.2 Longuage

{a) Subject to the provisions of paragraph (b) and
(c), any letter or document submitted by the applicant
to the International Searching Authority or the Infer-
national Preliminary Exzamining Authority shall be in
the same langusge as the international application to
which it relates.

{(b) Any letter from the applicant to the Interna-
tional Bearching Authority or the International Pre-
lminary Examining Authority may be in & language
other than that of the international application, pro-
vided the sald Authority authorizes the use of such
language.

(c) When a translation g reguired under Rule 55.2,
the Infernational Preliminary Examining Authority
may require that any letter from the applicant to the
sald Authorlty be in the language of that translation.

(@) Any leffer from the applicant fo the Interna-
tional Bureau shall be in English or French,

{e) Any letter or notification from the International
Bureau to the applicant or to any national Office shall
be in English or French.

92.3 Muilings by National Ofices and Infergovern-
mental Organizalions
Any document or letter emanating from or trans-
mitted by a national Office or an intergovernmental
organization and constituting an event from the date
of which any time limit under the Treaty or these
Regulations commences, to run shall be zent by regis-
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tered air mail, provided that surface mall may be used
ingtead of alr mail in cases where surface mail nor-
mally arrives at its destination within 2 days from
mailing or where air mail service is not available.

92.4 Use of Telegraph, Teleprinter, elc.

(a) Notwithstanding the provisions of Rules 1114
and 92.1(a), but subject to paragraph (b), below, any
document {including any drawing) subsequent {o the
inteinational application may be sent by telegraph or
teleprinter or other like means of communication pro-
ducing a printed or written document. Any such docu-
ment so sent shall be considered to have been sub-
mitted in a form complying with the requirements of
the said Rules on the day on which it wayg communi-
cated by the means mentioned sbove, provided that,
within 14 days after belng so communicated, its con-
tents are furnished in that form; otherwise, the tele-
graphic, teleprinter or other communication shall be
considered not to have been made,

{b) Each national Office or intergovernmental erga-
nization shall promptly notify the International Bureau
of any means referred to in paragraph (a) by which
it is prepared to receive documents referred to in that
paragraph, The International Bureau shall publish the
information so received in the Gazetie as well ag in-
formation concerning the means referred {o in para-
graph (a2) by which the International Bureau is pre-
pared to recelve any such document, Paragraph {(a)
shall apply with respect to any national Office or inter-
governmental organization only to the extent the sald
information has been so published with respect to it.
The International! Bureau shall publish, from {ime to
time, in the Gazette, changes in the information pre-
viously published.

POT ADMINISTRATIVE INSTRUCTIONS SEorion 109

Notification of Authorization or Refusal of
Rectiflcation

Any International Authority which authorizes or re-
fuses rectification of obvious errors of transcription
under Rule 91 shall promptly inform the applcant of
such authorization or refusal and, in the case of re-
fusal, of the reasons therefor. :

Obvious errors of transeription may be recti-
fied (PCT Rule 91) The Receiving Office of
Searching Authority will inform the applicant
of obvious errors of transcription using form
PCOT/RO/108 or PCT ISA /216, respectively.
The form will indicate to which Authority the
applicant may request rectification of the error.
In general the Receiving Office may authorize
rectification of errors in the Request only. The
Searching Authority may authorize rectifica-
tion of errors in the description, claims, abstract
or drawings. The applicant, upon noticing an
error of transeription, may spontaneously pre-
sent a request for rectification to the appro-
priate authority. The Authority will promptly
mform the applicant of the authorization or the
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refusal to authorize the rectification of obvious
errors (PCT Administration Instruction Sec-
tion 109). The forms used by the United States
Receiving Office and the Searching Authority
for authorization or refusal are PCT/RO/109
and PCT/ISA/21%.

1845.04 Changes in Certain Indica-
tions in the Request [R~3]

POT RurkE 92818

Changes in Certain Indicutions in the Request or the
Demond

92bis. 1 Recording of Changes by the International

Bureau

The International Bureau shali, on the request of the
applicant or the recelving Office, record changes in the
following indications appearing in the reguest or
demand : )

(1) person, name, residence, nationality or address
of the applicant,

(i1} person, name or address of the agent, the com-
mon representative or the inventor.

980i8.2 Notifications
(a) The International Burean shall give notifica-
tions concerning changes recorded by it:

(1) to the receiving Office where the change has
been recorded on the request of the applicant,

(i) as long as the international search report or
the declaration referred to in Article 17(2) has not
yet 1ssued, to the International Searching Authority,

(i) until the expiration of the time Hmit referred
to in Article 22(1), {0 the designated Offices,

(iv) as long as the preliminary examination re-
port hag not yet issued, to the International Prelimi-
nary Exdamining Authority,

(v) until the expiration of the time limit referred
to in Article 39(1) {a), to the elected Offices,

(b} A copy of each notification sent under paragraph
{a) shall be sent to the applicant by the International
Bureau.

POT ADMINISTRATIVE INSTRUCTION Sporon 111

Changes in Certain Indications in the Reques! and the
Demand

Any request for the recording of any changes referred
to under Rule 92b{3 shall be signed by the applicant or,
if the recelving Office reguested such change, by the
receiving Office. The request shall clearly identify the
indications the change of which is reguested.

1860 The International Searching Au-
thority
POT Amvicie 16
The International Searching Authority

(1) International search shall be carried out by an
International Searching Authority, which may be either
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& national Office or an Intergovernmental organization,
stch as the International Patent Institute, whose tasks
include the establishing of documentary search reports
on prior art with respect to inventions which are the
subject of applications.

(2} Xf, pending the establishment of a single Inter-
national Searching Authority, there are several Inter-
national Searching Authorities, each reeeiving Office
ghall, in accordance with the provisions of the appli-
cable agreement referred to in paragraph (3) (b).
speclfy the Internationzal Searching Authority or Au-
thorities eompetent for the searching of international
epplications filed with such Office.

{8) (a) International Searching Authorities shall be
appolnted by the Assembly. Any national Office and any
intergovernmental organization satisfying the reguire-
ments referred to in subparagraph {e) may be ap-
pointed as International Searching Authority,

{b) Appointment shall be conditional on the consent
of the national Office or intergovernmental organiza-
tion to be appointed and the conclusion of an agree-
ment, subject to approval by the Assembly, between
such Office or organization and the Imternational Bu-
rean. The agreement shall specify the rights and obli-
gations of the parties, in partieular, the formal under-
taking by the said Office or organization to apply and
observe all the common rules of international search.

(¢} The Regulations prescribe the minimum require-
ments, particularly as to manpower and documentation,
which any Cffice or organization must satisfy before it
can be appointed and must continue to satisfy while it
remains appointed.

(d) Appointment shall be for a fixed perled of time
and may be extended for further periods.

(e) Before the Assembly makes a decision on the ap-
pointment of any national Office or intergovernmental
organization, or on the extension of its appointment,
or before it allows any such appointment to lapse, the
Assembly shall bear the interested Office or organiza-
tion and seek the advice of the Committee for Technical

Cooperation referred to in Article 56 once that Com-

mittee has been established.

PCT Arrtone 17

Procedure Before the Imternationel Searching
Authority

(1) Procedure before the International Sesrching Au-
thority shall be governed by the provisions of this
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Treaty, the Regulations, and the agreement which the
International Bureau shall conclude, subject to this
Treaty and the Regulations, with the sald Authorkty.

{2){a) If the International Searching Authority
conslders ;

(i) that the international application relates to a
subject matter which the International Searching
Authority is not required, under the Regulations, to
gearch, and in the particular case decldes not to
gearch, or

{11} that the description, the claims, or the draw-
ings, fail to comply with the preseribed requirements
to such an extent that a meaningful search could not
be carried out,

the said Authority shall so declare and shall notify the
applicant and the International Burean that no inter-
national search report will be established, _

(b} If any of the situations referred to in sabpara-
graph {(a). iz found to exist in connection with certain
claims only, the infernational search report shall so in-
dicate in respect of such elaims, whereas, for the other
claims, the sald report shall be established as provided
in Article 18.

(3) (a) If the International Searching Authority con-
siders that the interpational application does not com-
ply with the requirement of unity of invention as set
forth in the Regulations, it shall invite the applicant to
pay additional fees. The International Searching Au-
thority shall establish the international search report
on thoge parts of the international application which
relate to the invention first mentioned in the claims
(“main invention”) and, provided the reguired addi-
tional fees have been paid within the prescribed time
limit, on those parts of the international application
which relate to inventions in respect of which the said
fees were paid. ' ‘

(b) The national law of any designated State may
provide that, where the national Office of that State.
finds the invitation, referred to in subparagraph (a),
of the International Searching Authority justified and
where the applicant has not paid all additional fees,
thoge parts of the international application which con-
sequently have not been searched shall, as far ag ef-
fects in that State are concerned, be considered with-
drawn unless s special fee ig paid by the applicant to
the national Office of that Btate,

Rev. 3, July 1980
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POT Rure 25

Receip? of the Search Copy by the International
Searching Authority

25.1 Notifioation-of Receipt of the Search Copy
The International Searching Authority shall
promptly notify the International Bureau, the appli-
ecant, and—unless the International Searching Author-
ity is the same as the receiving Office—the recelving

Office, of the fact and the date of recelpt of the search’

€opy.
‘ PCT Rure 28
Defects Noted by the International Bureaw or the
International Searching Authorily

£8.1 Note on Qertain Defects

. (a) If, in the opinion of the International Bureau
or of the International Searching Autherity, the inter-
national application contains any of the defects re-
ferred to in Article 14(1){a) (i), (if), or (v), the
International Bureau or the International Searching
Authority, respectively, shall bring such defects to the
attention of the receiving Office.

(b) The recelving Office shall, unless it disagrees

with the said opinion, proceed as provided in Article
14(1) (b) and Rule 26,

PCT Rure 36

The Competent International Searching Authority

35.1 When Only One Internotional Seamching Author-
ity iz Competent

_ Hach recelving Office sball, in aceordance with the

terms of the applicable agreement referred to in Arti-

cle 16(8) (b), inform the International Bureau which’

International Searching Authority is competent for the
searching of the international applications filed with it,
and the International Bureau shall promptly publish
such infermation,

85.2 When Several International Searching Authorities
~ ore Competent
- {a) Any receiving Office may, in aceordance with the
terms of the applicable agreement referred to in Article
16(3) (b}, specify several International Searching
Authorities:
(i) by declaring al} of them competent for any
international application filed with it, and leaving the
- choice to the applicant, or
(ii) by declaring one or more competent for cer-
. tain kinds of international applications filed with it,
and declaring one or more others competent for other
.- kinds of international applications filed with it, pro-
vided that, for those kinds of international applica-
tions for whieh several International Searching Au-
therities are declared to be competent, the choice
. shall be left to the applicant.

{b) Any receiving Office availing itself of the facully
provided in paragraph (a) shall promptly inform the
International Bureazu, and the International Bureau
shall promptly publish such information.
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85 U.8.C, 362 International Searching Authortty. The
Patent Office may act as an International Searching
Authority with respect to internationsl applications
in accordance with the terms and conditions of an
agreement which may be concluded with the Interna-
tional Bareau.

87 OFR 1,13 The United Silotes International
Searching Authority. (&) Pursuant to appointment by
the Assembly, the Ynited States Patent and Trademark
Office will act as an International Searching Author-
ity for Internationsl applications filed in the United
States Recelving Office and in other Receiving Offices
as may be agreed upon by the Commissioner, 'in ac-
cordance with agreement between fhe Patent and
Trademark Office and the International Bureau (PCT
Art. 16(8)(b) ). .

{b) The Patent and Trademark Office, when acting
&% an International Searching Authority, will be identi-
fied by the full title “United States Infernational
Searching Authority” or by the abbreviation “ISA/
Us.”»

(¢) The major functions of the International Search-
ing Authority include:

(1) Approving or establishing the title and abstract;

(2) Coansidering the matter of unity of invention;

{3) Condueting international and international-type
searches and preparing international and international-
type gearch reporis (PCT Art. 15, 17 and 18, and PCT
Rules 26, 33 to 45 and 47) ; and

{4) Tmnsmitting the infernational search report to
the applicant and the International Bureau.

TraNSMITTAL OF THE “Sparca Cory™ To THE
INTERNATIONAL SEARCHING ATUTHORITY

The “search copy” is transmitted by the Re-
ceiving Office to the International Searching
Anuthority (PCT Article 12(1)), the details of
transmittal are provided in PCT Rule 23.

Tare Marw PROCEDURAL STEPS IN THE
INTERNATIONAL SEARCHING AUTHORITY

The main procedural steps that any interna-
tional appHleation goes through in the United
States International Searching Authority are
the following:

(i) the making of the international search

(PCT Article 15),and

(ii) the preparing of the international
search report (PCT Article 18 and PCT

Rule 43)

ComperenT INTERNATIONAL SEARCHING
AurHORITY

In respect of international applications filed
with the U.S. Receiving Office, the United
States International Searching Authority,
which. is the Examining Corps of the United
States Patent and Trademark Office, is compe-
tent to carry out the international search (PCT
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Axticle 18, PCT Rules 35 and 36, 35 U.S.C. 362
and 37 CFR 1 A413).

1862 The International Search
ArTicie 15

The Internationel Search

{1) Each international application shau be the sub-
Ject of international search.

(2) The objective of the international search iy to
discover relevant prior art.

(3) Internattonal search shall be made on the basis
of the claims, with due regard to the description and
the drawings (if any).

(4) The Interpational Searching Authority referred
to In Article 16 ghall endeavor to discover as much of
the relevant prior art as its facilities permit, and shall,
in any ease, congult the decumentation specified in the
Regulations. ’

(8) (a) If the hational law of the Contracting States
s0 permits, the applicant who files a national applica-
tion with the national Office of or acting for such State
may, subject to the conditions provided for in such law,
request that & search similar to an international gearch
{*“international-type search”) be carried out on such
application.

(b) If the national law of the Contracting State so
permits, the national Office of or acting for such State
may subject any national application filed with if to
an international-type search.

(¢} The international-type search shall be carried
out by the International Searching Authority referred
to in Artiele 16 which would be competent for an inter-
national search if the national application were an in-
ternational application and were filed with the Office
referred to in subparagrapbhs (a)} and (b). If the
national application is in a language which f{he In-
ternational Searching Authority considers it is not
equipped to handle, the international-type search shall
be carried out on a translation prepared by the appli-
cant in a language prescribed for internatiomal ap-
plications and which the International Searching
Authority has undertaken to accept for international
applications. The national application and the trans-
lation, when required, shall be presented in the form
preseribed for interhational applieations.

PCT Rure 33

Relevant Prior Art for the I'nternational Search
33.1 Relevant Prior Art for the International Search

(8) For the purposes of Artiele 15(2), relevant prior
art shall consist of everything which hag been made
available to the public anywhere in the world by means
of written disclosure (including drawings and other
illustrations) and which ig capable of being of assigt-
ance in determining that the claimed invention is or
iz not new and that it does or does not involve an
inventive step {(i.e., that it is or is not obvious), pro-

MANUAL OF PATENT EXAMINING PROCEDURE

vided that the making aveilable to the public oceurred
prior to the international filing date,

(b) When any written diseclosure refers fo an orgl
disclosure, use, exhibition, or other means whereby the
contents of the written disclosure weie made available
to the public, and such making avallable to the public
occurred on a date prior fo the international filing date,
the international semrch report shall separately men-
tion that fact and the date on which it occurred if the
making available to the public of the written dis¢losure
occurred on g date posterior to the international filing
date.

(e} Any published application or any patent whose
publication date is later but whose filing date, or, where
applicable, claimed priority date, is earler than ithe
international filing date of the international applica-
tion searched, and which would constitute relevant
prior art for the purposes of Article 15{2) had it been
published prior to the International filing date, shall
be specially mentioned in the international search
report.

33.2 Fields to be Covered by the Internationcl Search

{a) The international search shall cover all those
technical flelds, and shall be carried out on the basis
of all those search files, which may contain material
pertinent to the invention.

(b) Consequently, not only shall the ar{ in which
the invention is classifiable be searched but also analo-
gous arts regardless of where classified.

{e) The question what arts are, in any given case,

.to be regarded as analogous shall be considered in the
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light of what appears to be the necessary essential
function or use of the invention and not only the spe-
cific functions expressly indicated in the international
application.

{d) The international search shall embrace all sub-
ject matter that is generally recognized as egquivalent
to the subject matter of the claimed invention for all
or certain of its features, even though, in iis specifies,
the invention gs described in the international applica-
tion ig different.

83.3 Orientation of the International Search

{a) International search shall be made on the basis
of the claims, with due regard to the deseription and
the drawings (if any) and with particular emphasis on
the inventive concept toward which the claims ave
directed.

(b) Insofar as possible and reasonablé, the inter-
national search shall cover the entire subjeet matter
to which the claims are directed or to which they might
reasonably be expected to be directed after they have
been amended.

POT Ruix 84

Minimum Documentation
84.1 Definition

(a) The definitions contained in Article 2 (i) and
{ii) shall not apply for the purposes of this Rule.
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(b) The documentation referred to in Article 15 (4)
(“minimum documentation”) shall consist of ¢

{i) the “national patent documents” as speciﬂed
in paragraph {(c).

{ii) the “national patent documents” as speeified
in paragraph (e),

(ii) the published international (PCT) applica-
tions, the published regional applications for patenis
and inventors’ certificates, and the published regional
patents and inventors’ certificates,

{ili) such other published itemns of non-patent
Hiterature as the International Searching Aunthorities
shall agree upon and which shall be published in a
list by the International Bureau when agreed upon
for the first time and whenever changed.

{c) Subject to paragraphy (d) and (e), the “na-
tional patent documents” shall be the following :

(i).the patents issued in and after 1920 by France,
the former Reichpaientemi of Germany, Japan, the
Soviet Union, Switzerland (in French and German
langunages only), the United Kingdom, and the United

States of Amerieca ;

(ii) the patents issued by the Federal Republic of
Germany,

(iil) the patent applieations, if any, published in
and after 1920 in the countries referred te in items
(i) and (i),

{iv) the inventors' certificates issued by the Soviet
Union,

(v) the utility certificates issued by, and the pub-
Yghed applications for utility certificates of, France,

{vi) such patents issued by, and such patent ap-
plications published in, any other eountry after 1820
as are in the English, French, or German langnage
and in which ne priority is elaimed, provided that
the national Office of the interested eountry sorts out
these documents and places them at the disposal of
each International Searching Authority.

(d) Where an application is republished once (for
example, an Offenlegungsohrift as an Auslegeschrift)
or more than onee, no International Searching Au-
thority shall be obliged to keep all versions in ity docu-
mentation ; consequently, each such Authority shall be
entitled not to keep more than one version, Further-
more, where an applcation is granted and is issued in
the form of a patent or & utility certificate (France),
no International Searching Authority shall be obliged
to keep both the application and the patent or utility
certificate (France) in its documentation: conse-
quently, each such Authority shall be entitled to keep
either the application only or the patent or utility
certificate (France) only.

{e) Any International Searching Authority whose
official language, or one of whose official iangnages, is
not Japanese or Russian is entitled not to include in
its documentation those patent documents of Japan
and the Soviet Union, respectively, for which no ah-
straets in the English language are generally available.
" Bnglish abstracts becoming generally availsble after
the date of entry into force of these Regulations shall

1862

require the inclusion of the patent documents fo which
the abstracts refer no later than 6 months after such
abstracts become generally available. In case of the
interruption of abstracting services in English in tech-
nical fields in which English absiracts were formerly
generally available, the Assembly shall take appropri-
ate measures to provide for the prompt restoration of
such.gervices in the said flelds.

{f) For the purposes of this Rule, applications which
have only been Izid open for public inspection are not
considered published applications.

- PCT RuLe 38

Mintmum Requirements for Imieraeniional Searching
Authorities

36.1 Definition of Minimum Requirements

The minimym requirements referred fo in Article
16(3) (¢} shal! be the following:

(i) the national Office or intergovernmental organi-
zation must have at least 100 full-time employees
with sufficient technieal gualifications to carry out
searches;

(ii) that Office or organization must have in its
possession at least the minimum documentation re-
ferved to in Rule 34, properly arranged for search
PuUrposes; '

{iii) that Office or organization must have a staf
 which is capable of searching the required techiical
fields and which has the language facilities to under-
stand at least those languages in which the mini-
mum documentation referred to in Rule 84 is writ-
ten or ig translated.

) PCT Rure 39
Bubject Matter Under Article I7(2) (&) (i}
39.1 Definition

No International Searching Authority sha]l be re-
quired to search an international application if, and to
the extent to which, its subject matter is any. of the
following:

(i} seientific and mathematical theories,

{it) plant or animal varietiey or essentially biologi-
eal proceses for the production of planis and aninals,
other than microbielogical processes and the prod-
uets of such processes,

(ili) sebemes, rules or methods of doing bnsiness,
performing purely mental acts or playing games,

(iv) methods for treatment of the human or animal
body by surgery or therapy, as well as diagnostic
methods,

(v) mere pregentations of informmtion,

(vi) compuier programs to the extent that the
International Searching Authority iz not eguipped
to search prior art concerning such programs..

POT ADPMINISTRATIVE INSTRUCTIONS SecTionN 501

Corrections Submitied to the International Searching
Authority Concerning Hapressions, eto., not io be
used in the Imternational Application
Where the applicant submits correetions to the In-
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ternational Searching Authority aimed at complying
with the preseription. of Rule 9.1, that Authority shall
transmit coples of such corrections to the receiving
Office and the International Bureau.

"The objective of the international search is to
discover relevant prior art (PCT Article 15
(2)). “Prior art” consists of everything which
has been made available to the public anywhere
in the world by means of written disclosure {in-
cluding drawings and other illustrations) ; it is
“relevant” in respect of the international appli-
cation if it is capable of being of assistance ir
determining that the claimed Invention is or is
not new and that the claimed invention does or
does not involve an inventive step (ie., that 1t
is or is not obvious), and if the making available
to the publie occurred prior to the international
filing date, for further details see PCT Rule
33. The international search is made on the basis
of the claims, with due regard to the description
and the drawings (if any) contained in the in-
ternational application (PCT Article 15(8)).

DOCUMENTS SEARCHED BY THE INTERNATIONAL
SepArRcHING AUTHORITY

The Interhational Searching Authority must
endeavor to discover as much of the relevant
prior art as its facilities permit (PCT Article
15(4)), and, in any case, must consult the so-
cal)led “minimum documentation” (PCT Rule
34).

Currain Susseer MaTtter N2zo Not BE
SEARCHED

No International Searching Authority is re-
quired to perform an international search where
the international application relates to any of
the following subject matters: (i) scientific and
mathematical theories, (ii) plant or animal vari-
ties or essentially biological processes for the
production of plants and animals, other than
microbiological processes and the products of
such processes, (iii) schemes, rules or methods
of doing business, performing purely mental
acts or playing games, (iv) methods for treat-
ment, of the human or animal body by surgery
or therapy, as well as diagnostic methods, (v)
mere presentation of information, and (vi) com-
puter programs to the extent that it, the said
Authority) is no equipped to search prior art
(PCT Article 17(2) (a) (1) and PCT Rule 39).
The applicant planning to file an international
application may be well advised not to file one if
the subject matter of the application falls into
one of the above mentioned areas: if he still does
file, the United States International Searching
Authority may declare that it will not establish
an international search report. It is to be noted
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nevertheless that the lack of the international
search report in such case will not have, in it-
self, any influence on the validity of the inter-
national application and the latter’s processing
will continue, including its communication to
the designated Offices.

No Searcu RBrqurrep ¥ Craims are UNcLEar

If the International Searching Authority
considers that the description, the claims, or the
drawings fail to comply with the prescribed
requirements to such an extent that a meaning-
ful search could not be carried out, it may de-
clare that it will not establish a search report
(PCT Article 17(2)(a)(ii) and (b)). Such
declaration may also be made in respect of some
of the claims only. This may be particularly the
case where the description or the claims are un-
clear. The lack of the international search re-
port will not, in itself, have any influence on the
validity of the international application and the
latter’s processing will continue, including its
communication to the designated Offices, Where
only some of the claims are found to be “un-

searchable,” the International Searching Awu-.

thority will not search them, but will search the
rest of the international application. Any un-
searched claims will be indicated in the Search
Report.

1863 The International Search
Heport

POT AwptioleE 18
The Internetional Seerch Report

(1) The international search report shall be estab-
lished within the prescribed time limit and in the
prescribed form.

(2) The international search report shall, ag soon
as it has been established, be transmitted by the Inter-
national Searching Authority to the applicant and the
International Bureau.

(8) The international search report or the declara-
tion referred fo in Article 17(2}(a) shall be translated
as provided in the Regulations. The translations ghall
be prepared by or under the responsibility of the Inter-
national Bureau.

POT Rure 37
BMissing or Defective Tiile

8%7.1 Lack of Title

I{ the international application does not contain a
title and the receiving Office has notified the Interna-
tional Searching Authority that it has invited the ap-
plicant to eorrect such defect, the International Search-
ing Authority shall proceed with the international
search unless and until it receives notification that the
gaid application is considered withdrawn.

ST
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37.2 Baetablishment of Title

If the international application does not contain a
title and the International Searching Authority has not
received a notification from the receiving Office to the
effect that the applicant has been invited to furnish a
title, or if the said Authority finds that the title does
not comply with Rule 4.8, it shall itsell establish a
title,’

PCT Rure 38

Misging Absirect

88.1 Lack of Abstract

If the international application does not contain an
abstract and the recelving Office hag notified the Inter-
national Searching Authority that it hag invited the ap-
plicant to eorrect such defect, the International Search-
tng Authority shall proceed with the international
gearch unless and untfl it receives notification that the
said application is considered withdrawn.

38.2 Fastablshment of Abstract

(a) If the international application does not contain
an abstract and the International Searching Authority
has not received a notification from the receiving Of-
fice to the effect that the applicant has been invited to
furnish an abstract, or if the said Authority finds that
the absiract does not comply with Rule 8, it shall itself
establish an abstraet (in the language in which the
international application iz published). In the latter
ease, it shall invite the applieant to comment on the
ahstract established by it within 1 month from the
date of the invitation.

(b) The definitive contenty of the absiract ghall be
determined by the International Searching Autherity.

PCT Ruie 43
The International Search Report

48.1 Identifications

The international search report shall identify the
International Searching Authority which established it
by indicating the name of such Authority, and the
international application by indleating the interna-
tional application number, the name of the applicant,

the name of the recelving Office, and the international
filing date.

48.2 Dates

The internatlonal search report shall be dated and
ghall indieate the date on which the internatiomal
search was actually completed, It shall also indicate
the filing date of any earlier appiication whose prior-
ity is claimed.

43.8 Classification

{a)} The international search report shall contain
the classification of the subject matter at least accord-
Ing to the International Patent Classification.

{b) Such classification shall be effected by the In-
ternational Searching Authority.
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43.4 Language

Every international search report and any declara-
tion made under Article 17(2)(a) shall be in the
language in which the international application to
which it relates is published.

438 COitations

(a) The international search report shall contain
the citations of the documents considered to be rele-
vant,

(b} The method of identifying any cited document
ghall be regulated by the Administrative Instruections.

(¢) Citations of particular relevance shall be spe-
clally indicated,

{d) Citations which are not relevant to sl the
claims shall be cited in relation to the claim or clalms
to which they are relevant.

{e} If only certaln passages of the cited document
are relevant or particularly relevant, they shall be
fdentified, for example, by indicating the page, the
columyp, or the lines, where the passage appears.

43.6 Fields Searched

(a)} The international search report shall list the
classification identification of the flelds searched, If
that identification is effected on the basis of a classi-
fleation other than the International Patent Classifi-
cation, the Internatiopal Searching Authority shall
publish the classification used.

(b} If the international search extended to patents,
fnventors’ certifieates, utility certificates, utility mod-
els, patents or certificates of addition, inventors’ cer-
tificates of addition, utility certifleates of addition, or
published applications for any of those kinds of pro-
tection, of States, perlods, or languages, not included
in the minimum documentation as defined in Rule 34,
the international search report ghall, when practicable,
identify the kinds of documents, fhe States, the peri-
ods, and the languages to which it extended. For the
purposes of this paragraph, Article 2(ii) shail not ap-
ply.

437 Remarks Concerning Unity of Invention

If the applieant paid additional fees for the interna-
tional search, the International search report shall so
tndicate, Furthermore, where the international search
was made on the main invention only (Article 17(3)
(%)), the international gearch report shall indicate
what parts of the international application were and
what parts were not searched.

438 Sipnature

The international search report shall be signed by
an authorized officer of the International Searching
Anthority,

43.9 No Other Muatter

The internstional search report shall conisin no
matter other than that enumerated in Rules 33.1(h)
and (c), 481, 2, 3, B, 6, 7 and 8, and 44.2(a) and
{b), and the indication referred to in Article 17(2)
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{b). In particular, it shall contain no expressiony of
opinlon, reasoning, arguments, or explanations.

48.10 Form

The physical requirements as to the ferm of the in-
ternational search report shall Le prescribed by the
Administrative Ingtructions.

PCT Ruri 44
Transemittal of the International Search Report, elo,

441 Coples of Report or Dcclaration

The International Searching Avthority shall, on the
same day, transmit one copy of the international
fiearch report or the declaration referred to in Article
17(2) (») to the International Burean and one copy to
the applicant,

44.2 Title or Absirget

-{a) Bubject to paragraphs (by and (c¢), the interna-
tional search report shall either state that the Interna-
tlonal Searching Authority approves the title and the

abstract es snbmitted by the applicant or be accom-'

panled by the text of the title aund/or abstract ag es-
tablished by the International Searching Authority
under Rules 37 and 38.

{b} If, at the time the international search is com-
pleted, the time Iimit allowed for the applicant to com-
ment on any saggestion of the International Searching
Authority in respect of the abstract has not expired,
the international search report shall indicate that it is
incomplete as far as the abstract is concerned.

(e} As soon as the time Mmlf referred to in para-
graph (b) has expired, the International Searching
Authorlty shall notify the abstract approved or estab-
lished@ by it to the International Bureau and to the
applicant.

448 Coples of Cited Dcouments

{a) The reyuest referred to in Article 20(3) may
be presented any time daring 7 years from the inter-
national filing date of the international application to
which the international] search report relates,

{b) The International Searching Authority may re-
quire that the party (applcant or designated Offce}
presenting the request pay to it the cost of preparing
and majling the coples. The level of the cost of pre-
paring coples shall be provided for in the agreements
referred to in Article 16(3)(b) between the Interna-
tional Searching Authorities and the Internatfonal
Bureau.

{¢) Any International Searching Authority not
wishing fo send copies direct to any designated Ofiice
shall send a copy to the International Bureau and the
International Bureau shall then pmcee& as provided in
paragraphs (a) and (b).

(d) Any International Searching Authorlty may por-
form the obligations referred to in (a) to (¢) through
another agency responsible to it.
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PCT ADMINISTRATIVE INSTRUCTIONS SecTIoN 503

-Method of Identifying Documents Cited in the
International Seerch Report

Identification of sny document cited in the inter-
natonal search report referred in Rule 43.5(b) shall
be made by indicating the following elements in the
order in which they are listed:

(&) In the case of eny patent document (patent
doctuments being patents within the meaning of Arti-
cle 2(ii) as well as published spplications relating
thereto) :

(i) the Office that issued the document, by the
two-letter code as in Annex B;

(i) the kind of document, by the appropriate sym-
bolg ag in dnnew O}

(ili) the number of the document as given to it
by the Office that issued it (for Japanese patent
documents the indication of the year of the reign of
the Emperor must precede the serial number of the
patent document) ;

(iv) the name of the patentee or applicant (in
capital letters, where appropriate abbreviated) :

(v) the date of publication of the cited patent
document as indicated thereon ; and

(vi) where applieable, the pages, columns or lines
where the relevant passages appear, or the relevant
flgures of the drawings.

{The foliowing example illustrates the citation of a
patent document according to paragraph (a) above:
JP, B, 50-145356 (NCR CORPORATION) 28 May 1975
(28.05.75), see column 4, lines 3 to 27).

(b) I'n the case of any book or other separately
isswed publication:

(i) the name of the author;

(ii) the title (including, where applicable, the
number of the edition and/or volume) ;

{iii} the year of publication (when this coincides
with the year of the international application or of
the priority claim, the International Searching Au-
thority shall endeavor to determine the month and,
if pecessary, the day of publication and to indieate
these data in the international search report);

(iv) the name of the publisher;

(v} as far as available, the place of publication
(where only the location of the publisher appears on
the hook or other separately issued publication, then
that location shall be indicated as the place of publi-
cation) ; and

(vi) where applicalile, the pages, columng or lines
where the relevant passages appear, or the relevant
flgures of the drawings.

(The following example illustrates the citation of &
book or other separately issued publication according
to paragraph (b) above:

H. Walton, “Microwave Quantum Theory,” Volume
2, published 1973, by Sweet and Maxwell (London),
see pages 188 to 192, especiaily pages 146 to 148.)

" (¢) In the case of any article published in @ period-
{ical or other serial publication:

A
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(1) the title of the periodical or other serial
publication; '

(ii} the number of the volume and the date of the
issue in which the article appears; :

(iil) as far ag available, the place of publication
{where only the location of the publisher appears in
the periodical or other serial publication, then that
location shall be indicated as the place of publica-
tion) ;

{iv) the author and the title of the article and
the number of the page both on which the article
starts and ends; and

(v) where applieable, the pages, columns or lines
where the relevant passages appear, or the relevant
figures of the drawings.

(The fol!owing example illustratez the citation of
an article published in a periodical or other gerial
publication according to paragraph (¢) above::

IBM Technical Disclogure Bulletin, Volume 17 No. 5,
issned October 1974 (Armonk, New York), J. G. Drop,
“Integrated Circuit Personalization -at the Module
Level” see pages 1344 to 1845.)

(d) In the cede of abstracts:

{1} the identification of the document containing
the abstract in the manner set forth in paragraphs
(@), (b) and (c) respectively, depending upon
whether the abstract is contained in a patent docu-
ment, in & book or other separately issued publica-
tion, or in an article published in a periodiecal or
other serial publication H

(i) in the case where the abstract is not published
together with the full text document which served
as its basls, the identification of both abstract and
full text document on the basis of whatever biblio-
graphie data may be available in respect thereto,
(The following example illustrates the citation of an

abstract according to paragraph (d) () above:

Chemical Abstracts, Volume 75, No. 20, issued 16
November 1971 (Columbus, Ohio, U.8.A.), D, L
Shetulov, “Surface Effects During Mental Fatigue,”
see page 183, eoluthn 1, the abstract Neo, 120718k, Fiz.-
Khim. Mekhk, Mater, 1871, 7(2), 7-11 (Russ).)

PCT ADMINISTRATIVE INSTRUCTIONS SECTION 504

Olassification of the_Subject Matter of the
International Application

(2) Where the subject matter of the international
application is such that clagsification thereof reguires
more than one classification symbol according to the
principles to be followed in the application of the In-
ternational Patent Classification to any given patent
document, the international search report shall in-
dicate all such symbols,

(b) Where any nationsal classification system is used,
the international search report may indicate all the

applicable classification symbols also aceording to that
system.
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(e) Where the subject matter of the international
applcation ig classified both according to the Interna-
tional Patent Classification and to any national classifi-
cation system, the internationil search report shail,
wherever possible, indicate the corresponding symbols
of .both classifications opposite each other,

PCT ADMINISTRATIVE INSTRUCTIONS SEOTION 505

Indication of Citations of Particuler Relevance in the
International Search Report

(&) Where any document eited in the international
gearch report is of particular relevance, the speeial
indication reguired by Rule 48.5(¢) shall consist of the
letter(s) “X" and/or “Y" placed next to the citation
of the said document.

(b) Category “X” is applicable where a document is
such that when taken alone, a claimed invention can-
not be congidered novel or cannot be considered to in-
volve an inventive step.

{e) Category “Y" is applicable where a document is
such that 2 claimed invention cannot be considered o
involve an inventive step when the decument is com-
bined with one or more other such doecnments, such
combination being obvious to a person skilled in the.
art.

PCT ADMINISTRATIVE INSTRUCTIONS SECcTION DOY

Manner of Indicating Certein Special Calegories of
Documents Cited in the Inlernational Search Report

(a) Where any document cited in the international
search report refers to an oral disclosure, use, exhibi-
tion, or ether means referred fo in Rule 33.1(4), the
separate indication required by that Rule shall con-
sist of the letter “'O” placed next to the citation of the
said document.

{b) Where ary document cited in the international
gearch report is a published application or patent as
defined in Rule 83.1(¢), the special mention required
by that Rule shall conslat of the letter “E” placed next
to the citation of the said document.

(¢} Where any document cited in the intemattonal
search report is not considered to be of particular rele-
vance requiring the use of eategories “X” and/or g
but defines the general state of the art, it shall be in-
dicated by the letter “A” placed next to the citation
of the said document.*

{(d) Where any decument eited in the international
search report is a document whose publication date
occurred earlier than the international filing date of
the international application, but later than the prioy-
ity date claimed in thet application, it shall be In-
dicated by the letter “P' next to the citation of the said
document.

{e} Where any document cited in the international
search report is a document whose publication date

*(gee VI, 4.3 o fthe Guidelines for International Search
to be Carrled Out under the PCT)

Rev. 8, Oct. 1081
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occurred after the filing date or the priority date.of
the international application and is not in conflict with
the sald application, but is cited for the principle or
theory underlying the invention, which may be useful
for a better understanding of the invention, or is cited
to show that the reasoning or the facts underlying the
invention are incorrect, it shall be indlcated by the
letter “T” next to the citation of the document,

(f) Where in the International search report any
document is cited for reasons other than those referred
to in paragraphs (a) to (e), for example:

-—ag, document which may throw doubt on a priority
clatm,*

—& document cited to establish the publication
date of another citation **

such document shall be indicated by the letter “L”

next to the citation of the document and the reason

for citing the document shall be given.

(#) Where a document is a member of a patent fam-
ily,*** it ghall, whenever feasible, be mentioned in the
international search report in addition to the one cited
belonging as well to this family and should be preceded
by the sign ampersand (&). A document whose contents
have not been verified by the search examiner but are
believed to be substantially identical with those of
another document which the lssearch examiner has in-
spected, may he cited in the international search report
in the above mentioned manner indicated for patent
family membery res*

PCT ApMINISTRATIVE INBTRUCTIONS BgcrioN 508

Manner of Indicatinig the Olaims to which the Docu-
ments Cited in the International Search Report are
Relevant

The eclaims to which cited documents are relevant
ghall be indicated by placing in the appropriate col-
timn of the international search report : -

(1) where the cited document iz relevant to one
clatm, the number of that claim ; for example {2) or
(17};

(il) where the cited document is relevant to two
or more claims nambered in consecutive order, the
numbers of the first and last claims of the serles
connected by a hyphen; for example, (1-15) or
(2-8);

(itt) where the cited document is relevaant fo two
or more claims that are not numbered in congecu-
tlve order, the number of each claim placed in
ascending order and separated by a comma or
commas; for example (1, 8) or (1,7, 10) ;

(iv) where the cited decument Is velovant to more

*(s¢e VI, 4.3 of the Guidelines for International Search
to be Carrled Qut under the BCT)

*%(gee VI, 6.2 of the Guidelines for International Search
to be Carried Out under the PO '

***{see VI, 3.2 of the Guldelines for International Search to
be Carried Out under the PCT)

*#%3 (5¢q VI, 5.2 of the Guidelines for International Search
to be Carried Out under the 10T

Rev. 8 Oct. 1981 466

MANUAL OF PATENT EXAMINING PROCEDURE

than one series of claims under (if) above, or to
claims of both categories (i} and (iif) above, the
series or individual claim numbers znd-serles placed
in ascending order using commas to separgdte the
severgl series, or to separate the numbers of in-
dividual claims and each serles of claims: for ex-
ample, (1-8, 9-10, 12-15) or (1, 3-4, 6, 8-11).

CoNTENTS OF THE INTERNATIONAL SEARCH -
Rzronr

The international search report (PCT Rulé
43) contains, among other things, the citations
of the documents considered to be relevant
(PCT Rule 43.5 and Administrative Instrue-
tions Section 508), the classification of the sub-
ject matter of the invention (PCT Rule 43.3
and Administrative Instruction Section 504)
and an indication of the fields searched (PCT
Rule 43.6). Citations of particular relevance
must be specially indicated (Administrative In-
struction Section 505) ; citations of certain spe-
cific categories of documents are also indicated
(Administrative Instructions Section 507); ci-
tations which are not relevant to all the claims
must be cited in relation to the claim or claims
to which they are relevant (Administrative In-
struction Section 508) ; if only certain passages
of the cited document are particularly
relevant, they must be identified, for example,
by indicating the page, the column or the lines,
where the passage appears. The international
search report form, PCT/ISA /210 appears in
£1865. It is important to note that an inter-
national search report must not contain any ex-
pression of opinion, reasoning, argument or ex-
planation of any kind whatsoever relating to
patentability.

TRANSMITTAL OF THE INTERNATIONAL SEARCH
Rzrort ;

The United States International Searching
Authority transmits, on the same day, a copy
of the international search report or, Wh?re no
search report is established, the declaration to
that effect, to the applicant and the Interna-
tional Bureau (PCT Article 18(2) and PCT
Rule 44.1). The International Bureau uses the
search report for publication and ¢ommunica-
tion to the designated Offices. s

TrrLe oF THE INVENTION or ABstRacT MissiNg
or DEFECTIVE :

If the title of the invention or the abstract
are missing or defective, the International
Searching Authority will establish & proper ti-
tle or abstract. When the International Searchs
ing Authority finds that the abstract is defec-

i
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INTERNATIONAL SEARCH REPORT

o Infernations! Apphication No P Cr/Us82/00002
1. CLASSIFICATION OF SUBJECT MATTER (if soveral classification symhbols apply, Indicate all) 3
Accarding to internpiional Patent Classification (IPC) or to both Nationa! Classification and IPC

INT. CL.” B23K 37/04, 37/00; B25B 5/00, 13/40

U.S. CL. 269/228; 81/91N; 269/238

1 1. FIILDS SEARCHED

Minlmum Documentation Searchaed 4

Clagsification System Cinssification Symbols
U.8. 269/228, 238
81/91B
157/1.28, 1.31

Documantation S hed other than Minimum Bocunentation
to the Extent that such Documents are Inctirded In the Flelds Searchad &

1, DOCUMINTS CONSIDERED TO BE RELEVANT 14 .
1 Category * Cltation of Document, 18 with indicatlon, where appropriate, of the relevant p 17 Relevant to Claim No, 15

X | JP, B, 34-6199, (NCR CORPORATION) 11, 3,5
16 July 1959

X, P| US, A, 4,287,663, (NEWBOLD) 06 September 1
1981, See Col._ l, lines 10-19 ‘

Y,E | SU, A, 501460, (BRICHKIV A. V) 1
02 June 1982 :

Y JP, A, 50-154134, (KOIKE OXYGEN IND.) 2

' 11 December 1975
A Us, A, 3,619,891, (HARRISON) 1

16 November 1971
A,P | DE, A, 2607986, (HOLEMANN) 01 September 19811 1.2

N, American Machinist, issued 29 August 1-4
1946, James Taylor, Long-Extension
Ad justable Toggle Moves Heavy Slabs
Smoothly, See Page 123

- ® Spocfal categories of cited documents: 16

- “A™ document defining the general state of the art *p" document published prior to the intornstions! fillng date but
{111

- VE" aﬁrllo% .d‘:cumom but published on or after the International on or after the pricrity date clatmod
il ¥ Iater document published on or after the Intsrnationa! filln:
“L" document clted for spacial roason other than those roforred date or priority ﬁau and not in conflict with the appllcuﬂurf,
to in the other categorias © but cited to understand the principle or theory undatiying |

e Inventlon

" "O™ document reforring to an oral disclosure, use, exhibition or
- other means “X* document of pariicular relsvance

. W, CHRTIFICATION .
/ Dite of the Actual Completion of the Intemational Search Date of Maliing of this Internationa! Search Report *

- 03 August 1982 (mailed by PCT Central)

nforrationsl Searching Authority 1 sle?;:mﬂz)‘l_—w

1SA/US John F. Pitrelli

: 'Iom PCTABA KD (sacond sheet) (Gotobor 19T Sse notes on sccompanying shoat
" 467 Rev, 8, Oct. 1081
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tive, it will prepare a new abstract and allow
the applicant 30 days to comment. For further
details, see PCT Rules 87, 38, and 44.2

1865 Time Limit for Establishing the

International Search Report

[R-8]
PCT Ruie 42

Time Limits for International Search

42.1 Time Limil for Inlernational Search

All  agreements concluded with International
Searching Authorities shall provide for the same time
limit for establishing the international search report
or the declaration referred to in Article 17(2) (a). This
time limit shall not exceed 3 monthg from the receipt of
the search copy by the International Searching Author-
ity, or 9 months from the priority date, whichever time
limit expires later. For a transitional period of 8 years
from the entry into force of the Treaty, time limits for
the agreement with any International Searching Au-
thority may be individually negotiated, provided that
such time limits shall not extend by more than 2
months the fime limits referred to in the preceeding
sentence and in any case shall not go beyond the expi-
ration of the 18th month after the priority date.

The intermational search report must be
established within three months from the receipt
of the search copy by the International Search-
ing Authority, or within nine months from the
priority date (for the definition of “priority
date”, see PCT Article 2(xi), whichever time
limit expires later (PCT Anrticle 18(1) and
PCT Rule 42).

1867 Refund of International Search
Fee

37 CFR 1146 Refund of international application fil-
ing and processing fees. (a) Money peid for Interna-
tional application fees, where paid by actual mistake
or In excess, such a8 a payment not required by law
or Treaty and its Regulations, will be refunded.

(b) Refunds of a portion of the search fee may be
made if the international search report is wholly or
partly based@ on an earlier international or interna-
tional-type search (PCT Rules 18 and 41). ‘The amount
of the refund will be as determined by the examiner
aceording to the wvalue of the prior international-
type search or international search as 60%, 45% or 0%
of the infernational search fee. If the amount of the
refund is not a multiple of $5.00, it will be rounded to
the next higher muiltiple of $5.00. See § 1.28 for refund
of a portlon of the international search fee during sub-
sequent national examination of the application.

{e) Refund of the supplemental search fees will be

Rev. 8, Oct. 1881

made if such refund is determined to be warranted by
the Commissioner or the Commissioner's designee act-
ing under PCT Rule 40.2(c).

(d) The international and search fees will he re-
funded if no international filing date is accorded (PCT

Rules 15.6 and 16.2).

The applicant may be entitled to a refund of

the search fee by the United States Interna-
tional Searching Authority where the invention
claimed in a later filed international application
has been the subject of an international search
by the United States International Searching
Authority on an earlier filed international ap-
plication, Another possibility of a search fee
refund arises when an earlier search is con-
ducted by the U.S. Patent and Trademark Of-
fice 01)1 a national application (87 CFR 1.26 and
1.446).

Extent anp Conprrions oF RerFonns oF THE
Searcr FEE

Refunds of a portion of the search fee may
be made if the international search report is
wholly or partly based on an earlier interna-
tional or.international-type search conducted
by the United States Patent and Trademark
Office (PCT Rules 16 and 41). The amount of
the refund will be as determined by the exam-
iner according to the value of the prior inter-
national-type search or international search as
90%, 45% or 0% of the international search fee.

The criteria for refunds of the indicated per-
centages are as follows:

Percent

A. The prior search was substantially

complete; only an updating
search or short search for an ad-
ditional detail was required___.__ 90

B. The prior search was of some sig-

nificant benefit but not enough to

justify a 90% refund________.__ 45
C. The prior search was of very little
ornovalue . ___________ 0

Refund of the supplemental search fees will
be made if such refund is determined to be war-
ranted by the Commissioner of Patents and
Trademarks or his designee acting under Rule
402(c).

1868 Unity of Invention

PCT RuLk 40
Lack of Unity of Invention (International Seerch}
40.1 Invitation to Pay
The invitation to pay additional fees provided for in

Article 17(3) (a) shall specify the reasons for which
the international application is not considered as com-

468
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plying with the requirement of unity of invention and
shall indicate the amount to be paid.

0.2 Additional Fees

(2) The amount of the additional fee due for search-
ing under Article 17(8) (a) shall be determined by
the competent International Searching Authority.

‘(b)) The additionsal fee ‘due for searching under Ar-
ticle 17(3) (a) shall be payable direct to the Interna-
tional Searching Authority.

{c) Any applicant may pay the additional fee under
protect, that is, accompanied by & reasoned statement
to the effect that the international application complies
‘with the requirement of unity of invention or that the
amount of the required additional fee 1s excessive.
Such protest shall be examined by a three-member
board or other special instance of the International
Seprching Authority or any competent higher author-
ity, which, to the extent that it finds the protest justi

fied, shall order the total or partial reimbursement to_

468.1
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the applicant of the adgdifional fee. On the reguest of
the applicant, the text of both the protest and the de-
cision thereon shall be notified to the designated Of-
fices together with the international search report, The
applicant shall submit any transiation thereof with the
furnishing of the transiation of the international appli-
cation required under Article 22,

{(d) The three-member board, special Instance or
competent higher authority, referred to in paragraph
{¢), ghall not comprise any person who made the de-
cision whieh isg the subject of the protest.

40.3 Time Limit

The time limit provided for in Artiele I7(8)(a)
shall be fixed, in each case, according to the circam-
stances of the case, by the International Searching Au-
thority; it shall not be shorter than 15 or 30 days,
respectively, depending on whether the applicant’s ad-
dress is in the same country as or in & different coun-
try from that in which the Internstionsl Searching

Rev, §, Oct. 1881
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Authority is looated, and it shall not be longer than 45
days, from ihe date of the invitation.

POT ApMINISTRATIVE INSTRUCTIONS SEeTioN 502

Protest Against Payment of Additional Fee and
Dectsion Thereon

The International Searching Authority shall trans-
mit to the applicant, at the latest, together with the
international search report, any decision which it has
taken under Rule 40.2(c) on the protest of the appli-
cant against the payment of the additional fee. At the
gsame time, it shall transmit to the International Bu-
rezu a copy of both the protest and the decision there-
on, as well a8 any request by the applicant to forward
the texts of both the protest gnd the decision thereon
to any of the designated Offices.

37 OFR 1481 Determingtion of unity of invention
before the International Searching Authority. (a) Be-
fore establishing the international search report, the
International Searching Authority shall determine
whether the international applieation complies with
the requirement of unity of invention s set forth in
POT Rule 13 and as sef forth in §§ 1.141 and 1.146
except as modified below in this section. _

(b) If the Internationsl Searching Autherity con-
siders that the international application dees not com-
ply with the requirement of unity of invention, it shall
inform the applicant accordingly and invite the pay-
ment of additional fees (note §1.445 and PCT Art.
17(3){a) and POT Rule 40). The applicant will be

_glven a time period in accordance with PC'P Rule 40.3
to pay the additionsal fees due.

{c) In the cagse of non-compliance with unity of in-
vention and where no sdditional fees are paid, the in-
ternational search will be performed on the invention
Afirst mentioned (“main invention™) in the claims.

(d) Lack of unity of invention may be directly evi-
dent before considering the clabms in relation to any
prior art, or after taking the prior art into considera-
tion, as where a document discovered during the search
shows the invention claimed in & generic or linking
claim Iacks novelty or is clearly obvious, leaving two
or more claims joined thereby without a common in-
ventive concept. In such a case the International
Searching Authority may raise the objection of lack of
uvnity of invention, ‘

87 OFR 1.482 Protest to lack of unily of invention.
(2) Jf the applicant disagrees with the holding of lack
of unity of invention by the International Searching
Authority, additional fees may be paid under profest,
accompanied by a request for refund and a statement
getting forth reasons for disagreement or why the re-
quired additional fees are considered excessive, or both
(PCT Rule 40.2{¢) ).

(b) Protest under paragraph (¢) of thig section will
be examined by the Commissioner or the Commission-
er's designee. In the event that the applicant's protest
is determined to be justified, the additional fees or &
portion thereof will be refunded.
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{c) An appHcant who desires that a copy of the pro-
test and the deeision thereon accompany the inter-
national search report when forwarded to the Des-
ignated Offices, may notify the International Searching
Authority to that effect any time prior to the issuance
of the international seasrch report. Thereafter, such
notification should be directed to the International
Bureau (PCT Rule 40.2(c) ).

Tae RequireMeNT For “UNITY OF
Invewiron™

Any international application must relate to
one invention only or to a group of inventions
so linked as to form a single general inventive
concept (PCT Article g%t&) Fiii), PCT Rule
13.1, and 37 CFR 1.481). The construction of
this principle is laid down in PCT Rule 13.2,
18.8, and 13.4. Observance of this requirement
is checked by the International Searching Au-
thority and may be relevant in the national (or
regional) phase.

Lace oF Uniry or INvENTION

The search fee which the applicant is re-
quired to ga% is intended to compensate the In-
ternational Searching Authority for carrying
out an inberm)atimm%r search on the interna-
tional application, but only where the interna-
tional application meets the “requirement of
unity of invention”, That means that the inter-
national application must relate to only one in-
vention or must relate to a group of inventions
which are so linked as to form a single general
ilr,lrxzer;t(ivsa)eoncept (PCT Articles 8(4) (iii) and

3)(2)).

1f the International Searching Authority
finds that the international application does not
comply with the requirement of unity of inven-
tion, the applicant will be invited to pay addi-
tional search fees. The International Searching
Authority will specify the reasons for its find-
ing and 1ndicate the number of additional fees
to be paid (PCT Rules 40.1, 40.2(a) and (b)).
Such additional fees are payable directly to the
Patent and Trademark Office within the time
limit fixed, which must not be shorter than 15
days, if the applicant’s address is in the United
States; or 30 days, if applicant’s address is in a
country different than the United States; and
not longer than 45 days from the date of the
invitation (PCT Rule 40.3). The amount of the
additional search fee per additional invention
charged by the U.S. International Searching
Authority is $200 per invention (37 CFR
1.445(a) (3).

The United States International Searching
Authority will establish the international search
report on those parts of international applica-
tion which relate to the “main invention”, that
is, the invention or the group of inventions so
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finked as to form a single general inventive con-
cept first mentioned in the claims (PCT Article
17(8) (a) }. Moreover, the international search
report will be established also on those parts of
the international application which relate to any
invention (or any group of inventions so linked
as to form g single %?neral inventive concept)
in respect of which the applicant has paid any
additional fes within the prescribed time limits.

Any applicant may pay the additional fee
under protest, that is, accompanied by a rea-
soned statement to the effect that the interna-
tional application complies with the requirement
of unity of invention or that the amount of the
required additional fee is excessive (PCT Rule
40.2(c) ). Any such protest will be examined and
decided by the Group Director (37 CFR 1.482
(b) ). To the extent that the applicant’s protest
is found to be justified, total or partial reim-
bursement of the additional fee will be made, On
the request of the applicant, the text of both the
protest and the decision thereon ig sent to the
designated Offices together with the interna-
tional search report (37 CFR 1.482(c)).

Where, within the prescribed time Hmit, the
applicant does not pay any additional fees or
only pays some of the additional fees indicated,
certain parts of the international application
will consequently not be searched. The Iack of
an international search report in respect of such
parts of the international application will, in it-
self have no influence on the validity of the in-
ternational application and processing of the
international application will continue, both in
the international and in the national (regional)
phases. Nevertheless, the U.S. national Iaw pro-
vides that such unsearched parts of the interna-
tional application will be considered withdrawn
as far as the United States as a designated Office
is concerned, unless a special fee for each claim
is paid by the applicant upon request (PCT
Article 17(8) (b), 35 U.S.C. 372(c), 876(a) 5,
37 CFR 1.445(a) (5)).

1870 Adwministrative Instructions
Annexes
AxnEx B

CODE FOR IDENTIFYING STATES AND ORGANIZATIONS
AR Argentina

AT Austria

AU Australia

BE Belgium

BG Bulgaria

BY Benin (Dahomey)
BR Brazil

BS Bahamas

CA Canada
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CF
oG
CH
CI
oM
c8
cu
oY
DD
DE
DK
DO
DZ
EG
£S
Fi
FR
GA
GB
GH
GR
HT
HU
HYV
159
B
IL
1Q
IR
I8
IT
Jo
Jp
KK
LB
LI
LE
LU
LY
MA.
MC
MG
MR
MT
MU
MW
MX
NE
NG
NL
NO
NZ
PH
PL
PT
RH
RO
SE
8M
SN
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Central Afriean Empire
Congo

Switzerland

Ivory Coast
Cameroon
Crechoslovakia
Cuba

Cyprus

German Democratic Republic
Germany, Federal Republic of
Denmark ‘
PDominican Republic
Algeria

Egypt

Spain

Finland

France

Gabon

United Kingdom
Ghang

Greece

Haiti

Hungary

Tfpper Volta
Indenesia

Freland

Israel

Iraqg

Irgn

Iceland

Ttaly

Jordan

Japan

Kenya

Lebanon
Liechtenstein

Sri Linka.
Luxembourg

Socialist People's Libyan Arab Jamahiriya

Morocco
Monaco
Madagascar
Mauritania
Malta
Mauritius
Malawi
Mexico
Niger
Nigeria
Netherlands
Norway
New Zealand
Philippines
Poland
Portugal
Southern Rhodesia
Romania
Sweden

San Marino
Senegal
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S8R Surinam

- BU Soviet Union

8Y Syrian Arab Republie

TD Chad

TG Togo

™ Tunisia

TR Turkey

T Trinidad and Tobago

TZ United Republic of Tanzania
ife Ugandsa

Us Tnited States of America

UY Uruguay

VA Vatican City State (Holy See)
VN Viet Nam, Socialist Republic of
YU Yugoslavia,

A South Afriea

oM Zambis

ZR Zaire
QA Afrtean Intellectunl Property Organ!z&tion
BP Furopean Patent Office

wo tnternational Bureau of WIPO

Axnex C

SETANDARD CODE FOR IDENTIFICATION OF DIFFERENT XINDS
OF PATENT DOCTUMENTS

Introduction

1. The recommendation provides for groups of letter
codes In order to distinguish patent documents, The
letter codes also facilitate the storage and retrieval
of such documents.

9, If any Office wanis to amplify the information

contained in the letter eode; this letter code may be -

optionally sssociated with a numerical code. The
meaning of such numerical code should then be defined
by each Patent Office availing itself of this option.

3. The code also provides for a letter for non-patent
literature documents (N} and for documents to be
restricted to the internal use of Patent Offices (X)
(e.g., confidential documents, not to be disclosed out-
stde the Office}). See inp this respect also BI1
(ICIREPAT Manual pages 43.1.1 to 4.3.1.4).

Deflnitions

4, For the purposes of this recommendation, the
expression “patent documents” includes patents for
Inventions, inventors’ certificates, wtility certificates,
utility models, patents or certificates of addition, in-
ventors' certificates of addition, utility certificates of
addition, plant patents and published applications
therefor.

B. For the purposes of this recommendation, the

term “entry in an official gazette” means at least one’

comprehensive announcement in an official gazette re-
garding the making available to the publie of the com-
plete text, claims (if any) and drawings (if any) of a
patent document,

6. For the purposes of this recommendation, the
terms “publication” and “published” are used in the
senge of making available

1870

(4} & patent document to the public for inspection
or supplying a copy on request
{1i) multiple copies of a patent document produced
by printing or ke process
Explanation: If, at a particular procedural stage,
& copy of the document Is first made
available to the public for Inspee-
tion -or copying and is then, af the
gsame procedural stage, made avail-
able in multiple copies produced by
printing or like process, only a sin-
gle publication is considered to
have occurred. If, on.the other hand,
multiple reproduction resulis from
a new procedural stage, this re-
production is eonsidered to be &
further publication of the decn-
ment, even if the texts at the two
stages are identical,

7. According fo certain national patent laws or regu-
lations, the same patent application may be published
at various procedural stages. For the purposes of this
recommendation, a publication level is defined as the
level corresponding to a procedural stage at which
normally a document is published under & given na-
tional patent law,

Recommendotion

8, It is recommended that the eode:

{a) be used for the recording of the “kind of
document” in machine-readable data carriers, such
as 80-.column punched cards, magnetic tapes, aper-
ture cards, ete.;

{b) be used in the fAirst page of patent documents,
preferably near the document number, if these have
been published in the sense of paragraph 6;

{¢) be used in entries in officizl gazettes or, if all
entries in a section of the Gazetie relate to the same
kind of a document at the beginning of such a
section, _

(d) be used for the identification of patent docu-
ments cited in “Search Reports” and “Lists of Ref-
erences” in patent ‘documents (INID Number 5G).

9. Oode

The Code iz subdivided into mutually ewclusive
groups of letters, The groups characierize patent docu-
ments and decuments specified in paragraph 3. Groups
1-5 comprise one or several letters enabling identifica-
tion of documents pertaining to different publication
levels.

Group I Use for primary or major series of patent

documents
A First publication level
B Second publication level
C Third publication level
Group 2 Use for secondary series of patent doen-
ments
B First publication level
F Second publicatlon level
& Third publication level
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Group 3 Use for further series of patent documents,
as the special reguivements of each Office
may be
H
I

Group 4 Use for major special types of patent docu-
ments '

‘M Medicament patent documents
P Plant patent documents
8 Design patent

Group § Use for utility model documents baving a
numbering series other than the documents
of Group 1
U First publication level
Y Second publication level
Z Third publication level

Group 6 Gther {see paragraph 3)

N Non-patent literature documents
X Documents restrieted to the internal use
of Offices

10, 1t s understood that documents resulting from a

patent application and being identified as the major
series will fall under Group 1 (e.p. DT Offenlegungs-
schrift, Auslegeschrift and. Patentschrifi). However,

MANUAL OF PATENT BXAMINING PROCEDURE

documents identified as a secondary series will fall
under Group 2 {e.g., FR patent of addition under old
law, 1.8, reissue). In exceptional cases of need for a
further series, Group 2 ig reserved for such purposes
(e.g., U.S. defensive publication). Group 4 applies only,
at present, to special documents concerning the medi-
cament patents published in France and the plant
patents published in the United States of America, In
any country publishing similar decuments, Group 4
should then be used.

11. As indicated in paragraph 2, the above letter
code may optionally be associated with a numerieal
code to amplify the information represented by the
letter code. For this numerical eode only digits 1 to 9
should be used. The significance of this code wili he
defined by any national Office applying such code and
communicated to the International Bureau, which will
publicize this information. The numerieal code must

_always be Interpreted in conjunction with the country

code and the above letter code.

12. As an appendix to this recommendation a ligt of
patent documents, past and- currently published, and
intended to be published in the future, divided in
accordance with the code, ig given.

1871 Administrative Instructions Appendixes

ArpErNDIX I

LIST OF PATENT DOCUMENTS, PAST AND CURRENTLY PUBLISHED, AND INTENDED TO BE PUBLISHED IN THE FUTURE, DIVIDED

IN ACCORDANCE WITH THIS CODE

Code: A Patent Documents Numbered in Primary or Major Series—First Publication Level

Examples: Austria

Belginm
Belginm
Bulgaria
Canada

Cuba
Czechoslovakia
Czechoslovakia
Denmark
Egypt

Europat
Finland
France

Hrance

France

France

France

France

France

Prance

France

German Demoeratic
Republic

Patent Application publiched in the sense of paragraph 6(i)

Brevet d'invention/Uitvindingsoetrool

Brevet de perfectionnement/Verbeteringsoctrooi

Opisanie na izobretenie po patent

Patent

Patent Application publizhed in the sense of paragraph 6(i)

Patent Application published in the sense of paragraph 6(i)

Inventor’s Certificate Application published in the sense of paragraph €(i)

Patent Application published in the sense of paragraph 6{i)

Patent specification

Document published after 18 months

Patent Application published in the gense of paragraph 6(i)

Brevet d’invention (old law}

Brevet d’invention, premidre et unique publication

Certificat d’addition & un brevet d’invention, premiére et unique publication

Certificat ¢’ uttlité, premiére et unique publication

Certificat d’addition A un certificat d’utilité, premiére et unique publication

Demande de brevet d'invention, premidre publication

Demande de certificat d'addition 4 un brevet d'invention, premiére publi-
cation

Demande de certificat d’utilité, premidre publication .

Demande de certificat d'addition & un certificat d’utilité, premiére publication

Patentschrift (Ausschliessungspatent), granted in accordance with para-
graph 5.1 of the Patent Amendment Act of the German Democratic Re-
public
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":'(.'ode_: A Patent Documents Numbered in Primoery or Mejor Series—First Publication Level—Continued

PATENT COOPERATION TREATY

Examples: German Democratic Patentéchrift (Wirtschaftepatent), granted in accordance with paragraph 5.1

Republic of the Patent Amendment Act of the German Democratic Republic

Germany, Federal Offenlegungsschrify

Republic of

Hungary Patent Application published in the sense of paragiaph 6( i)

India Patent specification

Ireland Patent specification

Italy Brevetto per invenzione industriale

Japan Kokai tokkyo koho

Luxembourg Brevet d'invention

Luzxembourg Certificat @'addition & un brevet d'invention

Netherlands Fer inzage gelegde octrooiaanvrage

Norway Patent Applieation published in the sense of paragraph 6 ()

Pakistan Patent specification

POT Pamphlet published after 18 months

Poland Obis patentovy

. Romanin Descrieren. inventiei

Soviet Union Opisanie izobrefeniya k patentn

Soviet Union Opisanie izobreteniya k aviorskomy svidetelstvu

Spain Patente de invencién

Sweden Patent Application published in the sense of paragraph 6(1)

Switzerland Auslegeschrift /Mémoire Expogé/HKsposto Memoriale (Patent Application pub-
Hshed in the sense of paragraphs 6(i) and 6(ii) pertaining to the technical
fields for which search and examination ag {0 novelty are made)

Switzerland Patentechrift/Exposé d'invention/Esposto d'invenzione (Patent published in
the gense of paragraph 6(ii) and pertaining to the technical fields for which
neither search nor examination as to novelty are made)

. United Kingdom Patent specification

United States Patent

Yugoslavia Patentni spis

‘ Gode' B Patent Documents Numbered in Primary or Major Series—Second Publicetion Level

German Democratic

Exsmples Australia Patent specifieation

Austris Patentschrift

QOanada Reisgue

Cuba Patente de invencion

Czechoslovakia Popis vynilezu k patentu

Czecheslovakia Popis vynfilezu k autorskému osvideni

Denmark Fremlaeggelsesskrift

Finiand Kuulutusjulkaisu—Utligeningsakrift

France Brevef d'invention, deuxidéme publication de l'invention

France Certificat d’addition 4 un brevet d‘invention, deuxidéme publication de V'in-
. ' vention )

France Certificat d'utilité, denxidme publication de Vinvention
_France Certificat d'addition & un certificat d'utilité, deuxidéme publication de I'in-

vention
Patentschrift (Ausschlessungspatent), granted in accordance with para-

Republic graph 28 of the Patent Act of the German Democratic Republie

German Democratic Patentschrift ( Wirtschaftspatent), granted in accordance with paragraph 29
Republic of the Patent Act of the German Democratic Republic

Germany, Federsal Auglegeschrift
Republie of

Hungary Szabadalmi leirag

Japan Tokkyo koho

Netherlands Openbaar gemaakte octrooinanvrage

Norway Utlegningsskrift

- Bweden Ttldggningsskrift
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Oode: B Patent Documents Numbered in Primary or Major Series—Second Publication Level—{ontinued

Examples: Switzerland Patentschrift/Exposé d'invention/Esposto dtinvenzione (Patent published in
the sense of paragraph 6(ii) and pertaining to the technieal fields for which
search and exarination ag to the novelty are rade)

United Kingdom Amended Patent Specification

Code: € Patent Documents Numbered in Primery or Major Series—Third Publication Level

Hxamples: Denmark Patent
Finland Patentti—Patent
Germany, Federal Patentschrift
Republic of .
Netherlands Octrooi
Norway Patent
Sweden Patentskrift

Code: B Patent Documents Numbered in Secondaery Series—-First Publication Level
Examples: France Certificat d’addition 4 brevet d'invention (old law)
United States Reigsue
Code: H Patlent Documents numbered in further serles

Example: United States Defengive publication

Code: M Medicament Patent Documents

Examples: France Brevet spécial de médicament
France Addition & un brevet spécial de médicament

“Oode: P Plant Potent Documents
Example: TUnited States Plant patent

Code: U Utility Model Documents Numbered in Series other than the Documents of Group I—FPirst Publication

Level
Examples : Germany, Fedoral Gebrauchsmuster
Republic of
Japan Kokai jitsuyo shinan koho

Spain Utility Model Application published in the senge of paragraph 6(i)

Oode: ¥ Utility Model Documents Numbered in Series other than the Documents of Group I—Second Publication

Level
Examples: Japan Jitsuyo shinan koho
Spain Modelo de utilidad
474
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broken down by issuing country and coded in accordance with the SL8 Code
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Appendix I

iiét ‘o.f Patent Ddcuments, Past and Currently Published,
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Kind of published patent document Asso-
Dosieratonins ciated
. signation in language numer-
Issuing of issuing country Translation into Identification Letter) = &
country (and, if required, English of document code|  de
transliteration in (when needed) ' (when
Latin characters) defined)
Australia Unexamined complete Unexamined Patent Applica-| A
specification open to tion published in the sense
public inspection (not of patagraph 6(i)
marked on document)
Patent specification Patent published in the sense.! B
of paragraph 6(ii)
Austria Aufgebot (not marked on Document laid Patent Application published | A
document but indicated | open in the sense of paragraph 6(i)
as such in the Official
Gazette)
Patentschrift Patent Patent published in the sense | B
specification of paragraph 6(i)
Belgiuvm Brevet d’invention/ Patent of invention | Patent published in the sense [ A
Uitvindingsoctrooi of paragraph 6(if)
Brevet de perfection- Patent of Patent of improvement A
nement/ improvement publishied in the sense of
Verbetemngsoctroo: paragraph 6(ii)
Brevet d’importation/ ‘Patent of Patent of importation A
Invoeringsoctrooi importation published in the sense of
paragraph 6(ii)
Bulgaria gﬁﬂga g&%mnnm Pescri.ption of Patent publishagi_ in the sense | A
O HATEHT . |invention fora | of paragraph 6(ii)
(Opisanie na izobretenie | patent
po patent) ‘
ONNCAHHE ‘| Description of | Inventor’s certificate A
ety s S invention foran  |published in the sense of
CBHAETEACTBO author’s certificate | paragraph 6(ii)
{Opisanie na izobretenie
po avtorsko svidetelstvo)
Canada Patent/Brevet Paient published in the sense | A
. of paragraph i)
Reissue Patent/Brevet de Patent reissued and repub- B
redélivrance lished in the sense of
paragraph 6(ii)
Cuba Publicacién dela solicitud | Publication of the |Patent application published | A
(not marked on' application in the sense of paragraph 6(i)
document)
Patente de invencién Patent of invention | Patent published in the sense | B
of paragraph 6(ii)
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Asso-

Kind of published patent decument
et ciated
Tssuing Desigt‘latign in language o Letter] BUIET--
oy | Chimimpoouin | T o | eion ||
S N : of document code
transliteration in {when needed) (when
Latin characters) defined)
Czechoslova- | Piibliska vynalezu Application for an | Application for inventor’s A 1
kia (se Zadosti o invention asking | certificate published in the
autorské osvedéedi) for author’s sense of paragraph 6(i), in
certificate accordance with' Law No. 84
of 01.11.1972
Prihlaska vyndlezu Application for an | Patent application published | A 2
(se zadosti o patent) invention asking | in the sense of paragraph 6(i), '
for a patent in accordance with Law No.
No. 84 of 01.11.1972
Patentovd piihlaska Patent application | Patent application published | A 5
or or in the sense or paragraph 6(i}
Piihlaska vynilezu Application for up to patent No. 149260
invention {granted before the entry into
force of Law No. 84 of
01.11.1972)
Popis vynilezu k Description of an § Inventor’s certificate B 1
autorskému osvédceni invention for an | published in the sense of ‘
author’s certi- paragraph 6(ii), granted in
ficate accordance with Law No. 84
of 01.11.1972
Popis vynilezu k patentu | Description of an | Patent published in the sense | B 2
invention for a of paragraph 6(ii), granted
patent it accordance with Law
No. 84 of 01.11.1972
Popis vynilezu k Description of an | Dependant author’s certifi- B 3
autorskému osvéddéeni invention for an cate published in the sense
author’s certi- of paragraph 6(ii), granted
ficate in accordance with Law
No. 84 of 01.11.1972
Popis vynalezu k patentu | Description of an | Dependent patent published | B 4
: invention for a in the sense of paragraph
patent 6(i1), granted in accordance
with Law No. 84 of
01.11.1972
Patentovy spis Patent Patent published in the sense|{ B 5
specification of paragraph 6(ii), up to
No. 149 260, granted before
the entry into force of
Law No. 84 of 01.11.1972
Denmark Almindeling Patent application | Patent application published | A
| tilgaengelig accessible to the | in the sensé of paragraph 6(i)
patentanspgning public
Fremlaeggelsesskrift Document laid Patent app? ication published | - B
open after examination as to
) novelty in the sense of
paragraph 6(it)
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Kind of published patent document Ass0-
' : - ciated
Jasni Designation in language Letter] DU
ssu‘n . a - » .
connt g of issuing country Translgt:gn into Identification ode | cal
Ty {and, if required, English of document code
transliteration in {when needed) (when
Latin characters) defined)
Denmark Patent .. ... .. ... . .. |Patent. .4 Patent published in the sense | C
(cont’d) of paragraph 6(ii)
" Egypt EA N BA LG, Authority for Patent published in the sense | A -
{Idarat bara’at alikhtirah) | Patent Delivery of paragraph 6(ii)
Finland .| Julkiseksi tullut patent- | Patent application |Patent application published | A
tihakemus (not marked |made accessible to |in the sense of paragraph 6(i)
on the document) the public
Kuulutusjulkaisu ~ Document laid Patent application published | B
Utlaggningsskrift open after examination as to
novelty in the sense of
paragraphs 6(i) and 6(ii)
Patentti-Patent Patent Patent published in the sense | C
of paragraph 6(ii)
France Demande de brevet Application for Patent application, first A 1
d’invention, patent of invention | publication, published in the
sense of paragraph 6(ii)
Demande de certificat Application for a | Application for a certificate A 2
d’addition 4 un brevet certificate of addi- | of addition, first publication,
d’invention. tion to a patent of |published in the sense of
invention paragraph 6(ii)
Demande de certificat Application for Utility certificate application, [ A 3
d'utilité certificate of first publication, published
utility in the sense of paragraph
6(ii)
Demande de certificat Application for a | Application for a certificate | A 4
d’addition 4 un certificat | certificate of addi- | of addition to a utility
d'utilité tion to a certificate | certificate, first publication,
of utility published in the sense of
paragraph 6(ii}
Brevet d'invention Patent of invention | Patent, first and only publica- | A 5
tion, published in the sense
of paragraph 6(ii)
Certificat d’addition & un | Certificate of addi- | Certificate of addition to a A 6
brevet d’invention tion to a patent patent, first and only publica-
of invention tion, published in.the sense
of paragraph 6(ii}
Certificat d utilité Certificate of Utility certificate, first and A 7
. utility only publication, published
in the sense of
paragraph 6(ii}
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Kind of published patent document Asso-
_ ciated
. Designation in language ‘ numer-
Issuing of issuing country Translation into Identificati Lettery . 1
country (and, if required, English entification code | %
R f document code
transliteration in {when needed) ° ‘ (when
Latin characters) ' defined)
France Certificat d’addition Certificate of Certificate of addition to a A 8
{cont’d) a4 un certificat d’utitité addition to a utility certificate, first
certificate of utility | and only publication,
published in the sense of
paragraph 6(ii)
Brevet d’invention Patent of invention |Patent, second publication, B 1
published in the sense of
paragraph 6(ii)
Certificat d’addition 3 . | Certificate of Certificate of additien to a B 2
un brevet d’invention additionto a patent, second publication,
patent of invention | published in the sense of
paragraph 6(if)
Certificat d’utilité Certificate of Utility certificate, second B 3
- utility publication, published in the
sense of paragraph 6(ii)
Certificat d’addition & Certificate of Certificate of addition to a B 4
un certificat d’utilité additiontoa utility certificate, second
certificate of utility | publication, published in the
sense of paragraph 6(ii)
Brevet d’invention Patent of invention | Patent (old law) published in | A
: the sense of paragraph 6() |
Certificat d’addition a Certificate of Certificate of addition to a E
un brevet d'inveation additiontoa patent {old law} published in
_ patent of invention ;the sense of paragraph 6(ii)
Brevet spécial de Specidl patent Medicament patent (old law) | M
médicament for medicament | published in the sense of
paragraph 6(ii)
Certificat d’addition 4 Certificate of Certificate of addition to a M
un brevet spécial de addition toa medicament patent (old law)
médicament special patent for |published in the sense of
medicament paragraph 6(ii)
CGerman Patentschrift Patent specifica- | Exclusive patent, granted in A
Democratic {Ausschliessungs- tion (Exclusive accordance with paragraph
Republic patent) Patent) 5.1 of the Patent Amendment
Act of the German Demo-
cratic Republic, published
in the sense of para-
graph 6(ii)
Patentschrift Patent specifi- Industrial patent, granted in | A
(Wirtschaftpatent) cation (Economic |accordance with paragraph
Patent) 5.1 of the Patent Amendment
Act of the German Demo-
cratic Republic, published in
the sense of paragraph 6(ii)
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Issuing
country

Kind of published patent document

Designation in language
of issuing country
(and, if required,
transliteration in
Latin characters)

Translation into
English
{when peeded)

Identification
of document

Letter
code

defined)

Asso-
ciated
numer-
ical
code
(when

German
Democratic
Republic
{cont’d)

Patentschrift (Aus-
schliessungspatent)

Patentschrift
(Wirtschaftspatent)

Berichtigte Patentschrift
(Ausschliessungspatent)

Berichtigte Patentschrift
{Wirtschaftspatent)

Patent specifica-
tion (Exclusive
Patent)

Patent specifica-
tion (Economic
Patent)

Corrected patent
specification
(Exclusive Patent)
Corrected patent
specification
{Economic Patent)

Exclusive patent granted in
accordance with para-

graph 29 of the Patent Act of
the German Democratic
Republic, (2nd publication
after examination as to
novelty whenever this exami-
nation is effected), published
in the sense of paragraph 6(ii)

Industrial patent granted in
accordance with para-

graph 29 of the Patent Act of
the German Democratic
Republic (2nd publication
after examination as to
novelty whenever this
examination is effected),
published in the sense of
paragraph 6(ii)

Corrected patent (Exclusive
patent) published in the sense
of paragraph 6(ii)

Corrected patent (Industrial
patent) published in the sense
of paragraph 6(ii)

Germany
{Federal
Republic of)

Offenlegungsschrift

Auslegeschrift

Document open
for inspection

Document laid
open

Patent application published,
before examination as to
novelty, in the sense of
paragraph 6(ii)

- 1st publication

- 2nd publication. Modified
reprint following Al Offen-
legungsschrift or Bl Aus-
legeschrift

- 3rd publication. Modified
reprint following A2 Offen-
legungsschrift or B2 Aug-
legeschrift

Patent application published,
after examination as to
novelty, in the sense of
paragraph 6(ii)

~ 1st publication. Offen-
legungsschrift not yet
published

- 2nd publication. Normally
following an Al Offen-
legungsschrift or B Aus-

legeschrift
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Issuing
country

Kind of published patent document

Designation in language
of issuing country
(and, if required,
transliteration in
Latin characters)

Translation into
English
(when needed)

Identification
of document -

ciated |
Letter . )
code

(when
defined)

Germany
(Federal
Republic of)
(cont’d)

Patentschrift

Gebrauchsmuster

Patent
specification

{Utility modet

- 3rd publication. Following
an A2 Offenfegungsschrift
or B2 Auslegeschrift

- 4th publication. Following
an A3 Offenlegungsschrift
or B3 Auslegeschrift

Patent published in the sense
of paragraph 6(ii)

— st publication. Offen-
legungsschrift and Aus-
legeschrift not published

— 2nd publication. Modified
reprint normally following a
Bl Auslegeschrift or C1
Patentschrift

~ 3rd publication. Normally
following a B2 Auslegeschrift
and an Al Offenlegungs-
schrift or following a B2

{ Auslegeschrift with a preced-

ing B1 Auslegeschrift as well
— 4th publication. Following
a B3 Auslegeschrift or C3
Patentschrift

~ 5th publication. Following
a B4 Auslegeschrift ora

C4 Patentschrift

Utility model published in
the sense of paragraph 6(ii)

Hungary

Kozzétett szabadalmi
bejelentés

Szabadalmi leirds

Published patent
application

Patent

specification

Patent application published
in the sense of paragraph 6(i)
Patent published in the sense
of paragraph 6(ii)

India

Patent specification

of paragraph 6(ii)

Patent published in the sense.

Ireland

Patent specification

Patent published in the sense
of paragraph 6(ii)

Italy

Brevetto per invenzione
industriale

Patent for indus-
trial invention

Patent published in the sense
of paragraph 6(ji)
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Kind of published patent document Asso-
) Designation in language ‘ ‘ numer-
Iosuing |~ ofissuing country | Translation into Hentification Letter) . cal
country (and, if required, - English of document code | code
transliteration in {when needed) (when
Latin characters) | defined)
Japan AW WK 2 % Published unexam- | Patent application published | A
: I - '} ‘ined patent applica- | before examination as to
(Kékm- tokkyo k6ho) 1 tion noveity in the sense of para-
graphs 6(i) and 6(i).
% B 2 & | Published examined| Patent application published
_patent application after examination as to nov-
(Tokkyo koh6) elty in the sense of para-
graphs 6(i} and 6(ii). .
- Ist publication. A Ko6kai B!
tokkyo k6ho not published.
“T” headed the numerical
number of Tokkyo k6h6
published from 1922 to
1926.
- 2nd publication. Normally B2
following an A K6kai
tokkyo kéhé.
LA RN Patent specification | Patent {old law) published
Tokkyo hatsumei in the sense of paragraphs
Sneisaisyo) 6(3) and 6(ii).
- 1st publication. Tokkyo Cli1
kOhd not published.,
- 2nd publication. Normally C}2
following a B 1 Tokkyo
_ k6ho.
HHEHNRAG Corrected patent | Corrected patent published | H |
(Tokkyo shinpan specification in the sense of paragraphs
Seikyt kdkoku) | 6(i) and 6(i).
E E 2 8 Registered design Registered design application | §
(Isy6 koho) publication published after examination
as to novelty in the sense of
paragraphs 6{i) and 6(ii).
AMRRBYRLAN Published unex- Utility model application U
(Kokai jitsuy6 amined utility published before examina-
shinan k6h6) model application | tion as to novelty in the sense
of paragraphs 6(f) and 6(ii)
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Kind of published patent document ABSO*_ o
. Designation in language ’ . nuger-
Tsou PR ton i Letter| .
omty | mmEom | e Wentibcation | code| S
transliteration in (when needed) of document . (when
) Latin characters) 1| defined)
&m) w A & 8 A # |[Published examined | Utility modsl application.
utility model published after examination
(Jitsuy shinan kﬁhﬁ) application as to novelty in the'sense of
paragraphs 6(} and 6(H)
- 15t publication, U Kokat Yil
jitsuyd shinan k6ho not
published.
“T* headed the numerical
number of Jitsuy6 shinan
%oho published from 1922
to 1926.
- 2nd publication, Normal- Yi2
Iy following a U Kokai
jitsuyd shinan koho.
ERRBHE Registered utility Registered utility modnl{
: . modet specification | published in the sense o
{T6roku jitsuyd shinan) paragraphs 6(i) and 6()
‘ - 18t publication Jitsuyd Zi1
shinan koho not published
- 2nd publication. Normal- Zi2
Iy following a Y 1 Jitsuyd
shinan kohd.
PR ST R FPH R 2245 | Corrected registered | Corrected registered utility 1
" utility model specifi- | model published in the sonse
(Taroku jitsuyd shinan
shinpan seiky0 kokoku) cation of paragraphs 6(i) and 6(ii).
Luxembourg | Brevet d'invention Patentofinvention {Patent published in the sense | A
of paragraph 6(ii)
Certificat d*addition & Certificate of Certificate of addition toa A
ug brevet d’invention additiontoapatent [patent published in the sense
of invention of paragraph &(if)
Monaco Brevet d’invention Patent of invention |Patent published in the sense ; A
: of paragraph &(ii}
Netherlands | Terinzagelepging Patent application [Patent application published | A
' laid open in the sense of para-
graphs 6(i} and 6(ii)
Openbaarmaking Published patent | Patent application published | B
application after examination in the sense
of paragraphs 6(i} and &(ii)
Qetrool Patent Patent published in the sense | C
of paragraph &(ii)
Norway Alment tilgiengelige Patens application |Patent application published | A
patentsdknader (not accessible to the  fin the sense of paragraph 6(i)
marked on the document) |public
Utlegningsakrift Document laid | Patent application published | B
open after examination as to
novelty in the sense of para-
graph 6(iF)
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Kind of published patent document Asso-
Designation in 1 ciated
. signation in language nuer-
Issuing of issuing country Translation into Identificatio Letter; =
country (and, if required, English of docume ? ' code | e
transliteration in {when needed) " (when
Latin characters) ' ' defined)
Norway Patent Patent Patent published in the sense | C
fcont’d} of paragraph 6(ii)
Pakistan Patent specification Patent published in the sense | A
of paragraph 6(ii)
Poland Patent application published | A
in the sense of paragraph 6(i)
Opis patentowy Description of Patent published in the sense | B
Patentu tymczasowego | patent of paragraph 6(ii)
Romania Descrierea inventjei Description of the | Patent published in the sense | A
invention of paragraph 6(ii)
Soviet Union | Giucanus Description of the |Patent published inthe sense | A
ﬂ%ﬁ;ﬁﬁ%ﬁ“n invention fora of paragraph 6(ii)
{Opisanie izobreteniya | patent
k patentu) ‘
OINHCAHIE Description of the | Inventor’s certificate A
ﬁaﬁgﬁggﬁgﬁfy invention foran | published in the sense of
CBHIETEJILCTBY author’s certificate | paragraph 6(ii)
{Opisanie izobreteniya k
avtorskomu svidetelstvu)
Spain Patente de invencién Patent of Patent published in the sense | A
invention of paragraph 6(i} -
Patente de introduccién | Patent of Patent of importation A
introduction published in the sense of
paragraph 6(i)
Certificado de adicion Certificate of Certificate of addition A
addition published in the sense of
paragraph 6(i)
Solicitud de Modelo de  |Application fora | Utility Model Application 3)
Utilidad utility model publishe in the sense of
‘ paragraph 6(i)
Modelo de Utilidad Utility Model Utility Model published in Y
the sense of paragraph 6(i)
Sweden Allméint tiliginglig Patent application |Patent Application published | A
patentansikan accessible to the i the sense of paragraph 6(i)
public
Utldggningsskrift Document laid Patent Application published | B
open after examination as to
novelty in the sense of para-
graphs 6{i) and 6(ii)
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Kind of published patent document Asso-
ciated
. Designation in language : numet-
Issuing of issuing country Translation into ldentificati Letterj
country (and, if required, English cnttiication code | e
. Lo of document
transliteration in {when needed) {when
Latin characters) defined)
Sweden Patentskrift Patent document | Patent published in the sense | C
{cont’d) of paragraph 6(ii)
Switzerland Auslegeschrift/Mémoire |Document laid Patent Application published : A 4
Exposé/Esposto open after examination as to
Memoriale novelty in the sense of para-
graphs 6(i) and 6(ii), and
pertaining to the technical
fields for which examination
as to novelty is made,
issued since 1959
Patentschrift/Expost Patent Patent published in the sense | A 5
d’invention/Esposto specification of paragraph 6(ii) and per-
d’invenzione taining to the technical
fields for which no examina-
tion as to novelty is made,
issued since 1959
Patentschrift/Exposé Patent Patent published in the sense | B 3
d’invention/Esposto specification of paragraph 6(ii}) and per-
d’inventione taining to technical fields
for which examination as to
novelty is made, issued since
1959
Patentschrift/Exposé Patent Patent published in the sense ;| A
d'invention/Esposto d’in- | specification of paragraph 6(if), issued
venzione (Main patent) from 1888 to 1959
(Hauptpatent/Brevet :
principal/Brevetto prin-
cipale)
Patentschrift/Exposé Patent Patent of addition published | A
d’invention/Esposto d’in- | specification in the sense of para-
venzione (Zusatzpatent/ |{Additional graph &(ii), issued from 1907
Brevet additionnel/Bre- | patent) to 1959
vetto addizionale)
Patentschrift/Exposé Patent Patent of addition published | E
d’invention/Esposto d’in- | specification in the sense of paragraph
venzione (Zusatzpatent/ j{Additional 6(i1) in secondary series from
Brevet additionnel/Bre- | patent) 1888 10 1907
vetto addizionale}
United Patent Specification Examined Patent Application | A
Kingdom published in the sense of
paragraph 6(ii). Grant of let-
ters Patent usually oceurs
3 months after publication.
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Kind of published patent document Ass0-
Issui Designation in language ‘ ::;:nt?:.
ssuing of issuing country Translation into I Letter ical
country {and, if required, English Identification code e
transliteration in (when needed) of document (when
Latin characters) defined)
Upited Ame_nded. Patent Amended Specification of a B
ng‘.iom Specification Granted Patent published in
{cont'd) the sense of paragraph 6(ii)
United Patent Patent published in the sense | A
States of Plant Patent of paragraph 6(ii) P
America Design Patent S
Reissue Patent Patent reissued and republ- E
lished in the sense of para-
graph 6{ii)
Defensive Publication Patent application published B
without examination or asser-
tion as to novelty, in the senge
of paragraph 6(i)
Defensive Publication Patent document published H
in the sense of paragraph 5:
Entry of an abstract of the
application in the Official
Gazette
Defensive Publication Patent document published H
in the sense of paragraph 6(ii):
Abstract of an application
published in a discreet docu-
ment form distinctively num-
bered in a numerical series
unique to Defensive Publica-
tions.
Yugoslavia Accepted Patent Application A
published in the sense of
paragraph 6(i)
Patentni spis Patent Patent published in the sense B
specification of paragraph 6(ii)
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1872 International-Type Search
[R-3]
PCT Rure 41
Earlier Search other than Internationel Seqrch

41.1 Obligation to Use Results; Refund of Fee

_If reference has been made in the request, in the
form provided for in Rule 4.11, to an international-
type search carried out under the conditions set out in
Article 15(5) or to a search other than an international
or international-type search, the International Search-
ing Authority shall, to the exfent possible, use the re-
sults of the said search in establishing the international
gearch report en the international application. The In-
ternational Searching Authority shall refund the search
fee, to the extent and under the conditlons provided
for in the agreement under Article 16(3)(b) or in a
communication addressed to and published in the
Gazette by the International Buresu, if the interna-
tional search report could wholly or partly, be based on
the results of the international-type search,

8t OFR 1.21 Patent and miscellaneoua Jees and charges.
L - * = *

{w)} For preparing an international-type search re-
port of an international-type search made at the time
of the first action on the merits in g national patent
application __. $25.00

Note: The Patent and Trademark Office does not re-
quire that a formal report be prepared of an interna-
tional-type search in order to obisin a search fee re-
fund in a later flled international application. For fees
relating to processing of international applications, see
§ 1.445.

37 CFR 1.104 Neotlure of exeminalion; ecxaminer's
action.
* o & i 3 *

(¢} An internstional-type search will be made in all
national applications filed on and after June 1, 1978,

Rev. 3, July 1980
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{d) Any national application may slso have an in-
ternational-type search report prepared thereon at the
time of the national examination on the merits, apon
specific written request therefor and payment of the
international-type search report fee. See § L.21(w) for
amount of fee for preparation of international-type
search report.

Norg: The Patent and Trademark Office dces not
require that a formal report of an international-type
gearch be prepared in order to obtaln a search fee re-
fund in a later filed international application,

PCT Rale 41 provides that the applicant may
request in g later filed international application
that the report of the results of the interna-
tional-type search, ie., a search similar to an
international search, but carried out on a ne-
tional application (37 CFR 1.104(c) and (d)),
be used in establishing an international search
report on such international application. A par-
tial refund of the search fee in the infernational
application may be possible to the extent that
the international search report could wholly or
partially be based upon the results of the inter-
national-type search (37 CFR 1.446). An inter-
national-type search is conducted on all U.S.
national applications filed after June 1, 1978,
Upon specific request at the time of the exami-
nation of a U.8. national application and pro-
vided that the payment of a $25.00 interna-
tional-type search report fee has been made (37
CFR 1.21(w)) an international-type search re-
port form (PCT/ISA/201) will also be pre-
pared. . :

Whether or not an international-type search
report form is prepared, the amount of the re-
fund of the search fee of an international ap-
plication depends upon the extent to which the
results of that earlier U.S. search can be used.

Py
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1875 International Bureau Procedures
[R~3]

POT Awrtrone 19

Amendment of the Olaims Before ihe
International Buregu

(1) The applicant shall, after having recelved the
international search report, be entitled to one oppor-
tunity to amend the claims of the international appli-
cation by filing amendments with the International
Bureau within the preseribed time limit. He may, at
the same time, file a brief statement, as provided in the
Regulations, explaining the amendments and indicating
any impaet that such amendments might have on the
description and the drawings.

(2) The amendments shall not go beyond the dis-
closure in the international application as filed,

(8) If the national law of any designated State per-
mits amendments to go beyond the said disclosure,
failure to comply with paragraph (2) shall have no
conzsequence in that State.

POCT Rurs 24
Receipt of the Record Copy by the International Bureou

241 Recording of Date of Receipt of the Record Copy

‘The International Bureau shall, upon receipt of the
record copy, mark on the request sheet the date of re-
ceipt and on all sheets of the international application
the stamp of the International Bureau.

242 Notification of Receipt of the Record Copy

(&) Subject to the provizions of paragraph (b), the
International Bureau shall promptly notify the appi-
cant, the receiving Office, the International Searching
Authority, and alf designated Offices, of the fact and the
date of receipt of the record copy. The notification shall
tdentify the international application by its number,
the international fling date, the name of the appilcant,
and the name of the receiving Office, and shall indicate
the filing date of any earlier applieation whose priority
Is claimed. The notification sent fo the applcant shall
algo contaln the lst of the designated Offices which
have been notified under this paragraph, and shall, in
respect of each designated Office, indicate any applica-
ble time Hmit under Article 22(3). ‘

(b) If the record copy is received after the expiration
of the time limit fixed in Rule 22.8, the International
Bureau shall promptly notify the applicant, the receiv-
ing Office, and the International Searching Authority,
accordingly.

POT Ruir 48

Amendment of Olaime Before the International Burequ

46.1 Time Limit

The time lmit referred to in Article 19 shall be 2
months from the date of transmittal of the interna-
tional search report to the International Bureau and
to the applcant by the International Searching Au-
thority or, when such transmittai takes place before

1875

the expiration of 14 months from the priority date, 3
months from the date of such transmittal,

46.2 Dating of Amendments

The date of receipt of any amendment shall be re-
corded by the International Bureau, wliich shall also
notify the applicant of the date and indicate the date
in any publication or copy issued by it.

46.8 Lunguage of Amendments

1f the international application has been fled in a
language other than the language in which it is puab-
lished by the International Bureau, any amendment
made under Article 19 shall be both in the language
in which the international application has been filed
&nd in that in which it is pubHshed.

46.4 Statement

(a} The statement referred to in Article 19(1) shall
be in the language in which the international applica-
tion is published and shall net exceed 500 words if in
the Engligh language or if transtated into that language.

(b) The statement shall contain no comments on
the international search report or the relevance of the
citations contained in that report. The statement may
refer to & citation contained in the international search
report ouly in order to indicate that a specific amend-
ment of the claims is intended to aveid the document
cited,

6.5 Form of Amendments

{a) The applicant shall be reguired to submit a re-
placement sheet for every sheet of the claims which,
on account of an amendment or amendments under
Article 19, differs from the sheet originally filed. The
letter accompanying the replacement sheet shall draw
attention to the differences between the replaced
sheets and the replacement sheets, To the extent that
any amendment results in the cancellation of an entire
sheet, that amendment shall be communicated in 4
letter. ]

(b} The International Burean shall mark on each
replacement sheet the international application num-
ber, the date on which it was received, and the stamp
identifying the International Bureau, It shall kKeep in
its files any replaced sheet, the letter secompanying the
replacement sheet or sheets, and any letter referred to
in the last sentence of paragraph (a).

(¢} The International Bureau shall insert any re-
placement sheet in the record copy and, in the case
referred to in the last sentence of paragraph (a), shall
indicate the cancellations in the record copy.

87 OFR 1.415 The Internofional Bureay. {a) The In-
ternational Bureau is the World Intellectual Property
Organization located at Geneva, Switzerland. It ig the
international Intergovernmental organization which
aets ag the coordinating body under the Treaty and the
Regulations (PCT Art. 2(xix) and 35 U.8.C, 351(h)).

(b} The major functions of the Internationsl Burean
include:

(1) Publishing of international applieations and the
International Gazette;

Rev. 3. July 1980
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{2) Transmitting copies of international applications
to Designated Offices

(8) Storing and maintaining record copies; and

{(4) Transmitting information to authorities per
tinent to the processing of specific international
applications.

1877 International Publication
POT AmTICLE 21

Internationnl Publicotion

{1) The International Burgau shall publish interna-
tiongl applications.

{2) (a) Subject to the exceptions provided for in sub-
paragraph (b) and in Artiecle 64(3), the international
publication of the international application shall be
effected promptly after the expiration of 18 months
from the priority date of that application.

(b) The applicant may ask the International Bureau
to publish hig internationzl application any time before
the expiration of the {ime limit referred to in subpara-
graph (a). The International Boureau shall proceed ac-
cordingly, as provided in the Regulations.

(8) The internationsl search report or the declara-
tion referred to in Article 17(2) (a) shall be published
as prescribed in the Regulations.

{4) The lapguage and form of the international
publication and other detalls are governed by the
Regulations,

(6) There shall be no international publication if
the international application is withdrawn or is con-
gidered withdrawn before the technical preparations
for publication have been completed.

(8) If the international application contains expres-
sions or drawings which, in the opinion of the Inter-
national Bureau, are contrary to morality or public
order, or if, in its opinion, the international applica-
tion containg disparaging statements as defined in the
Reguiations, it may omit such expressions, drawings,
and statements, from its publications, indicating the
place and number of words or drawings omitted, and
furnighing, upon request, individual coples of the
passages omitted.

POT Articre 29
Effects of the International Publication

{1) As far as the protection of any rights of the ap-
plicant in a designated State is concerned, the effects,
in that State, of the international publication of an
Intérnational application shall, subject to the provi-
sions of paragraphy (2) to (4), be the same ag those
which the national law of the designated State pro-
vides for the compulsory national publication of un-
examined national applications as such.

(2) If the language in which the international publi-
cetion has been effected is different from the language
in which publications uvnder the national law are ef-
fected in the designated State, the said national law
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may provide that the effects provided for in paragraph
(1} ahall be applicable only from such time as ;-
(i) a transiation into the latiter language has been
published as provided by the national law, or
(ii) a transiation into the laiter language has been
made available to the public, by laying open for
public inspection as provided by the national law, or
(iii) a transistion into the latter langunge has
been transmitted by the applicant {o the actual or
prospective unauthorized user of the invention
claimed in the international application, or
(iv) both the acts deseribed in (i) and (iii), or
both the acts desceribed in (11) and (iif), have taken
place,

(3) The national law of any designated State may
provide that, where the internationdl publication has
beern effected, on the request of the applicant, before
the expiration of 18 months from the priority date, the
effects provided for in paragraph (1) shall be applica-
ble only from the expiration of 18 months from the
priority date.

(4) The nationzal law of any designated Siate may

provide that the effects provided for in paragraph (1)

ghall be applieable only from {he date on which a copy
of the international application as pubHshed under
Article 21 has heen received in the national Office of
or acting for such State. The said Office shall publish
the date of receipt in its gazette as soon as possible.

POT Ruie 48

International Publication
48.1 Form
(a) The international apptication shall be published
in the form of a pamphlet.
(b) The particulars regarding the form of the pam-
phlet and the method of reproduction shall be governed
by the Administrative Instructions.

48.2 Contents

{2} The pamphlet shall contain:

{1) a standardized front page,

{i1) the description,

(1il) the clalms,

(iv) the drawlings, if any,

{v} subiect to paragraph (g), the international
search report or the declaration under Article 17(2)
{a}: the publication of the international search re-
port in the pamphlet shall, however, not be required
to inctude the part of the international search repert
which contains only matter referred to in Rule 43
already appearing on the front page of the pamphlet,

(vi) any statement filed under Article 18(1), un-
less the International Bureau finds that the state-
ment does not comply with the provisions of
Bule 48.4.

{b) Subilect to paragraph {(c), the front page shall
include :

(i) Gata taken from the request sheet and such
other data as are prescribed by the Administrative
Instructions,
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{#i) a figure or figures where the international
application contains drawings,

(iii) the abstraet; if the abstract is both in
Hpglish and in another language, the Bnglish fext
shall appear first,

(e) 'Where a declaration under Article 17(2) (2) has
issued, the front page shall consplevously refer to that
fact and need include neither a drawing ner an
shsiract, :

(@) The figure or figures referred to in paragraph
(b) (ii} shall be selected as provided in Rule 8.2. Re-
production of such figure or figures on the front page
may be in a reduced form.

(e) If there is not enough room on the front page
for the totality of the abstract referred to in paragraph
(b) (iii), the said absiract shall appear on the back of
the front page. The same shall apply to the translation
of the abstract when such translation is required to be
published under Rule 48.3¢¢).

(£} If the claims bhave been amended under Article
19, the publication shall contain either the full text of
the claims both as filled and as amended or the full
text of the claims ag filed and specify the amendments.
Any statement referred to in Article 19(1) shall be
included as well, unless the International Bureaun finds
that the statement does not comply with the provisions
of Rule 464. The date of receipt of the amended
claims by the Internationsl Bureau shall be indicated.

{g) If, at the time when publication is due, the in-
ternational search report is net yet available (for ex-
ample, because of publieation on the request of the
applicant as provided in Articles 21(2) (b) and 64(3)
{e) (i), the pamphlet shall eentain, in place of the
international search report, an indication to the effect
that that report was not available and that either the
jmmphlet (then also including the international search
report) will be republished or the international search
report (when it becomes available) will be separately
published.

(h) If, at the time when publication is due, {he fime
limit for amending the claims under Article 19 has
not expired, the pamphlet shall refer to that fact and
indicate that, should the claims be amended under
Article 19, then, promptly after such amendments,
either the pamphlet (containing the elaims as
smended) will be republished or g statement reflecting
all the amendments will be published. In the latter
eage, at least the front page and the claims shall be
republished and, if a statement under Article 19(1)
has been filed, that statement shall be published as
well, unless the International Bureau finds that the
statement does not comply with the provisions of Rule
46.4.

(1) The Administrative Instructions shall determine
the cases in which the various alternatives referred to
in paragraphs (g) and (h) shall apply. Such determi-
nation shall depend on the volume and eomplexity of
the amendments and/or the volume of the interns-
tienal applications and the cost factors,
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48.3 Languoge

{a) If the international appHeation is filed in Hng-
lish, French, German, Japanese, or Russian, that ap-
plication shall be published in the langusge in which
it was filed.

(b) If the international application iw flled in &
language other than English, French, German, Japa-
nese, or Russtan, that applcation shall be publizhed
in English translation. The transletion shall be pre-
pared under the responsibility of the International
Searching Autority, which shall be obliged to have it
ready in time to permit the communication under
Article 20 by the prescribed date, or, if the interna-
tlonal publication is due at an earlier date than the
gaid communication, to permit internstional publica-
tien by the preseribed date. Notwithstanding Rule
16.1(a), the International Searching Authority may
charge a fee for the translation to the applicant. The
International Searching Authority shall give the appli-
cant an opportunity to comment on the draft {ransias-
tion, The International Searching Authority shall ix a
time limit reagonable under the eircumstances of the
case for such comments. If there Is no time to take
the comments of the applicant into aceount before the
transiation is communicated or if there is a difference
of opinion between the applicant and the sald Author-
ity as to the correct translation, the applicant may
send a copy of hiz comments, or what remaing of them,
to the Internationsl Burean and each designated Office
to which the translation was communicated. The
International Bureau shall publish the essence of the
comments together with the translation of the Interna-
tional Searching Authority or subsequently to the pub-
lieation of such translation.

(e} If the international application is pubHshed in
a language other than English, the international search
report to the extent that it is published under Raule
48.2(a) (v}, or the declaration referred to in Article
17(2) (a}), and the abstract shall be published both in
that language and in English, The translations shal be
prepared under the responsibility of the Internstional
Bureau.

48.4 Eorlier Publication on the Applicant’s Request

(a) Where the applicant asks for publication under
Articles 21(2){(b) and 64(8){e) (i) and the interna-
tional search report, or the declaration referred to in
Article 17(2) (1), iy not yet avallable for publication
together with the international application, the Inter-
natiocinal Bureau shall collect a speecial publicaiion fee
whose amount shall be fixed in the Administrative
Ingtructions,

(b} Publication under Articles 21(2) (b) and 64(3)
(c)} (1) shall be effected by the International Bureau
promptly after the applicant has asked for i and,
where a special fee is due under paragraph (a), after
receipt of such fee.
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48.8 Notifieation of Notionol Puabtlication

Where the publication of the international applea-
Hion by the International Buresu iz governed by Article
64(3) (c) (1), the national Office concerned shall,
promptly after effecting the natlonal puhlication 1e-
ferred to in the said provision, notify the International
Bureau of the fact of such national publication.

48.8 Amnouncing of Certain Focts

(a) If any notification under Rule 29.1(a) (i1
reaches the International Bureau at a time later than
that at which it was able to prevent the international
publieation of the international application, ‘the Inter-
national Burean shall prompily publish a notice in
the Gazette reproducing the eszence of such notification.

{b)} The essence of sny notification under Rules
29,2 of BL.4 shall be published in the Gazette and, if
the notification reaches the Imternational Bureau be-
fore preparations for the publication of the pamphlet
have been completed, also in the pamphlet.

{¢) If the international application s withdrawn
after its international publication, this fact shall be
publighed in the Gazette.

PCT Rurs 86

The GQazetic
86.1 Conilents

The Gazette referred fo in Article §5(4) shall con-

tain:

{i) for each pnblished international applieation,
data specified by the Administrative Instructions
taken from the front page of the pamphlet published

" ynder Rule 48, the drawing (if any) appearing on
the sald front page, and thie abstract,

(if) the schedule of all fees payable to the recely-
ing Offices, the International Bureau, and the Inter-
nationsl Searching and Prelminary Bxamining Au-
thorities, o

(ii1) notlees the publication of which is required
under the Treafy or these Regulations,

(iv) Information, if and to the extent furnished to
the Internatlonal Bureau by the designated or
dlected Offices, on the question whether the require-
ments provided for in Articles 22 or 39 bave heen
complied with in respect of the international applica-
tions designating or electing the Office concerned,

{v). any other useful information prescribed by
the Administrative Instructions, provided access fo
such information ig not prohibited under the ’.l.‘reaty
or these Régulations,

86.2 Languages

{a) The Gazette shall be published in an English-
language edition and a French-language editionm, It
shall slso be published in editions in any other lan-
guage, provided the cost of publication 1 agsured
through sales or subventions. '
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(b) The Awsembly may order the publication of the
Gazptte in languages other than those referred to in
paragraph (a).

86.3 Frequency

{a) Subject to paragraph (b), the Gazette shall be
published once a week.

{b) Tor a transitional pericd after the entry into
foree of the Treaty terminating upon a date fixed by the
Agsembly, the Gazette may be published at such times
as the Director General considers appropriate having
regard to the number of international applications
and the amount of other material required to be
published.

86.4 Sale

{a) Subject to paragraph (b), the subscription and
other sale prices of the Gazetie shall be fixed in the
Administrative Ingtructions.

(b} For a transitional period after the entry into
force of the Treaty terminsting upon a date fixed by
the Assembly, the Gazette may be dlatributed on such
terms as the Director General considers appropriate
having regard to the number of international applica-
tions and the amount of other material published
therein,

86.5 Title

The title of the Gagzette shall be “Gazette of Inter-
national Patent Applications,” and “Gazette deg De-
mandes internationales de brevets,” respectively.

86.6 Further Deleils

Further detalls concerning the Gazette may be pro-
vided for in the Administrative Instructions.

POT ADMINISTRATIVE Ixs'mua'rszs SecTION 404
Internationel Publication Number

The International Bureau shall assign to each pub-
lished Interngtional application an international pub-
Heation number which shall be different from the inter-
national application number. The international publi-
cation number shall be vsed on the pamphlet and in
the Gazette entry. It shall ecnsist of the fwo-letter
code “WO" followed by a two-digit designation of the
last two numbers of the year of publication, & slant,
and 2 serial number consisting of five digits (e.g.,
“WOT8/12845").

85 U.8.0. 374 Publication of international applica-
tion: Hffect. The publication under the treaty of an
international application shall confer no rights and
shall have no effect under this title other than that
of g printed -publieation.

3t OFR 1318 Notiflcation of nattonel pubiicetion of
o putent based on an internetional epplication. The
Office will notify the Internationsl Bureau when a
péatent ig issued on an application fled under 85 U.8.C.
371, and there has been no previous international
publication.

o~
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1885 Receipt of the International

Application by the Designated
Offices [R-3]

PO Artrcie 20
Communication to Designated Offices

{1)(a) The international application, together with
the international search report (including any indlea-
tion referred to in Article 17(2) (b)) or the declaration
referred to in Article 17(2) (a), shall be communicated
to each designated Office, as provided in the Regula-
tions, unless the designated Office walves such require-
ment in ity entirety or in part.

{b) The cormmmunication shall include the translation
{as pregeribed) of the said@ report or declaration.

{2) If the cdlalms have been amended by virtue of
Article 18(1), the communication shall either contain
the full text of the claims both as filed and as amended
or shall contain the full text of the claims as filed and
specify the amendments, and shall include the state-
ment, if any, referred to in Article 19(1).

(8) At the request of the designated Office or the ap-
plicant, the International Searching Authority shall
send to the sald Office or the applicant, respectively,
copies of the documents cited In the International
search report, as provided in the Regulations,

PCT Rum_ﬂ
Communiocaiton to Destgnated Offices
§1.1 Procedure

(a) The communication provided for in Article 20
shall be effected by the International Bureau.

{b) Such communication ghall be effected promptly
after the International publication of the international
application and, in any event, by the end of the 19th
month after the priority date. Where the time limit
under Rule 46.1 has not expired when the communica-
tion is effected and the International Bureau has
neither received amendments frem the applicant nor a
declaration that the applicant does not wish to make
amendments before the International Buresy, the Inter-
national Bureau shall, at the time of the communica-
tion, notify the applicant and the designated Ofces

accordingly ; it shall, immediately after receipt, com- -

munjeate any amendment received subsequently to the
designated Offices and notify the applicant accordingly.
Where, under Article 17¢(2)(a), the International

Searching Authority has made a declaration that no.

international search report will be established, the
communication shall be effected, unless the interna-
tional application {8 withdrawn, within 1 month from
the date on which the International Burean has been
notified of the said declaration by the International
Searching Authority ; such communication shall be ac-
companied by an indication of the date of the notidca-
tion sent to the applicant under Article 17(2) (a).

(¢} The International Bureau shall send a notice to
the applicant indicating the designated Offices to which
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the communication has been effected and the date of
such communication. Such notice shall be sent on the
game day as the communication, Each designated
Office shall be informed, separately from the communi-
cation, ghout the sending and the date of mailing of
the notice. The notice shall be accepted by all desig-
nated Offices as conclusive evidence that the communi-
cation has duly taken place on the date speecified in the
notice. .

(d) Each designated Office shall, when it so requires,
receive fhe internatlonal search reports and the decla-
rations réferred to in Article 17(2){a) also in the
translation referred to In Rule 45.1.

{eY Where any designated Office has walved the re-
quirement provided under Article 20, the copies of the
documents which otherwise would have been sent to
that Office shall, at the request of that Office or the
applicant, be sent to the applicant at the time of the
notice referred to in paragraph (c).

1.2 Copies

(a) The coples required for communication shall be
prepared by the International Bureau.
{b) They shall be in sheets of A4 size.

4’5’.3 Languages

The Internations) applieation communicated under
Article 20 shall be in the language in which it is pub-
lished provided that if that language is ¢ifferent from
the languege in which it was filed it shall, on the re-
quest of the designated Office, be communicated in
either or both of these languages.

87 OFR 1.414  The United States Designated Office,
{(n) The United States Patent and Trademark Office
will act as & Designated Office for international appli-
eations in which the United States of America has been
designated ag a State in which patent protection is
deaired. :

{b) The Patent and Trademark Office, when acting
as a Destgnated Office during international processing
will be identified by the full title *United States Desig-
nated Office” or by the abbreviation “DO/US."

{c} The major functions of the United States Desig-
nated Office in: respect to international applications in
which the United States of America has been desig-
nated, include:

{1) Receiving various notifications throughout the
international stage;

{2) Accepting for regular national patentability ex-
gmination international applications which satiafy the
requirements of 36 U.8.C. B71; and .

(8) Conducting reviews under PCT Article 25 for
those international applications declared withdrawn.

The International Bureau communicates a
copy of the international application to each
designated Office, except the United States Pat-
ent and Trademark Office where that Office is
not only a designated Office but was also phe
Receiving Office and International Searching
Authority (35 U.S.C. 371(a)). The copy is pre-

Rev. 8, July 1080
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pared by the International Bureau and it is ac-
companied by a copy of any amendments to the
claims, and a copy of the international search
report or the declaration by the International
Searching Authority to the effect that no inter-
national search report will be established (PCT
Article 20(1)(a) and (2) and PCT Rules
47.1(a) and 47.2). The International! Bureau
also sends a notice to the applicant (from
PCT/1B/308) informing him of those Offices to
which it has sent the copies and the date on
which it was sent (PCT Rule 47.1(c)).

The International Bureau effects the said
communication of the international application
to the designated Offices promptly after publi-
cation.

The applicant may, if he so desires, transmit,
or ask the International Burean to transmit, at
any time, 2 copy of his international applica-
tion te any designated Office.

Further details may be found in PCT Article
13 and PCT Rule 31, It is to be noted that any
transmittal of this kind does not, in the absence
of an express request from the applicant, en-
title the designated Office to start processing the
international application in that Office. At the
express request of the applieant, however, any
designated Office may start processing or ex-
amining the international application earlier
(PCT Axticle 23(2)).

1887 Entry into the National (or Re-

gional) Phase Before the Desig-
nated Offices [R-3]

PCT ArTicre 22

Copy, Transiation, and Fee, to Designoted Offices

(1} The applicant ghall furnish a copy of the inter-
national application (unless the communication pro-
vided for in Article 20 has already taken place) and a
transiation thereof (as preseribed), and.pay the na-
tional fee (if any), to each designated Office not later
than at the expiration of 20 months from the priority
date. Where the national law of the designated State
requires the indication of the name of and other pre-
serlbed data concerning the inventer but allows that
these indications be furnished at a time later than that
of the filling of a national application, the applieant
shall, unless they were contained in the request, fur-
nish the said indications to the national Office of or
acting for that State not later than at the expiration
of 20 monthg from the priority date.

(2) Notwithstanding the provisions of paragraph
{1), where the International Searching Authorlty
makes a declaration, under Article 17(2)(a), that no
international search report will be established, the time
limit for performing the acts referred to in paragraph

Rev. 3. July 1980

MANUAL OF PATENT EXAMINING PROCEDURE

(1) of this Article shall be twg months from the date
of the notification sent to the applicant of the said
declaration.

{3} Any national law may, for performing the acts
referred to in paragraphs (1} or (2), ix time limits
which expire later than the tlme limit provided for in
those paragraphs.

PCT AwrtioLs 23
Delaying of National Procedure

(1} No designated Office shall process or examine the
international application prior to the expiration of the
applicable time Umit under Article 22,

(2) Notwithstanding the provigions of paragraph
{1}, any designated Office may, on the express request
of the applcant, process or examine the international
application at any time.

POT ArricLE 24
Poasible Loss of Bifect in Designated States

(1) Subject, in case {ii) below, to the provisions of
Article 25, the effect of the international application
provided for in Article 11(8) shall cease in any desig-
nated State with the same consequences as the with-
drawal of any national application in that State:

(1)} if the applicant withdraws his international
application or the designation of that State;

(iiy if the international application is considered
withdrawn by virtue of Articles 12(3), 14(1)(b),
14(8) (a), or 14(4), or if the designation of that
State is considered withdrawn by virtue of Article
14(3)(b);

(iil) if the applicant falls to perform the acts re-
ferred to in Article 22 within the applicable time
Hmit.

(2) Notwithstanding the provisions of paragraph
(1), any designated Office may maintain the effect
provided for in Article $1(3) even where such effect
ls not required to be maintained by virtue of Article
25(2).

PCT ArrioLe 26
Opportunily to Correot Before Designated Offices

No designated Office shall reject an international ap-
plication on the grounds of non-compliznce with the
requirements of thig Treaty and the Regulations with-
out first giving the applicant the opportunity to correct
the said application to the extent and according to the
procednrs provided by the national law for the same
or comparable situations in respect of national applica-
tions.

PCT Arricre 27
Nationgl Requiremenia

(1) No National law shall require compliance with
requirements relating to the form or contents of the

/. ™,



PATENT COOPERATION TREATY 1887

international application different from or additional (1} when the applicant iz 2 legal entity, of the
to those which are provided for in this Treaty and the name of an officer entitled to represent such legal
Regulations, entity,

(ii) of documents not part of the international

(2) The provisions of paragraph (1) neither affect application but which constitute proof of allegations

the application eof the provisions of Article 7(2) nor or statements made in that application, including the
preclude any national law from requiring, once the confirmation of the international application by the
processing of the international application has started signature of the applicant when that application, as
in the designated Office, the furnishing: filed, was signed by his representative or agent.

4921 Rev. 1, Jan, 1980
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(3} Where the applicant, for the purposes of any
deslgnated State, is not qualified according to the na-
tional law of that State to file a national application
because he !g not the Inventor, the international appli-
eation may be rejected by the designated Office.

{4) Where the national law provides, in respect of
the form or contents of national appieations, for re-
guirements which, from the viewpoint of applicants,
are more favorable than the reguirements provided for
by thiz Treaty and the Regulations in respect eof in-
ternational applications, the nationsl Office, the courts
and any other competent organs of or acting for the
designated’ State may apply the former requirements,
instead of the latter requirements, {o international &p-
plications, except where the applicant insists that the
requirements provided for by this Treaty and the Reg-
vlations be applied to hig International application.

(5) Nothing in this Treaty and the Regulations is
intended to be construed as prescribing anything that
would Hmit the freedom of esch Contracting State to
prescribe such substantive conditions of patentability
as it desires. In partienlar, any provision in this Treaty
and the Regulations concerning the definition of prior
art is exclusively for the purposes of the international
procedure and, congequently, any Contracting State is
free to spply, when determining the patentability of
an invention claimed in an international application,
the criteria of its natlonal law in respect of prior art
and other conditions of patentability not eonstituting
requirements as fo the form and contents of
applications,

(6) The national law may require that the applicant
furnish evidence in respect of any substantive condi-
tion of patentability preseribed by such law.

{(7) Any receiving Office or, once the processing of
the international application has started in the desig-
nated Office, that Office may apply the national law as
far as it relates fo any reguirement that the applicant
be represenfed by an agent having the right to rep-
regsent applicants before the sald Office and/or that the
applicant have an address in the designated State for
the purpose of receiving notifieations.

(8) Nothing in this Treaty and the Regulations is in-
tended to be construed as limiting the freedom of any
Contracting State to apply measures deemed necessary
for the preservation of its national security or to limit,
for the protection of the general economie interests of
that State, the right of its own residents or nationals
to file international applications.

PET Anmore 28

Amendment of the Cloims, the Descripltion, end the
Drawings, Before Designated Offices

{1) The applicant shall be given the opporiunity to
amend the claims, the description, and the drawings,
before each designated Office within the prescribed
time limit. No designated Office shall grant 4 patent,
or refuse the grant of 2 patent, before such time Hmit
hag expired except with the express consent of the
applicant.
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(2) The amendments shall not go beyond the dis-
clogure in the international application as filed unless
the national law of the designated State permits them
to go beyond the said disclogure.

{8) The amendments ghall be In accordance with the
national law of the designated State in all respecis not
provided for in this Treaty and the Regulations,

(4) Where the designated Office requires a transla-
tion of the international application, the amendments
ghall be in the language of the transglation.

POT Rure 49

Languages of Tronslations and Amounts of Fees Under
Article 22(1) and (2)

§9.1 Notifloation

(2} Any Contracting State requiring the furnishing
of a transiation or the payment of a national fee, or
both, under Artice 22, shaill notify the Interpational
Buresu of ;

(i) the languages from which and the language
into which it requires translation,
(i1) the amount of the national fee.

{b) Any notification received by the International
Bureau under paragraph {a) shsll be promptly pub-
lished by the International Bureau in the Gazette.

{¢) If the requirements under paragraph (a) change
later, such changes shall be notified by the Contracting
State to the International Burean and that Bureau
shall promptly publish the notification in the Gazette.
If the change means that translation ig required into a
language which, before the change, was not reguired,
such change shall be effective only with respect to in-
ternational applications filed later than 2 months after
the publication of the notification in the Gazette.
Otherwise, the effective date of any change shall be
determined by the Contracting State.

49.2 Laonguages

The language into which tranglation may be required
must be an official language of the designated Office.
If there are several of such Ianguages, no transiation
may be required if the international application is in
one of them. If there are several official languages and
9 translation musgt be furnished, the applicant may
choose any of these languages. Notwithstanding the
foregoing provisions of this paragraph, if there are
several officig} languages but the natienal law pre-
seribes the use of one such language for foreigners, a
translation into that language may be required.

49.8 Statements under Arlicle 19
For the purposes of Article 22 and the present Rule,
any statement made under Article 19(1) and any

indieation furnished under Rule 13bis.4 shall be con--

gidered part of the international application.
PCT Rure 50
Paculty Under Article 22(3)

50.1 Baercise of Faculty

{a) Any Contracting State allowing a time Hmit
expiring later than the time limits provided for im

Rev. 3, July 1980
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Artlcle 22(1) or {(2) shall notify the International
Bureau of the time limits so fixed. :

(b) Any notifieation received by the International
Bureau under paragraph (2) shall be promptly pub-
lished by the International Bureau in the Gazette.

(e) Notifications concerning the shortening of the
previcusly fixed time limit shall be effective in relatton
to international applications filed after the expiration
of 8 months computed from the date on which the
notifieation was published by the Internstional Bureau.

(d) Notifications concerning the lengthening of the
previoualy fixed time limit shall become effective upon
publication by the International Bureau in the Gazette
in respect of international applications pending at the
time or filed after the date of such publication, or, if
the Contracting State effecting the notification fixes
some later date, as from the latter date,

PCT Ruir 52

Amendment of the Claims, the Desoription, end the
Drawings, before Degipnated Offices

52.1 Time Limit

(a) In any designated State In which processing or
examination starts without speeclal request, the appli-

cant shall, if he so wishes, exercise the right under

Article 28 within one month from the fulfiilment of
the requirements under Article 22, provided that, if the
communication uader Rule 47.1 has not been effected
by the expiration of the time limit applicable under
Article 22, he shall exercise the said right not later
than 4 months after such expiration date. In either
case, the applicant may exercise the said right at any
other time if 30 permitted by the national law of the
aaid State,

{b) In any designated State in which the national
law provides that examination starts only on apecial
request, the time limit within or the time &t which the
applicant may exercise the right uider Article 28 shall
be the same as that provided by the national law for
the filing of amendmentis in the case of the examina-
tiom, on special request, of natlonal applications, pro-
vided that such time limit shall not expire prior to, or
such time shall not come before, the expiration of the
time Iimit applicabie under paragraph (a).

In order that his application may be proc-
essed by the Office (national or regional) which
grants (or refuses the grant of) a national (or
regional) patent, the applicant must, subject to
the exceptions stated in this paragraph, do the
following things:

(i) The applicant must pay the national fee
to each designated Office not later than at the
expiration of 20 months from the priority date
(PCT Article 22(1)), unless more time is al-
lowed by the Designated Office.

(i) Depending on the language of the inter-
national application, the applicant may have to
furnish a translation of the international appli-
cation to the designated Office. The preparation
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of the translation is the applieant’s responsibil-
ity. The translation must reach the designated
Office not later than at the expiration of 20
months from the priority date (PCT Article 22
(1) and 35 U.S.C. 371 (¢) (2) ). Where the appli-
cant has amended the claims by fling amend-
ments with the International Bureaun, he will
have to furnish the translation also of the origi.
nal claims, and if he has filed a statement ex-
plaining the amendments, a translation of that
statement into the same language as that into
which the international application is translated
must be attached to the translation of the inter-
national application (PCT Article 28(4) and
PCT Rules 49.1(a) (i) and 49.2). L
(iii) Where the International Bureau has not
yet communicated 2 copy of the international
application to the designated Office, the appli-
cant must furnish a copy of the international
application {(that is, a cso%y in its original langu-
age) to the designated Office not later than at the
expiration of 20 months from the %riority date.
The applicant will receive form PCT/1B/308
from the International Bureau indicating the
date of mailing of the communications as well
as the designated Offices to which the communi-
(zafiion of copies was effected (PCT Rule 47.1
c)).
(1v) In respect of certain designated Offices,
the applicant must furnish, if it 1s not already
contained in the “Request” part of the interna-
tional application, the name and certain other
data concerning the inventor (PCT Articles 4
(1) (v) and 4(4)).

AMENDMENT OF THE INTERNATIONAL
Arprrcation v THE “Narronarn Paase”

The applicant is permitted to amend the
claims, the description and the drawings before
the designated Offices. Any such amendments
must be submitted within the given time limit.

generally within one month of the payment of

the national fees and the furnishing of a transla-
tion, if necessary (PCT Article 28 and PCT
Rule 52). The amendments must not go beyond
the disclosure in the international application
as filed except where the law of the designated
State permits them to go beyond the said dis-
closure. The amendments must be in accordance
with the law of the designated State in all re-
spects not provided for in the PCT. The amend-
ments must be presented in the language of the
translation of the international application, if a
translation was required.

1889 Representation Before the
Designated Office

Any designated Office may, once the process-
ing of the international application has started
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in that Office, apply the national (regional) law
as far as it relates to any requirement that the
applicant be represented by an agent having the
mg%t to represent applicants before the said Of-
fice and/or that the applicant have an address
in the designated State for the purpose of re-
ceiving notifications (PCT Artiele 27(7)).

1890 Requirements To Enter Stage in
United States of Ameriea

85 U.8.C. 371 National stage: Commencement. (a)
Receipt from the International Bureau of copies of
international applcations with amendments to the
claims, if any, and international search reports is re-
quired in the case of all- international applications
designating the United States, except those filed in the
Patent Office.

() Subject to subsection (£) of this section, the na-
tional stage shall commence with the expiration of
the applicable time limit under article 22 (1) or (2)
of the treaty, at whieh fime the applicent shall have
complied with the applicable requirements specified in
subsection (¢) of this seetion.

{¢) The applicant shall file in the Patent Office—

{1) the nations] fee preseribed under section 376
(a) {4) of this part;

{2) 8 copy of the international application, unless
- not reguired under subsection (a) of thiz section or
already received from the International Burean, and
a verified translation into the English language of
the international application, if it was filed in an-
other language;

(3} amendments, if any, to the ¢laims in the inter-
national applieation, made under article 19 of the
treaty, unless sueh amendments have been com-
municated to the Patent Office by the Interna-
tional Bureau, and w translation into the English
Ianguage if such amendments were made in another
Iang’uage;

{4) an oath or declaration of the inventor (or
other person authorized under chapter 11 of this
title) complying with the requirements of section
115 of this title) and with regulations prescribed for
oaths or declarations of applicants.

{d) Failure to comply with any of the requirements
of subsection (¢) of this gection, within the time limit
provided by article 22 (1) or (2) of the treaty shall
result in abandonment of the internutional application,

(e} After an international application has entered
the national stage, no patent may be granted or refused
thereon before the expiration of the applicable time
Hmit under article 28 of the {reaty, except with the
‘express congent of the applicant. The applicant may
present amendments to the mpecification, claims, and
drawings of the application after the national stage
has commenced.

(f) At the express request of the applicant, the na-
tional stage of processing may be commenced at any
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"time at which the application is in order for such pur-

pose and the applicable requirements of subsection (¢)
of this section hrave been complied with.

35 U.K8.C. 372 Notiongl stege: Reguirements ond
procedure, (a) All questions of substance and, within
the scope of the requirements of the treaty and Regula-
tiong, procedure in an international application desig-
nating the United States shall be determined as in the
cage of national applications regularly filed in the
Patent Office.

{b) In case of international applications designating
but not originating in, the United States—

(1) the Commissioner may cause to be reexamined
guestions relating fo form and confents of the appli-
cation in accordance with the reguirements of the
treaty and the Regulations; )

(2) the Commisstoner may cause the guestion of
unity of invention to be reexamined under section 121
of this title, within the scope of fhe reguirements of
the treaty and the Regulations.

“{e) Any claim not msearched in the intermaticnal
stage in view of u holding, found to be justified by the
Comrmigsioner upon review, that the intermational ap-
plication did not comply with the requirement for unity
of invention under the treaty and the Regulations, shall
he considered canceled, unless payment of a special
Tee iy made by the applicant. Such special fee shall be
paid with respect to each claim not searched in the in-
ternational stage and shall be submitted not later than
one month after g notice was sent to {he appleant in-
forming him that the said holding was deemed to be
justified. The payment of the special fee shall not pre-
vent the Commissioner from reguiring that the inter-
national application be regtricted to one of the inven-
tions claimed therein under section 121 of this title, and
within the scope of the requirements of the treaty and
the Regulations.

87 CFR 1.81 Filing of epplication in the United States
of Americe as a Designated Office. (a) To maintain
the benefit of the international filing Gate and obtain
an examination as to the patentability of the invention
in the United States, the applicant shall furnigh to the
U.8. Patent and Trademark Office not later than the
expiration of 20 months from the priority date: (1) A
copy of the international application with any amend-
wments, unless it has been previously furnished by the
Tnternational Bureau or unless it wag originally filed
in the U.8. Patent and Trademark Office; (2) a veri-
fied transiation of the international application and a
transiation of any amendments into the English lan-
gaage, if originally flled elsewhere in another lan-
guage; (8) the national fee (see § 1.445(a) (4)); and
(4) an oath or declaration of the inventor (see § L.Y0).

(b) Where an Infernationa! Searching Authority
has made a declaration that no international search
report will be established because the international
application relates to subject matter which it is not re-
quired to search, or because the application fails te
comply with the prescribed requirements to such an
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extent ‘that & meaningful search could not be carried
ouf, the time for performing the acts referred to in
paragraph (4) of this section is 2 months from the
mailing date of the declaration to the applicant.

87 CFR 170 Content of oath or declaration relating
to content of and amendments ¢ an application under
85 U.8.0. 371(e) (4). (a) (1) When an applicant of an
international application, if the inventor, desires to
enter the national stage under 35 U.8.C. 871, he or she
must specifically identify the international application
and any amendments thereto and state that he or she
has reviewed the referred to application and any
amendments, and that he or she verily believes himself
or herself to be the original and first inventor or dis-
coverer of the process, machine, manufacturer, composi-
tion of matter, or improvement thereof, for which he or
she solicits a patent; that he or she dees not know and
does not believe that the same was ever known or used
in the United States of America before his.or her in-
vention or discovery thereof, and shall state of what
country he or she is a citizen and where he or she resides
and whether he or she is a sole or joint inventor of the
invention claimed in his or her international applica-
tion as filed or as amended. In every application the
applicant must distinctly state that to the best of his
of her knowledge and belief the invention has not been
in ptiblie use or on sale in the TUnited States of America
more than one year prior to his or her international
application, or patented or described in any printed
publication in any country before his or her invention
or more than one year prior to his or her international
application, or patented or made the subject of an in-
ventor's certificate in any foreign country prior to the
date of his or her international appHeation on an ap-
plication filed by himself or herself or his or her legal
representatives or assigns more than twelve months
prior to his or her international application. He or she
must acknowledge a duty to disclose information he or
ghe is aware of which is material to the examination
of the application. He or she shall state whether or not
any application for patent or inventor’s certificate on
the same invention has been filed in any foreign coun-
try, either by himself or herself, or by his or her legal
representatives or assigns. If any such application has
been filed, the applicant shall name the country in
which the earliest such application was filed, and shall
give the day, month, and year of its filing; he or she
shall also identify by country and by day, wonth, and
year of filing, every such foreign application filed more
than twelve months before the filing of the interna-
tional application.

(2} This statement (i) must be subseribed to by the
applicant, and (ii) must either (a) be sworn to (or
affirmed) as provided in §1.86, or (b) inclede the per-
sonal declaration of the applicant as preseribed in
§ 1.68.

(b) If the international application was made as
provided in §§ 1.422, 1.428 or 1.425, the applicant shall
state hig or her relationship to the inventor and, upon
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information and belief, the facts which the inventor
is required by this section to state,

87 CFR 3.56 Ouath to Ye filed with the United States
Designated Office under 36 U.8.0. 371(e){4). As a be-
low named inventor, being duly sworn (or affirmed),
I depose and say that:

My regidence, post office address, and citizenship are
as stated below next to my name; ,

I verily believe I am the original, first and sole in-
ventor {if only one name is Hsted below) or a joint
inventor (if plural inventors are named below) of the
invention entitled:

described and claimed in international application No.

filed , and as amended on -
(if any), which I have reviewed and for which
I solicit a patent;

I do not know and do not believe the same was ever
known or used in the United States of America before
my or our invention thereof, or patented or described
in any printed publication in any countiry before my or
our invention thereof or more than one year prior to
my international application, that the same was not in
public use or on sale in the United States of America
more than one year pricr to my international applica-
tion, that the invention has not been patented or made
the subject of an inventor's certificate issued before the
date of my internationazl application in any eountry
foreign to the United States of America on an applica-
tion filed by me or my legal representatives or assigns
more than twelve months prior to my international
application, that I acknowledge my duty o disclosge in-
formation of which I am aware which is material to
the examination of this application, and that no ap-
plication for patent or inventor’'s certificate on this in-
vention has been flled in any country foreign to the
United States of America prior to this application by
me or my legal representatives or assigng except as
follows: :

Fuall name of sole or
first inventor
Inventor's signature

Residence
Citizenship
Post office address
Fuall name of second
joint inventor,
if any
Second Inventor's
signafure

Residence
Citizenship
Post office address
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{Supply similar information and slgnature for third
and subsequent joint inventors)

i1

Sworn to and subscribed pefore me thig —— day of
_— 1— —————

[Seal]

(Official character)

37 OFR 3.57 Declaration to be filed with United
States Designoted Office under 35 U.8.0. 371(c) (§).
As a below named inventor, I hereby declare that:

My residence, post office address and citizenship are
as stated below next to my name;

1 verily believe ¥ am the original, first and sole in-
ventor (if only one name ig lsted below) or a joint
inventor (if plural inventors are named below) of the
invention entitied:

degeribed and claimed in international application No.
filed and as amended on

(if any), which I have reviewed and for which
1 solicit a patent;

I do not know and do not believe the same wasg ever
known or used in the United States of Ameriea before
my or our invention thereof, or patented or described

-in any printed publication in amny couniry before my
or our invention thereof or more than one year prior
to my internatfiona) application, that the same was not
in public usze or on sale in the United Ststes of America
more than one year prior to my international applica-
tien, that the invention has not been patented or made
the subject of an inventor's certificate issued before
the date of my international application in any country
foreign to the United States of America on an applica-
tion filed by me or my legal representatives or assigns
more than twelve months prior to my international
application, that I acknowledge my duty to disclose
information of which I am aware which is material
to the examination of thig application, and that no ap-
plication for patent or inventor’s certificale on thig in-
veniion has been filed in any couniry foreign to the
United Btates of America prior to this application by
me or my legal representatives or assigns, eXcept as
follows:

I hereby declave that all statements made berein of
my knowledge are true and that all statments made on
information and belief are believed to be true; and
further that these statements were made with the
knowledge that willful false statements and the like
so made are punishable by fine or imprisonment, or
both, under Section 1001 of Title 18 of the United
Btates Code and that such wiliful false statements may
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jeopardize the validity of the application or any patent

issued thereon.

Fuli name of sole or
first inventor

Inventor's signature

Residence
Citizenship
Post office address

Foll name of gecond
joint inventor,
ifany

Second Inventor's
gignature

: Date
Residence
Citizenship

Post office address —

{Supply similar infermation and signature for third
and subseguent joint inventors.)

The United States national stage commence-
ment requirements are set forth in 35 U.S.C.
371 and 372. In order to retain the international
filing date and enter the national stage in the
United States, and unless the international ap-
plication was filed in the United States Receiv-
mg Office or was already received from the In-

-ternational Bureau, the applicant, who must be

the inventor for the United States (35 U.S.C.
873), must timely file in the Patent and Trade-
mark Office (87 CFR 1414) the following
items:

(i) a co%y of the international application
and a verified English translation thereof, if
Necessary, .

(ii) Amendments to the claims which were
made before the International Buresu, if any,
and an English translation thereof, if
necessary,

(ii1) an oath or declaration of the inventor
(37 CFR 1.70, 3.56 and 8.57) and

(iv) the national filing fee (35 U.S.C. 41
(a) (1), 376 (4)) and 37 CFR 1.445(a) (4).
The applicant must submit these items not

later than the expiration of 20 months from the
priority date to avoid abandonment of the ap-
plication (85 U.S.C. 371(d) and PCT Article
22). At 20 months the applicant may also file
copies of the prior art cited in the Search
Report.

After filing, the applicant has the right to
amend the application before the Designated
Office within one month after entry into the na-
tional state. The amendment may effect the de-
seription, claims and drawings, but may not add
new matter. It should be noted that the time
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limit of 20 months from the priority date ap-
plies irrespective of whether the international
search report is available.

It should be noted that the 20 months in-
dicated in items (i), (ii) and (iv) above, ex-
pires earlier where the International Searching
Authority makes a declaration to the effect that
no international search report will be estab-
lished (PCT Article 17(2) (a) ) ; such a declara-
tion is notified to the application by the Inter-
national Searching Authority; the time limit is
then two months from the date of the notifiea-
tion of the said-declaration sent to the applicant
(PCT Article 22(2), PCT Rule 44.1 and 37
CFR 1.61).

Entry into the national stage may also oceur
earlier at the express request of the applicant
under the provisions of 35 U.S.C. 871 (lf). In
order that earlier entry into the national stage
may take place, the applicable requirements of
35 11.8.C. 371 (e) must be received by the United
States Patent and Trademark Office. Require-
ments such as the Search Report and any
amendments to the claims must be submitted
promptly after they are made available, if not
submitted with the other requirements of 35
U.8.C. 371 (c}.

EarLy ProCESSING OF APPLICATION AT THE
U.8. Naronarn Stage

National stage processing in the United
States Patent and Trademark Office will nor-
mally not begin until after the expiration of the
applicable time limit under PCT Axrticle 22 (35
U.K.C. 371(b)).

This is true even if the applicant fulfills the

‘requirements of 35 U.8.C. 871(c), paragraphs

(1), (2), and (4) to obtain an early prior art
date well before the expiration of the above
mentioned time limit.

- Applicants may, however, expressely request
early processing at any time after the applica-
ble requirements of 35 UJ.8.C. 371(¢) have been
compiled with. If a proper express request for
early processing is received, the international
application will promptly be assigned a na-
tional serial number and be forwarded for
examination.

Prior Arr StareMrENT BEQUIREMENT FOR
Unrrep StaTes

If the United States of America is designated,
8 prior art statement under 87 CFR 1.97 and
1.98 should be filed at the time of entering the
national state (35 U.S.C. 371(b) or (f)) or
within three months thereafter. For purposes of
37 CFR 1.97(a) the date of entry into the
national stage is considered to be “the time of
filing the application”,
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Unrrep States Drawine BEQUIREMENTS

. When the nature of the subject matter of the
invention admits of illustration by the drawing
and the applicant has not furnished such a
drawing, the Commissioner of Patents and
Trademarks may require the submission of such
a drawing within a time period of not less than
two months from the sending of a notice to the
applicant (35 U.S.C. 113, and 37 CFR 1.81 and
83). Accordingly, whenever filing international
applications which designate thegUnited States,
applicants may wish to routinely furnish 2
drawing with each application in w%ich the sub-
jeet matter “admits of illustration by a draw-
mg” even though the drawing is not deemed
1zzi‘ecesssu'y for the understanding of the inven-
ion.

1895 Review Under PCT Article 25
PCT Arricrw 25

Review by Designated Ofices

(1) (a) Where the receiving Office has refused to ge-
cord an international filing date or has declared that
the international application is considered withdrawn,
or where the International Bureau has made & finding
under Article 12(3), the International Bureau shall
promptly send, at the request of the applicant, copies
of any document in the fle to any of the designated
Offices named by the applicant. )

(b) Where the receiving Office has declared that the
designation of any given State is considered with-
drawn, the International Bureau shall prompily send,
at the request of the applicant, copies of any document
in the flle to the national Office of such State.

‘{¢) The request under subparagraphs (a) or (b)
shall be presented within the preseribed time limit, -

(2) (a) Suvbject -to the provisions of subparagraph
(b), each designated Office shall, provided that the
national fee (if any) has been paid and the appropriate
{ranslation (as prescribed) has been furnished within
the preseribed time limit, decide whether the refusal,
declaration, or finding, referred to in paragraph (1)
was justified under the provisions of this Treaty and
the Regulations, and, if it finds that the refusal or
declaration was the result of an error or omission on
the part of the receiving Office or that the finding was
the resuit of an error or omission on the part of the
International Bureau, it shall, as far as effects in
the State of the designated Office are concerned, treat
the international application as if such error or omis-
sion had not oceurred.

{b) Where the record copy has reached the Interna-
tional Bureau after the expiration of the time limit
prescribed under Article 12(3) on account of any error
or ontigsion on the part of the applicant, the provisions
of subparagraph (a) shall apply only under the cir-
cumstances referred to in Article 48(2).
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PCT RuLe 51
Review by Designated Ofices

51.1 Time Limit For Presenting the Request to Send
Copies :

The time limit referred to in Article 25(1) (e) shall
be 2 months computed from the date of the notifica-
tion sent to the zpplicant under Rules 20.7(i), 24.2(b),
28.1 (a) (i1}, or 28.1(b).

51.2 CQopy of the Notice

Where the applicant, after having received a negative
determination under Article 31(1), requests the Inter-
national Bureau, under Article 25(1), to send copies of
the file of the purported international application to
any of the named Offices he ham attempted to desig-
nate, he shall attach to his request & copy of fhe notice
referred to in Rule 20.7(1).

51.8 Time Idmit for Paying Nationel Fee and Furnish-
ing Translotion
The time limit referred to in Article 25(2) (#) shall
expire at the same time as the time limit prescribed
in Rule 51.1.

51.} Notification to the International Bureau

Where, under Article 25(2), the competent desig-
nated Office decides that the refusal, declaration or
finding referred to in Article 25(1) was not justified,
it shall promptly notify the International Bureau that
it will treat the internsational application as if the error
or omission referred to in Article 25(2) had not
oecurred.

35 U.8.0. 866 Withdrown internationel epplicetion.
Subject to section 387 of this part, if an international
application designating the United States is withdrawn
or considered withdeawn, either generally or as to the
United States, under the conditions of the freaty and
the Regulations, before the applicant has complied with
the applicable requirements prescribed Ly section 371
(e) of this part, the designation of the United States
shall have no effect and shall be considered as not
having been made. However, such international appli-
cation may serve as the basis for a claim of priority
under section 865 {(a) and (b) of this part, if it desig-
nated a country other than the United States.

85 U.8.C. 367 Aclions of other authorities: Review.
{4) Where a Receiving Office other than the Patlent
Office has refused to accord an international filing date
to an international application designating the Dnited
States or where it has held such application to be
withdrawn either generally or as to the United States,
the applicant may request review of the matter by the
Commissioner, on compliance with the requirements of
and within the time limits specified by the treaty and
the Regulations. Such review may result in a deter-
mination that such application be considered as pend-
ing in the national stage.

(b) The review under subsection (a) of this section,
subject to the same requirements and conditions, may
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also be requested in those instances where an interna-
ttonal application designating the United States iz con-
pidered withdrawn due to a finding by the Inferpa-
tional Bureau under Articlie 12(3) of the treaty,

PCT Article 25 and 35 U.S.C. 367 provide for
review by the United States Designated Office
of decisions by another Receiving Office (1) re-
fusing to grant a filing date or (2) withdrawing
the international application or the designation
of the United States of America.

1896 Effect of U.S. Patent Issued on
an International Application

POT Arricie 46
Incorrect Trenslotion of the International Application

If, beeause of an incorrect translation of the interna-
tional application, the scope of any patent granted on
that application exceeds the scope of the international
appHeation in its original language, the competent
authorities of the Contracting State concerned may
accordingly and retromctively limit the scope of the
patent, and declare it null and veid to the extent that
its scope has exceeded the scope of the international
application in its original language.

35 U.8.0. 815 Patent issucd on internationel appli-
cation: Effect. (a) A patent may be issued by the
Commissioner based on an international application
designating the United States, in accordance with the
provisions of this title. Subject to section 102{(e) of
this titte, such patent shall have the force and effect
of & patent issued on a national application filed under
the provisions of chapter 11 of thig title,

(b) Where due to an incorrect {ranslation the scope
of a patent granted on an international application
designating the United States, which was not originally
filed in the English language, exceeds the scope of the
international application in its original language, o
eourt of competent jurisdietion may retroactively limit
the scope of the patent, by declaring it unenforeeable
to the extent that it exceeds the scope of the inter-
ngtional application in its original language,

A patent issued on an international applica-
tion has the same force and effect as a patent
issued on a national application except that a
court may retroactively limit the scope of a
patent if it is too broad because of an incorrect
translation, 85 U.8.C. 375.

1897 Filing and Prior Art Effect in
United States of America

85 V.8.0. 368 International aepplication designating
the United Stetes: Effect. An international application
designating the United States shall bave the effect,
from its international filing date wunder article 11 of
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the treaty, of a national application for patent regu-
larly filed in the Patent Office except as otherwige
provided in section 102(e) of this title,
3% OFR 1.55 Serial number and fling date of
plication. :
E 3

ap-

* * *®

(d) The filling date of an international application
designating the United States of America shall be

#*

treated ag the filing date in the United States of

America under PCOT Article 11 (3

}, except as provided
in 35 U.8.C, 102(e). . '
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The prior art effect under 35 U.S.C. 102(e)
begins on the date the applicant has fulfilled the
requirements of 35 U.S.C. 871(¢), (1), (2) and
(4(%. These requirements are that the national
filing fee, 2 copy of the international application
and's verified English translation thereof, if it
was filed in another language, and an oath or
declaration be filed in the Patent and Trade-
mark Office. The internationsl application also
becomes prior art when it is published promptly
after the expiration of:18 months from the
priority date, or earlier at applicant’s request.
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