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1801 Basic PCT Principles

Magor CONCEPTS

The Patent Cooperation Treaty (PCT) is an
international agreement to which the United
States of America is a party, which provides
for the filing of patent applications on the same
invention in a number of ecouniries. The PCT
enables the U.S. applicant to file one applica-
tion, “an international application”, in & stand-
ardized format in English in the Receiving Of-
fice (the U.S. Patent and Trademark Office),
and have that application acknowledged as a
regular national filing in as many member coun-
tries to the PCT as the applicant “designates”
that is, names, as countries in which patent pro-
tection is desired. The PCT also provides that
the appleation will be subjected to a search for
published disclosures which are capable of as-
sisting in the determination of whether the in-
vention disclosed in the application is new and
unobvious. Upon payment of national fees and
the furnishing of a translation, usually some
twenty months after the filing of the earliest
application for the invention, the application
will be subjected to national procedures in each
of the designated countries.

The PCT offers an alternative route to filing
patent applications directly in those countries
which are members of the PCT. Tt does not pre-
clude taking advantage of the priority rights
and other advantages provided under the Paris
convention (PCT Article 1)}. The PCT provides
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an additional and optional foreign filing route
to United States applicants.

PCT Agpricie 1

Bstablishment of @ Union

{1) The States party to this Treaty (hereinafter
called “the Contracting States”) constitute a ¥nion
for cooperation in the filing, searching, and examina-
tion, of applications for the protection of inventions,
and for rendering special technieal services, The Union
ghall be known as the Infernational Patent Coopera-
tion Union.

{2) No provision of this Treaty shall be interpreted
as diminishing the rights under the Paris Conven-
tion for the Protection of any county party to that
Convention.

The PCT has also substantially harmonized
the formal requirements of applications for the
member countries and the EKuropean Patent
Convention (EPC).

The PCT also provides new filing and search-
ing procedures whereby much of the processing
and transmittal of papers is done for the ap-
plicant by the various national patent offices
acting as international authorities and the In-
ternational Bureau (IB) of the World Intel-
lectual Property Organization (WIPO) in Ge-
neva, Switzerland, which administers the
Treaty.

Bagic Frow

To understand the PCT, it is important to
know the basic flow of an international appli-
cation under the PCT. This flow is illustrated
on the next page. .

Tt-ig-expected that, in most instances a na-
tional T.8. application (NA), will-bé filed first,
since- the-applicant can obtain a.search for-a.
relativelydow U.S. filing fee.- An international
application for the same subject matter will
then be filed subsequently within the priority
year provided by the Paris Convention and
claim the priority benefit of the U.S, national
application filing date.

Rroprvive Orrrcz (RO)

The international application (IA) must be
filed in a Receiving Office (RO) (PCT Article
10). The United States Patent and Trademark
Office will act as a Receiving Office for United
States residents and nationals (35 USC 361
{a)). The Receiving Office functions as the fil-
ing and formalities review organization for in-
ternational applications. International applica-
tions must contain wpon filing the designation
of those countries in which patent protection is
. desired and must meet certain standards for
completeness and formality (PCT Articles 11
(1) and 14(1) ).
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Where a priority claim is made, the date of
the earlier filed national application is used as
the date for determining the timing of interna-
tional processing, including the various trans-
mittals, the payment of certain international
and national fees, and publication of the ap-
plication. Where no priority claim is made, the
international fling date will be considered to
be the “priority date” for timing purposes (PCT
Article 2(xi} ).

The international application is subject to the
payment. of certain fees upon filing and at the
expiration of 12 months from the priority.date
(PCT Article 11(3) and 35 USC 363Y. The Re-
ceiving Office will grant an international filing
date to the application, collect fees, handle in-
formalities directly with the applicant, and
monitor all corrections, 35 USC 861(d). By 13
months from the priority date, the Receiving
Office is required to prepare and transmit a copy
of the international application, called the
Search Copy (SC), to the International Search-

ing Authortty (ISA); and another copy, called

the Record Copy (RC), to the International Bu-
reat (PCT Rules 22.1 and 23). A third copy of
the international application, the Home Copy
(HC), remains in the Receiving Office (PCT
Article 12(1)). Once the Receiving Office has
transmiited copies of the application, the Inter-
national Searching Authority becomes the focus
of international processing.

INTERNATIONAL SEARGHING- A.UTHORI’I‘Y
(TSA)

The basic function of the International
Searching Authority (ISA) is to conduct a
prior art search of inventions claimed in inter-
national applications; it does this by searching
in at least the minimum decumentation defined
by the Treaty (PCT Articles 15 and 16 and
PCT Rule 34). The U.8. Patent and Trademark
Office acts as an International Searching Au-
thority for U.S. residents and nationals. The
International Searching Authority is also re-
sponsible for checking the content of the title
and abstract (PCT Rules 37.2 and 382). An
Tnternational Search Report (SR) will normal-
ly be issued by the International Searching
Authority within three months from the receipt
of the Search Copy (usually 16 months after
the priority date) (PCT Rule 42). Copies of
the International Search Report and prior art
cited will be sent to the applicant and the
Tnternational Bureau (PCT Rules 48 and 44.1).
The Search Report will contain a listing of those
documents found to be relevant and will iden-
tify the claims in the application to which they
are pertinent; however, no judgments or state-
ments as to patentability will be made (PCT
Rule 48.10). Once the International Search Re-
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port has been completed and transmitted,
international grocessmg continues before the
International Bureau,

InteryaroNan Boresu (IB)

The basic functions of the International
Bureau (IB) are to maintain the master file of
all international applications and to act as the
publisher and central coordinating body under
the Treaty. The World Intellectual Property
Organization in Geneva, Switzerland performs
the duties of the International Bureau.

If the applicant has not filed a certified copy
of the priority document in the Receiving Office
with the international application, or requested
upon filing that the Receiving Office prepare
and transmit to the International Bureau a
copy of the prior U.S. national application, the
priority of which is claimed, the applicant must
submit such a document directly to the Inter-
national Bureau not later than 16 months after
the priority date.

The applicant has normally two months from
the date of transmittal of the International
Search Report to amend the claims by filing an
amendment directly with the International
Bureau (PCT Article 19 and PCT Rule 46).
The International Bureau will then normally
publish (PS) the international application along
with the Search Report and any amendment
(Amdt) at the expiration of 18 months from
the priority date (PCT Article 21). The mter-
national publication will be in pamphlet form

1801

with a front page containing bibliographical
data, the abstract, and a figure of the drawing
PCT Rule 48). The pamphlet will also contain
the search report and any amendments to the
claims submitted by the applicant. If the ap-
plication is published in a %Janguage other than
English, the search report and abstract are also
published in English, The International Bu-
reau will also publish s Gazette in the French
and English languages which will contain in-
formation similar to that on the front pages of
international applications, various indexes, and
announcements (PCT Rule 86). The Interna-
tional Burean will also transmit copies of the
international application to all the Designated
Offices (PCT Axticle 20 and PCT Rule 47).

Desiewarsp Orrcz (DO)

Twenty months from the priority date of the
international application, the applicant must
send to each Designated Office any required
translations and the appropriste national or
regional filing fees unless the individual Des-
ignated Office grants additional time (PCT
Article 20). The applicant also has the right to
amend his application within one month after
the payment of his national fees. After this
month has expired (PCT Article 28 and PCT
Rule 52), each Designated Office will make iis
own determination as to the patentability of the
application based upon its own specific national
or regional laws (PCT Axticle 27(5)).

BASIC FLOW OF AN INTERMATIONAL APPLICATION
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1802 PCT Definitions
ARTICLE 2
Definitions

For the purpose of this f'reaty and the Regulations
and unless expressly stated otherwise:

(i) “application” means an application for the
protection of an invention; references to an “ap-
plication” shall be construed as references to ap-
plications for patents for inventions, inventors’
certificates, utility certificates, utility models, pat-
ents or certificates of addition, inventors’ certificates
of addition, and utility certificates of addition;

(i) references to a “patent” shall be construed
as references to patents for inventions, inventors’
certificates, utility certificates, wtility models, pat-
ents or certificates of addition, inventors’ certificates
of addition, and utility certificates of addition:

(iii) “national patent” means a patent granted
by a national authority;

(iv) “regional patent” means a patent granted by
a national or an intergovernmental authority having
the power to grant patents effective in more than
one State;

{v) “regional application” means an application
for a regional patent;

(vi) references to 2 “national application” shall
be conatrued as references to applications for na-
tional patents and regional patents, other than ap-
plications filed under this Treaty;

(vii} “International application” means an appli-
cation filed under this Treaty;

(viil) references to an “application” shall be con-
strued as references to international applications
and national applications; .

(ix) references to a “patent” shall be construed as

references to mnational patents and regional
patents;

(x) references to “national law” shall be con-
strued as references to the national law of 2 Con-
tracting State or, where a regional application or a
regional patent is involved, t¢ the treaty providing
for the filing of regional applications or the grant-
ing of regional patents;

(xi) “priority date,” for the purposes of comput-
ing time limits, means:

(a) where the international application con-
tains a priority claim under Artiole 8, the filing
date of the application whose priority is so
claimed ;

(b} where the international application containg
several priority claims under Article 8, the filing
date of the earliest application whose priority is
80 claimed;

(c) where the international application does
not contain any priority claim under Article 8, the
international filing date of such application ;
(xii) “national Office” means the governinent au-

thority of a Contracting State entrusted with the
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granting of patents; references to a “national Qffice”
shall be construed as referring also to any inter-
governmental authority which several States have
entrusted with the task of granting regional patents,
provided that at least one of those States is a Con-
tracting State, and provided that the said States
have authorized that authority to assume the obliga-
tiong and exercise the powers which thig Treaty and
the Regulations provide for in respect of national

Officey ;

(xiii) “designated Office” means the nakional Of-
fice of or acting for the State designated by the ap-
plicant under Chapler I of thig Treaty;

{ziv) “elected Office” means the national Office
of or acting for the State elected by the applicant
under Chapter X1 of this Treaty;

(xv) “recelving Office” means the national Office
or the intergovernmental organization with which
the international application has heen filed ;

{xvi} “Union” means the International Patent Co-
operation nion;

(xvii) “Assembly” means the Assembly of the
Union ;

(xviii) “Organization” means the World Intellee-
tual Property Organization ;

(zix) “International Bureau” means the Interna-
tional Bureau of the Organization and, as long as
it subsists, the United Imternational Bureaux for
the Protection of Intellectual Property (BIRPI);

(xx) “Director General” means the Director
General of the Organization and, as long as BIRPY
subgists, the Director of BIRPT.

PCT Rurs 2
Interpretation of Certain Words
2.1 “Applicant”

Whenever the word “applicant” is used, it shall be
construed as meaning also the agent or other repre-
sentative of the applicant, except where the contrary
clearly follows from the wording or the nature of the
provision or the context in which the word is used,
such ag, in partieular, where the provision refers to
the residence or nationality of the applicant,

2.2 “Agent”?

Whenever the word “agent” is used, it shall be con-
strued as meaning any persen who has the right to
practice before international quthorities as ‘defined in
Article 49 and, unless the contrary clearly follows
from the wording or the nature of the provigion, or
the context in which the word is used, also the com-
men representative referred to in Rule 4.8,

2.8 “Signatyre”

Whenever the word “signature” is used, it shall be

understood that, if the national law applied by the
receiving Office or the competent International Search-
ing or Preliminary Examining Authority requires the
nge of a seal instead of a signature, the word, for the
purposes of that Office or Authority, shall mean seal.
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85 U.8.C. 851 Definitions. When used in this part
unless the context otherwise indieates—

(2} ‘The term ‘treaty’ means the Patent Coopera-
tion Trealy done at Washington, on June 19, 19710,
exeluding chapter II thereof,

(b) The term ‘Regulations’, when capitalized,
means the Regulations under the treaty excluding part
C.-ihereof, done at Washington on the same date as
the treaty. The term ‘regulations’, when not capital-
jzed, means the regulations established by the Com-
misstoner under this title.

(e¢) The terma ‘international application’ means an
application filed under the treaty.

(d) The term ‘international application originating
in the United States’ means an international applica-
tion filed in the Patent Office when it is acting as a
Receiving Office under the treaty, irrespective of
whethier or not the United States has been designated
in that international applieation.

(e) The term ‘Gnternstional application designating
the Dnited Stafey’ means an international application
specifying the United States as a country in which a
patent is sought, regardiess where such international
application ig filed.

(£) The term ‘Receiving Office’ means a national
patent office or intergovernmental organization which
receives and processes internafional applications as
preseribed by the treaty and the Regulations,

(g) The term ‘International Searching Authority’
means & pational patent office or intergovernmental
organization as appointed under the trealy which
processes internationsl appleations as prescribed by
the treaty and the Regulations,

(h) The term ‘International Bureau' means the in-
ternational intergovernmental organization which is
recognized as the coordinating body under the treaty
and the Regulations,

(i} Terms and expressions not defined in this part
are {o be taken in the senge indicated by the treaty and
the Regulations.

8% OFR 1.401 Definitions of terms under the Patent
Cooperation Treedy. (a) The abbreviation “PCT” and

the ferm “Treaty” mean the Patent Cooperation
Treaty,
{(b) “International Bureau"” means the World In-

tellectual Property Organization located: in Geneva,
Switzerland.

(¢) “Administrative Ingtructions” means that body
of Instructions for operating under the Patent Coop-
eration Mreaty referred fo in POT Rule 89.

(d) “Request”, when capitalized, means that ele-
ment of the international application described in PCT
Rules 3 and 4,

{e) ‘“‘International application”, as used in this
Subchapter ig-defined in § 1.9(h).

() “Priority date” for the purpose of computing
time lmits under the Patent Cooperation Treaty ig
defined in POT Art. 2(xi). Note also § 1.465.
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(g} Other terms and expressions in this Subpart g
not defined in this section are to be taken in the
sense indicated in PCT Act. 2 and 85 U.8.C, 351.

1803 Reservations Under the PCT
Taken by the United States of
Ameriea

ARTICLE 64
Reservations

(1) {a) Any State may declare that it shall not be
bound by the provisions of Chapter IT.

(b) States making a declaration under subparagraph
(a) shall not be bound by the provisions of Chapter II
and the corresponding provisions of the Regulations.

(2) (a) Any State not having made a declaration un-
der paragraph (1) (a) may declare that:

(i) it shall not be bound by the provisions of Arti-
cle 89(1) with respect fo the furnishing of a copy of
the international application and a transiation there-
of {asprescribed),

(i) the obligation to delay national processing, as
provided for under Article 40, shall not prevent pub-
lieation, by or through its national Office, of the in-
ternational applieation or a translation thereof, it
being understood, however, that it is not exempted
from the Mmitations provided for in Articles 80 and
38,

(b) States making such a declaration shall be hound
accordingly.

(3} fa) Any State may declare that, ag far as it is
concerned, internaticnal publication of international
applications is not required.

(b) Where, at the expiration of 18 months from the
priority date, the international application contgins
the designation only of such States ag have made
declarations under subparagraph (a), the international
application shall not be published by virtue of Article
21(2).

{¢) Where the provisions of subparagraph (b) apply,
the international application shall nevertheless be pub-
lished by the International Bureau:

(i) at the request of the applicant, as provided in
the Regulations,

(ii} when a national application or & patent based
on the international application is published by or on
hehalf of the national Office of any designated State
having made a declaration under subparagraph {(a}),
promptly after such publication but not before the
expiration of 18 months from the priority date.

(4) (a) Any State whose national law provides for
prior art effect of ifs patents as from a date before
publication, but does not equate for prior art purposes
the priority date claimed under the Parig Convention
for the Protection of Industrial Property to the actual
fling date in that State, may declare that the filing
outside that State of an international application desig-
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nating that State is not eguated to an actual filing in
that State for prior art purposes.

{b) Any State making a declaration under subpara-
graph (a) shall to that estent not be bound by the pro-
visions of Article 11(3).

(¢) Any State making a declaration under subpara-
graph {a) shall, at the same time, state in writing the
date from which, and the conditions umder which, the
prior art effect of any international application desig-
nating that State becomes effective in that State. This
statement may be modified at any time by notification
addressed to the Director General.

{5) Bach 8tate may declare that it does not consider
itgelf bound by Article §9. With regard to any dispute
between any Contracting State having made such a
dectaration and any other Contracting State, the provi-
sions of Article 59 shall not apply.

(6){(a) Any declaration made under thig Article
shall be made in writing. It may be made at the time
of gigning thig Treaty, at the time of depositing the in-
strument of ratification or accession, or, except in the
case referred to in paragraph (5), at any later time
by notification addressed to the Director General. In
the cage of the said notification, the declaration shall
take effect six monthg after the day on which the Di-
rector General has received the notification, and shall
not affeet international applicationg filed prior to the
expiration of the said six-month period.

(b) Any declaration made under this Article way be
withdrawn at any time by notification sddressed to the
Director Gereral. Sveh withdrawsal shall take effect
three months after the day on which the Director Gen-
eral has received the notification and, in the case of
the withdrawal of a declaration made under paragraph
(83, shall not affect international applications filed
prior to the expiration of the said three-month period.

(7) No reservations to thig 'Preaty other than the
reservations under paragraphs (1) to (5) are per-
mitted.

The United States of America has declared
that it is not bound by Chapter II (Article
64(1)).

1t has also declared that, as far as the United
States of America is eoncerned that interna-
t(ié))n)al publication is not required {Axticle 64
The third reservation which the United States
of America made was under Article 64(4)
which relates to the prior art effective date of
a U.S. patent issuing from an international
application.

J805 Who May File in the United
States Receiving Office

PCT ArricLe 9
The Applicant

{1) Any resident or national of a Contracting State
may file an international application.
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(2) The Assembly may decide to allow the residents
and the nationals of any couniry party to the Paris
Convention for the Protection of Industrial Property
which is not party to this Treaty to file international
applications.

{3) The concepts of residence and nationality, and
the application of those concepts in cases where there
are several applicants or where the applicants are not
the same for all the degignated States, are defined in
the Regulations.

POT Ruwe 18

The Applicant

18,1 Residence

(a) Subject to the provisions of paragraph (b), the
question whether an applicant is a resident of the Con-
tracting State of which he claims to be a resident shall
depend on the national law of that State and ghall be
decided by the receiving Office,

(b) In any case, possession of a real ard effective in-
dustrial or commercial establishment in & Contracting
State shall be considered residence in that Stafe.

18.2 Nationality

(a) Subject to the provisions of paragraph (b), the
question whether an applicant is a national of the Con-

tracting State of which he claims to be a national shall .

depend on the national law of that State and shall be
decided by the receiving Office.

(b) In any case, a legal entity constituted according
to the national law of a Contracting State shall be con-
sidered a national of that State.

18.83 Several Applicaonis: Some for ANl Designeted
States
If all the applicants are applicants for the purposes
of all designated States, the right to file an interna-
tional application shall exist if at least one of them is
entitled to file an international application according
to Article 9.

18.4 Several Appliconts: Different for Different Desig-
noted States

(a) The international application may indicate dif-
ferent applicants for the purposes of different desig-
nated States, provided that, in respect of each desig-
nated State, at least one of the applicants indicated for
the purposes of that 8tate is entitled fo file an interna-
tional application according fo Article 9.

(b) If the condition referred to in paragraph (a) is
not fulfilled in respect of any designated State, the des-
ignation of that State shall be considered not to have
been made.

{e¢) The International Bureau shall, from time to
time, publish information on the various national laws
in respect of the question who iz qualified (inventor,
guccessor in title of the inventor, owner of the inven-
tion, or other) to file a national application and ghall
accompany such information by a warning that the ef-
fect of the international application in any designated
State may depend on whether the person designated in

N
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the international application as applicant for the pur-
poses of that State is a person who, under the national
law of that State, is qualified to file a national apph-
cation.

18.5 Change in the Person or Nome of the Applicant

Any change in the person or name of the applicant
shall, on the request of the applicant or the receiving
Office, be recorded by the International Bureau, which
shall notify the interested International Searching Au-
thority and the designated Offices accordingly.

PCT Rure 19
The Competent Receiving Office

19.1 Where to File

(&) Subject to the provisions of paragraph (b), the
international application shall be filed, at the option of
the applicant, with the national Office of or acting for
the Contracting State of which the applicant is a resi-
dent or with the national Ofice of or acting for the Con-
tracting State of which the applicant is a national,

{b) Any Contracting State may agree with ancther
Contracting State or any intergovernmental organiza-
tion that the national Office of the latter State or the
intergovernmental organization shall, for all or some
purposes, act instead of the national Office of the for-
mer State as receiving Office for applicants who are
residents or nationals of that former State. Notwith-

standing such agreement, the national Office of the.

former State shall be considered the competent receiv-
ing Office for the purposes of Article 15(5),

{e) In connection with any decision made under Ar-
tiele 9$(2), the Assembly shall appoint the national Of-
fice or the intergovernmental organization which will
act as receiving Office for applieai;ioi[as of residents or
nationals of States specified by the Assembly. Such ap-
pointment shall require the previous consent of the
sald national Office or intergovernmental organization,

19.2 Several Applicants

(a) Xf there are several applicants and they have no
commen agent, their commeon representative within the
meaning of Rule 4.8 shali, for the purposes of the ap-
plication of Rule 19.1, be considered the applicant.

(b} If there are several applicants and they have a
common agent, the applicant first named in the reguest
who is entitled to file an international application ae-
cording to Article § shall, for the purposes of the appli-
cation of Rule 19.1, be considered the applicant.

18.8 Publication of Fact of Delegation of Duties of Re-

ceiving Office

{a) Any agreement referred to in Rule 19.1(b)
shall be promptly notified to the International Bureau
by the Contracting State which delegates the duties of
the receiving Office to the national Office of or acting
for another Contraeting State or an intergovernmentat
organization.

(b) The International Bureau shall, promptly upon

receipt, publish the notification in the Gazette.
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Procedure in the Cese of the Designation of ¢ Stote
being Considered Notl To Huve Been Made

‘Where the receiving Office finds that, under Rule
18.4(b), the designation of a State is fo be congidered
as not having been made, it shall indicate that fact in
the international application by enclosing the designa-
tion of that State within square brackets and entering
the words “CONSIDERED NOT TO HAVE BEEN
MADE,” or their equivalent inm the language of the
international application, in the margin, and shall
promplly notify the applicant accordingly. If copies of
the international application have already been sent
to the Internationat Bureau and the International
Searching Authority, the receiving Office shall also
notify premptly that Bureau and that Authority.

35 U.8.0. 861 Receiving Ofiice. {(a) The Patent
Office shall act as a Receiving Office for international
applications filed by nationals or residents of the
United States. In accordance with any agreement made
between the United States and another country, the
Patent Office may also act as a Receiving Office for in-
ternational applications filed by residents or nationals
of such country who are entitled to file international
applications.

{b) The Patent Office shall perform ail acts con-
nected with the discharge of duties reguired of 2 Re
ceiving Office, including the collection of international
fees and their transmitial to the Internationa}
Bureau.

{¢} Internaticnal applications flled in the Patent
Office shall be in the English language.

{d} The basic fee portion of the international
fee, and the transmittal and search fees prescribed un-
der section 376(a) of this part, shall be paid on filing
of an international application. Payment of designa-
tion fees may be made on filing and shall be made not
later than one year from the priority date of the inter-
national application.

35 U.8.C. 378 Improper epplicant. An international
application designating the United States, shall not be
accepted by the Patent Office for the national stage if
it was filed by anyone not qualified under chapter 11
of this tifle to be an applicant for the purpose of filing
a nafional application in the United States. Such inter-
national applieations shall not serve as the basis for
the benefit of an earlier filing date under section 120 of
this title in a subsequently filed application, but may
serve as the basis for a claim of the right of priority
under section 119 of this title, if the United States was
not the sole country designated in such infernational
appHceation.

37 CFR 1.421 Applicant for international applice-
tion. (a) Only residents or nationals of the United
States of America may file international applications
in the United States Receiving Office,

(b} Alhough the United States Receiving Office will
aeccept international applications filed by any resident
or national of the United States of America for in-
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ternational processing, an international application
designating the United States of America will be ac
cepted by the Patent and Trademark Office for the
national stage only if filed by the inventor or as pro-
vided inv §§ 1.422, 1.423 or 1.425.

(¢) International applications which do not designate
the United Stafes of America may be filed by the as-
gignee or owner.

(@) The attorney or agent of the applicant may gign
the international application Request and file the inter-
national application for the applicant if the inter-
national application when filed is accompanied by 2
separate power of attorney to that attorney or agent
from the applicant. The separate power of attorney
from the applicant may be submitied after filing 1if
sufficient cause iz shown for not submitiing it at the
time of filing. Note that paragraph (b) of this section
requires that the applicant be the inventor if the United
States of America is designated.

{e) Amy indication of different applicants for the
purpose of different Designated Offices must be shown
on the Request portion of the international application.

{f) Changes in the person, name, or address of the
applicant of an international appiication shall be made
in accordance with PCT Rule 18.5.

37 OFR 1.422 When the inventor is dead. In case
of the death of the inventor, the legal representative
(executor, administrator, ete.) of the deceased inventor
may file ar international application which designates
the United States of America.

37 OFR 1.423 When the inventor i8 insang or legally
incapecitaied. In case an inventor is insane or other-
wise legally incapacitated, the legal representative
{guardian, consevator, ete.) of such inventor may file
an international application which designates the
United States of America.

37 OFR 1.424 Joint inventors. Joint inventors must
jointly file an international application which desig-
nates the United States of America; the signature of
either of them alone, or less than the entire number
will be insufficient for an invention invented by them
jointly, except as provided in § 1.425.

87 OFR 1.425 Filing by other than inventor. (a) If
a joint inventor refuses to join in an international ap-
plication which designates the United States of
America or cannot be found or reached after diligent
effort, the international application which designates
the United States of America may be filed by the other
inventor on behalf of himself or herseif and the omitted
inventor., Sueh an international application which des-
jgnates the United States of America must be aceom-
panied by proof of the pertinent faets and must state
the last known address of the omitted inventor. The
Patent and Trademark Office shall forward notice of
the filing of international application to the omitted
inventor at said address.

{b) Whenever an inventor refuses to execute an in-
ternational application which designates the United
States of America, or cannot be found or reached after
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diligent effort, o person to whom the inventor has as-
signed or agreed in writing to assign the invention or
who otherwise shows sufficient proprietary inferest in
the matter justifying such action may file the infer-
nationsal application on behalf of and as agent for the
inventor. Such an international application which
deslgnates the United States of America must be ac-
companied by proof of the pertinent facts and a show-
ing that such action is necessary to preserve the rights
of the parties or $0 prevent irreparable damage, and
must state the last known address of the inventor, The
assignment, written agreement to assign or other evi-
dence of proprietary interest, or a verified copy thereof,
must be filed in the Patent and Trademark Office. The
Office shali forward notiee of the filing of the applica-
tion £o the inventor at the address stated in the
applieation.

Any resident or national of the United States
of America may file an international applica-
tion in the United States Receiving Office
(PCT Article 9(1) and (8), PCT Rule 19.1,
35 U.S.C. 361(2) and 87 CFR 1.412, 1.421). The
concepts of residence and nationality are de-
fined in PCT Rules 18.1 and 18.2. For the pur-
pose of filing an international application, the
applicant may be either the inventor or the suc-
cessor in title of the inventor (assignee or
owner), :

However, the laws of the various Designated
countries regarding the requirements for ap-
plicants must also be considered when filing an
international application. For example, the pat-
ent law of the United States of America requires
that, for the purposes of designating the United
States of America, the applicant(s) must be
tlr%e inventor(s) (35 U.8.C. 373, PCT Article
27(3)). '

Where there are different applicants for dif-
forent States, at least one applicant designated
for each State must be entitled to file an inter-
national application under PCT Axrticle 9, and
PCT Rule 184.

PCT Rule 19.2 relates to the situation where
there are several applicants for all the Desig-
nated States.

1807 Agent or Common Representa-
tive

POT Awrricie 49

Right To Practice Before International Authorities

Any attorney, patent agent, or other person, having
the right to practice before the national Office with
whick the international application was filed, shall be
eniitied to praetice before the International Bureau
and the competent International Searching Authority
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and competent International Preliminary Examining
Authority in respect of that application.

PCT Ruze 2
Interpretetion of Certein Words

2.1 “AppUecanid”

‘Whenever the word “applicant” iz used, it shall be
construed as meaning also the agent or other repre-

418.1
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sentative of the applicant, except where the contrary
clearly follows from the wording or the nature of the
provigion or the context in which the word is used such
as in particular, where the provision refers to the resi-
dence or nationality of the applicant.

2.2 “Agent”

‘Whenever the word “agent” is used, it shall be con-
strued as meaning sany person who has the right to

Rev. 1, Jan. 1980
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practice before international authorities as defined in
Article 49 and, unless the conirary clearly follows
from the wording or the nature of the provision, or the
context in which the word is used, alse the common
representative referred to in Rule 4.8,

2.3 “Signoture”

Whenever the word “signature” is used, it shall he
understood that, if the national law applied by the re-
ceiving Office or the competent International Searching
or Preliminary Examining Authority requires the use
of a seal instead of a signature, the word, for the puar-
poses of that Office or Authority, shall mean geal.

PCT Rure 83
Right To Practice Before Intérnational Authorities

83.1 Proof of Right

The International Bureau, the competent Interna-
tional Searching Authority, and the competent Inter-
national Preliminary Examining Authority, may re-
quire the production of proof of the right to practice
referred to in Article 49.

83.2 Information

(a) The national Office or the intergovernmental
organization which the interested person is alleged to
have a right to practice before shall, upen request,
inform the International Bureau, the competent Inter-
national Searching Authority, or the competent Inter-
national Preliminary Examining Authority, whether
such person has the right to practice before it.

(b) Such information shall be binding wpon the In-
fernational Bureau, the International Searching Au-
thority, or the International Preliminary Examining
Authority, as the case may dbe.

PCT Ruie 90
Representation
90.1 Definitions
For the purpoges of Rule 90.2 and Rule 80.3:
(i) “agent” means any of the persons referred to
in Article 49;

(ii) “eommon representative” means the appll
cant referred to in Rule 4.8.

50.2 Effects

(3} Any aet by or in relation to an agent shall have
the effect of an act by or in relation to the applicant
or applicants having appointed the agent.

{b) Any act by or in relation to a common repre-
sentative or his agent shall have the effect of an act by
or in relation to all the spplicants,

(e) If there are several agents appointed by the
same applicant or applicants, any act by or in relation
to any of the several agents shall have the effect of an
act by or in relation to the said applicant or appli-
cants,

(@) The effects described in paragraphs (a}, (b},
and (e), shall apply to the processing of the interna-
tional application before the receiving Office, the In-
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ternational Bureau, the International Searching Au-
thority, and the Internationzl Preliminary Examining
Authority.

96.3 Appointment

() Appointment of any agent or of any common
representative within the meaning of Rule 4.8(a), if
the said agent or commeon representative is not desig-
nated in the request signed by all applicants, shall be
effected in 2 separate signed power of attorney (l.e, 4
document appointing an agent or a2 common repre—
sentative).

(b) The power of attorney may be submitted fo the
receiving Office or the International Bureau. Which-
ever of the two is the recipient of the power of attor-
ney submitted shall immediately notify the other and
the interested Internationa! Preliminary Examining
Authority.

(¢) If the separate power of attorney is not signed
as provided in paragraph {(a), or if the required sepa-
rate power of attorney is missing, or if the indication
of the name or address of the appointed person does
not ecomply with Rule 4.4, the power of attorney ghall
be considered nen-existent unless the defect is cor-
rected. :

80.4 Revocation

(a) Any appointment may be revoked by the per-
gons who have made the appointment or their su_éees—
sors in title,

(b) Rule 90.3 shall appiy, mutetis mutandis, to the
docuament containing the revocation.

87 OFR 1.455 Representotion in internotiionel ap-
plications. (a) Applicants of international applications
may be represented by attorneys or agents licensed to
practice before the Patent and Trademark Office or by
a common representative (PCT Art. 49, Rules 4.8 and
%0 and § 1.841).

(b} Appointment of an agent, attorney or common
representative (PCT Rule 4.8) must be effected either
in the Request form, signed by all applicants, or in a
separate power of attorney submitted either to the
United States Reeeiving Office or to the International
Bureau.

(¢) Powers of attorney and revoecations thereof
should be submitted to the United States Receiving
Office until the issuance of the international search
report.

{(d) The addressee for correspondence will be ag in-
dicated in Sectton 108 of the Administrative Instruc-
tions.

POT APMINISTRATIVE INSTRUCTION Secrion 106
Correspondence Intended for the Applicent

In the case of several applicants, any agenf desig-
nated under Rule 4.7 in the reguest signed by all the
applicants, or appointed under Rule 90.3 in a separate
power of attorney signed by aill the applicants, shall
be eonsidered a common agent.
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POT ADMINISTRATIVE INSTRUCTION SzmeTion 108
Correspondence Intended for the Appliconi

(a) Any correspondence from an International Au-
thority intended for the applicant, or, in the case of
several applicants, the applicants, shall be addressed
ag follows:

(i} Where the applicant has designated or ap-
pointed one agent, correspondence shall be addressed
to that agent, Where, in the case of several appli-
cants, the applicants are represented by a common
representative or a common agent, correspondence
whall be addressed to that representative or that
agent.

(i} Where the applicant has designated several
agents in the reguest, correspondence shail be ad-
dressed to the agent first menticned therein. Where,
in the case of several applicants, the applicants have
designated several common agents in the request,
correspondence shall be addressed to the common
agent first mentioned therein.

(til) Where the applicant has appointed several
agents in one or more separate powers of attorney,
corregpondence ghall be addressed to the agent first
mentioned in the eariest filed and stil] valid separate
power of attorney. Where, in the cage of several ap-
plicants, the applicants have appointed several com-
mon agents in one or more separate powers of at-
torney, correspondence shall be addressed to the com-
mon agent first mentioned in the earliest filed and
stil valid separate power of attorney.

(b} Any correspondence from an International Au-
thority to the applicant or hig agent shall be marked
with the file reference, composed either of letters or
numbers, or both, of the applicant or the agent, if so
indicated on the request Form, provided this reference
does not exceed ten characters.

POT ApMINISTRATIVE INSTRUCTION SECTION 208
Oomunon Representative Designated in the Request

If the applicants designate a common representative
in accordance with Rule 4.8(a), such common repre-
sentative shaill be indicated on the front page of the
request ¥Form, The indication of the common representa-
tive shall take the form of a statement designating the
named applicant to act as the eommon representative
on behalf of all the applicants.

Any act by or in relation to an agent has the
effect of an act by or in relation to the applicant
or applicants who have designated the agent;
any act by or in relation to a common repre-
sentative hag the effect of an act by or in relation
to all the applicants; the foregoing applies to
the ir;ternational phase (37 CFR 1.421(d) and
1.435).

In the national (or regional) phase, other
agents usually have to be appointed {(PCT Rule
90.2). The national laws of the designated states
govern the appointment of agents or attorneys in
the national stage.
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Any attorney or agent registered to practice
before the United States Patent and Trademark
Office may be appointed as an agent under the
Patent Cooperation Treaty to file applications
in the United States Receiving Office (PCT
Acrticle 49 and POT Rule 83).

The document containing the revocation must
be signed by the applicant or, where there are
several applicants, by all the applicants. Tt must
be submitted to the Receiving Office or the In-
ternational Bureau (PCT Rule 90.4).

Powers of attorney and revoeations should be
submitted to the United States Receiving Office
until the Search Report has issued in order that
communications may be correctly addressed.
After the Search Report has issued, powers of
attorney and revecations should be submitted to
the International Bureaw.

See also § 1820.04 for the power of attorney on
the Request form.

1808 Revocation of the Appointment
of an Agent or a Common Rep-
resentative

37 OFR 1.475 Chonges in person, nume, or oddress
of applicants and inventors. Al requests for a change
in person, name or address of applicants and inventor
be sent to the United States Receiving Office until the
time of issuance of the internatiomal search report.
Thereafter reguests for such changes should be sub-
mitted to the International Bureau.

1810 Filing Date Requirements

PCT Agricre 11

Filing Date and Bffects of the Imternational
Application
(1) 'Phe receiving Office shall aceord as the interna-
tional filing date the date of receipt of the international
application, provided that that Office hag found that,
at the time of receipt:

(i) the applicant does not obviously lack, for
reasons of residence or nationality, the right to file
an international application with the receiving Office,

(i} the internatiomal application is in the pre-
seribed language,

(411) the international application contains at least
the following elements:

{a) an indication that it is infended as an inter-
rational application.
(b) the designation of at least one Contracting

State,

(¢} the name of the applicant, as prescribed,

(d) @ part which on the face of it appears to be a
description,

(e} a part which on the face of it appears to be a
claim or claims. ’

-
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{2) (a) Xf the receiving Office finds that the interna-
tional application did not, at the time of receipt, fulfill
the requirements Hsted in paragraph (1), it shall, as
provided in the Regulations, invite the applicant to file
the required correction.

(b} If the applicant eomplies with the invitation, as
provided in the Regulations, the receiving Office shall
accord as the intermationsal filing date the date of
receipt of the required correction.

{8) Subjeet to Article 64(4), wny international ap-
plication falfilling the reguirements listed in items (i)
to (iiil) of paragraph (1) and accorded an international
filing date shall have the effect of a regular national
application in each designated State as of the inter-
national filing date, which date shall be considered to
be the actual filing date in each designated State.

(4) Any international application fulfilling the re-
guirements listed in items (i) to (iii) of paragraph (1)
shall he equivalent to a regular national filing within
the meaning of the Paris Convention for the Proteetion
of Industrial Property. !

35 U.8.0. 868 Internulional application designeting
the United Stotes: Effect. An international application
designating the United States shall have the effect,
from its international filing date under article 11 of
the treaty, of a natiomal application for patent regu-
Iarly filed in the Patent Office except as otherwise pro-
vided in section 102({e) of thig title.

3§ U7.8.C. 876 Fees. (2} The reguired payment of the
international fee, which amount is specified in the
Regulations, shall be paid in United States currency.
The Patent Office may also charge the following fees:

(1} A transmittal fee (see section 361(d));

{2) A search fee (see seetion 361(d));

(3} A supplemenfal search fee (to be paid when
required) ;

€4) A national fee (see section 371{c)};

{5) A special fee {fo be paid when required; see
section 372(c)} ;

(6) Such other fees at established by the Com-
migsioner.

(b} The amounts of fees specified in subsection (a)
of this seetion, except the international fee, shall be
prescribed by the Commissioner, He may refund any
sum paid by mistake or in excess of the fees so speci-
fied, or if reguired under the treaty and the Regula-
tiong. The Commissioner may also refund any part of
the search fee, where he determines such refund to be
warranted.

37 OFR 1.481 Interngtionael application requirements.
{a) Ar Ipternational application shall contain, as
specified in the Treaty and the Regulations, a Reguest,
a {description, cne or more claims, an abstraet, and one
or more drawings (where 