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Preliminary Assessment of Comments in Response to the Roundtable on 

Worksharing for Patent Applications and the Request for Written Comments
I.
Background
On October 14, 2009, the USPTO published a Notice in the Federal Register inviting the public to submit written comments and participate in a roundtable discussion on worksharing.  The Notice was motivated by the USPTO’s desire to create a coordinated worksharing strategy that reflects the concerns and needs of our stakeholders. 
On November 18, 2009, fourteen participants attended the roundtable discussion sponsored by the USPTO. In addition, six written comments were submitted in response to the Notice. For the most part, individuals presented oral testimony and written comments on behalf of themselves; however, representatives from AIPLA and BIO also offered comments.

The following summary discusses the various opinions offered with respect to each topic identified in the Notice. The recommendations following the summary of comments are based on viewpoints expressed by members of the public.

II.
Summary of Comments & Recommendations
The following discussion sets forth a brief summary of public comments offered with respect to each question presented in the Notice.

A.    Comments on Patent Prosecution Highway

1.  In your view, does PPH provide significant advantages to the patent community, in terms of quality of work, cost-savings, and expedited examination of patent applications?

Overall, the comments indicate the public supports the PPH program. Almost all the respondents stated that the program represents a useful option to applicants because it allows them to receive expedited and compact prosecution. It was also acknowledged that these advantages decrease overall prosecution time, which also leads to greater cost savings.  Moreover, many noted that the program may also improve quality by allowing examiners to focus on claims already determined to be allowable in another Office. 
A couple of comments, however, stated that there are practical reasons for needing different claim sets in different Offices, and applicants may obtain less coverage of their invention than they are entitled to if they limit the scope of the claims to the claims allowed in another Office. 
2.  Please explain how PPH currently fits into your global patent filing strategy. In other words, do you use PPH to accelerate examination in another jurisdiction other than the US or vice versa?

Most respondents noted that their foreign clients were more likely to use the PPH program to obtain a patent in the United States rather than using PPH to obtain a patent in another country.  This was noted to be particularly true for Japanese clients. 

3.   Please identify and explain any disadvantages, drawbacks, and problems with current PPH programs.

Several respondents raised concerns that the program is highly dependent on the timing and quality of the Office of First Filing (OFF). In particular, several respondents indicated that the USPTO’s lengthy pendency favors first filing in a foreign PPH participating Office and thereafter filing a PPH request in the USPTO. They suggested creating more accelerated examination options that would be less burdensome on applicants and less likely to lead to concerns about subsequent charges of inequitable conduct than the currently available accelerated program. 

Several individuals also raised concerns over the uncertainty in the meaning and scope of the claim correspondence requirement. Their view is that this uncertainty impacts the allowability of corresponding claims. A desire for greater uniformity and clarity on a global basis was expressed. In particular, one respondent cited concerns in the chemical/biotechnology fields in which differences in acceptable claiming formats are quite pronounced between the different Offices. The impact of such differences on the PPH requirement is unclear.

One respondent raised the concern over possible implications on prosecution history estoppel from the file wrapper during claim constructions. Under PPH the entire foreign file could be argued to be part of the prosecution history in the USPTO.  Since the entire foreign filing history is translated and incorporated within the request for a PPH in the USPTO, it is unknown how much reliance courts will give to foreign prosecution histories..  

One respondent stated that because PPH participation is low, many USPTO examiners are not fully aware of the program and its procedures. Suggestions included training all examiners on the details of the program as well as creating a specialized group of experts available for consultation to ensure PPH procedures are followed accurately.

One participant stated that PPH does not fully realize efficiency gains because the Office of Second Filing (OSF) has to wait until an allowance from the Office of First Filing (OFF).  It was suggested that it would be best to share work as early as possible.  One scenario was proposed in which an applicant would file their response in the OFF and the OSF with any preliminary amendments. This would result in gains by the second Office by reducing issues by the time that Office picks up the application.
4.   Please identify aspects of the PPH program that you believe would improve the usefulness and usage of the PPH programs. In doing so, please

     (a) identify aspects of the program that need to be improved; and

     (b) discuss how such changes should be implemented.

Several respondents expressed interest in the PPH program, but stated most of their applications have a priority claim that currently excludes them from participating in the program. The respondents argued that the existence of a priority claim in an application that would otherwise be eligible for the PPH should not exclude the application from the PPH.  The respondents noted that the decision to file the priority application, and make the priority claim, was made before PPH programs came about, and the need to first file in a certain country may have been driven by legal or practical implications not related to the PPH.  Moreover, they indicated that often the priority application will be abandoned and thus should not be relevant in whether an application, such as a European Patent Application, is entitled to being part of the PPH.  If the claims have been allowed in a PPH Office, the advantage of PPH should be exploited without regard to the priority claim.  It was also suggested that the timing limitation on filing first in the Office of First Filing (OFF) and then the Office of Second Filing (OSF) should be eliminated. Increasing the number of applications that would qualify for PPH by permitting applications with priority claims to different applications would improve participation. 

One respondent noted that the required copies and translations of relevant documents from foreign OFFs was extensive and recommended that information be obtained through an examiner dossier system.
5.   Please explain how we can help increase PPH usage among the user community

       (a) public awareness outreach on the benefits of PPH; and

       (b) eliminating barriers, such as streamlining procedures and lowering costs 

Most respondents voiced a need for more public awareness on PPH and its benefits, particularly focusing on outreach to foreign applicants who would use PPH in the United States. One respondent stated that because PPH applications require less time to handle the allotted examining time should accordingly be reduced.
Another suggestion included providing an accelerated program at the OFF if the application would then enter PPH. Applicants could then demonstrate a foreign priority to qualify for such a program and a charge may be added to discourage abuse.

One respondent compared the PPH program to the early history of the PCT that showed initially low uptake and currently has reached high usage. Over time as users become more aware of the program and its benefits become more known, PPH participation will increase.

6.   Please provide your thoughts as to whether PPH and PCT can co-exist in a complementary and supportive fashion.

Most respondents did not see a conflict between PCT and PPH.   According to the comments, PCT is used primarily to obtain a search and examination report prior to international filing while PPH is used to expedite examination after international filings already have been made. PCT is a front-end system while PPH is a back-end system.  Once an application has allowable subject matter, that application can be used to make an expeditious use of the grant system in other countries by using the PPH.  

One respondent recommended that all Patent Offices improve their quality within the PCT framework. It was strongly echoed in many responses that if the international search were relied upon in the national phase, it could expeditiously improve both the PCT and PPH system. Particularly, a Patent Office acceptance in its own ISR is critical to improve both the PCT and PPH process.

7.   Please identify other Offices you would like to see included in the PPH program.

One respondent wanted to see the PPH program available to at least all PCT member countries. Another respondent suggested that expansion to other Offices regardless of whether they provide their own examination or accept another Office’s work product.  

8.   Currently, the PPH exists in a complex array of bilateral agreements. Discussions have been underway to expand PPH on a multilateral framework. One goal of a multilateral framework is that it would permit the filing of one application in the OFF to lead to multiple patent grants. Please identify concerns, if any, in expanding PPH on a multilateral framework, e.g., Plurilateral PPH?

Most respondents were greatly in favor in streamlining PPH and providing a uniform set of requirements. The current PPH system comprises individual bilateral agreements with slightly varying requirements. The number of different agreements makes it extremely difficult and confusing for applicants. A plurilateral agreement would help create a uniform one set of requirements.
Recommendations

 

1.     Address concerns on the meaning and scope of claim correspondence. 
 

2.     Make efforts to ameliorate or lessen legal issues related to utilizing foreign prosecution histories in PPH applications.
   
3.     Consider programs for increasing examiner training and expertise.
 

4.     Seek out and take advantage of opportunities for increasing public outreach and awareness.
 

5.     Explore options for increasing pool of PPH applications.

6.     Consider ways to streamline PPH procedures.
 
B.   Comments on Strategic Handling of Applications for Rapid Examination

1.   Please explain whether you support prioritizing applications so that Offices focus their efforts on applications filed first in their Office in order to produce a timely work product that can subsequently be used by other Offices?

The opinions received in response to this question appear divided.  One respondent expressed the view that expediting OFF applications would represent a reasonable compromise provided such an initiative is coordinated with all Patent Offices. Without mutual cooperation, not only would benefits not be realized, but there is a real concern of delayed prosecution of foreign applications. 

Another respondent expressed support for such a program provided it was voluntary, even for those who chose the United States as their OFF, and provided that filing, search and/or examination fees were reduced or delayed for OSF applications. Others respondents acknowledged the benefit of re-utilizing the OFF work, but had serious concerns about the delaying effect on non-prioritized applications.
Others voiced concerns that they could not support such a program without more information on its potential impacts.

2.   Please explain whether you believe that the Office of Second Filing should delay examination pending the search and examination results of the Office of First Filing? 

Many of the respondents favored a examination delay pending search and examination results from the OFF with various conditions.  One respondent indicated that an acceptable delay would still require the OFF to expedite examination in a high quality fashion.  Another respondent suggested an optional deferred examination system.  

An additional concern about implementing SHARE without regard to the examination request in a foreign filed OFF is the effective graft of an OFF’s deferral period onto the United States examination process. 

3.   As far as prioritizing applications, should the USPTO distinguish between all first-filed applications and first-filed applications that were subsequently filed abroad?  Our understanding is the JPO is giving priority to first-filed applications that are also subsequently filed abroad. If so, please explain the basis for the distinction, as well as the advantages and drawbacks to prioritizing a group of applications. 

The views expressed on this issue appear divided.  One respondent disfavored giving priority to United States  applications subsequently filed abroad because it would penalize domestic only applicants who may not possess the resources to file internationally. It was noted that the Office would also be burdened in determining which application was subsequently filed in another Office. Another respondent favored further prioritizing cases with foreign filings to avoid delays in OSF within the set of OFF applications.

4.   In your view, would delays in examination in the Office of Second Filing disadvantage a particular sector of applicants filing in the United States? Please explain your response. 

Most applicants agreed that, in general, any delays would disadvantage those applicants that desire quick examination and grant, particularly in the areas of computer technology, electronics, and consumer products. However, all industries may ultimately be affected because in all industries inventors must secure patents early to attract investors, satisfy shareholders, or assert rights against infringers. A SHARE implementation strategy in which SHARE is implemented in Art Units without any significant delays was also suggested.  As the flow of applications reach an acceptable level, the number of examiners can be reduced and then added to Art Units with greater delays.  
5.   Please explain whether you believe that applications should be eligible for patent term adjustment (PTA) due to delays in the USPTO as the Office of Second Filing waiting for the search and examination results of the Office of First Filing? 

In general, respondents favored PTA due to waiting delays when the USPTO was the OSF.  Many echoed a similar view that because SHARE is an office-driven program, delays in examination resulting from the program are attributable to the Office and PTA is appropriate.  However, it was also suggested that caps on the amount of PTA adjustment due to the delay from SHARE should be instituted. 

One individual suggested an implementation method to minimize delays.  This strategy included selecting high-turnover fields, such as telecommunication and computers because such patents typically lapse before the expiration of the full twenty year term.  Implementing SHARE in these areas first would have minimal effect as these patents would likely be abandoned before the end of their term. SHARE may then be implemented in other fields where the public and applicants are greatly affected by PTA. Another individual urged more analysis on the topic as it raises many uncertainties with regard to section 154.

6.    In your view, please explain whether you believe that a SHARE-based prioritization regime will result in a de facto deferred examination system with the potential for submarine patenting in certain areas.

Most respondents generally agreed that SHARE would essentially be a form of de facto deferred examination. However, it was noted that the current system is already a de facto deferred examination with the current backlog. In general, respondents did not feel that SHARE would increase the potential for submarine patents. 
7.    Please explain whether you believe that SHARE will result in forum shopping in a manner that is detrimental to the patent system. 

Most respondents seem to agree that forum shopping was likely given the timing imbalances.  However, it was noted that timing imbalances are under the control of the Offices. Provided the Offices work to coordinate to provide fixed timing in their search and examination, forum shopping could be minimized. 

8.    Given the caseload imbalances among the different offices do you believe that SHARE ultimately will improve, worsen, or not affect these imbalances in the long run?

Some individuals were optimistic that SHARE could reduce workloads and imbalances in the long term provided all the Patent Offices work together on a common program. On the other hand, one individual stated that patent examination remains a sovereign function and each Office will do its own search and apply its own patentability determinations. As such, SHARE would not be expected to reduce examination time. 
Recommendations

1.    Evaluate the benefits, costs, and impact of ongoing SHARE pilot(s), as well as the potential benefits, costs, and impact of a full-scale SHARE program.
 

2.     Evaluate other mechanisms and strategies for prioritizing work and maximizing reutilization of work products from other Offices. 

C.
 Comments on PCT
1.      Please explain whether you support including PCT search and examination results in worksharing mechanisms, such as Patent Prosecution Highways.

Most respondents strongly favor the use of PCT search and examination results.

2.      When the international search report and written opinion of the International Searching Authority are at least partially negative, please explain whether you would expect to request international preliminary examination under Chapter II of the PCT more often in order to get PPH benefit at the national phase?

One respondent stated that it would depend on the quality of search and whether the search results would be accepted by the national Office. If the quality of searches does not improve, the results would likely not be accepted in the PPH system. Moreover, if the Patent Office would accept their own ISR results, it would create an even greater incentive to use Chapter II.

3. Please identify any changes you recommend to the PCT system as a whole, or the USPTO processing of PCT applications, to increase the utility of PCT applications in worksharing efforts. 

Many respondents voiced the same suggestion in having the Patent Office accept its own ISR results as a cornerstone to improved quality. Other suggestions included following the PCT Roadmap to encourage improve processing of PCT applications and reliability of international search and examination.

4.      Please identify how the USPTO could improve their processing as a designated/elected Office so as to increase the utility of PCT applications in worksharing efforts. 

The following suggestions were identified: 
· provide earlier copies of file receipts within the national phase as compared to Section 111 applications

· continue to train examiners that PCT national phase has unity of invention requirements rather than restriction requirements

· train examiners that positive PCT written opinions require them to take the national phase “out of turn” under Rule 1.496. 

· consider creating a “PCT expert” in each Art Unit who can serve as the consultant to the examiners 

Recommendations

 

1.    Pursue pilots and studies to further evaluate the quality of PCT work products

    

2.     Follow up with recommendations from the PCT Roundtable held on January 13, 2010.
III.
Conclusions

The USPTO is committed to developing a more concrete plan for moving forward with these recommendations.  While full implementation of these initiatives will take some time, the Office is developing a phased approach, in which goals and outcomes will be defined for each phase. For further inquiry on the progress of these initiatives, please contact Mary Critharis, mary.critharis@uspto.gov, or Jeffrey Siew, jeffrey.siew@uspto.gov.
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